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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
Poreba Machine Tool Company LLC
Petitioner,

v.

Fabryka Obrabiarek RAFAMET S.A.
Applicant Respondent.

)
)
)
)
)
)
)
)
)
)
)
)
)

Serial No.
Date of Filing

: 79/196,339
: July 27, 2016

Opposition No.

: 91240198

Mark

:POREBA 1798
and design

APPLICANT’S REPLY TO OPPOSER’S RESPONSE TO MOTION FOR
INVOLUNTARY DISMISSAL
Applicant, Fabryka Obrabiarek RAFAMET S.A. by and through its attorneys, submits
the following reply to Opposer’s Response to Applicant’s Dismissal Motion.
Briefly, Opposer’s attempt to reopen the proceedings is insufficient as a matter of law.
Opposer has taken no substantive steps in the case. As will be discussed herein, Opposer did not
submit its preliminary disclosures, has not engaged in discovery of any kind, and took no actions
during its testimony period. Opposer’s sole explanation for its failure is that it requires time to
‘gather information […] some of which resides with third parties’. Opposer has provided no
explanation on why it failed to seek any needed information during the time specifically
provided by this Board to do so- i.e. during its discovery period which ended in February 2019.
Case Timeline
1. Applicant filed its trademark application for Poreba (with design), serial number
79/196,339, on November 17, 2016. The Application was based on a prior European
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Registration and was allowed by January 31, 2018. Barring an opposition, Applicant
could expect the registration to issue by the second quarter of 2018.
2. On March 19, 2018, Opposer filed its opposition, which, while compliant with minimal
pleading requirements, included only boilerplate allegations.
3. The initial Answer was due on May 1, 2018. Prior to the expiration of the deadline,
Applicant retained its current attorneys who requested an extension of time to Answer
due to the need to obtain translations of documents. Opposer denied consent to the
request, necessitating a contested petition to extend deadlines. Applicant filed same on
April 27, 2018 explaining in detail the circumstances necessitating the extension.
4. The Board approved the petition, resetting the Answer deadline to July 14, 2018.
Applicant filed its answer and defenses on July 13, 2018.
5. Applicant held the Discovery Conference on August 13, 2018 and submitted its initial
disclosures on September 12, 2018 – see Exhibit A.
6. Applicant received no Rule 26(f) disclosures from Opposer. Opposer took no discovery
of any kind.
7. Discovery ended on February 9, 2019. Opposer’s Pretrial disclosures were due on March
26, 2019. Opposer provided no Disclosures. Opposer’s Testimony Period ended on May
10, 2019. Opposer took no testimony from any witnesses during its Testimony Period.
8. Applicant filed its Motion to Dismiss on May 22, 2019.
9. Opposer submitted its Response to Motion, 20 days thereafter, on June 11, 2019.
Applicant reiterates that it received nothing from the Opposer during the time starting with
Discovery Conference on August 13, 2018 until the Opposer’s Request to Reinstate the Case
filed on June 11, 2019. This is a period of nearly 10 months.
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Opposer’s Petition Fails as Matter of Law
Initially, Opposer’s Response is unclear whether Opposer is requesting the reopening of
its Testimony Period or all of Discovery. In its petition, Opposer states:
“Opposer is still in the process of gathering information to support its opposition.
However, due to the lengthy history of the companies and the products involved,
including that some of the facts relate to events that occurred in Poland several
years ago, and that some of the information resides with third parties and is
difficult to gather, Opposer is seeking additional time to gather information.”
Opposer’s Response, Pages 1 and 2.
This suggests that Opposer requires the reopening of the Discovery period which ended
in February 2019. Applicant respectfully submits that such a request would require an even
higher standard of due diligence given that this request is being filed extremely late. Even
presuming that Opposer is only asking for reopening of its Testimony Period, its Response is
insufficient due to the failure to meet the “excusable neglect” standard described below.

Opposer’s testimony period has closed and Applicant has filed a motion for judgment
under Trademark Rule 2.132(a). Opposer must show good and sufficient cause why judgment
should not be rendered against it, failing which the opposition will be dismissed with prejudice.
37 C.F.R. § 2.132(a); Hewlett-Packard Co. v. Olympus Corp., 931 F.2d 1551, 1713 (Fed. Cir.
1991). Applicant submits that Opposer’s response fails to meet the “good and sufficient cause”
standard, in the context of Trademark Rule 2.132(a) to reopen the case. The “good and sufficient
cause” standard is now equivalent to the “excusable neglect” standard which Opposer would be
required to meet under Fed. R. Civ. P. 6(b)(1)(B) to reopen its testimony period. See PolyJohn
Enterprises Corp. v. 1-800-Toilets Inc., 61 USPQ2d 1860, 1860-61 (TTAB 2002).
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In analyzing the case, the Board should weigh four factors to determine whether
Opposer’s neglect of the matter is excusable. Pioneer Investment Services Co. v. Brunswick
Associates L.P., 507 U.S. 380, 395 (1993). These factors are (1) the danger of prejudice to the
non-moving party; (2) the length of the delay and its potential impact on judicial proceedings; (3)
the reason for the delay, including whether it was within the reasonable control of the moving
party; and, (4) whether the moving party has acted in good faith. See Pioneer Investment Id.
These factors do not carry equal weight. See FirstHealth of the Carolinas Inc. v. CareFirst
of Maryland Inc., 479 F.3d 825, 81 USPQ2d 1919, 1921-22 (Fed. Cir. 2007) (Court affirmed
finding of no excusable neglect based on second and third factors, with third factor weighing
heavily in the analysis). The Board has noted on numerous occasions that, in agreement with
other courts, the third factor may be considered the most important factor in any particular case.
See, e.g., Pumpkin Ltd. v. The Seed Corps, 43 USPQ2d 1582, 1586 n.7 (TTAB 1997).

Prejudice to Applicant
In its Response to the Motion to Dismiss, Opposer states that there is no prejudice to the
Applicant inasmuch as the Applicant sought, and obtained an extension of time to file its answer
last year:
“The Applicant can hardly argue prejudice as it previously requested and was
granted an extension of the subject deadlines.” Opposer’s Response, Page 2.
Applicant disagrees with this argument. Its trademark application was filed in 2016 and
without the Opposer’s interference would have reasonably issued as a registration by the second
quarter of 2018, or over a year ago. If this petition is granted, the case deadlines will be reset
with Testimony Period extending into the end of 2019. Final disposition of the case may very
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well not occur until 2020, or four years after the Applicant filed its initial application.
Applicant’s business and ability to use its logo is impaired by this pending proceeding.
Further, it was Opposer that declined to consent to Applicant’s reasonable request to
extend the Answer deadline, further delaying the case. Applicant had no choice but to file the
Extension Request due to Opposer’s actions.
Still further, Applicant contends that Opposer’s reference to Applicant’s April 27, 2018
extension in an effort to show non-prejudice is misplaced. Applicant’s April 2018 Petition to
Extend Time to Answer is irrelevant to the first Pioneer factor and is not at issue here. What is
at issue is potential prejudice to Applicant represented by the potential reopening of this matter
after Opposer made no efforts to prosecute this matter during the prescribed time period. The
substantial delay in final disposition of this case has altered Applicant’s marketing plans and
prevents Applicant from using its trademark in the U.S.
As there would be prejudice to the Applicant should the Opposer’s motion be granted, the
first Pioneer factor weighs in favor of Applicant.
Length of the Delay
Looking to the second Pioneer factor, Opposer’s period of delay and the potential impact
that said delay will have on this case weigh in favor of Applicant. Opposer has made no
detectable efforts to prosecute this case since the Discovery Conference on August 18, 2018.
Opposer provided no initial disclosures, did not seek discovery of any kind, and provided no pretrial disclosures. Opposer took no testimony during their Testimony Period on May 10, 2019.
Opposer waited more than a month after the close of their Testimony period to file a motion to
reopen this matter and only after Applicant’s Motion to Dismiss. This Board has already
concluded that a one month delay weighs against excusable neglect. PolyJohn Enterprises, 61
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USPQ2d 1860, 1860-61 (TTAB 2002). Applicant, therefore, contends that Opposer’s delay in
seeking to reopen this matter was too long and that the second Pioneer factor weighs in favor of
Applicant.
Moreover, Applicant contends that Opposer’s delay is even more egregious than a simple
one month lapse as it is unknown whether Opposer would have even made their motion if
Applicant did not move to dismiss this matter on May 22, 2019 when Opposer’s Testimony
Period was already over.
Further, Applicant contends that the potential reopening of discovery has a significant
potential impact on this case. Because Opposer allowed its testimony period to close without
presenting any case-in-chief, this case is over but for the decision of the Board unless the Board
reopens Opposer’s testimony period. Such a reopening would delay resolution of this case by
several months and runs counter the Board’s interest in an expeditious adjudication of its cases.
Specifically, Opposer has submitted no Pretrial Disclosures. And so, at the very least,
Opposer would need those dates to be reset should the Board reopen discovery. If Opposer’s
Request to Reopen Testimony is granted, Testimony will most likely be scheduled until the third
quarter of 2019. This is a delay of at least six months. Further, the Opposer delayed in filing its
request to Reopen the Case until after all of its deadlines had expired. Looking to the substantial
delay of Opposer’s Motion to Reopen and the effects it could have on these proceedings,
Applicant contends that the second Pioneer factor weighs in favor of Applicant.
Reason for the Delay
Applicant further contends that the third Pioneer factor, reason for Opposer’s delay,
weighs heavily in favor of Applicant. Opposer has failed to provide any justification for the
delay beyond an action that is inherent in any litigation - the need to review documents.
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Applicant submits that all of the documents that Opposer is reviewing must have been in its
possession for years. Opposer took no discovery in the case and so has not requested or received
documents from the Applicant or any other third party under the auspices of these proceedings.
Opposer has further failed to explain the reason for the delay in its review of the documents.
Opposer could have sought an extension of proceedings prior to the close of the
discovery period or the testimony period. However, Opposer without explanation allowed its
testimony period to lapse without filing any such motion. “Opposer brought this case and, in so
doing, took responsibility for moving forward on the established schedule.” Atlanta-Fulton
County Zoo, 45 USPQ2d at 1860. Opposer has provided no explanation for why it was unable to
review the documents at any time between its filing of an Opposition Petition on March 19, 2018
and June 11, 2019.
Applicant submits that while the Opposition was brief and contained only boilerplate
language, Applicant’s Answer provided in detail the relationship between the parties. Thus, at
least as early as July 13, 2018, Opposer had actual notice that the case relates ‘to events that
occurred in Poland several years ago, and that some of the information resides with third parties
and is difficult to gather.’ Opposer’s Response, Pages 1 and 2. Applicant timely provided the
Opposer with the preliminary disclosures identifying parties and sources of documents (see Rule
26(f) Attachment A). Yet, the Opposer engaged in no discovery, made no disclosures of their
own, and took no evidence during its Testimony Period. In light of the foregoing, Applicant
contends that the third Pioneer factor weighs in favor of Applicant.
Good Faith by Applicant
Applicant secured representation in the United States, organized the Discovery
Conference, and issued its Preliminary Disclosures as required. Applicant has submitted all
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requests on time and has otherwise complied with TTAB proceedings. There is no evidence of
bad faith by the Applicant.

On balance of these factors, Applicant submits that Opposer has failed to demonstrate
excusable neglect to warrant reinstating this proceeding.

Opposer Attempts to Misapply Tiffany & Co.
Applicant submits that the correct legal analysis for Opposer’s Request to Reopen
involves the Pioneer factors described above. In its Response, Opposer attempts to rely on
Tiffany & Co. v. Columbia Industries, Inc., 455 F.2d 582 instead of the Pioneer factors. This is
incorrect as a matter of law.
In Tiffany & Co. the Opposer had the benefit of a valid registration. Pursuant to section
7(b), a valid registration is entitled to a presumption of validity and so can excuse taking no
Discovery and Testimony. In this case, the Opposer’s registration is expired and entitled to no
such presumption. Further, even the Opposer demands that the deadlines in the case be
reopened.
The analysis in Tiffany & Co. and its progeny applies to the circumstance where a party
misses a deadline which would prevent substantive review of the dispute, but where the dispute
is otherwise ready for adjudication. It is inapplicable to this case, where the Opposer has done
nothing. The Opposer has introduced no evidence into the case and instead requests reopening
of the matter.
For this reason, Opposer attempts to use the Applicant’s own Answer to demonstrate that
a factual dispute exists in the case. In essence, Opposer is attempting to excuse its own inaction
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on the fact that Applicant reviewed the facts of the case and submitted a detailed Answer that
described the history of the trademark. If the Board were to rule that Tiffany & Co. allows
Opposers to do nothing and then rely on details in the Applicant’s Answer, it would require
Answers to take the form of boilerplate denials and filings that Opposer has submitted in this
case. This is not the intent of the court in Tiffany & Co., nor do interests of justice require such
pleadings. Instead, the proper analysis involves the Pioneer factors above.

Irrelevant Misstatements
In its Response to the Motion, Opposer has made several statements about the
proceedings that are irrelevant to the Pioneer factors, and are further incorrect. For example,
Opposer states “Applicant also fails to deny that Opposer purchased the registration from
Applicant's distributor.” Opposer’s Response, Page 1.
Opposer does not provide a basis for this statement. Opposer’s only filing in the case, the
Opposition Complaint, had no allegation of a transaction between the Opposer and Applicant for
the Applicant to deny. Applicant denies these statements.
For these reasons, Applicant respectfully requests that the case be dismissed with
prejudice in accordance with the May 22, 2019 Motion to Dismiss.
Fabryka Obrabiarek RAFAMET S.A

By: Szymon M. Gurda, one of its attorneys.
Date: June 19, 2019
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CERTIFICATE OF SERVICE
I hereby certify that a true and complete copy of the foregoing APPLICANT’S REPLY TO
OPPOSER’S RESPONSE TO MOTION FOR INVOLUNTARY DISMISSAL has been served
on attorney for Petitioner Poreba Machine Tool Company LLC by forwarding said copy to:

MR. NICK MARSICO
HUCK BOUMA PC
1755 S NAPERVILLE ROAD #200
WHEATON, IL 60189
UNITED STATES
via e-mail to nmarsico@huckbouma.com on June 19, 2019.

Szymon M. Gurda
CHERSKOV FLAYNIK &
GURDA, LLC
123 W. Madison St.
Suite 400
Chicago, Illinois 60602
Counsel for Applicant
Reg. No. 58451
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Exhibit A – Applicant’s Initial Disclosures from September 12, 2018
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