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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

EVERNOTE CORPORATION,
Opposer,

Opposition No. 91239799
Application Serial No. 87286764

v.
Mark:
LOTUS AND LION, LLC,
Applicant.

ANSWER
The following is the Answer of Lotus and Lion, LLC (hereinafter “Applicant”), owner of
U.S. Trademark Application Serial No. 87/286,764 for the mark PARADESMITH and design,
by and through Counsel, Erik M. Pelton & Associates, PLLC, to the Notice of Opposition filed
on March 1, 2018, by Evernote Corporation (hereinafter “Opposer”), and assigned Opposition
No. 91/239,799.
Applicant hereby responds, solely for the purpose of this proceeding, to each of the
grounds set forth in the Notice of Opposition, as follows:
1.

Applicant is without knowledge or information sufficient to form a belief as to the

truth of the allegations contained in paragraph 1 of the Notice of Opposition, and therefore
denies them.
2.

Applicant is without knowledge or information sufficient to form a belief as to the

truth of the allegations contained in paragraph 2 of the Notice of Opposition, and therefore
denies them.
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3.

Applicant is without knowledge or information sufficient to form a belief as to the

truth of the allegations contained in paragraph 3 of the Notice of Opposition, and therefore
denies them.
4.

Applicant is without knowledge or information sufficient to form a belief as to the

truth of the allegations contained in paragraph 4 of the Notice of Opposition, and therefore
denies them.
5.

Admitted.

6.

Applicant is without knowledge or information sufficient to form a belief as to the

truth of the allegations contained in paragraph 6 of the Notice of Opposition, and therefore
denies them.
7.

Denied.

8.

Denied.

9.

Denied.

10.

Admitted.

11.

Denied.

12.

Denied.

13.

Denied.

14.

Denied.

15.

Paragraph 15 does not call for admission or denial.

16.

Applicant is without sufficient knowledge or information to form a belief as to the

truth of the allegations in Paragraph 16, and on that basis denies the allegations.
17.

Denied.

18.

Paragraph 18 does not call for admission or denial.
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19.

Denied.

20.

Denied.

AFFIRMATIVE DEFENSES AND AMPLIFICATIONS
FURTHERMORE, Applicant alleges and asserts the following in support of its defense:
21.

Applicant’s mark differs in sight and appearance from Opposer’s Evernote

Elephant design trademarks (Registration Nos. 3,609,880 and 3,907,868) (hereinafter,
“Opposer’s Mark):
•

Opposer’s Mark features a headshot of an elephant looking to the right,
whereas Applicant’s mark displays a side profile of the entire body of an
elephant looking to the left.

•

In Opposer’s Mark, there is a fold in the elephant’s ear, demonstrative of an
earmarked sheet of paper, or a note. Applicant’s mark has no such fold in the
elephant’s ear.

•

Focusing on the white space of the elephant’s trunk in Opposer’s Mark, there
is a visible lowercase ‘e,’ which is representative of Evernote. In contrast, the
elephant in Applicant’s mark has its trunk curved upward and does not feature
an “e.”

•

Applicant’s elephant is carrying a flag in its trunk and marching or parading in
the left direction, whereas Opposer’s Mark has no flag anywhere in the mark.

22.

Applicant’s mark and Opposer’s Mark have very different overall commercial

impressions and meanings.
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23.

Opposer’s Mark features an elephant because elephants have a working memory,

and Evernote is focused on the core idea that a note lasts forever. See Exhibit A. The elephant in
Opposer’s Mark, therefore, symbolizes the concept of never forgetting.
24.

The elephant in Applicant’s mark represents elephants linking up in a parade

within Applicant’s social media platform, as elephants march trunk to tail.
25.

Applicant’s mark does not create a likelihood of confusion among consumers that

Applicant’s goods are offered, are sponsored by, or are otherwise endorsed by Opposer. Nor
does Applicant’s use or registration of Applicant’s mark create the likelihood that consumers
will falsely believe that Applicant and Opposer are affiliated in any way.
26.

Opposer’s Mark is weak and diluted.

27.

There are at least 14 third-party registrations in Classes 9 and 42 for computer

software and/or mobile application programs that use an elephant logo registered on the USPTO
Principal Register. See table below and Exhibit B:
Design Mark

Reg.
No.
5149553

5062839

5162469

Opposition No. 91239799: Answer

Identification of Good and/or Services
Class 9: Computer software for data
management and analytics

Class 9: Downloadable computer software and
computer software application for mobile
devices for obtaining and sharing recipes,
generating shopping lists, and providing
cooking lessons
Class 9: Computer application software for
mobile electronic devices, namely, software for
recording, tagging, uploading, sharing, and
posting digital photos, videos, images, and text
or otherwise providing electronic media or
information over a computer or
communications network
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5139908

5234645

5008796

4851598
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Class 9: Downloadable mobile application
software for use in staffing promotional
projects and campaigns with college and
university students; Downloadable mobile
application software for payment of employees,
management of employee incentive award
programs, and monitoring of employee
productivity, that offers real-time opportunities
for college and university students to earn
rewards
Class 42: Software as a Service (SaaS) services
featuring software for use in staffing
promotional projects and campaigns with
college and university students; Software as a
Service (SaaS) services featuring software for
payment of employees, management of
employee incentive award programs, and
monitoring of employee productivity, that
offers real-time opportunities for college and
university students to earn rewards
Class 9: Retirement planning tools, namely,
software allowing users to calculate disposable
income in retirement; computer programs for
document management; computer programs for
generating portfolio reports in the field of
financial securities, investment and financial
services; software for the management and
calculation of credit insurance premiums and
loans; software for evaluating the performance
of companies; software to analyze financial
profits; certificates of securities, prospectus and
pocket memoranda
Class 42: Software as a service (SAAS)
services featuring software for delivery of
information, training, certification, continuing
education and intellectual property all in the
field of computer programming for use on
mobile or cellular phones and email
Class 9: Downloadable computer software
applications for use in electronic document
processing and retrieval
Class 42: Custom software development; nondownloadable computer software applications
for use in electronic document processing and
retrieval
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4928325

4482532

5382976

4972052

4338500
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Class 9: Computer application software for
mobile phones and handheld computers and
downloadable computer software for arranging
tour guide services, booking tour guide
services, and for connecting travelers with local
individuals who can provide tour guide
services
Class 9: downloadable electronic publications,
namely, memory books and photo albums;
electronic publications, namely, memory books
and photo albums recorded on computer media
Class 42: Software as a service (SAAS)
services featuring software for creating
yearbooks, memory books and photo albums
Class 9: Communications software for data
optimization, scalability, high availability, and
security of data centers, computer networks,
and software applications; Application
programs, namely, software for data
optimization, scalability, high availability, and
security of data centers, computer networks,
and software applications; Computer
networking and data security interface software
Class 42:
Software as a service (SaaS) featuring software
for data optimization, scalability, high
availability, and security of data centers,
computer networks, and software applications
Class 9: Downloadable mobile applications for
managing meetings
Class 42: Computer software development in
the field of mobile applications; Software as a
service (SAAS) services featuring software for
managing meetings
Class 9: Downloadable computer software for
the collection, analysis and storage of
information and data
Class 42: Technical support services, namely,
technical support for third parties in the fields
of software implementation, management and
use; information technology consultation
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4191270

4402188

28.

Class 9: Computer software for converting
images from photographs, films, tapes or other
analog sources to digital images, for
processing, organizing, editing, storing,
retrieving, viewing, enhancing, searching,
distributing, printing and sharing still and
moving digital images, for creating, ordering
and providing merchandise bearing or
including digital images, and for transmitting
and distributing still and moving digital images
to televisions, media screens, computers,
handheld and mobile devices, vehicle
entertainment systems, home entertainment
systems, electronic picture frames and other
electronic devices and systems for display, use
and viewing by consumers; Compact discs,
DVDs and flash memory devices featuring
digital still images and moving digital images
provided by customers; Digital photo frames
for displaying digital pictures
Class 42: Computer services, namely, digital
formatting and compression of music and
images, namely, processing of digital music
and video images into downloadable products;
digital image correction services of videos;
laboratory services, namely, color analysis
Class 9: Computer software for mobile phones
and mobile devices, namely, downloadable
software for use in obtaining shopping
information on goods and services of others,
and downloadable software for processing
electronic payments; * none being or relating to
insurance or insurance services
Class 42: Providing temporary use of online
non-downloadable software for use in
electronic processing of credit card and debit
card transactions and electronic payments via
the internet and wireless networks; providing
internet search engines for obtaining
information, resources and the websites of
others on a global computer network; * none
being or relating to insurance or insurance
services

There are numerous third-party uses of elephant logo marks in the marketplace for

goods and services that are identical or highly related to the services of Opposer, including, but
not limited to:
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Mark

Location
Fullerton, CA
http://www.rwelephant.com/

San Francisco, CA
https://gradle.org/

Denver, CO
http://www.elephantheadsoft.com/home

New York, NY
https://www.elephantventures.com/

29.

Given the adoption and use of illustrated elephant in Opposer’s Mark is

widespread in connection with identical or substantially related goods and services to those
offered by Opposer in International Classes 9 and 42, no confusion is likely.
30.

Applicant offers a service that is different from Opposer’s goods.

31.

Applicant’s offers a social media platform that allows users and spectators to

share media, such as videos, photographs, and written commentary and/or description of a
specific event, concert, show, or occurrence in one public or private space.
32.

Opposer’s goods include downloadable software that is designed for note taking,

organizing, archiving, and note sharing.
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33.

Opposer’s Mark is not the same as or confusingly similar to Applicant’s mark.

34.

Applicant’s mark and Opposer’s pleaded marks are not likely to cause confusion,

mistake, or deception among purchasers as to the source of Opposer’s and Applicant’s respective
services.
35.

Opposer is not likely to be damaged by registration and use of Applicant’s mark.

36.

Applicant reserves the right to assert any and all other affirmative defenses of

which Applicant becomes aware during the pendency of this matter.

Applicant hereby appoints Erik M. Pelton, a member of the Bars of the State of New
Jersey and the District of Columbia at the firm of:
Erik M. Pelton & Associates, PLLC
PO Box 100637
Arlington, Virginia 22210
TEL: (703) 525-8009
uspto@tm4smallbiz.com
to act as attorney in the matter of the opposition identified above, to prosecute said opposition, to
transact all business in the Patent and Trademark Office connected with the opposition, to sign
its name to all papers which are hereinafter to be filed in connection therewith, and to receive all
communications relating to the same.

WHEREFORE, Applicant Lotus and Lion, LLC requests that the Trademark Trial and
Appeal Board deny the Notice of Opposition.
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Dated this 10th day of April, 2018.

Erik M. Pelton
ERIK M. PELTON & ASSOCIATES, PLLC
Attorney for Applicant
PO Box 100637
Arlington, Virginia 22210
TEL: (703) 525-8009
Email: uspto@tm4smallbiz.com
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CERTIFICATE OF SERVICE
I hereby certify that a true and accurate copy of Answer has been served on the following
by delivering said copy on April 10, 2018, via email, to counsel for Opposer at the following
address:
Matthew E. Conner
Julia Belagorudsky
Gesmer Updegrove LLP
matthew.connors@gesmer.com
julia.belagorudsky@gesmer.com

By:
Erik M. Pelton, Esq.
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EXHIBIT A :
Schoups, Annelise, Why is Evernote Called Evernote?, REWIND AND
CAPTURE (Oct. 25, 2015), http://www.rewindandcapture.com/why-isevernote-called-evernote/.

4/9/2018

Why is Evernote Called Evernote? | Rewind & Capture

Why is Evernote Called Evernote?

Shares

OCTOBER 25, 2015 BY ANNELISE SCHOUPS — 0 COMMENTS

What keeps you up at night?
If you’d asked former Evernote CEO Phil Libin in 2008, he quickly would have said
“bankruptcy.” By then, it had been almost two years since Stepan Pachikov founded
the note taking application and they were desperately failing to gain traction. Like
most entrepreneurs, Libin was terri ed of failing, but just before he was about to turn
the lights o , an opportunity came knocking. Or in this case, chiming.
According to Arctic Startup, just before Libin was about to fall asleep one night, he
received an email – one with a surprising note. It was from an existing user who
wanted to simply thank Libin for creating such a valuable product. He believed in the
idea so much, he wanted to fork over some cash. At 3:00am, Libin and the Evernote
fan, who happened to be from Sweden, opened up Skype and after just 20 minutes,
an agreement was made. Next week, the mega fan wired $500,000, which allowed
Libin and team to continue their journey.
http://www.rewindandcapture.com/why-is-evernote-called-evernote/
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Perhaps one of the reasons that motivated
the fan to invest half of a million dollars was
Evernote’s xation on simplicity. In an
interview with Does What, Libin emphasized
the importance of simplicity, saying, “It turns
out it’s much much harder to make
something simple than complicated. Making
something complicated is easy for
developers, because it’s always easier to add things. Making something simple is very
hard and we’re just starting to get good at it.”

Why is it called Evernote?
The name alone is as straightforward as it sounds. Ever. Note. As in, a note that lasts
forever. So while some brand names exist as a thing of mystery, leaving fans to
wonder where it could have come from and what in the world it could possibly mean,
Evernote keeps their message crystal clear.
Even with an elephant, their logo is far from complicated. At an Evernote Trunk
Conference, Gabe Campodonico and Andrew Sinkov explained the design: “There’s a
saying that ‘elephants never forget,’ and it focused on the core idea.” Although the
type of animal came naturally, the design of the nameless elephant required several
variations before agreement.
If you look closely, the not-so-subliminal messages don’t stop there. You’ll see a fold in
the elephant’s ear, representative of an earmarked sheet of paper, or a note.
Campodonico and Sinkov admit that “the concept of the folded ear, that was there
http://www.rewindandcapture.com/why-is-evernote-called-evernote/
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from the very beginning.” If you focus on the
white space around the trunk, you’ll nally
nd a lowercase ‘e’ to bring it all home.
As a cross-platform application, Evernote is all
about providing “one workspace that lives
across your phone, tablet, and computer,” to
let you “write free from distraction, collect
information, nd what you need, and present
your ideas to the world.” Users can sign up for free (up to a certain storage limit) to
create virtual notes, from formatted text or full webpages to photographs or voice
memos. Notes can then be tagged, annotated and discussed.
SEE ALSO: Why is Flickr Called Flickr?
In 2012, Evernote also made a move from the virtual world into reality by partnering
with Moleskin. Together they created a digital-friendly hard-bound notebook with
pages and stickers that could sync to a smartphone. That way, you can write down
whatever it is that’s keeping you up at night, and keep the note forever. In May 2014,
the company surpassed 100 million users and has gone on to raise over $290 million,
while acquiring ve companies. They employ ~400 employees across the globe and
are headquartered in Redwood City, California.
Thanks for reading Why is Evernote called Evernote! What apps do you use to stay
organized and productive? Share your notes below. #whyisitcalledEvernote

Annelise Schoups
http://www.rewindandcapture.com/why-is-evernote-called-evernote/
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Annelise Schoups is a contributor at Rewind & Capture. With a degree in journalism,
experience in public relations, and an education in travel, she is passionate about
cultivating knowledge and storytelling.
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EXHIBIT B :
Third-party Registration Certificate Nos. 5149553; 5062839; 5162469;
5139908; 5234645; 5008796; 4851598; 4928325; 4482532; 5382976;
4972052; 4338500; 4191270; 4402188.

Reg. No. 5,149,553
Registered Feb. 28, 2017
Int. Cl.: 9
Trademark
Principal Register

AtScale, Inc. (DELAWARE CORPORATION)
400 S El Camino Real, Suite 250
San Mateo, CA 94402
CLASS 9: Computer software for data management and analytics
FIRST USE 1-00-2014; IN COMMERCE 1-00-2014
The mark consists of a stylized version of the outline of an elephant head to the left of the
wording "ATSCALE" in stylized font.
SER. NO. 87-008,490, FILED 04-20-2016
NICOLE ASHLEY NGUYEN, EXAMINING ATTORNEY

Reg. No. 5,062,839
Registered Oct. 18, 2016
Int. Cl.: 9
Trademark
Principal Register

Chefling LLC (ILLINOIS LIMITED LIABILITY COMPANY)
1834 Grant Street
Evanston, IL 60201
CLASS 9: Downloadable computer software and computer software application for mobile
devices for obtaining and sharing recipes, generating shopping lists, and providing cooking
lessons
FIRST USE 11-24-2015; IN COMMERCE 11-24-2015
The color(s) green and white is/are claimed as a feature of the mark.
The mark consists of an image of an elephant's head in profile in white with a green eye over
a green background of a square with rounded corners.
SER. NO. 86-924,314, FILED 03-01-2016
ALEX S KEAM, EXAMINING ATTORNEY

Reg. No. 5,162,469
Registered Mar. 14, 2017

Simion, Radu A. (UNITED STATES INDIVIDUAL)
1519 Crossings Parkway
Westlake, OH 44145

Trademark

CLASS 9: Computer application software for mobile electronic devices, namely, software for
recording, tagging, uploading, sharing, and posting digital photos, videos, images, and text or
otherwise providing electronic media or information over a computer or communications
network

Principal Register

FIRST USE 10-10-2015; IN COMMERCE 10-4-2016

Int. Cl.: 9

The mark consists of a frontal view of an elephant.
SER. NO. 86-870,515, FILED 01-09-2016
BRIAN J PINO, EXAMINING ATTORNEY

Reg. No. 5,139,908
Registered Feb. 14, 2017
Int. Cl.: 9, 42
Service Mark
Trademark
Principal Register

Whurk, Inc. (DELAWARE CORPORATION)
61524 Tam McArthur Loop
Bend, OR 97702
CLASS 9: Downloadable mobile application software for use in staffing promotional projects
and campaigns with college and university students; Downloadable mobile application
software for payment of employees, management of employee incentive award programs, and
monitoring of employee productivity, that offers real-time opportunities for college and
university students to earn rewards
FIRST USE 4-30-2015; IN COMMERCE 6-12-2015
CLASS 42: Software as a Service (SaaS) services featuring software for use in staffing
promotional projects and campaigns with college and university students; Software as a
Service (SaaS) services featuring software for payment of employees, management of
employee incentive award programs, and monitoring of employee productivity, that offers
real-time opportunities for college and university students to earn rewards
FIRST USE 4-30-2015; IN COMMERCE 6-12-2015
The mark consists of a circle containing the silhouette of an elephant; all to the left of the
wording "WHURK".
The wording in the mark has no meaning in a foreign language.
SER. NO. 86-812,059, FILED 11-06-2015
LEIGH CAROLINE CASE, EXAMINING ATTORNEY

Reg. No. 5,234,645
Registered Jul. 04, 2017
Int. Cl.: 9, 16, 36
Service Mark
Trademark
Principal Register

Industrielle Alliance, Assurance et Services Financiers, Inc. (CANADA CORPORATION)
1080, Grande Allée Ouest
Québec, Québec CANADA G1K7M3
CLASS 9: Retirement planning tools, namely, software allowing users to calculate disposable
income in retirement; computer programs for document management; computer programs for
generating portfolio reports in the field of financial securities, investment and financial
services; software for the management and calculation of credit insurance premiums and
loans; software for evaluating the performance of companies; software to analyze financial
profits; certificates of securities, prospectus and pocket memoranda
CLASS 16: Printed publications, namely, newsletters, brochures, pamphlets and books all in
the field of financial securities, investment and financial service
CLASS 36: General insurance services, also known as insurance services of individual and
collective person, namely, life insurance, disability insurance, health insurance and critical
illness insurance, medical insurance, accident insurance, dental insurance, loan insurance,
hospitalization insurance, home care insurance and travel insurance; mortgage insurance
services, namely, issuing and administering mortgage insurance; credit insurance services,
namely, financial guarantee and surety services; special risks insurance services, also known
as international and national risk insurance services, builder's risk insurance services, credit
risk insurance services in the nature of factoring agency services; Administration of
workplace savings and retirement products, namely, registered retirement savings plans, nonregistered retirement savings plans, registered education savings plans, locked-in retirement
accounts, retirement income registered funds, life income funds, annuities, fixed-term
annuities; Financial advice and consultancy services regarding investment options, namely,
guaranteed interest investments, secured stock-market investment, segregated funds, mutual
funds, securities; Brokerage of mutual funds for third parties; Advisory services relating to
loan services, namely, investment loans, Registered Retirement Savings Plan lines of credit
and Registered Education Savings Plans loans; administration of residential and commercial
mortgage loans for third parties; damage insurance administration services in the fields of car
insurance, home insurance, liability insurance, travel insurance; Investment advice; Portfolio
management of segregated funds and mutual funds; Securities brokerage; Additional trust
services for life insurance and annuity services, namely, investment management, investment
of funds for others, maintaining fiduciary deposit accounts for investments; Distribution, also
known as underwriting of products for motor vehicles, namely, extended warranties,
replacement insurance, credit insurance, appearance products, anti-theft coverage and
roadside assistance; financing after-sales service of products for motor vehicles, also known

as underwriting extended warranty contracts in the field of extended warranties, replacement
insurance, credit insurance, appearance products, anti-theft coverage and roadside assistance;
administration of extended warranties and insurance policies for the motor vehicles of others;
Management, administration and distribution of investment funds for others; Mortgage
brokerage services
PRIORITY CLAIMED UNDER SEC. 44(D) ON CANADA APPLICATION NO. 1720307,
FILED 03-20-2015, REG. NO. TMA940,335, DATED 06-08-2016, EXPIRES 06-08-2031
The mark consists of a stylized elephant design.
SER. NO. 86-589,630, FILED 04-07-2015
ROBERT C CLARK, EXAMINING ATTORNEY

Page: 2 of 3 / RN # 5234645

Reg. No. 5,008,796
Registered Jul. 26, 2016
Int. Cl.: 42
Service Mark
Principal Register

Bitesize, LLC (WYOMING LIMITED LIABILITY COMPANY)
9455 South Hwy 89
Jackson, WY 83001
CLASS 42: Software as a service (SAAS) services featuring software for delivery of
information, training, certification, continuing education and intellectual property all in the
field of computer programming for use on mobile or cellular phones and email
FIRST USE 5-20-2016; IN COMMERCE 5-20-2016
The mark consists of a silhouette of an elephant, with a bite taken out of its back followed by
the word "Bitesize".
SER. NO. 86-497,956, FILED 01-07-2015
TARAH KI HARDY LUDLOW, EXAMINING ATTORNEY

Reg. No. 5,382,976
Registered Jan. 23, 2018
Int. Cl.: 9, 38, 42
Service Mark
Trademark
Principal Register

Sofintel IT Engineering SL (SPAIN Sociedad Limitada )
Calle Brújula 4
E-41927 Mairena Del Aljarafe
Sevilla, SPAIN
CLASS 9: Communications software for data optimization, scalability, high availability, and
security of data centers, computer networks, and software applications; Application programs,
namely, software for data optimization, scalability, high availability, and security of data
centers, computer networks, and software applications; Computer networking and data
security interface software
CLASS 38: Telecommunication gateway services; provision and rental of telecommunication
equipment and installations
CLASS 42: Software as a service (SaaS) featuring software for data optimization, scalability,
high availability, and security of data centers, computer networks, and software applications
The mark consists of the image of an elephant standing atop three stacked shaded rectangles;
each rectangle contains a smaller, unshaded rectangle on its right-hand side. To the right of
the design is the wording "ZEVENET" in a stylized font.
OWNER OF INTERNATIONAL REGISTRATION 1339816 DATED 11-21-2016,
EXPIRES 11-21-2026
SER. NO. 79-205,390, FILED 11-21-2016

