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Yong Oh (Richard) Kim, Interlocutory Attorney:

This matter comes up on Applicant’s motion! (filed December 4, 2018) to strike
the affirmative defenses asserted by Opposer in its amended answer? to Applicant’s
counterclaim. The motion is fully briefed.3
Decision

Pursuant to Fed. R. Civ. P. 12(f), the Board may order stricken from a pleading
any insufficient defense, or any redundant, immaterial, impertinent or scandalous
matter. See Trademark Rule 2.116(a), 37 C.F.R § 2.116(a), and TRADEMARK TRIAL
AND APPEAL BOARD MANUAL OF PROCEDURE (TBMP) § 506.01 (2018). Motions to
strike, however, are not favored and matter will not be stricken unless it clearly has
no bearing upon the issues in the case. See Ohio State Univ. v. Ohio Univ., 51

USPQ2d 1289, 1292 (TTAB 1999). Thus, even an objectionable pleading may not be

1 18 TTABVUE.
2 16 TTABVUE 6-8.
3 See 19 TTABVUE and 20 TTABVUE.
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stricken if its inclusion will not prejudice the adverse party but instead will provide
fuller notice of the basis for a claim or defense. See, e.g., Order of Sons of Italy in
Am. v. Profumi Fratelli Nostra AG, 36 USPQ2d 1221, 1223 (TTAB 1995) (finding
defense to be an amplification of applicant’s denial of opposer’s claims; motion to
strike denied).

Here, Opposer, as the defendant in the counterclaim, has asserted the defenses
of unclean hands, “knowing bad-faith misconduct,” and fraud, all predicated on a
claim that “[t]he services [Applicant] has provided in association with the mark
THE POWER OR [sic] MANY, beginning about the time it applied to register that
mark, are not banking services” as identified in the involved application and that
Applicant “began using its mark and filed its application to register that mark with
knowledge that [Opposer] owned and had registered and was using a substantially
similar mark, and with knowledge that [Applicant]’s provision of services in
conjunction with its mark would likely cause confusion with [Opposer] in its use of
its registered mark.”4

Turning to the first two defenses asserted, the Board sees no distinction between
Opposer’s unclean hands and “knowing bad-faith misconduct” defenses, and
Opposer, either in its pleading or in its response to Applicant’s motion, fails to set
forth any distinction between the two. Indeed, the defense of unclean hands is an
equitable defense based on the adverse party’s misconduct. See Tony Lama Co., Inc.

v. Di Stefano, 206 USPQ 176, 179 (TTAB 1980). Here, the same alleged misconduct

4 16 TTABVUE 7.
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informs both defenses. Therefore, to the extent 4 2 of Opposer’s “AMENDED
AFFIRMATIVE DEFENSES” is raised as an independent defense, the Board
construes Y 1 and 2 as asserting a single defense of unclean hands.

That said, Opposer has failed to allege any facts demonstrating misconduct on
the part of Applicant. The subject application, although filed under Section 1(a) of
the Trademark Act, 15 U.S.C. § 1051(a), was later amended and published for
opposition under Section 1(b) of the Trademark Act, 15 U.S.C. § 1051(b). Thus, the
question of Applicant’s use or nonuse of its mark in connection with the banking
services identified in the involved application is moot, see Sinclair Oil Corp. v.
Kendrick, 85 USPQ2d 1032, 1033 (TTAB 2007) (“[b]ecause the involved application
1s now an intent-to-use application, opposer’s nonuse claim is dismissed as moot”),
and cannot form the basis of a misconduct claim. In the absence of any alleged
misconduct, there can be no unclean hands.

By the same token, since the transactions that form the basis of the alleged
misconduct in Opposer’s unclean hands defense are the same transactions that form
the basis of Opposer’s fraud defense, Opposer has failed to allege any
misrepresentation, let alone a material one, in support thereof. See In re Bose Corp.,
580 F.3d 1240, 91 USPQ2d 1938, 1941 (Fed. Cir. 2009). During prosecution of the
application, Applicant requested, and the Examining Attorney approved,
amendment of the subject application’s filing basis to that of intent-to-use. Thus,
any alleged misrepresentation concerning Applicant’s use of the mark in connection

with banking services is immaterial vis-a-vis an intent-to-use application.
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Moreover, to the extent that Opposer’s allegations can be read as asserting fraud on
the USPTO based on a putative failure of Applicant to disclose Opposer’s pleaded
registration during examination, such allegations are legally insufficient to state a
claim for fraud particularly where, as here, the Examining Attorney was made
aware of Opposer’s registration by way of a Letter of Protest entered into the
application record identifying the registration. See William Grant & Sons, Inc. v.
Nat’l Distillers & Chem. Corp., 173 USPQ 813 (TTAB 1972) (“statement that no
other party had right to use mark was not intended to mislead examiner” since
“prior registration was known or should have been known to examiner”).5

In view thereof, Applicant’s motion to strike Opposer’s affirmative defenses is
hereby GRANTED. This matter will proceed on Opposer’s amended answer as

stricken herein. Dates are RESET as follows:

Initial Disclosures Due 5/24/2019
Expert Disclosures Due 9/21/2019
Discovery Closes 10/21/2019
Pretrial Disclosures Due for Party in Position of Plaintiff in Original Claim 12/5/2019
30-day Trial Period Ends for Party in Position of Plaintiff in Original Claim 1/19/2020

Pretrial Disclosures Due for Party in Position of Defendant in Original Claim
and in Position of Plaintiff in Counterclaim 2/3/2020

30-day Trial Period Ends for Party in Position of Defendant in Original Claim,
and in Position of Plaintiff in Counterclaim 3/19/2020

5 While an assertion of unclean hands is properly raised as a defense, it is improper to
raise a claim of fraud as an affirmative defense to a counterclaim to the extent that any
newly proposed ground for opposition should be asserted by way of an amendment to the
notice of opposition in accordance with Fed. R. Civ. P. 15(a).
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Pretrial Disclosures Due for Rebuttal of Party in Position of Plaintiff in

Original Claim and in Position of Defendant in Counterclaim 4/3/2020
30-day Trial Period Ends for Rebuttal of Party in Position of Plaintiff in

Original Claim, and in Position of Defendant in Counterclaim 5/18/2020
Pretrial Disclosures Due for Rebuttal of Party in Position of Plaintiff in

Counterclaim 6/2/2020
15-day Trial Period Ends for Rebuttal of Party in Position of Plaintiff in

Counterclaim 7/2/2020
Opening Brief for Party in Position of Plaintiff in Original Claim Due 8/31/2020
Combined Brief for Party in Position of Defendant in Original Claim and

Opening Brief as Plaintiff in Counterclaim Due 9/30/2020
Combined Rebuttal Brief for Party in Position of Plaintiff in Original Claim

and Brief as Defendant in Counterclaim Due 10/30/2020
Rebuttal Brief for Party in Position of Plaintiff in Counterclaim Due 11/14/2020
Request for Oral Hearing (optional) Due 11/24/2020

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is
taken and introduced out of the presence of the Board during the assigned
testimony periods. The parties may stipulate to a wide variety of matters, and many
requirements relevant to the trial phase of Board proceedings are set forth in
Trademark Rules 2.121 through 2.125. These include pretrial disclosures, matters
in evidence, the manner and timing of taking testimony, and the procedures for
submitting and serving testimony and other evidence, including affidavits,
declarations, deposition transcripts and stipulated evidence.

Trial briefs shall be submitted in accordance with Trademark Rules 2.128(a) and
(b). Oral argument at final hearing will be scheduled only upon the timely

submission of a separate notice as allowed by Trademark Rule 2.129(a).
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