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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Nusenda Federal Credit Union,
Opposer,
v. Opposition No. 91239796

Promontory Interfinancial Network, LLC

Applicant.

— N O N N N N N N N

APPLICANT’S REPLY IN SUPPORT OF MOTION TO STRIKE

Applicant’s motion should be granted because Nusenda has failed to allege specific facts
to support plausible bases for the challenged affirmative defenses. To survive the instant
Motion, Nusenda must show that its pleading meets the standard required by both Rule 8,
F.R.C.P. and, as to its third defense, Rule 9, F.R.C.P. Nusenda has failed to meet both standards,
instead offering only vague statements and conclusions which are unsupported by specific,
predicate facts. The only purported “facts” Nusenda alleges are that (1) Nusenda’s asserted mark
must have been included in the results of a trademark search, and (2) that PIN is not a bank.
Presuming these assertions to be true, they are legally insufficient bases to support the
affirmative defenses. Nor has Nusenda explained how these “facts” are legally sufficient to

constitute a bar to the request for relief that was made under Section 18 of the Trademark Act.

L Nusenda has Failed to Allege Specific Facts Sufficient to Support the Affirmative
Defenses of Misconduct

The page-long paragraph Nusenda inserted into its amended affirmative defenses does
not set forth its claim “simply, concisely and directly” as required by Rule 8, F.R.C.P. The
vague and circuitous conclusions proffered therein, such as PIN’s alleged “knowledge of its own

knowing misconduct”, are neither simple, concise nor direct. The mere fact that Nusenda has



added to the length of the allegation does not cure the allegations’ deficiencies with respect to the
substantive requirements of Rule 8. Similarly, length alone does not satisfy the requirement
under Rule 9 that fraud be pleaded with particularity. Although the re-stated defenses now
contain more words, they contain little more in the way of specific facts. Nusenda rambles on at
length, yet fails to provide sufficient clarity or detail. This is not “conflicting” logic as Nusenda
argues. See Brief at 3. Nusenda’s verbosity is not a substitute for substance.

In short, Nusenda has not pled a cogent and cognizable defense. In its brief, Nusenda
explains that the nub of the affirmative defenses is the purported inclusion of “banking services”
in the recitation of services, which it argues must be a bad faith or fraudulent statement because

b

PIN “is not a financial institution and does not offer banking services.” However, Nusenda has
not anywhere alleged that PIN claimed to be a bank or financial institution or that it
misrepresented itself to the USPTO to be either a financial institution or a bank.

PIN’s application merely claims that PIN’s mark' would be used in the future’ in
connection with some form of banking services. For example, rather than common, consumer

checking accounts, these could include the specialized banking services recited in the application

such as “the management of deposit accounts and facilitating the transfer of funds between fund

! For example, the Trademark Act allows qualifying use to be made by a “related company”,
which is broadly defined. See, 15 U.S.C. §§ 1055, 1127

* The opposed application is based on Section 1(b) of the Trademark Act, and not any claim of
actual use. There is no operative claim of actual use, and PIN’s application is not reliant on a
factual claim that it has provided any particular services. The issue of whether or not there has
been a false statement made regarding how PIN’s mark has been used can only be determined
after such a statement has been made, and is a matter for examination and consideration only
after a Statement of Use has been filed.



sources and deposit accounts”, “cash management services” and “cash funds transfer and
transaction services”.?

Nusenda’s brief tacitly concedes the inadequacy of its fraud claim, and instead focuses on
the allegations of bad faith and unclean hands. Nusenda relies upon several district court, non-
trademark cases in an attempt to support the sufficiency of those claims. Brief at 3. Apart from
the fact that these cases are not pertinent precedent, the holdings still do not support the
proposition that Nusenda’s vague and conclusory allegations state a sufficient claim.

For example, Sern v. General Electric Co., 924 F.2d 472, 476 (2d Cir. 1990), involved a
claim brought under New York State law for a breach of fiduciary duty stemming from an
alleged waste of corporate assets. Under the New York business judgment rule, the actions of a
corporate director can be judicially reviewed upon a showing of fraud or bad faith. The court
dismissed fraud allegations that had been asserted, and held that the plaintiff should be given an
opportunity to plead a corporate act made in bad faith as an alternative basis for the claim. But,
the court expressly warned that a conclusory statement of bad faith would be insufficient, stating:

“that to survive a future motion to dismiss, Stern will have to do more than add

the words ‘bad faith’ to the complaint. Rather, if he intends to amend the

complaint to allege that the Directors' actions were motivated by an improper

purpose, he must state what that purpose was, and why it was improper, in terms

clear enough to provide notice to appellees of the nature of the claim and the

grounds on which relief is sought. See Fed.R.Civ.P. 8(a). Likewise, he must
make clear why the Directors' actions constituted waste, and why their

rn

expenditures were ‘unreasonable and excessive’.

Although the legal landscape in this administrative trademark proceeding is quite
different from the one presented in Sern v. General Electric Co, Nusenda believes the precedent

to be pertinent. To the extent that the holding might apply here, it readily can be seen that

? Tronically, Nusenda’s asserted registration also contains a reference in the recitation of services
to “banking” despite the fact that Nusenda also is not a bank.



Nusenda’s pleading falls far short of the level of detail that the Second Circuit decision requires
for a pleading of bad faith conduct.

Nusenda cites Nationstar Mortgage LLC v. Mujahid Ahmad, 112 USPQ2d 1361 (TTAB
2014) for the proposition that it does not need to specify facts supporting its conclusion that PIN
committed fraud, and can instead rely on inferences. However, the Nationstar case has no
bearing on the instant motion. The Board’s decision in Nationstar did not involve the pleading
standard for fraud. The Nationstar case was a final decision on the merits based on an extensive
evidentiary record which proved that specific false statements had been made about the
applicant’s use of the mark at issue. Accordingly, the Nationstar decision has no applicability to
the instant motion.”

II. Nusenda Seeks to Establish a Dangerous Precedent that Would Foment Claims of
Misconduct

The effect of sustaining the validity of Nusenda’s affirmative defenses would be to open
the floodgates to claims of (1) unclean hands, (2) knowing bad faith misconduct, and (3) fraud.
Such a ruling would authorize the pleading of these defenses any time that a trademark applicant
conducts a search whose results include among the many references disclosed in the search

report, a trademark owned by the Opposer.’

* The Nationstar case also is distinguishable because the false statements that were proven were
material to approval of the application. The application that had been opposed was use-based, so
the factual claim regarding the applicant’s actual use was necessary for the Examining Attorney
to consider and accept. Absent the false claim of use, the application would not have been
approved. Here, the alleged misconduct of PIN had no effect on the examination and, therefore,
was immaterial to the prosecution as discussed in PIN’s opening brief at 6-8.

> Indeed, since federal registrations provide constructive knowledge of the registration, the same
logic urged by Nusenda could be extended to every case filed under Section 2(d) in which a prior
registration is asserted.



The claims of (1) unclean hands, (2) knowing bad faith misconduct, and (3) fraud each
require a plausible claim of misconduct. Mere presence of a mark in a trademark search report®
cannot, on its own, sustain any claim of wrongful conduct. A plausible claim would have to
contain something more. Otherwise, trademark applicants would be forced to disclose the results
of every trademark search when filing applications. This would turn the trademark registration
system on its head. See, Money Store v. Harriscorp Fin., Inc., 689 F.2d 666, 671 (7th Cir. 1982)
(noting that requiring disclosure of all other users would establish a burden that runs counter to
the federal trademark administrative scheme, which is structured to allocate part of the obligation
to protect their rights to senior users). Nusenda certainly has the right to file this opposition.
PIN has the right to defend the opposition. But, in the absence of an underlying plausible basis,
PIN should not be burdened with having to defend against baseless charges of misconduct.

Nusenda’s opposition to the instant motion falsely asserts that “Nusenda refers only once
to facts being asserted on information and belief...” Brief at 4. But, Nusenda expressly relied
upon “information and belief” twice in alleging the affirmative defenses. See Amended
Affirmative Defenses at 4. More importantly, Nusenda cites “information and belief” as a
substitute for specific and plausible facts to support the central elements of its defenses; but
Nusenda does not provide any clue as to the “information” that supports its “belief” that PIN
subjectively knew that its mark would be likely to cause confusion. When making a claims
based upon inequitable conduct, such as fraud, Nusenda must provide this information. See
Motion at 8-9, and cases cited therein. In actuality, Nusenda has not alleged inequitable conduct

based on plausible “information and belief,” but, rather, on “smoke and mirrors.”

® For purposes of this motion, the Board must accept the factual allegations as true. However,
PIN reserves the right and intends to contest the allegation that PIN had conducted a search and
was aware of Nusenda’s asserted mark before PIN first adopted the opposed mark.



Allowing a claim of improper conduct to go forward based upon nothing more than mere
awareness of Nusenda’s mark is especially troubling because such awareness had no impact on
the examination process in this case. Here, the record of the opposed application shows that any
non-disclosure of the Opposer’s registration was immaterial, because the Examining Attorney
did in fact consider the Opposer’s registration, and found that it did not constitute a bar to the
opposed application. See, e.g., Eddy Packing Co., Inc. v. HEB Grocery Co., 2010 TTAB LEXIS
108, *52-55 (TTAB 2010) (noting that the examining attorney did not rely on applicant’s
allegedly false representation because of several references which were of record during
prosecution).

Nusenda’s theory leaves no room for a trademark applicant to safely conclude that any
prior trademark found in a search was not confusingly similar to its own without exposing itself
to claims of misconduct. Sustaining the sufficiency of Nusenda’s pleading has the potential to
turn virtually every routine claim under Section 2(d) into a claim of inequitable conduct. That is
why the pleading of specific facts establishing plausibility is needed here, as it is in every case.
Pure speculation that PIN may have acted improperly is not a sufficient reason to litigate claims

of inequitable conduct.



Therefore, the affirmative defenses asserted by Nusenda are insufficient and immaterial,

and should be stricken.

Respectfully submitted,

PROMONTORY INTERFINANCIAL NETWORK, LL.C

By: _ /Joseph D. Lewis/
Joseph D. Lewis
Jordan S. Weinstein
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