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OPPOSER’S RESPONSE IN OPPOSITION TO APPLICANT’S RENEWED MOTION
TO STRIKE AFFIRMATIVE DEFENSES

I. INTRODUCTION

Opposer Nusenda Federal Credit Union (“Nusenda”) here responds to the renewed motion
of Promontory Interfinancial Network, LLC (“Promontory”) to strike three Affirmative Defenses
asserted by Nusenda in its Amended Answer to Promontory’s Counterclaim. As described in
Promontory’s renewed motion to strike, it had previously moved to strike the five affirmative
defenses originally asserted by Nusenda in its initial answer to Applicant’s Counterclaim, filed
herein on October 4, 2018; and then, when Promontory moved to strike all five of Nusenda’s
affirmative defenses, with Promontory’s consent Nusenda resubmitted its Answer to Promontory’s
Counterclaim, with amended affirmative defenses. In its amended submission, filed on November
8, 2018, Nusenda withdrew two of the affirmative defenses it had initially asserted; alleged a

detailed factual basis for the affirmative defenses it was asserting in its amended pleading; and



asserted the following three affirmative defenses: (1) unclean hands; (2) knowing bad faith
misconduct; and (3) false representations to the USPTO in connection with its application.
II. FACTS AND LAW APPLICABLE TO PROMONTORY’S CONTENTIONS

In its renewed motion to strike Promontory moves to strike each of the three defenses now
being asserted by Nusenda, contending they are insufficient as a matter of law. A motion to strike
an affirmative defense, as authorized by Rule 12(f), F.R.C.P., is appropriate when a party contends
the defense is legally insufficient or contains “redundant, immaterial, impertinent, or scandalous
matter.” When based on the ground of legal insufficiency, as is the case here, such motions are
disfavored and should not be granted “unless it appears to a certainty that [the moving party] would
succeed despite any state of the facts which could be served in support of the defense.” Salcer v.

Envicon Equities Corp., 744 F.2d 935, 939 (2d Cir. 1984) and cases cited therein. For a motion to

strike an affirmative defense to prevail, “(1) there must be no question of fact that might allow the
[party asserting the defense] to succeed; (2) there must be no substantial question of law that might
allow the defense to succeed; and (3) the [moving party] must be prejudiced by the inclusion of

the defense.” Erickson Beamon Ltd. v. CMG Worldwide, Inc., 2014 U.S. Dist. LEXIS 112437, *

5-6 (S.D.N.Y. Aug. 12, 2014). Here Promontory has not asserted any such bases for its motion.
Even were Promontory’s motion considered under the standards applicable to motions to
dismiss, the Board would be required to accept as true all facts asserted by Nusenda in support of
its affirmative defenses, with all reasonable inferences drawn in Nusenda’s favor, and can dismiss
an affirmative defense only if there is no possible plausible basis for the defense asserted. See,

e.g., Corporacion Habanos, S.A. v. Rodriguez, 2011 TTAB LEXIS 258, *4,99 U.S.P.Q. 2d (BNA)

1873, 1874. All Nusenda would need to show in support of its defenses, at the pleading stage, is

that it has stated a defense “that is plausible on its face.” See Academy of Motion Picture Arts and




Sciences v. Alliance of Professionals & Consultants, Inc., 2012 TTAB LEXIS 357, *6, 104

U.S.P.Q.2d (BNA) 1234, 1236, citing Ashcroft v. Igbal, 556 U.S. 662, 678, 129 S. Ct. 1937 (2009).

The presumption in favor of allowing parties to plead and have the opportunity to prove their
plausible claims or defenses, serves the fundamental purpose of having cases heard and decided

on their merits. See Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 583, 127 S. Ct. 1955, 1981

(2007).

In describing the standard to be applied by the Board in evaluating its motion, Promontory
has offered conflicting, and in some cases incorrect, statements concerning the legal standard to
be applied. It argues, on one hand, that affirmative defenses should be stated “simply, concisely,
and directly,” referencing Rule 8(d)(1), F.R.C.P. (renewed motion to strike at 4); while at the same
time arguing throughout its motion that Nusenda’s statement of the factual premise for its
affirmative defenses is either “rambling,” or devoid of necessary detail (Id.). And while it is not
disputed that a claim of fraud be alleged with particularity in accordance with Rule 9(b), F.R.C.P.,
there is no basis for Promontory’s overbroad assertion that all defenses based on misconduct “such
as fraud, bad faith and unclean hands,” must be pled “with great particularity.” . The word “great”
does not appear in any expression of the pleading standard; and defenses asserting bad faith or
unclean hands are not subject to the enhanced pleading standard of Rule 9(b). See, e.g., Stern v.

General Electric Co., 924 F.2d 472, 476 (2d Cir. 1990) (bad faith “may be averred generally”);

Haney v. American Family Mutual Insurance Co., 223 F.Supp.3d 921, 927 (D.S. Dale. 2017) (the

heightened pleading standard of Rule 9(b) do not apply to bad faith claims under applicable law);

Kohler v. Staples the Office Superstore, LLC, 291 F.R.D. 464, 471 (S.D.Cal. 2013) (Rule 9(b)

requires particularity only when pleading fraud or mistake; not when asserting a defense of unclean



hands). And Nusenda’s defense of misrepresentation is adequately pleaded, even under Rule 9(b)
standards.

Promontory’s several references to the factual basis asserted by Nusenda in support of its
affirmative defenses contrive to mislead the Board. Neither its inaccurate, pejorative description
of the factual basis asserted by Nusenda as “rambling,” or its contention that “[m]any of the key
allegations are prefaced with a statement that they are being made ‘on information and belief,””
(See renewed motion to strike at 3), are an accurate or fair description of Nusenda’s submission.
The facts asserted by Nusenda in support of its affirmative defenses (amended answer at 4),
intended to respond to Promontory’s previous contentions that Nusenda had not alleged sufficient
facts to support its defenses (see Promontory’s initial motion to strike, filed October 24, 2015, at
8), assert a substantial fact basis that satisfies the pleading requirements for Nusenda’s affirmative
defenses; and Nusenda refers only once to facts being asserted on information and belief, relating
to Promontory’s knowledge at the time it began using its mark and filed its application with the
USPTO--for which there is compelling factual support alleged, based on Promontory’s having
commissioned a trademark search report that with near certainty would have disclosed Nusenda’s
mark and registration. The nub of Nusenda’s factual presentation is Promontory’s false
representation of its own services as being “banking services,” which it knew was both inaccurate
and almost certainly would create confusion with Nusenda’s registered mark. Promontory is not a
financial institution and does not offer banking services.

There is no reasonable dispute that Promontory’s description of its own services as
“banking services” treads on the credit union services supplied by Nusenda under its mark. The
Board has previously recognized that credit union services and banking services are essentially

equivalent. See Capitol Federal Savings Bank v. Capital Educators Federal Credit Union, 2018




TTAB LEXIS 362, *31 (2018); Intrust Financial Corp v. nTrust Corp., 2016 TTAB LEXIS 528,

#25-38.1 And to the extent Nusenda has alleged on information and belief that Promontory had
knowledge of Nusenda’s own business and services conducted under Nusenda’s THE POWER
OF WE mark, that allegation was based on facts known and alleged, or reasonably inferred from
facts alleged in support of its affirmative defenses. Specifically, Nusenda alleged Promontory had
conducted a trademark search before adopting and applying for the registration of its mark, which
trademark search would almost certainly have produced information about Nusenda’s pre-existing
registration of its mark for credit union and online banking services.
III. ARGUMENT
A. Nusenda has adequately alleged a defense of unclean hands.
To state the defense of unclean hands, a party must allege that the claimant’s conduct was

inequitable and related to the subject matter of the claim at issue. See Fuddrucker’s, Inc. v.

Doc’s, B.R. Others, Inc., 826 F.2d 837, 847 (9" Cir. 1986); Hitachi Metals International, Ltd. v.

Yamakyu Chain Kabushiki Kaisha, 1981 TTAB LEXIS 48, *30, 209 U.S.P.Q. (BNA) 1057,

citing Precision Instrument Mfg. Co. v. Automotive Maintenance Co., 324 U.S. 806, 814, 65 S.

Ct. 993, 997 (1945). In the present case Nusenda’s allegations in support of its affirmative
defenses easily satisfy the requirement. It specifically asserted that Promontory acted knowingly
and improperly in describing its own services as banking services, when that was not the case,
and that it did so (on information and belief) with knowledge of Nusenda’s use and existing
registration of its mark THE POWER OF WE for credit union and online banking services. To

the extent Nusenda’s defense depends upon an assertion made on information and belief,

! Neither of these decisions are precedential, but that does not preclude their citation for the
persuasive weight to which they may be entitled. See TMBP § 101.03 (2018).



Nusenda has asserted a reasonable factual basis for its assertion, thus satisfying the pleading
requirements for making an assertion on the basis of information and belief.

Promontory has offered no basis for disregarding Nusenda’s allegations or striking this
defense. The defense is not based “solely” on information and belief, and as shown Nusenda has
provided factual support for that allegation: that Promontory had commissioned a trademark
search report, and almost certainly would have been aware of Nusenda’s mark and registration.
Accordingly, none of the cases cited by Promontory concerning allegations made on information
and belief (see its renewed motion to strike affirmative defenses, at 9) justify striking Nusenda’s
defense of unclean hands, and the same applies to Nusenda’s defense of bad faith misconduct
discussed below.?

B. Nusenda has adequately alleged a defense of bad faith misconduct.

Nusenda’s bad faith defense is premised on Promontory’s knowing description of its
services as banking services to secure registration of its mark for those services, which would
allow it to promote its services in a way that would unfairly compete with Nusenda, or mislead
the public about the nature of services associated with a similar and confusing mark; when in fact
the services it renders are not banking services, and it was aware of Nusenda’s registration for its
mark. As with Nusenda’s unclean hands defense, Nusenda asserted Promontory’s knowledge on
the basis of factual information that showed with near certainty that Promontory had knowledge

of facts about Nusenda that should have prevented it from asserting exclusive rights in the mark

2 Allegations made on information and belief can support the adequate statement of a claim or
defense, so long as the pleader provides factual support indicating the likelihood that the facts
asserted can be established. This has been consistently acknowledged by the Board, including in
cases cited by Promontory in its discussion. See, e.g., Great Adirondack Steak & Seafood Cafe,
Inc. v. Adirondack Pub & Brewery, Inc., 2015 TTAB LEXIS 321, *21-22 (TTAB 2015), cited
by Promontory at page 9 of its renewed motion to strike.




it seeks to register, with respect to banking services. And further as shown above,
notwithstanding Promontory’s assertion to the contrary, Nusenda is under no obligation to assert
this defense with particularity under the standards set by Rule 9(b), F.R.C.P. See Stern v.

General Electric Co., supra.

C. Nusenda has adequately alleged a defense that Promontory attempted to
fraudulently mislead the USPTO.

Nusenda’s contention that Promontory had knowingly mislead the USPTO with respect
to its application to register its mark for banking services adequately alleges its defense. “Fraud
in procuring a trademark registration occurs when an Applicant knowingly makes false, material
representations of fact in connection with its application with intent to deceive the USPTO.”

Nationstar Mortgage LLC v. Mujahid Ahmad, 2014 TTAB LEXIS 350, * 9-10, 112 U.S.P.Q. 2d

(BNA) 1361, 1365. While claims of fraud are required to be alleged with the specificity required
by Rule 9(b), those facts Nusenda has asserted in support of its defenses satisfy these standards.

As the Board found in Nationstar Mortgage, it may infer deceptive intent when “the involved of

intent to deceive.” 2014 TTAB at *45, 112 U.S.P.Q. 2d at 1374, quoting Kingsdown Medical

Consultants, Ltd. v. Hollister, Inc. 863 F.2d, 867, 876 (Fed. Cir. 1988). For all the reasons set

forth above, Nusenda has adequately asserted, for pleading purposes, that Promontory knowingly
misled the USPTO with respect to its attempt to register its mark for banking services, which
would necessarily damage Nusenda.
CONCLUSION
For the reasons stated above, Opposer has adequately alleged the elements of affirmative
defenses based on Promontory’s unclean hands, bad faith misconduct and fraudulent
representations to the USPTO with respect to its application to register the mark THE POWER OF

MANY. Should the Board nonetheless find that Opposer’s pleading of its affirmative defenses



are in any way deficient, Opposer requests the opportunity to amend the affirmative defenses to
comply with applicable pleading requirements.

Respectfully submitted,
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CERTIFICATE OF SERVICE
FOR
OPPOSER’S RESPONSE IN OPPOSITION TO APPLICANT’S RENEWED MOTION
TO STRIKE AFFIRMATIVE DEFENSES

I HEREBY CERTIFY that on this 21st day of December, 2018, a copy of the foregoing
Opposer’s Response in Opposition to Applicant’s Renewed Motion to Strike Affirmative
Defenses was filed electronically with the Trademark Trial and Appeal Board, and that a copy
was also served electronically on Applicant’s attorney at the following address:

Joseph D. Lewis

BARNES & THORNBURG LLP

1717 Pennsylvania Avenue NW, Suite 500
Washington, DC 20006

Tel.: 202-289-1313
joe.lewis@btlaw.com
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Jeffrey L. Squires
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