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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Nusenda Federal Credit Union,
Opposer,
v. Opposition No. 91239796

Promontory Interfinancial Network, LLC

Applicant.

N N N . N N N N N N

RENEWED MOTION TO STRIKE
OPPOSER’S AFFIRMATIVE DEFENSES

Pursuant to Rule 12(f) of the Federal Rules of Civil Procedure, Applicant, Promontory
Interfinancial Network, LLC (“PIN” or “Applicant”), hereby moves the Trademark Trial and
Appeal Board (the “Board”) to strike all of the “Affirmative Defenses” that have been pled by
Opposer, Nusenda Federal Credit Union (“Nusenda” or “Opposer”) as part of its Answer to

PIN’s Counterclaim. '

I. PROCEDURAL BACKGROUND

This opposition proceeding was instituted on March 1, 2018. The opposition was based
upon a registration owned by Nusenda, and claimed a likelihood of confusion under Section 2(d)
of the Trademark Act.

PIN timely filed its Answer on April 10, 2018. The Answer addressed the allegations in
the Notice of Opposition and included a counterclaim for partial cancellation and for a restriction

of the pleaded registration under Section 18 of the Trademark Act.

' The Amended Answer does not have a separate docket entry in the record. It appears as an

exhibit to Opposer’s motion to amend its affirmative defenses. 16 TTABVUE 3.



Rather than filing an Answer to the Counterclaim, Nusenda filed a motion to dismiss the
counterclaim. Nusenda argued that the counterclaim failed to allege facts sufficient to support
the requested relief. After full briefing of the motion, on September 12, 2018 the Board denied
the motion to dismiss. The Board held that PIN’s counterclaim was legally sufficient, and that it
properly stated a claim for relief that could be granted, if supported by proof.

On October 4, 2018, Nusenda filed its Answer to the Counterclaim and included five
enumerated “affirmative defenses.” Each of the defenses was insufficient as a matter of law.
Consequently, PIN filed a Motion to Strike all of the affirmative defenses.

Rather than respond substantively to the Motion to Strike, Nusenda filed a Motion to
Amend? its Answer to the Counterclaim. On November 13, 2018, the Board granted the consent
motion and re-set the trial schedule.

The amended Answer resolved several of the issues raised by the Motion to Strike. It
removed the defense of “failure to state a claim,” which in every case is not truly in the nature of
a defense, and, in this case, is an issue which already had been decided in the Board’s Order of
September 12, 2018, which found the counterclaim to be a sufficient pleading as a matter of law.

The amended Answer to the counterclaim also removed allegations of the defenses of “waiver”

2 Although Rule 15(a)(2) may have permitted the filing of an amended pleading in this
circumstance, Nusenda requested Applicant’s consent to the submission of an amended pleading
in lieu of a brief. In the spirit of cooperation on procedural matters, and to eliminate any doubt,
Applicant expressly consented to the filing of amended affirmative defenses, and it was agreed
between the parties that the consent was not an admission that the amended pleading constituted
valid or sufficient pleadings, or that the substitute response would resolve all of the issues in the
then-pending Motion to Strike.

3 That Order re-set deadlines for the discovery conference and the parties’ initial disclosures.
Applicant notes that the parties have held the conference and served initial disclosures.



and “estoppel,” which had been asserted in the initial Answer only by way of conclusory
allegations, and without any supporting factual predicate.

The remaining three “affirmative defenses” appear to have been maintained in some form
in the current pleading, but they have been recast in different language. Nusenda has abandoned
its specific allegation of “trademark misuse” and in its place now asserts defenses of “unclean
hands,” knowing bad-faith misconduct” and “fraud.” Amended Answer to Counterclaims, pp. 4-
5.

Presumably with the hope of overcoming the absence of supporting facts that plagued its
first attempt at an Answer to the Counterclaims, Nusenda begins its presentation of the Amended
Affirmative Defenses with a rambling, page-long statement regarding PIN, its services, and
PIN’s application which is the subject of the opposition. Many of the key allegations are
prefaced with a statement that they were being made "on information and belief,” and no
indication of either the basis for Nusenda’s belief or the information relied upon was provided.

Pursuant to Fed. R. Civ. P. 12(f), the Board may order stricken from a pleading any
insufficient or impermissible defense, or any immaterial matter. See also, Trademark Rule
2.116(a), 37 C.F.R. § 2.116(a). For the reasons set forth herein, the remaining affirmative

defenses are insufficient, immaterial and improper, and should be stricken.

IL. ARGUMENT

A. Nusenda’s Allegations Are Vague and Indefinite

The three enumerated defenses are so indefinite as to fail to state a proper and cognizable
defense. When alleging defenses based upon misconduct such as fraud, bad faith and unclean

hands, a party must plead its claim with great particularity. Then, the party alleging fraud must



bear the heavy burden of proving the allegations “to the hilt” with clear and convincing evidence.
See, In re Bose Corp., infra.

Paragraph one of the purported affirmative defenses refers to PIN’s “unclean hands in
seeking relief with knowledge of its own knowing misconduct in seeking to register its mark for
banking services”. The circular wording of “knowledge of its own knowing misconduct” hardly
illuminates the basis of Nusenda’s allegation.

Paragraph two goes slightly further and refers to PIN’s “knowing bad-faith misconduct in
describing its services as banking services and seeking to register its mark for banking services.”

In paragraph three, Nusenda recites in a rote manner the elements of fraud, which bare
allegations are insufficient to state a defense both as a matter of fact and of law. Nusenda asserts
“Promontory’s false representation to the USPTO in connection with its application to register
THE POWER OF MANY for banking services, which amounts to fraud on the USPTO, on
which Promontory sought and expected the USPTO to rely in considering its application, which
has caused and will continue to cause damage to Nusenda.”

Affirmative defenses should be stated simply, concisely, and directly, Fed. R. Civ. P.
8(d)(1). They should not be rambling recitations and circular statements. Defenses as pleaded
must provide enough detail to give the opposing party fair notice of the basis for the defense.
Fair Indigo LLC v. Style Conscience, 85 USPQ2d 1536, 1538 (TTAB 2007); McDonnell
Douglas Corp. v. National Data Corp., 228 USPQ 45, 47 (TTAB 1985); TBMP §311.02(b).
Nusenda’s allegations are devoid of the necessary detail. See, SaddeSprings, Inc. v. Mad Croc
Brands, Inc., Cancellation No. 92055493 (TTAB March 31, 2014) (allegations insufficient where
they did not specify which statements were false, or which allegedly false statements were

material).



A party faced with a defense, especially defenses sounding in fraud and other
misconduct, should not be left guessing about the basis of a claim. To state a sufficient claim in
a Board proceeding, an allegation “must contain sufficient factual matter, accepted as true to
state a claim to relief that is plausible on its face.” Doyle v. Al Johnson’s Swedish Restaurant,
101 USPQ2d 1780, 1782 (TTAB 2012). Here, Nusenda did not call out specific acts that would
constitute actionable fraud. Threadbare recitals of elements of a claim, supported merely by
conclusory statements are insufficient. Id.

Therefore, the asserted defenses, which amount to nothing of particular substance, must

be stricken.

B. Nusenda’s Allegations Are Insufficient

As set forth by the Court of Appeals for the Federal Circuit in In re Bose Corp., 580 F.3d
1240, 91 USPQ2d 1938 (Fed. Cir. 2009), in order to prove fraud in a Board inter partes
proceeding, a showing of the following four elements is required:

(1) applicant/registrant made a false representation to the USPTO;

(2) the false representation is material to the registrability of the mark;

(3) applicant/registrant had knowledge of the falsity of the representation; and

(4) applicant/registrant made the representation with intent to deceive the USPTO.
Nusenda’s pleading contains conclusions that fraud and misconduct occurred, but those
conclusions are not supported by sufficient plausible allegations of the required elements.

1. The Alleged Misconduct Is Not Material to the Examination of PIN’s Mark

Nusenda clearly has failed to properly allege the materiality of the alleged misconduct.
For there to be any viability to Nusenda’s challenge to PIN’s conduct in the prosecution of its

application, that conduct must be material (see element 2 of the Bose criteria listed above). Yet,



Nusenda’s pleading makes no reference to the materiality of PIN’s conduct. However, even if
materiality had been alleged, the purported wrongful conduct could not have been material
because it could not have had any possible impact on the Examining Attorney’s approval of the
opposed application.

Nusenda’s pleadings are obtuse, but its rambling paragraph appears to raise one act and
one omission by PIN. First, Nusenda argues “beginning about the time it applied to register [the
opposed] mark” PIN was not providing “banking services” as defined by Nusenda. Whether or
not this is true is irrelevant. The opposed application is based upon Section 1(b) of the
Trademark Act, namely, intent-to-use the mark in the future.* In ultimately approving the
application for publication the Examining Attorney did not need to determine whether or not PIN
was offering banking services. Once the application became based on Section 1(b), the
Examining Attorney would have no reason to consider the nature of any actual use, especially
the nature of any use around the time of the application’s filing date. Further, in deciding this
case, the Board will not have to rule upon whether or not PIN provided “banking services” at the
time of filing of the application, or at any time. This issue of purported misconduct is a “red
herring” and immaterial to the case.

The second attack on PIN’s conduct appears to be an alleged omission of bringing to the
attention of the Examining Attorney the prior trademark rights of Nusenda. Once again, the
point of Nusenda’s allegations is unclear. Nusenda asserts’ that before using its mark or filing

the opposed application, PIN had “knowledge that Nusenda owned and had registered and was

* The opposed application initially had been filed based upon an allegation of use. However, the
basis of the application was amended to section 1(b) before the application was approved by the
Examining Attorney, and long before the instant opposition was filed.

> The assertion was made “on information and belief” without any statement of facts upon which
the belief was founded. See section 2 below.



using a substantially similar mark, and with knowledge that [PIN’s] provision of services in
conjunction with its mark would likely cause confusion with Nusenda in its use of its registered
mark.” Presumably, Nusenda is asserting that PIN’s declaration made when filing the opposed
application was fraudulent because there was a failure to disclose Nusenda’s prior registration.
However, regardless of how Nusenda might characterize PIN’s conduct, the issue of PIN’s
knowledge or disclosure of Nusenda’s registration is immaterial. Neither PIN’s declaration nor
its submissions to the Examining Attorney could have affected the outcome of the examination
of the opposed application, even if Nusenda’s subsisting registration had been made of record by
PIN.

The record of the opposed applicaltion6 shows that Nusenda’s registration, as well as
evidence of actual use of Nusenda’s mark was considered by the Examining Attorney. Evidence
of two registrations owned by Nusenda as well as promotional material for Nusenda’s services
was entered into the record by way of a Letter of Protest. As a result, it is certain that the
Examining Attorney considered both Nusenda’s federal registration and the manner of
Nusenda’s actual use of its mark. Moreover, this evidence was not considered merely in passing;
it was given special consideration because the Examining Attorney specifically discussed the
Letter of Protest evidence with a senior attorney. After doing so, the Examining Attorney found
that PIN’s mark was not likely to cause confusion.

Thus, Nusenda cannot question whether the Examining Attorney knew of its prior rights
and specifically considered them. Nor could Nusenda properly assert on “information and

belief” that this this information was improperly withheld from the record of the opposed

® The file history of the opposed application automatically forms part of the record in this
proceeding, and reference may be made to the file for any competent purpose. 37 C.F.R. §
2.122.



application. The fact that the Examining Attorney considered Nusenda’s rights and thereafter
determined that there was no likelihood of confusion shows conclusively that the purported
misconduct by PIN could not have impacted the examination of PIN’s application. Thus, the
conduct alleged to constitute fraud and misconduct was immaterial to the ultimate approval of
the application. Cf., Diak v. Crafts American Group, Inc., 2013 TTAB LEXIS 560, 18-19
(TTAB 2013) (disclosing the existence of a third party to examining attorney precluded fraud).

Since Nusenda has not pled and cannot prove the materiality of any purportedly improper
conduct by PIN, its affirmative defenses based upon fraud and misconduct are insufficient and
should be stricken.

2. The Allegations that PIN Had Knowledge of the Falsity of a Representation, and

that It Made a False Representation With Intent To Deceive the USPTO, are
Insufficient

Nusenda apparently recognizes its obligation to plead and prove the third element
required by the holding of In re Bose Corp, supra, (that PIN had knowledge of the falsity of a
representation). Nusenda asserts that “on information and belief” PIN had knowledge about
Nusenda’s rights and that its mark would be likely to cause confusion. (Answer at 4). But this
allegation does not go far enough. As was the case in its initial Answer, the amended pleading
does not contain sufficient allegations which, if proven, would support all of the elements of a
cognizable defense.

Nusenda’s feeble attempt to satisty the requirement with such a general and unsupported
statement is inadequate. The form of Nusenda’s amended affirmative defenses may be a slight
improvement over its original pleading in that it at least mentions the required element of a false
representation. However, merely making such an allegation based solely “on information and

belief” is insufficient to support Nusenda’s claims of fraud and misconduct.



The elements of fraud must be pleaded with particularity in accordance with Fed. R. Civ.
P. 9(b). See, Asian and Western Classics B.V. v. Selkow, 92 USPQ2d 1478, 1478 (TTAB 2009).
Moreover, to satisfy this pleading requirement, allegations based on “information and belief”
must be accompanied by a statement of facts upon which the belief is founded. Id., at 1479,
citing Exergen Corp. v. Wal-Mart Stores Inc., 575 F.3d 1312, 91 USPQ2d 1656, 1670 n.7 (Fed.
Cir. 2009). (“Allegations based solely on information and belief raise only the mere possibility
that such evidence may be uncovered and do not constitute pleading of fraud with
particularity.”). See, also, Brown v. Bishop, 2010 TTAB LEXIS 313, *15 (TTAB 2010)
(“Petitioner’s allegations . . . are based on ‘information and belief’ . . . these allegations fail to
meet the Fed. R. Civ. P. 9(b) requirements”); and Great Adirondack Steak & Seafood Cafe, Inc.
v. Adirondack Pub & Brewery, Inc., 2015 TTAB LEXIS 321, *21-22 (TTAB 2015) (applicant
“has not supported its allegations made ‘on information and belief” with any specific factual
allegations”).

Consequently, Nusenda’s pleading that asserts neither specific facts nor the basis for its
beliefs is insufficient to establish the requisite knowledge of PIN. Therefore, the affirmative
defenses should be stricken as being insufficient.

3. The Allegations That PIN Had the Requisite Intent to Deceive the USPTO Are
Insufficient

Paragraph three of the amended affirmative defenses alleges that fraud occurred because
PIN “sought and expected the USPTO to rely” upon a false representation. This allegation does
not claim any specific intent to deceive, which is a prerequisite for an alleged false statement to
have any legal import.

Thus, Nusenda’s allegation falls short of alleging any facts probative of any intent to

deceive. 1t is well settled that, absent the requisite intent to mislead the PTO, even a material



misrepresentation does not qualify as fraud under the Lanham Act. King Auto., Inc. v. Speedy
Muffler King, Inc., 667 F.2d 1008, 1011 n. 4 (CCPA 1981).

Fraud in procuring a trademark registration occurs only when an applicant or registrant
knowingly makes a false, material representation with the intent to deceive the USPTO. In re
Bose Corp., supra, 91 USPQ2d at 1941. Apparently, Nusenda hopes to remedy its deficient
pleadings by asking that the Board infer the missing element of intent, stating that PIN’s
counterclaim should be denied “based on these facts’ and reasonable inferences drawn
therefrom.” Answer to Counterclaim at 4.

But, drawing any such inference would be highly improper. An accusing party simply
cannot rely on inferences being drawn from documents filed with the USPTO. This would
essentially be the equivalent of requiring the defendant to rebut unproved allegations of fraud.
Multi Access Limited v. Wang Lao Ji Food and Beverage, 2014 TTAB LEXIS 159 (TTAB
2014). The “very nature of the charge of fraud requires that it be proven ‘to the hilt’ with clear
and convincing evidence. There is no room for speculation, inference or surmise and, obviously,
any doubt must be resolved against the charging party.” Smith Int'l, Inc. v. Olin Corp., 209
USPQ 1033, 1044 (TTAB 1981) (emphasis added). As explained above, even if Nusenda has
information and a belief, the pleading cannot be considered without also considering the
information that forms the basis for the belief. Absent such a substantive allegation, the defenses

have no place in the pleading.8

7 As noted above, these facts in actuality are general statements and conclusory statements.

8 In the event that a basis for such a defense is learned at a later time, Nusenda has the ability to
amend its pleading, provided that it falls within the parameters of Federal Rule. See, TBMP §
315. Thus, Nusenda will not be prejudiced by striking the currently-pled insufficient and
immaterial defenses.

10



Thus, the allegations which call for an inference of fraud and misconduct are insufficient

and must be stricken.

III. CONCLUSION

PIN respectfully requests that the Board strike each of Opposer’s Amended Affirmative
Defenses so that the opposition proceeding may move forward on the issues properly before the
Board, and the issues for discovery and trial can be limited to those that are appropriate.

Respectfully submitted,

PROMONTORY INTERFINANCIAL NETWORK, LL.C

By: _ /Joseph D. Lewis/
Joseph D. Lewis
Jordan S. Weinstein
BARNES & THORNBURG LLP
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Washington, D.C. 20006
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joe.lewis@btlaw.com
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