UNITED STATES PATENT AND TRADEMARK OFFICE
THIS ORDER IS NOT A Trademark Trial and Appeal Board
PRECEDENT OF THE P.O. Box 1451
TTAB Alexandria, VA 22313-1451
General Contact Number: 571-272-8500

Mailed: September 12, 2018

Opposition No. 91239796

Nusenda Federal Credit Union

v.

Promontory Interfinancial Network, LLC
Before Cataldo, Ritchie and Lynch,
Administrative Trademark Judges.
By Cataldo, Administrative Trademark Judge:

Now before the Board is Opposer’s May 1, 2018 motion, filed in its capacity as
counterclaim defendant, to dismiss Applicant’s counterclaim, filed with its answer on
April 10, 2018. The motion is fully briefed.

1. Background

On March 1, 2018, Opposer filed a notice of opposition to the registration of
Applicant’s application Serial No. 87372632 for the mark THE POWER OF MANY in
standard characters, identifying

Banking services; financial services, namely, the management of deposit
accounts and facilitating the transfer of funds between fund sources and
deposit accounts; cash management services, cash funds transfer and
transaction services; financial services, namely, allocation of funds to
and placement of funds in deposit accounts; financial services, namely,

facilitating the sale and/or purchase of mortgage loans; financial
transaction services, namely, custodial and sub-custodial services for
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deposit accounts, deposit account settlement services; FDIC insurance
claim processing services in International Class 36.1

In its notice of opposition, Opposer alleged its standing and, as a ground for
opposition, likelihood of confusion under Trademark Act Section 2(d), 15 U.S.C.
§ 1052(d),2 with its Registration No. 3187318, issued on the Principal Register for the
mark THE POWER OF WE. in standard characters, identifying “financial services,
namely, cooperative credit unions and online banking” in International Class 36.3

In its answer, Applicant denied the salient allegations in the notice of opposition;*
and requested that the Board enter one of the following two alternative amendments
to the recitation of services in its involved application under Section 18 of the
Trademark Act, 15 U.S.C. § 1068:

Banking services, excluding credit union services; financial services,
namely, the management of deposit accounts and facilitating the
transfer of funds between fund sources and deposit accounts; cash
management services, cash funds transfer and transaction services;
financial services, namely, allocation of funds to and placement of funds
in deposit accounts; financial services, namely, facilitating the sale
and/or purchase of mortgage loans; financial transaction services,
namely, custodial and sub-custodial services for deposit accounts,
deposit account settlement services; FDIC insurance claim processing
services, all of the foregoing excluding credit union services; or

Banking services; financial services, namely, the management of deposit
accounts and facilitating the transfer of funds between fund sources and

1 Filed March 15, 2017 on the Principal Register under Trademark Act Section 1(a), 15 U.S.C.
§ 1051(a), subsequently amended to seek registration under Trademark Act Section 1(b), 15
U.S.C. § 1051(b).

2 1 TTABVUE. The notice of opposition includes a sufficient pleading of Opposer’s standing
as well as its claim under Trademark Act Section 2(d).

3 Issued December 19, 2006. Section 8 affidavit accepted, Section 15 affidavit acknowledged.
First renewal.

4+ 4 TTABVUE.



Opposition No. 91239796

deposit accounts; cash management services, cash funds transfer and
transaction services; financial services, namely, allocation of funds to
and placement of funds in deposit accounts; financial services, namely,
facilitating the sale and/or purchase of mortgage loans; financial
transaction services, namely, custodial and subcustodial services for
deposit accounts, deposit account settlement services; FDIC insurance
claim processing services; all of the foregoing provided to banks, trust
companies and broker-dealers.5

Applicant further asserted a counterclaim under Section 18 of the Trademark Act, 15
U.S.C. § 1068 for restriction of the recited services in Opposer’s pleaded registration
to
cooperative credit union services provided only to registrant’s members,
namely, savings, checking, retirement, and education savings accounts,
signature and personal loans, home equity loans, mortgage loans, auto

loans, automated teller machine services, credit card services, debit card
services, on line credit union services.b

2. Materials Submitted with Motion Papers
Opposer’s motion to dismiss clearly indicates that it seeks dismissal under Fed. R.
Civ. P. 12(b)(6) on the basis that “Applicant’s Counterclaim fails to allege facts
sufficient to justify the Board acting to partially cancel or restrict Opposer’s
Registration.”” However, Opposer submitted with its motion a number of

attachments consisting of specimens from the involved application and pages from

51d. at 4.
6 Id. at 5.

The ESTTA cover sheet for Applicant’s answer and counterclaim lists abandonment under
Trademark Act Section 14(3), 15 U.S.C. § 1064(3) as the basis for its counterclaim. However,
it is clear from the attachment, as well as the briefing of Opposer’s motion to dismiss, that
Applicant seeks relief under Section 18. See, e.g., PPG Industries Inc. v. Guardian Industries
Corp., 73 USPQ2d 1926, 1928 (TTAB 2005) (“Since ESTTAs inception, the Board has viewed
the ESTTA filing form and any attachments thereto as comprising a single document or paper
being filed with the Board”).

77TTABVUE 2.
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Applicant’s website.® Opposer, for its part, submitted with its response in opposition
to the motion to dismiss attachments consisting of printouts of third-party
registrations from the Trademark Electronic Search System (TESS).?

It 1s well-settled that because a motion to dismiss for failure to state a claim upon
which relief can be granted is a test solely of the legal sufficiency of the complaint,
the circumstances in which the Board will determine a motion to dismiss relying on
matters outside the pleadings are very limited. Advanced Cardiovascular Systems
Inc. v. SciMed Life Systems Inc., 988 F.2d 1157, 26 USPQ2d 1038, 1041 (Fed. Cir.
1993); Covidien LP v. Masimo Corp., 109 USPQ2d 1696, 1697 n.3 (TTAB 2014); see
also Trademark Board Manual of Procedure (TBMP) § 503.02 (June 2018) and
authorities cited therein.

The Board will not construe a motion to dismiss filed under Fed. R. Civ. P. 12(b)(6)
as a motion for summary judgment prior to the filing of initial disclosures, unless the
motion is based on issue or claim preclusion or lack of subject matter jurisdiction.
Trademark Rule 2.127(e)(1). See Caymus Vineyards v. Caymus Medical Inc., 107
USPQ2d 1519, 1522 n.2 (TTAB 2013) (motion to dismiss amended counterclaim
accompanied by evidence was not treated as a motion for summary judgment as there
was nothing in the record which indicated that initial disclosures were served by
opposer); Zoba International Corp. v. DVD Format/LOGO Licensing Corp., 98

USPQ2d1106, 1108 n.4 (TTAB 2011) (motion to dismiss considered as one for

8 Id. at 15-35.
910 TTABVUE 14-20.
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summary judgment where it asserts claim preclusion); TBMP § 503.04 and
authorities cited therein. Neither party has made initial disclosures in this case. It
further is clear that Opposer’s motion to dismiss is not predicated upon either issue
or claim preclusion or lack of Board jurisdiction. As a result, we need not and do not
rely upon either party’s evidentiary attachments to its briefs on the motion to dismiss.

Further, with regard to Opposer’s reference to Applicant’s website address in its
motion to dismiss,!® we have made clear that providing hyperlinks to internet
materials is insufficient to make such materials of record. See In re HSB Solomon
Assocs., LLC, 102 USPQ2d 1269, 1274 (TTAB 2012) (stating that “a reference to a
website’s internet address is not sufficient to make the content of that website or any
pages from that website of record”); Safer Inc. v. OMS Investments Inc., 94 USPQ2d
1031, 1039 (TTAB 2010) (noting that because of the transitory nature of internet
postings, websites referenced only by links may later be modified or deleted).

Accordingly, the parties’ evidentiary submissions in its motion papers and the
hyperlinks contained in the motion to dismiss will be given no consideration.

3. Motion to Dismiss under Fed. R. Civ. P. 12(b)(6)

In order to withstand a motion to dismiss for failure to state a claim upon which
relief can be granted, a complaint need only allege such facts as would, if proved,
establish that the plaintiff is entitled to the relief sought, that is, that (1) the plaintiff
has standing to maintain the proceeding, and (2) a valid ground exists for denying

the registration sought (in the case of an opposition), or for canceling the subject

107 TTABVUE 12, n.7.
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registration (in the case of a cancellation proceeding). Young v. AGB Corp., 152 F.3d
1377, 47 USPQ2d 1752, 1754 (Fed. Cir. 1998); Lipton Industries, Inc. v. Ralston
Purina Co., 670 F.2d 1024, 213 USPQ 185, 188 (CCPA 1982); Corporacion Habanos
SA v. Rodriguez, 99 USPQ2d 1873, 1874 (TTAB 2011).

To survive a motion to dismiss, a complaint must “state a claim to relief that is
plausible on its face.” Bell Atlantic Corp. v. Twombly, 550 U.S. 554, 570 (2007); see
also Ashcroft v. Iqbal, 556 U.S. 662, 678 (2009) (plausibility standard applies to all
federal civil claims). In particular, the claimant must allege well-pleaded factual
matter and more than “[t]hreadbare recitals of the elements of a cause of action,
supported by mere conclusory statements.” Igbal, 556 U.S. at 678 (citing Twombly,
550 U.S. at 555). See also, e.g., Dragon Bleu (SARL) v. VENM, LLC, 112 USPQ2d
1925, 1926 (TTAB 2014) (motion to dismiss applicant’s fraud, non-use and
abandonment counterclaims granted).

A. Applicant’s Standing as Counterclaim Plaintiff

Here, Applicant’s allegation of standing as counterclaim plaintiff is based upon its
position as defendant in the opposition. This is sufficient to plead its standing. Finanz
St. Honore B.V. v. Johnson & Johnson, 85 USPQ2d 1478 (TTAB 2007) (applicant
subject to opposition has inherent standing to counterclaim for cancellation);
Carefirst of Maryland, Inc. v. FirstHealth of the Carolinas Inc., 77 USPQ2d 1492
(TTAB 2005) (“[a]pplicant, by virtue of its position as defendant in the opposition, has

standing to seek cancellation of the pleaded registrations,” citing, Ohio State
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University v. Ohio University, 51 USPQ2d 1289, 1293 (TTAB 1999)). We now turn to
the sufficiency of the counterclaim.
B. Applicant’s Section 18 Claim

Opposer argues that Applicant’s Section 18 claim is time-barred, alleging that
because Opposer’s registration is more than five years old, “[t]he only grounds on
which the Board could cancel or restrict its registration under Section 18 are those
set forth in Section 14(3) of the Act, 15 U.S.C. § 1064(3), i.e., that [Opposer’s] mark
had become generic, or had been abandoned, or was obtained by fraud.”11

Section 14 of the Trademark Act, 15 U.S.C. §1064, provides that after five years
from the date of registration of a mark on the Principal Register, a petition (or
counterclaim) to cancel said registration may be filed only on grounds specified in
subsections 14(3) and 14(5).12 None of the grounds specified in Subsection 14(3) are
alleged in Applicant’s counterclaim, which instead consists only of a request for relief
under Section 18 of the Act.

Section 18 of the Trademark Act, 15 U.S.C. § 1068 provides:

§ 1068. Refusal, cancellation, or restriction of registration;
concurrent use

In such proceedings the Director may refuse to register the opposed
mark, may cancel the registration, in whole or in part, may modify the
application or registration by limiting the goods or services specified
therein, may otherwise restrict or rectify with respect to the register the
registration of a registered mark, may refuse to register any or all of
several interfering marks, or may register the mark or marks for the
person or persons entitled thereto, as the rights of the parties under this
chapter may be established in the proceedings....

17 TTABVUE 11.

12 Subsection 14(5) involves certification marks and thus is not relevant herein.
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Section 18 grants the Board the authority to cancel a registration in whole or in part,
to restrict the goods or services identified therein, or to “otherwise restrict or rectify
... the registration of a registered mark.” See Wellcome Foundation Ltd. v. Merck &
Co., 46 USPQ2d 1478, 1479 (TTAB 1998). Relief under Section 18 may be sought
separate and apart from any other ground. See FEurostar, Inc. v. “Euro-Star”
Reitmoden GmbH & Co. KG, 34 USPQ2d 1266, 1271 (TTAB 1995) (“ ... we hereby
overrule Alberto-Culver and Procter & Gamble (and any of our subsequent decisions
that relied on one or both of those precedents), to the extent that those cases hold ...
(i1) Section 18 may be invoked by the Board only when tied to a properly pleaded
ground for opposition or cancellation (e.g., abandonment).”). See also Dak Industries,
Inc. v. Daiichi Kosho Co., 35 USPQ2d 1434, 1437 (TTAB 1995), relying on Eurostar
(“Opposer is relying on case law which has recently been overruled by this Board,”
and “The Board now takes the position that ... a claim for cancellation by restriction
or modification ... is an equitable remedy under Section 18 of the Trademark Act, not
tied to a ground to cancel.”).13 Thus, it is clear that Applicant, in its capacity here as
counterclaim plaintiff, may assert a prayer for relief by relying solely on Section 18.
See Montecash LLC v. Anzar Enterprises Inc., 95 USPQ2d 1060, 1063 (TTAB 2010).

As a result, Opposer’s reliance upon Section 14(3) of the Trademark Act for support

13 In Dak Industries, the Board also clarified that a party seeking to delete specific items from
1ts opponent’s application or registration (without regard to type, use, customers, or channels
of trade) on the ground that the opponent is no longer using the mark on such goods, with
intent not to resume such use, asserts simply a straight-forward claim of abandonment, not a
prayer for relief under Trademark Act Section18.
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of its motion to dismiss is misplaced inasmuch as Section 18, as discussed above,
clearly provides a statutory basis for Applicant’s counterclaim.

Turning now to the language of the counterclaim, we note that in Eurostar, 34
USPQ2d 1266, the Board discussed its experience of having seen a number of
pleadings in which parties sought to restrict their adversaries’ long-held registrations
where such requests for restriction were not supported by claims that the requested
restrictions would avoid likelihood of confusion. Id. at 1270. As a consequence, such
requested restrictions were “of dubious ‘commercial significance,” leading the Board
to conclude they were brought for tactical rather than substantive reasons. Id. In
order to resolve such problems, the Board determined where Section 18 restrictions
are sought in cases involving a question of likelihood of confusion, the party
requesting restrictions under Section 18 must plead, and later prove, (1) that the
proposed restriction would avoid a likelihood of confusion with the requesting party’s
mark, and (2) that the opponent is not using its mark on those goods and services to
be deleted. Id.; see also Montecash, 95 USPQ2d at 1063.

In this case, Applicant’s counterclaim clearly articulates the requested
amendments to the involved application and registration, and states that Opposer is
not using its mark on the services sought to be deleted by the proposed amendment.4
The counterclaim further alleges that the proposed amendments will avoid any

finding of likelihood of confusion, and that it reflects the actual use by Applicant and

144 TTABVUE 5, para. 19.
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Opposer.’> As a result, the counterclaim appears to sufficiently state a claim for
restriction under Section 18. With regard to Opposer’s contention that the proposed
counterclaim “would not avoid a likelihood of confusion,”'¢ and is essentially futile,
we note that whether a plaintiff can actually prove its allegations is a matter to be
determined not upon motion to dismiss, but rather at final hearing or upon summary
judgment, after the parties have had an opportunity to submit evidence in support of
their respective positions. Advanced Cardiovascular Systems Inc. v. SciMed Life
Systems Inc., 26 USPQ2d at 1041; Covidien LP v. Masimo Corp., 109 USPQ2d at 1697
n.3.
Accordingly, Opposer’s motion to dismiss is denied.1?
4. Resumption of Proceedings

Dates in this proceeding are reset on the following schedule.

Deadline for Discovery Conference 10/1/2018
Discovery Opens 10/1/2018
Initial Disclosures Due 10/31/2018
Expert Disclosures Due 2/28/2019
Discovery Closes 3/30/2019
Prejcmal Disclosures Due for Party in Position of Plaintiff in Original 5/14/2019
Claim

30-day Trial Period Ends for Party in Position of Plaintiff in Original 6/28/2019

Claim

15 Id. at 6, para. 20.
167 TTABVUE 13.

17 In 1ts response in opposition to the motion to dismiss (10 TTABVUE 9, n.2) Applicant
suggests that Opposer hereinafter “should be required to first secure permission from the
appropriate interlocutory attorney by telephone before filing any unconsented or
unstipulated motions in this matter.” Id. We hereby decline to exercise our discretion to adopt
Applicant’s suggestion at this time.

10
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Pretrial Disclosures Due for Party in Position of Defendant in Original

Claim and in Position of Plaintiff in Counterclaim 71132019
30-(.iay Tria@ Perio.d.Ends for .Pa?rty‘ in Position of Defendant in Original /97/2019
Claim, and in Position of Plaintiff in Counterclaim

Pr(‘et]'fial Disc‘losures.Due f(‘)r. Rebuttal of Party in Position qf Plaintiff in 9/11/2019
Original Claim and in Position of Defendant in Counterclaim

30-.d:::1y Trial 'Period Ends f(?r' Rebuttal of Party in Position qf Plaintiff in 10/26/2019
Original Claim, and in Position of Defendant in Counterclaim

g](f)icr]iiicll)ifiosures Due for Rebuttal of Party in Position of Plaintiff in 11/10/2019
15-day Trial Period Ends for Rebuttal of Party in Position of Plaintiff in 19/10/2019

Counterclaim
Opening Brief for Party in Position of Plaintiff in Original Claim Due 2/8/2020
Combined Brief for Party in Position of Defendant in Original Claim

and Opening Brief as Plaintiff in Counterclaim Due 3/9/2020
Combined Rebuttal Brief for Pgrty in Positiqn of Plaintiff in Original 4/8/2020
Claim and Brief as Defendant in Counterclaim Due

Rebuttal Brief for Party in Position of Plaintiff in Counterclaim Due 4/23/2020
Request for Oral Hearing (optional) Due 5/3/2020

The Federal Rules of Evidence generally apply to Board trials. Trial testimony is
taken and introduced out of the presence of the Board during the assigned testimony
periods. The parties may stipulate to a wide variety of matters, and many
requirements relevant to the trial phase of Board proceedings are set forth in
Trademark Rules 2.121 through 2.125. These include pretrial disclosures, the
manner and timing of taking testimony, matters in evidence, and the procedures for
submitting and serving testimony and other evidence, including affidavits,
declarations, deposition transcripts and stipulated evidence. Trial briefs shall be
submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at
final hearing will be scheduled only upon the timely submission of a separate notice

as allowed by Trademark Rule 2.129(a).

11



