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OPPOSER’S REPLY IN SUPPORT OF ITS
MOTION TO DISMISS APPLICANT’S COUNTERCLAIM

Opposer Nusenda Federal Credit Union (“Opposer” or “Nusenda”), by its undersigned
counsel, submits its reply in support of its motion to dismiss the counterclaim of Applicant
Promontory Interfinancial Network, LLC (“PIN”). In its Counterclaim, PIN seeks to restrict
Nusenda’s Registration No. 3187318 for THE POWER OF WE for credit union services; or in
the alternative proposes to amend its own application, but refuses to delete references to banking
services in its own description of services, which is the reason for Nusenda having filed its
Opposition.

As shown by Nusenda in its motion to dismiss--and acknowledged by PIN in its
opposition to that motion--PIN is not a bank. Further, as shown by Nusenda in its motion to

dismiss, PIN does not provide services that can reasonably be considered as banking services,



and accordingly its registration of its proposed mark THE POWER OF MANY for banking
services would likely cause confusion with Nusenda’s registered mark for Financial services,
namely, cooperative credit unions and online banking. As shown by Nusenda, and as previously
found by the Board, credit union services and banking services are essentially the same services.

InTrust Financial Corp v. nTrust Corp, 2016 TTAB LEXIS 528.! Accordingly, given the

equivalence of the services associated with Nusenda’s registered mark and the banking services
identified by Applicant in its application, imposing a restriction on Nusenda’s registration cannot
serve to avoid a likelihood of confusion, and Nusenda has provided grounds for dismissal of
PIN’s counterclaim.

It should be noted that PIN’s offer to amend its own application is insufficient to avoid
the likelihood of confusion, because PIN refuses to remove its reference to banking services,
which is the source of the likelihood of confusion that is the premise for Nusenda’s opposition.

PIN has made a variety of assertions that do not sustain its position. Nusenda’s inclusion
of exhibits to its motion to dismiss which demonstrate that PIN does not offer banking services
in connection with its mark does not violate the rule prohibiting the filing of motions for
summary judgment until after initial disclosures are exchanged. Nusenda has not filed its motion
as one for summary judgment. The exhibits submitted with its motion are, as PIN acknowledges,
part of its own application history and the Board may consider objective, verifiable facts from

PIN’s own application history, which alone are sufficient to undermine PIN’s Counterclaim, and

may be legitimately relied upon as support for a motion to dismiss. See Compagnie Gervais

Danone v. Precision Formulations, LLC, 2009 TTAB LEXIS 1, *14-16 (Jan. 5, 2009).

! The fact that the decision in InTrust is non-precedential does not preclude references to its
mention of these types of services as being equivalent.



The nub of Nusenda’s motion to dismiss--as PIN recognizes (see PIN Response at 5), is
the fact--conceded by PIN--that PIN is not a bank, or any other kind of financial institution that
takes deposits and makes loans. PIN’s contention that “many businesses which are not banks
own registered trademarks covering banking services and offer those services” (Id.) is not simply
misleading; it is untrue. The three registered marks to which PIN refers, and which are the
subject of its Exhibit A (VISA, Mastercard and Lexus), all are marks that are directly used in
connection with making loans--a banking-type service. Many different types of organizations
engaged in forms of financing--whether they be conventional commercial banks, savings
institutions, credit unions, credit card companies or companies offering car loans--and can fairly
be considered to offer banking-type services. PIN does not. This fact, demonstrated by matters
of record the Board may consider in ruling on Nusenda’s motion to dismiss, undercuts PIN’s
counterclaim. In the absence of the mark that is the subject of PIN’s application being
legitimately associated with banking services, its attempt to argue that a restriction on Nusenda’s
registration would avoid a likelihood of confusion fails.

PIN’s contention that Nusenda has not correctly read the Board’s decision in Eurostar

Inc. v. Euro-Star Reitmoden GmbH & Co. KG, 1994 TTAB LEXIS, 34 U.S. P. Q. 2d (BNA)

1266 may well be the case,’ but does not save PIN’s counterclaim. The fact that Nusenda’s
registration is incontestable may not itself prevent any attempt by PIN to modify the registration
under Section 18 of the Trademark Act, although the decisions relied on by PIN are less than

clear on this subject. These decisions refer to marks that were registered for five years as not

2 Nothing in the EuroStar decision, or in any interpretation of that decision that was
misunderstood by Nusenda’s undersigned counsel, was intended to mislead the Court, and
Nusenda’s counsel apologizes for any error on his part. Nonetheless, nothing in the EuroStar
decision or its progeny can save PIN’s Complaint from the indisputable error in the premise
stated by PIN, i.e., that it offers banking services, on which its Counterclaim relies.



being immunized to Section 18 challenges. See Montecash LL.C v. Anzar Enterprises Inc., 95

U.S.P.Q. 2d 1060, 1063 (TTAB 2010); DAK Industries, Inc. v. Daiichi Kosho Co., 35 U.S.P.Q.

2d 1434, 1437 (TTAB 1995). Those decisions referred to registrations that were five years old,
but five years alone is not sufficient to make a mark incontestable. To be incontestable, a
registrant must make a proper filing under Section 15 of the Act, 15 U.S.C. § 1065. Nusenda has
done so.

In any event, as shown above, the restrictions PIN seeks to impose on Nusenda’s
registration under its counterclaim are not warranted as a matter of law, and the counterclaim
should be dismissed.

Respectfully submitted,
PEACOCK LAW P.C.
By: /JLS/
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CERTIFICATE OF SERVICE
FOR
OPPOSER’S REPLY IN SUPPORT OF ITS MOTION TO DISMISS APPLICANT’S
COUNTERCLAIM

I HEREBY CERTIFY that on this 27th day of June, 2018, a copy of the foregoing
Opposer’s Reply in Support of Its Motion to Dismiss Applicant’s Counterclaim was filed
electronically with the Trademark Trial and Appeal Board, and that a copy was also served
electronically on Applicant’s attorney at the following address:

Joseph D. Lewis

BARNES & THORNBURG LLP

1717 Pennsylvania Avenue NW, Suite 500
Washington, DC 20006

Tel.: 202-289-1313

joe.lewis(@btlaw.com

/JLS/
Jeffrey L. Squires
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