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ELIZABETH J. WINTER, INTERLOCUTORY ATTORNEY: 

On April 29, 2019, Opposer's attorneys filed a request to withdraw as counsel of 

record and to suspend this proceeding for sixty days to allow Opposer time to retain 

new counsel. Opposer’s request for a sixty-day suspension is contested. 

Withdrawal of Counsel: 

The request to withdraw as counsel is in compliance with the requirements of 

Trademark Rules 2.19(b) and Patent and Trademark Rule 11.116, and is granted. 

Accordingly, Tamara Carmichael and the law firm of Olshan Frome Wolosky LLP no 

longer represent Opposer in this proceeding.  

Contested Motion regarding Suspension of the Proceeding: 

Through its now former counsel, Opposer submitted a request to suspend this 

proceeding for sixty days to allow it time to find new counsel. Applicant opposes said 

motion, arguing that after almost a year has passed since the filing of the notice of 
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opposition, and Opposer has never provided its promised proposed settlement 

agreement. In view thereof, Applicant asserts that the usual thirty-day suspension if 

proper. Opposer did not submit a reply to Applicant’s response. 

The Board construes Opposer’s request as a motion to extend its time to find new 

counsel. The Board is generally liberal in granting extensions before the period to act 

has lapsed, so long as the motion sets forth with particularity facts that constitute 

good cause for the requested extension (see Fed. R. Civ. P. 6(b), Trademark Rule 

2.116(a), Fairline Boats plc v. New Howmar Boats Corp., 59 USPQ2d 1479, 1480 

(TTAB 2000)), and the moving party has not been guilty of negligence or bad faith 

and the privilege of extensions is not abused. See, e.g., SFW Licensing Corp. v. Di 

Pardo Packing Ltd., 60 USPQ2d 1372, 1375 (TTAB 2001) (cursory and unsupported 

statements are insufficient to show good cause); Baron Philippe de Rothschild S.A. v. 

Styl-Rite Optical Mfg. Co., 55 USPQ2d 1848, 1851 (TTAB 2000); American Vitamin 

Products, Inc. v. DowBrands Inc., 22 USPQ2d 1316 (TTAB 1992). The moving party, 

however, retains the burden of persuading the Board that it was diligent in meeting 

its responsibilities and should therefore be awarded additional time. See Nat’l 

Football League v. DNH Management LLC, 85 USPQ2d 1852, 1854 (TTAB 2008) 

(citing Sunkist Growers, Inc. v. Benjamin Ansehl Company, 229 USPQ 147 (TTAB 

1985)). 

Opposer did not explain why it needs an additional thirty days to find new counsel 

or how it has been diligent in meeting its responsibilities. Opposer’s former counsel 

also explains that “Opposer has continually failed to provide meaningful instructions 
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to Counsel in this case,” 19 TTABVUE 2; and Applicant recounts that Opposer has 

failed over the past year to provide a promised settlement proposal. Opposer did not 

respond to Applicant’s concerns.  

“Opposer brought this case and, in so doing, took responsibility for moving forward 

on the established schedule.” See Atlanta-Fulton County Zoo, Inc. v. DePalma, 45 

USPQ2d 1858, 1860 (TTAB 1998). Yet Opposer has barely moved forward at all. In 

view of the foregoing, the Board finds that Opposer has not supported with a showing 

of good cause its request for an additional thirty days to find new counsel. 

Accordingly, Opposer’s request for sixty days to find new counsel is DENIED.  

Opposer Allowed Time to Appoint New Counsel: 

In view of the withdrawal of Opposer’s counsel discussed supra, and in accordance 

with standard Board practice, Opposer is allowed until THIRTY DAYS from the 

mailing date of this order to appoint new counsel, or to file a paper stating that 

Opposer chooses to represent itself. If Opposer files no response, the Board may issue 

an order to show cause why default judgment should not be entered against Opposer 

based on Opposer's apparent loss of interest in the proceeding. 

Proceedings are otherwise SUSPENDED pending response to this order. 

The parties will be notified by the Board when proceedings are resumed, and dates 

will be reset, as appropriate. 

A copy of this order has been sent to all persons listed below. 

cc: Skins International Trading AG 
 Sennweidstrasse 43 
 Steinhausen, Switzerland 
 6312 
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 Skins International Trading AG 
 c/o GORTON IP 
 GPO Box 629 
 Sydney, Australia NSW 2001 
 
 Tamara Carmichael 
 Olshan Frome Wolosky LLP 
 1325 Avenue of the Americas 
 New York, NY  10019 
  
 John Zaccaria 
 Notaro Michalos & Zaccaria PC 
 100 Dutch Hill Road, Suite 240 
 Orangeburg, NY 10962 
  
 
INFORMATION REGARDING LEGAL REPRESENTATION: 

While Patent and Trademark Rule 11.14 permits any person to represent itself, it 

is strongly advisable for a person who is not acquainted with the technicalities of the 

procedural and substantive law involved in inter partes proceedings before the Board 

to secure the services of an attorney who is familiar with such matters. The Patent 

and Trademark Office cannot aid in the selection of an attorney. See TBMP § 114.02. 

Trademark Rules 2.119(a) and (b) require that every submission filed in a 

proceeding before the Board must be served upon the other party or parties, and 

proper proof of such service must be made before the submission will be considered 

by the Board. Accordingly, all submissions filed in this proceeding must be 

accompanied by a statement, signed by the attorney or other authorized 

representative, attached to or appearing on the original submission when filed, 

clearly stating the date and manner in which service was made, the name of each 

party or person upon whom service was made, and the email address or address. See 
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TBMP § 113.03. Service must be made by email unless otherwise stipulated, or unless 

the filing party has satisfied the requirements for another method of service as set 

forth in Trademark Rule 2.119(b). The statement will be accepted as prima facie proof 

of service, must be signed and dated, and should take the form of a Certificate of 

Service as follows: 

I hereby certify that a true and complete copy of the foregoing (insert title of 
submission) has been served on (insert name of opposing counsel or party) by 
forwarding said copy on (insert date of mailing), via email (or insert other 
appropriate method of delivery) to: (set out name, address, and email address 
of opposing counsel or party). 
 
Signature______________________________ 
Date___________________________________ 

Submissions in Board proceedings must be made via ESTTA, the Electronic 

System for Trademark Trials and Appeals, and must be in compliance with 

Trademark Rules 2.126(a) and (b). See TBMP § 110.01. The ESTTA user manual, 

ESTTA forms, and instructions for their use are at http://estta.uspto.gov/. 

It is recommended that any pro se party be familiar with the latest edition of 

Chapter 37 of the Code of Federal Regulations, which includes the Trademark Rules 

of Practice. Parties should also be familiar with the Trademark Trial and Appeal 

Board Manual of Procedure (TBMP), available at http://www.uspto.gov/ttab, the 

TTABVUE system for viewing the record for all Board proceedings, available at 

http://ttabvue.uspto.gov/ttabvue/, and the Standard Protective Order, available at 

https://www.uspto.gov/trademarks-application-process/appealing-trademark-

decisions/standard-documents-and-guidelines-0. 
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Strict compliance with the Trademark Rules of Practice, and where 

applicable the Federal Rules of Civil Procedure, is required of all parties, 

whether or not they are represented by counsel. McDermott v. San Francisco 

Women’s Motorcycle Contingent, 81 USPQ2d 1212, n.2 (TTAB 2006), aff’d unpub’d, 

240 Fed. Appx.865 (Fed. Cir. 2007), cert. denied, 552 U.S. 1109 (2008). 

☼☼☼ 
 


