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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FRIENDSLEARN INC,,
and Opposition No.: 91239705
BHARGAYV SRI PRAKASH, Application Serial No.: 87/258,838
Opposers, Mark: DIGITAL VACCINES
V. Filing Date: December 6, 2016
MODERNATX, INC., Published: December 26, 2017
Applicant

SECOND AMENDED NOTICE OF OPPOSITION

FriendsLearn, Inc., a corporation having its principal place of business at 425 Broadway
Street, Redwood City, California 94063, and Bhargav Sri Prakash, an individual residing in
California, (collectively, “Opposers”) believe they will be damaged by the registration of the
“DIGITAL VACCINES” mark in Application Serial No. 87/258,838, filed by ModernaTX, Inc.,
a Delaware corporation located at 320 Bent Street, Cambridge, Massachusetts 02141
(“Applicant”), for “[s]cientific research and development in the fields of pharmaceuticals,
medicine, biologics, biotherapeutics, biosimilars and therapeutics” in Class 42, “[s]cientific and
technological services and research and design relating thereto: industrial analysis and research

services; design and development of computer hardware and software; legal services.”



As grounds for opposition, Opposers allege as follows:

1. Opposer FriendsLearn, Inc. is a privately held mobile health company that works to
prevent lifestyle diseases in children through the use of a neuropsychology-based mobile-VR
application.

2. FriendsLearn is best known as the producer and developer of the mobile app “fooya!,”
an acclaimed game that is designed to raise awareness of the health consequences of dietary-
lifestyle choices and to inspire children to make healthier food choices during the habit-
formation stage of brain development in childhood.

3. Since its founding in 2011, FriendsLearn has been developing technologies for
children based on peer-reviewed neuroscience, psychology, and cognitive behavior therapy to
reduce the risk of disease. Its product “fooya!” has been rigorously evaluated by life science
researchers in randomized and controlled longitudinal clinical trials and has been found to shape
food habits among children, leading to reduced risk of diabetes, cardiovascular disease,
hypertension, and possibly certain cancers.

4. The products and services developed by FriendsLearn and its collaborators have been
referred to as “digital vaccines.”

5. Opposer Bhargav Sri Prakash is the Founder and CEO of FriendsLearn.

6. Mr. Sri Prakash has given multiple presentations and authored multiple peer-reviewed
publications regarding the research of FriendsLearn, and identifying and representing a
framework of innovation in technology-based disease prevention. He has presented about this
subject at conferences including Stanford Medicine X and the Child Obesity Conference, among

others.



7. Mr. Sri Prakash has worked in collaboration with behavioral scientists, life science
researchers, neuroscientists, endocrinologists, and pediatricians, from institutions such as Johns
Hopkins University, Stanford University, Carnegie Mellon University, Baylor College of
Medicine, Duke School of Medicine, and Children’s Hospital of Pittsburgh of the University of
Pittsburgh Medical Center, on digital intervention, prevention, and management of disease.

8. The work of Mr. Sri Prakash and his collaborators has been described and recognized
as part of an emerging field of research and development in software-based preventive medicine
and associated products and services generally described as “digital vaccines.”

9. Applicant filed Application Serial No. 87/258,838 for the “DIGITAL VACCINES”
mark on December 6, 2016.

10. In its application, Applicant claimed an intent to use for scientific research and
development in the field of pharmaceuticals, medicine, biologics, biotherapeutics, biosimilars,
and therapeutics.

11. On April 25, 2017, the United States Patent and Trademark Office (USPTO) issued
an Office Action refusing registration of the mark because “the applied-for mark, as a whole,
merely describes the features of Applicant’s goods and/or services,” pursuant to Trademark Act
Section 2(e)(1), 15 U.S.C. § 1052(e)(1).

12. On October 13, 2017, Applicant filed a Response to Office Action.

13. The USPTO issue a Notice of Publication on December 6, 2017. The application was
published in the Official Gazette on December 26, 2017.

14. Opposers filed a Letter of Protest on January 25, 2018. The Letter of Protest was

denied on February 16, 2018.



15. Applicant previously filed for registration of a separate mark “DIGITAL
MEDICINES” (No. 87/258,854) on December 6, 2016. The USPTO issued a Final Refusal for
the mark “DIGITAL MEDICINES” on November 20, 2017, because the proposed mark “merely
describes the identified services.”

16. Applicant previously filed for registration of a separate mark “DIGITAL
THERAPEUTICS” (No. 87/258,848) on December 6, 2016. The USPTO issued a Final Refusal
for the mark “DIGITAL THERAPEUTICS” on November 20, 2017, because the proposed mark
“merely describes the identified services.”

17. Applicant’s current alleged mark “DIGITAL VACCINES” is the category name of an
emerging area of research and development in software-based preventive medicine and its
resulting products and services.

18. Applicant’s current alleged mark “DIGITAL VACCINES” is also the category name
for pharmaceutical vaccines produced using digital technology.

19. Upon information and belief, Applicant develops therapeutic products, including
mRNA vaccines, using digital technology.

20. Researchers and companies in the digital vaccine field(s), including without
limitation Opposers’ and Applicant’s fields of research and development and their associated
products and services, have a present and prospective right to use the term “DIGITAL
VACCINES” generically and/or descriptively in their research and businesses to refer to these
fields and their associated products and services.

21. If Applicant were granted a registration of “DIGITAL VACCINES,” Applicant
would obtain certain statutory rights, including prima facie rights to the exclusive use of

“DIGITAL VACCINES,” all to the damage of Opposers and other researchers and companies in



the digital vaccine field(s), including without limitation Opposers’ and Applicant’s fields of
research and development and their associated products and services.

22. Because allowing registration of Applicant’s mark could preclude researchers and
corporations, including without limitation Opposers, from referring to the scientific field and
products and services of “DIGITAL VACCINES” by the common, generic, and/or descriptive
name for those fields and their associated products and services, Opposers would thereby be
injured by Applicant’s intended registration of the DIGITAL VACCINES mark in Application
Serial No. 87/258,838.

COUNT ONE: MARK IS DESCRIPTIVE

23. Opposer re-alleges and incorporates herein by reference the allegations in paragraphs
1-22 above as if fully set forth herein.

24. “DIGITAL VACCINES” is not capable of distinguishing Applicant’s goods and
services because it is so highly descriptive of the digital vaccine field(s), including without
limitation Opposers’ and Applicant’s fields of research and development and their associated
products and services, that it is incapable of acquiring distinctiveness as a trademark. See
Trademark Act Section 2(e)(1), 15 U.S.C. § 1052(e)(1).

25. Upon information and belief, neither Applicant nor any predecessor or related
company of Applicant has made use in commerce of the mark “DIGITAL VACCINES.”

26. “DIGITAL VACCINES” has not become distinctive of Applicant’s services. See
Trademark Act Section 2(f), 15 U.S.C. § 1052(f).

COUNT TWO: MARK IS GENERIC
27. Opposer re-alleges and incorporates herein by reference the allegations in paragraphs

1-26 above as if fully set forth herein.



28. “DIGITAL VACCINES” is not capable of distinguishing Applicant’s goods and
services because it is the generic name for the digital vaccine field(s), including without
limitation Opposers’ and Applicant’s fields of research and development and their associated
products and services. See Trademark Act Section 23, 15 U.S.C. § 1091.

29. On information and belief, Applicant’s goods and services for which the mark will be
used are pharmaceutical vaccines produced with digital technology.

30. On information and belief, Applicant’s customers are likely to include at least the
doctors, medical insurance companies, and/or the general public.

31. On information and belief, “DIGITAL VACCINES,” as applied to Applicant’s goods
and services, is understood by the relevant public, including Applicant’s likely customers, to
refer to the genus of goods and services of pharmaceutical vaccines produced with digital
technology.

COUNT THREE: MARK IS DECEPTIVELY MISDESCRIPTIVE

32. Opposer re-alleges and incorporates herein by reference the allegations in paragraphs
1-31 above as if fully set forth herein.

33. In the alternative, if “DIGITAL VACCINES” does not describe the Applicant’s
goods and services, “DIGITAL VACCINES” deceptively misdescribes Applicant’s goods and
services. See Trademark Act Section 2(e)(1), 15 U.S.C. § 1052(e)(1).

34. On information and belief, “DIGITAL VACCINES” plausibly describes some goods
and services within Applicant’s field, e.g., pharmaceutical vaccines produced using digital

technology.



35. If “DIGITAL VACCINES” does not describe Applicant’s goods and services,

prospective purchasers are likely to be deceived, believing the misdescription actually describes

those goods and services.

36. On information and belief, the description “DIGITAL VACCINES” describes

particular features of “scientific research and development in the fields of pharmaceuticals,

medicine, biologics, biotherapeutics, biosimilars and therapeutics” that customers are likely to

value.

37. The deception is therefore likely to materially affect the purchasing decisions of a

significant number of relevant consumers.

WHEREFORE, Opposers pray that Application Serial No. 87/258/838 be rejected, and

that this opposition be sustained in favor of Opposers.

DATED: June 27, 2018
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