
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA1120445

Filing date: 03/15/2021

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91239468

Party Defendant
Jeremy Sunseri

Correspondence
Address

MARY ELLEN ROY
PHELPS DUNBAR LLP
365 CANAL STREET, SUITE 2000
NEW ORLEANS, LA 70130
UNITED STATES
Primary Email: ROYM@PHELPS.COM
Secondary Email(s): DAN.ZIMMERMAN@PHELPS.COM, ASH-
LEY.HEILPRIN@PHELPS.COM
504-566-1311

Submission Withdrawal Of Application

Filer's Name Mary Ellen Roy

Filer's email roym@phelps.com, avemaria.sagona@phelps.com,
dan.zimmerman@phelps.com, trademarks@phelps.com

Signature /Mary Ellen Roy/

Date 03/15/2021

Attachments Narrative.pdf(6260 bytes )
Settlement Agreement.pdf(5122137 bytes )
Consent to Abandonment.pdf(19493 bytes )

http://estta.uspto.gov


 

 

Narrative 

 

The parties to this TTAB Opposition proceeding no. 91239468, Sun Pharmaceutical Industries. 

Inc. and Dr. Jeremy Sunseri, have executed a Settlement and Coexistence Agreement.   

 

The Settlement and Coexistence Agreement calls for Dr. Sunseri to withdraw his trademark 

registration application for SUN DERMATOLOGY (serial no. 87407284), “by filing a Notice of 

Abandonment” with the TTAB in this Opposition proceeding, and calls for Sun Pharmaceutical 

Industries. Inc. to provide written consent to the abandonment.   

 

To comply with the terms of the Settlement and Coexistence Agreement, Dr. Sunseri is filing a 

Withdrawal of Application on the TTAB’s ESTTA system, including this Narrative as 

Attachment 1, the Settlement and Coexistence Agreement as Attachment 2, and the written 

consent of Sun Pharmaceutical Industries, Inc. as attachment 3. 

 

 



SETTLEMENT AND COEXISTENCE AGREEMENT 

THIS SETTLIEMENT AND COEXISTENCE AGREEMENT ("Agreement") is made and entered 

into as  3 / )  , 2021 (the "Effective Date"), between Sun Pharmaceutical Industries, Inc., 

of 2 Independence Way, Princeton, New Jersey 08540 ("Sun") and Dr. Jeremy Sunseri of 2101 

Jenks Ave., Panama City, Florida 32405 (hereinafter "Sunseri"). Sun and Sunseri each shall be 

referred to individually as a "Party," and they shall be referred to collectively as the "Parties." 

WHEREAS, Sunseri filed U.S. trademark application 87407204 ("Sunseri application") on April 

11, 2017, and uses the subject trademark "SUN DERMATOLOGY" for his medical practice in 

the field of dermatology; 

WHEREAS, Sun, and/or its predecessors in interest and parent companies, owns various 

trademarks using the word "SUN" and has used them for prescription pharmaceuticals and for 

distribution of information concerning conditions treated by_ those pharmaceuticals ("SUN 

TRADEMARKS"); 

WHEREAS, Sun filed U.S. trademark application no. 87490868 on August 30, 2017, to register 

the mark SUN DERMATOLOGY in connection with the following goods and services (the "Sun 

Application"): 

Printed publications, namely, brochures, booklets, pamphlets, leaflets, and 

education materials in the field of immunology, auto-immune diseases, 

dermatology, skin disorders and treatments thereof; printed matter providing 

information regarding pharmaceutical products for the treatment and prevention of 

inflammatory diseases, auto immune system related diseases and disorders, 

immune system related diseases and disorders, dermatology, and skin diseases and 

disorders. [Class 16] 

Promoting public awareness in the fields of dermatology, treatment of 

dermatological diseases and disorders, skin care and healthcare; providing 

information regarding pharmaceutical products for the treatment and prevention of 

inflammatory diseases, auto immune system related diseases and disorders, 

immune system related diseases and disorders, dermatology, and skin diseases and 

disorders. [Class 35] 

Online website featuring information in the field of dermatology; providing 

medical information through websites in the field of immunology, auto-immune 

diseases, dermatology, skin disorders and treatments thereof; providing information 

regarding pharmaceutical products for the treatment and prevention of 

inflammatory diseases, auto immune system related diseases and disorders, 

immune system related diseases and disorders, dermatology, and skin diseases and 

disorders; providing information to patients relating to prevention and treatment of 

dermatological disorders; providing medical information for physicians, 

pharmacists, and patients in the field of dermatology. [Class 44] 

WHEREAS, On December 7, 2017, the USPTO issued a non-final office action against the Sun 

Application, asserting, among other things, a potential likelihood of confusion with the previously 

filed Sunseri Application; 
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WHEREAS, on February 12, 2018, Sun filed with the Trademark Trial and Appeal Board a notice 
of opposition against the Sunseri Application, which was assigned Opposition No. 91239468 (the 

"Sun Dermatology Opposition"); 

WHEREAS, on May 29, 2018, at Sun's request, prosecution of the Sun Application was suspended 

pending resolution of the Sun Dermatology Opposition. Sun has opposed the Sunseri application; 

WHEREAS, on July 24, 2020, Sun Pharmaceutical Industries, Ltd. ("Sun Ltd.") and Sun filed a 

complaint against Dr. Sunseri in the United States District Court for the Northern District of 
Florida, No. 5:20-cv-00200-TKW-MJF, alleging trademark infringement and other claims and 
seeking various remedies, including a declaration canceling and holding invalid the Sunseri 

Application (the "Federal Litigation"); 

WHEREAS, on September 22, 2020, the Trademark Trial and Appeal Board granted a motion by 
Sun seeking to suspend the Sun Dermatology Opposition pending the outcome of the Federal 

Litigation; and 

WHEREAS, the Parties now wish to fully settle all disputes related to the Sun Dermatology 
Opposition and the Federal Litigation and to set forth agreed terms of coexistence regarding their 

respective uses of the SUN DERMATOLOGY mark. 

NOW, THEREFORE, for and in consideration of the mutual covenants contained herein, the 
sufficiency of which is hereby acknowledged, the Parties agree as follows: 

1 TERRITORY. The territory of the Agreement shall be the United States of America. 

2 UNDERTAKINGS. 

2.1 Surrender of Sunseri Application. Within ten (10) business days of the Effective Date, 
Sunseri will withdraw the Sunseri Application by filing a notice of abandonment of the 

Sunseri Application with the Trademark Trial and Appeal Board in the Sun Dermatology 
Opposition. Sun will provide written consent to Sunseri's abandonment of the Sunseri 

Application, which will therefore be without prejudice. 

2.2 The sundermatology.com Domain Name. Sunseri shall not sell or transfer the 

sundermatology.com domain name, except to Sun or its affiliates, or to a third party with 
Sun's express written consent, which shall not be unreasonably withheld, and only 

pursuant to a written agreement providing for such transfer. Further, Sunseri cannot sell or 
transfer the business with the name Sun Dermatology except pursuant to Section 9 set forth 
below. 

2 

ｄｯ｣ｵｓｩｧｮ＠ｅｮｶ･ｬｯｰ･＠ｉｄＺ＠ｂｄｂＷｃａＶＹＭＹＲＱＷＭＴＳＰｃＭｂＹＹＱＭＳｂｆｆＷｄｃａＱＳＴｄ



2.3 Use of SUN DERMATOLOGY Mark by Sunseri. Sunseri shall use the SUN 

DERMATOLOGY mark only in connection with the provision of medical services related 

to the treatment of dermatological conditions at 2101 Jenks Ave., Panama City, FL 32405 

(the "Current Office") and/or at not more than eight (8) additional dermatology offices 

within a 100-mile radius of the Current Office, where Sunseri must regularly practice. For 

the avoidance of doubt, (a) Sunseri may sell, advertise, market, or promote the provision of 

his medical services related to the treatment of dermatological conditions using "SUN 

DERMATOLOGY", including distributing promotional goods for his clinic bearing "Sun 

Dermatology," such as clothing, hats, visors, pens, mugs, and the like; but (b) Sunseri shall 

not be allowed to use the SUN DERMATOLOGY mark in connection with any skincare 

products or medications or to use the SUN DERMATOLOGY mark in such a way that is 

likely to lead to confusion as to the source of the medical services or promotional goods 

Sunseri provides, to disparage Sun or to cause dilution of the SUN DERMATOLOGY mark 

or any other Sun mark. 

2.4 Use of SUN DERMATOLOGY Mark by Sun. Sun shall not use the SUN 

DERMATOLOGY mark in connection with the establishment of any clinic or physician's 

office that provides medical services for the treatment of dermatological conditions. For the 

avoidance of doubt, nothing herein shall preclude Sun from using the SUN 

DERMATOLOGY mark to advertise, market, promote, offer to sell and sell products and 
provide educational services and information to any clinic or physician's office that provides 

treatment of dermatological conditions or to do anything else other than use the SUN 

DERMATOLOGY mark to establish any clinic or physician's office that provides medical 

services for the treatment of dermatological conditions. 

2.5 Covenants Not to Sue. 

2.5.1 Dr. Sunseri agrees and covenants not to sue Sun for any past, current or future use of the 

SUN DERMATOLOGY mark that is consistent with this Coexistence Agreement. 

2.5.2 Sun agrees and covenants not to sue Dr. Sunseri for any past, current or future use of the 

SUN DERMATOLOGY mark that is consistent with this Coexistence Agreement 

2.5.3 Sun and Sun Ltd. agree to voluntarily dismiss, with prejudice, the Federal Litigation within 

ten (10) business days of the execution of this Agreement. 

2.6 Covenant Not to Oppose the Sun Application. Dr. Sunseri shall not challenge or oppose 

the Sun Application or any other application or registration Sun owns or files for the mark 

SUN DERMATOLOGY or for any Sun mark. 

2.7 Disclaimer. Beginning within ten (10) business days after the Effective Date and continuing 
for as long as this Coexistence Agreement remains in effect, Dr. Sunseri shall display the 

following disclaimer on the home page of his business website and the home pages of any 

other websites or social-media pages Dr. Sunseri uses in connection with the provision of 

medical services under the SUN DERMATOLOGY mark: "Sun Dermatology is not 

affiliated with Sun Pharma or Sun Pharmaceutical Industries, Inc." 
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3 ACTUAL CONFUSION. Each Party represents that it is currently not aware of any actual 

confusion between the Parties involving either Party's use of the SUN DERMATOLOGY 

mark. In the event that either Party becomes aware of any actual confusion or mistake 

occurring as a result of the Parties' uses of the SUN DERMATOLOGY mark, the Parties 

agree to communicate the circumstances of such confusion to the other Party and to cooperate 

reasonably to take steps to abate the cause of confusion or mistake and to prevent any such 

confusion or mistake from arising again. 

4 EFFECT OF BREACH. The Parties agree that, in the event of a breach of a material term 

of this Agreement: (a) the non-breaching party will suffer irreparable damages; (b) the non-

breaching party's remedy at law will be inadequate; and (c) the non-breaching party shall be 

entitled to seek temporary, preliminary and/or permanent injunctive relief, in addition to any 

other right or remedy at law or equity that the non-breaching party may have, without need to 

post any bond or security. In the event of a breach of a material term of this Agreement, this 

Agreement may also be terminated by a non-breaching party upon written notice to the 

breaching party. Such written notice of termination shall release the parties from all 

obligations under the Agreement. 

5 WARRANTIES & REPRESENTATIONS. Each Party represents and warrants to the other 

that: (a) it has all right, power, and authority necessary to enter into the Agreement, perform 

its obligations hereunder and grant the rights it grants to the other Party hereunder; (b) its 

performance of the Agreement, and the other Party's exercise of its rights under the 

Agreement, will not conflict with or result in a breach or violation of any of the terms or 

provisions or constitute a default under any agreement by which it is bound or any applicable 

law, rule or regulation; and (c) the Agreement is valid, binding on such Party and enforceable 

in accordance with its terms. The individuals signing this Agreement on behalf of each of the 

Parties further respectively represent and warrant that they have full authority to bind that 

Party. 

6 WARRANTY DISCLAIMER. EXCEPT AS EXPRESSLY PROVIDED IN THIS 

AGREEMENT, THERE ARE NO OTHER WARRANTIES, EXPRESS OR IMPLIED, 

MADE BY THE PARTIES AND THE PARTIES HEREBY DISCLAIM ALL 

WARRANTIES INCLUDING BUT NOT LIMITED TO WARRANTIES OF VALIDITY 

OR NON-INFRINGEMENT. 

7 LIMITATIONS ON LIABILITY. IN NO EVENT SHALL EITHER PARTY BE LIABLE, 

WHETHER UNDER CONTRACT, LAW, TORT (INCLUDING NEGLIGENCE AND 

STRICT LIABILITY) OR OTHERWISE, FOR ANY INDIRECT, INCIDENTAL, 

CONSEQUENTIAL, EXEMPLARY, PUNITIVE OR SPECIAL DAMAGES, EVEN IF 

THAT PARTY IS NOTIFIED IN ADVANCE OF SUCH POSSIBILITY, ARISING OUT OF 

OR PERTAINING TO THE SUBJECT MATTER OF THE AGREEMENT. 

8 NO ASSOCIATION. This Agreement does not create in any way any association, 

partnership, joint venture, fiduciary relationship, licensing relationship, franchise, or 

relationship of principal and agent between the Parties. 
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CONSENT TO ABANDONMENT 

 

 

 

APPLICATION  NO.  87/407,284 

MARK:   SUN DERMATOLOGY 

OPPOSITION NO.  91239468 

 

SUN PHARMACEUTICAL INDUSTRIES, INC. v. JEREMY SUNSERI 

 
 

Pursuant to agreement between Dr. Sunseri and Sun Pharmaceutical Industries, Sun hereby 

consents to the abandonment of the above referenced application. 

 

 

 

 

      

 

       Sun Pharmaceutical Industries, Inc.  

 

 

 

 

Date: _____________________   By: _______________________________ 

        

       Name: _____________________________ 

        

       Title: ______________________________ 

Stephen Benson

Counsel for SPII

March 10, 2021


