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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Kudos, Inc.

Granted to Date
of previous ex-
tension

01/28/2018

Address 101 - 1240 20th Ave SE
Calgary, T2G 1M8
CANADA

Attorney informa-
tion

Benjamin Ashurov
KB Ash Law Group PC
7011 Koll Center Pkwy, suite 160
Pleasanton, CA 94566
UNITED STATES
Email: bashurov@kb-ash.com
Phone: 4157549346

Applicant Information

Application No 87139226 Publication date 08/01/2017

Opposition Filing
Date

01/28/2018 Opposition Peri-
od Ends

01/28/2018

Applicant Reboot Behavioral Science, LLC
949 T St. NW
Washington, DC, DC 20001
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Computer software applications for man-
agement of communications with users of such devices to promote communications between users
that are intended to be wellreceived by the recipient for mobile phones, mobile computing devices,
and other computing devices

Class 035. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Word processing

Class 042. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Providing a website featuring on-line non-
downloadable software for management of communications with users of such devices to promote
communications between users that are intended to be well received by the recipient; software as a
service (SAAS) services, namely, hosting software for use by others for use in word processing and
computer management of communications of users of websites, mobilephones, mobile computing
devices, and other computing devices to promote communications between users that are intendedto
be well received by the recipient

http://estta.uspto.gov


Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

4190212 Application Date 12/23/2011

Registration Date 08/14/2012 Foreign Priority
Date

NONE

Word Mark KUDOS

Design Mark

Description of
Mark

NONE

Goods/Services Class 045. First use: First Use: 2007/01/01 First Use In Commerce: 2007/01/01

Internet-based social networking services

U.S. Registration
No.

4224053 Application Date 04/20/2011

Registration Date 10/16/2012 Foreign Priority
Date

NONE

Word Mark KUDOS

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 2007/01/01 First Use In Commerce: 2007/01/01

Software as a Service (SaaS) services featuring peer-to-peer software in the
field of an employee recognition and reward system that incorporates the alloca-
tion and collection of points that are associated to micro messages that recog-
nize individuals for achievements, efforts and attitudes as well as demonstrated
skills that are in alignment with corporate goals and objectives to enhance com-
munication, collaboration and employee engagement to drive corporate perform-
ance



U.S. Registration
No.

4641604 Application Date 05/01/2012

Registration Date 11/18/2014 Foreign Priority
Date

NONE

Word Mark KUDOS

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2014/08/05 First Use In Commerce: 2014/08/05

Computer application software for mobile phones, portable media players, hand-
held computers, namely, software for use in the provision of recognition, feed-
back, and review of of employee, enterprise,product, and business perform-
ances

U.S. Registration
No.

4725421 Application Date 07/03/2014

Registration Date 04/21/2015 Foreign Priority
Date

NONE

Word Mark KUDOS

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2014/08/05 First Use In Commerce: 2014/08/05

Providing computer software applicationfor use on mobile phones and mobile
computing devices featuring technology thatenables internet users to submit
comments of personal recognition and review

Class 042. First use: First Use: 2007/01/01 First Use In Commerce: 2009/01/01

Providing a web site featuring technology that enables internet users to submit-
comments of personal recognition and review

U.S. Registration
No.

4284697 Application Date 08/22/2011

Registration Date 02/05/2013 Foreign Priority
Date

NONE

Word Mark KUDOS



Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2007/01/01 First Use In Commerce: 2007/01/01

Providing a web site where users can post ratings, reviews and recommenda-
tions on employers and employees and places ofemployment for use by employ-
ees, employers, business owners, and consumers

U.S. Registration
No.

4725409 Application Date 07/01/2014

Registration Date 04/21/2015 Foreign Priority
Date

NONE

Word Mark KUDOS

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2013/06/21 First Use In Commerce: 2014/08/12

Financial transaction services, namely,providing secure commercial transactions
and payment options; financial transaction services, namely, providing secure
commercial transactions and payment options using a mobile device at a point
of sale; providing an internet website portal in the field of financial transaction-
and payment processing services

U.S. Registration
No.

4539488 Application Date 02/28/2013

Registration Date 05/27/2014 Foreign Priority
Date

NONE

Word Mark KUDOS CARD



Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2013/06/21 First Use In Commerce: 2013/06/21

Promotional services, namely, promotingthe goods of others by means of
providing gift cards, online gift cards, and electronic currency that may be used
to purchase third party goods and services and make donations to third party or-
ganizations

Class 042. First use: First Use: 2013/06/21 First Use In Commerce: 2013/06/21

Providing a web site featuring technology that enables users to redeem and con-
vert accumulated points into gift cards, digital gift cards, and electronic currency
that may be used to purchase third party goods and services and make dona-
tions to third party organizations

U.S. Registration
No.

4534578 Application Date 02/28/2013

Registration Date 05/20/2014 Foreign Priority
Date

NONE

Word Mark KUDOS REWARDS

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2013/06/21 First Use In Commerce: 2013/06/21

Arranging and conducting incentive reward programs to promote the sale and
use of software services in the field of performance review and recognition

Class 042. First use: First Use: 2013/06/21 First Use In Commerce: 2013/06/21

Providing a web site featuring technology that enables companies and organiza-
tions to administer and manage employee incentive award programs and to pro-
mote employee productivity, performance, recognition and morale

U.S. Registration
No.

4725423 Application Date 07/03/2014

Registration Date 04/21/2015 Foreign Priority
Date

NONE



Word Mark KUDOS REWARDS

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2013/06/21 First Use In Commerce: 2013/06/21

Providing computer software applicationfor use on mobile phones and mobile
computing devices featuring technology thatenables internet users to submit
comments of personal recognition and review

Class 042. First use: First Use: 2013/06/21 First Use In Commerce: 2013/06/21

Providing a web site featuring technology that enables internet users to submit-
comments of personal recognition and review

U.S. Registration
No.

4725411 Application Date 07/01/2014

Registration Date 04/21/2015 Foreign Priority
Date

NONE

Word Mark KUDOS REWARDS

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 2013/06/21 First Use In Commerce: 2014/08/12

Financial transaction services, namely,providing secure commercial transactions
and payment options; financial transaction services, namely, providing secure
commercial transactions and payment options using a mobile device at a point
of sale; providing an internet website portal in the field of financial transaction-
and payment processing services
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Signature /Benjamin Ashurov/

Name Benjamin Ashurov

Date 01/28/2018
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the matter of: 

 

Mark: KUDO CHI 

Sr. No. 87/139,226 

Classes: 009, 035, 042 

 

 

Kudos Inc., 

 

 Opposer, 

v. 

 

Reboot Behavioral Sciences, LLC, 

 

 Applicant. 

 

 

 

Opposition No.                         

NOTICE OF OPPOSITION 

 

 Kudos, Inc. (“Kudos” or “Opposer”), a corporation organized and existing under the 

laws of the Province of Alberta, Canada, having a principal place of business at 101 - 1240 

20th Ave SE , Calgary, Alberta, Canada T2G 1M8, believes that it will be damaged by the 

registration to Reboot Behavioral Sciences, LLC (“RBS” or “Applicant”) of trademark 

application Sr. No. 87/139,226 for the mark KUDO CHI, and therefore submit this opposition 

pursuant to Section 13(a) of the Lanham Act, 15 U.S.C. § 1063(a). As grounds for its 

opposition, Opposer through counsel alleges as follows:  

 FACTS 

1. For nearly a decade Opposer has continuously used a family of KUDOS and 

KUDOS-inclusive marks (“KUDOS Marks”) around the world including the United States to 

provide on-line software and software applications featuring technology used to enable and 

manage communication among users for the purpose of promoting positive reinforcement 

and positive human interaction online.  

2. Since its adoption of the KUDOS Marks, Opposer has expended significant 

time, effort, and resources to advertise, promote, and protect its KUDOS Marks, which as a 

result have achieved valuable recognition and goodwill. 
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3. In addition to Opposer’s common law rights in its KUDOS Marks, Opposer 

owns the following registrations (the “KUDOS Registrations”): 

 KUDOS Rg. No. 4,190,212 registered in international class 045 for “Internet-
based social networking services.”  
 

 KUDOS Rg. No. 4,224,053 registered in international class 042 for “Software 
as a Service (SaaS) services featuring peer-to-peer software in the field of an 

employee recognition and reward system that incorporates the allocation and 

collection of points that are associated to micro messages that recognize 

individuals for achievements, efforts and attitudes as well as demonstrated skills 

that are in alignment with corporate goals and objectives to enhance 

communication, collaboration and employee engagement to drive corporate 

performance.” 
 

 KUDOS Rg. No. 4,641,604 registered in international class 009 for “Computer 
application software for mobile phones, portable media players, handheld 

computers, and review of employee, enterprise, product, and business 

performance.” 
 

 KUDOS Rg. No. 4,725,421 registered in international class 009 for “Providing 
computer software application for use on mobile phones and mobile computing 

devices featuring technology that enables internet users to submit comments of 

personal recognition and review;” and in international class 042 for “Providing a 
web site featuring technology that enables internet users to submit comments of 

personal recognition and review.” 
 

 KUDOS Rg. No. 4,284,697 registered in international class 035 for “Providing 
a web site where users can post ratings, reviews and recommendations on 

employers and employees and places of employment for use by employees, 

employers, business owners, and consumers.” 
 

 KUDOS Rg. No. 4,725,409 registered in international class 036 for “Financial 
transaction services, namely, providing secure commercial transactions and 

payment options; financial transaction services, namely, providing secure 

commercial transactions and payment options using a mobile device at a point of 

sale; providing an internet website portal in the field of financial transaction and 

payment processing services.”  
 

 KUDOS CARD Rg. No. 4,539,488 registered in international class 035 for 

“Promotional services, namely, promoting the goods of others by means of 

providing gift cards, online gift cards, and electronic currency that may be used 

to purchase third party goods and services and make donations to third party 

organizations;” and in international class 042 for “Providing a web site featuring 
technology that enables users to redeem and convert accumulated points into gift 

cards, digital gift cards, and electronic currency that may be used to purchase 
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third party goods and services and make donations to third party organizations.”  
 

 KUDOS REWARDS Rg. No. 4,534,578 registered in international class 035 for 

“Arranging and conducting incentive reward programs to promote the sale and 
use of software services in the field of performance review and recognition;” and 

in international class 042 for “Providing a web site featuring technology that 
enables companies and organizations to administer and manage employee 

incentive award programs and to promote employee productivity, performance, 

recognition and morale.” 
 

 KUDOS REWARDS Rg. No. 4,725,423 registered in international class 035 for: 

“Arranging and conducting incentive reward programs to promote the sale and 
use of software services in the field of performance review and recognition;” and 

in international class 042 for “Providing a web site featuring technology that 
enables companies and organizations to administer and manage employee 

incentive award programs and to promote employee productivity, performance, 

recognition and morale.” 
 

 KUDOS REWARDS Rg. No. 4,725,411 registered in international class 036 for 

“Financial transaction services, namely, providing secure commercial transactions 
and payment options; financial transaction services, namely, providing secure 

commercial transactions and payment options using a mobile device at a point of 

sale; providing an internet website portal in the field of financial transaction and 

payment processing services.” 
 

4. Copies of registration certificates for the KUDOS Registrations are enclosed 

hereto as Exhibit A. 

5. These registrations are live and subsisting.  Certain of these registrations are 

incontestable.  

6. Upon information and belief, Applicant is a limited liability company organized 

and existing pursuant to the laws of the District of Columbia with a business address of 949 

T St. NW Washington, DC, D.C. 20001.   

7. On May 8, 2014 Applicant filed the intent-to-use trademark application Sr. 

No. 87/139,226 for the mark KUDO CHI (the “Opposed Application”)  with the following 

classes and corresponding descriptions: 

 Class 009: Computer software applications for management of 

communications with users of such devices to promote communications 

between users that are intended to be well received by the recipient for 

mobile phones, mobile computing devices, and other computing devices.  
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 Class 035: Word processing.  

 

 Class 042: Providing a website featuring on-line non-downloadable 

software for management of communications with users of such devices to 

promote communications between users that are intended to be well 

received by the recipient; software as a service (SAAS) services, namely, 

hosting software for use by others for use in word processing and 

computer management of communications of users of websites, mobile 

phones, mobile computing devices, and other computing devices to 

promote communications between users that are intended to be well 

received by the recipient.  

 

Claim I 

Likelihood of Confusion under 15 U.S.C. §1052(d) 

8. Opposer’s KUDOS Marks are conceptually and commercially strong. 

9. The Opposed Application was filed long after Opposer’s adoption, use and 

registration of its KUDOS Marks. 

10. Opposer has used and registered its KUDOS Marks prior to any priority date 

upon which Applicant may rely.  

11. The KUDO CHI mark Applicant seeks to register consists of a dominant 

portion that is nearly identical to Opposer’s KUDOS Marks in sight, sound, and commercial 

impression. 

12. Some or all of the goods and services Applicant seeks to register in 

connection with its KUDO CHI mark overlap with, fall within the scope of, and/or are 

competitive, similar, or related to the goods and services offered and registered by Opposer 

in connection with its KUDOS Marks. 

13. Opposer is informed and believes that Applicant is likely to use similar trade 

channels to distribute goods or services in connection with the KUDO CHI mark. 

14. The KUDO CHI application contains no exclusions regarding any channels of 

trade or target consumer groups. Thus, Applicant’s goods and services will presumably be 

offered to all classes of consumers via all available trade channels. 
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15. Considering the foregoing, consumers are likely to be deceived into falsely 

believing that the goods or services offered by Applicant under the KUDO CHI mark 

originate with or are approved by Opposer, or that there is some relationship between 

Applicant and Opposer and is therefore likely to cause confusion, cause mistake, or to 

deceive consumers in violation of Section 2(d) of the Lanham Act, 15 U.S.C. §1052(d). 

16. Applicant’s registration of the mark KUDO CHI would be inconsistent with 

Opposer’s prior exclusive rights in its KUDOS Marks, would damage their valuable goodwill, 

and would impair Opposer’s ability to enforce its trademarks vis a vis third parties. 

17. As a result of the foregoing, Opposer will be injured by Applicant’s registration 

of KUDO CHI. 

WHEREFORE, Opposer respectfully requests that the Board sustain this opposition 

and deny the registration of the Opposed Application. 

 

 

Dated: January 28, 2018 Respectfully Submitted, 

 

 

 

 

 

 

By:        /Benjamin Ashurov/        

Benjamin Ashurov 

Bashurov@kb-ash.com 

415.754.9346 

 

KB ASH LAW GROUP P.C 

7011 Koll Center Parkway 

Suite 160 

Pleasanton, CA 94566 

 

Attorneys for Opposer 



 

 

EXHIBIT A























CERTI FI CATE OF SERVI CE 

 

 I  hereby cert ify that  as of the date ident ified below a t rue and com plete copy of the 

foregoing Not ice of Opposit ion has been sent  to Applicant  and/ or it s counsel via em ail and 

U.S. m ail, postage prepaid at  the following address(es) :  

 

Reboot  Behavioral Science, LLC 

949 T St . NW 

Washington, DC, DISTRICT OF COLUMBIA UNITED STATES 20001 

 

FRED GRASSO 

GRASSO PLLC 

1818 LIBRARY STREET 

SUITE 500 

RESTON, VIRGI NIA UNI TED STATES 20190 

fgrasso@grassoip.com  

 

 

/ Benjam in Ashurov/  

 

Dated:  January 28, 2018 

mailto:fgrasso@grassoip.com

