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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
KABUSHIKI KAISHA HITACHI 
SEISAKUSHO d/b/a HITACHI, LTD., 
 

Opposer, 
v.  

 
ABSOLUTE MACHINE TOOLS, INC., 
 

Applicant. 

: 
: 
: 
: 
: 
: 
: 
: 
: 

Opposition No. 91238212   
 
Serial No: 87/401829 
 
Mark: HITACHI SEIKI 

 
APPLICANT’S RESPONSE TO OPPOSER’S MOTION FOR SUMMARY JUDGMENT 

AND APPLICANT’S CROSS MOTION FOR SUMMARY JUDGMENT  
 
 Applicant, Absolute Machine Tools, Inc. (“Applicant”) by and through its undersigned 

counsel, files its Response to Opposer’s Motion for Summary Judgment, regarding Serial No. 

87/401829 for the mark Hitachi SEIKI and also files a Cross Motion for Summary Judgment in 

favor of Applicant. 

I. INTRODUCTION . 

 Opposer moves for summary judgment based on its own assumptions that there is no triable 

issue of material fact on the issues of dilution, likelihood of confusion and no bona fide intention 

of Applicant to use the mark.  Opposer fails to mention the evidence of more than sixty (60) years 

of use of the Hitachi SEIKI name (which is identical to Applicant’s mark) for CNC machinery by 

various entities.  Indeed, the evidence demonstrates that there is no empirical evidence of dilution 

or likelihood of confusion and that Applicant had a bona fide intention to use the mark.   Opposer 

makes several statements based on conjecture in its Statement of Undisputed Facts, many of which 

are disputed by Applicant.  Based on the evidence presented by Opposer and by Applicant in this 

proceeding, Opposer’s motion for summary judgment should be denied.  Furthermore, Opposer 

lacks standing to bring the Opposition proceeding and Summary Judgment should be granted in 

favor of Applicant.
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II.  RESPONSE TO OPPOSER’S STATEMENT OF UNDISPUTED FACTS AND 
MATERIAL FACTS IN DISPUTE . 
 

A. Opposer’s “Undisputed” Facts are Disputed.  TBMP 528.01 requires a party 

requesting summary disposition to “specify in its brief in support of its motion, the material facts 

that are undisputed”.  Opposer takes creative license with several of the facts as stated, and 

Applicant disputes that the facts are indeed “undisputed”.   Opposer’s Motion for Summary 

Judgment (hereafter “MSJ”) ¶ 3 states “H ITACHI is not an English word and has no meaning to 

U.S. consumers”.  Opposer would like one to believe that the sole use of the word HITACHI is 

for Opposer’s products.   It is well known that Hitachi is city in Japan, located in the Ibarki 

Prefecture.   (See Britannica Online and Wikipedia articles attached as Exhibits to Declaration of 

Clare Smith Long (“Long-Decl.”) as Long Ex.-1 and Long Ex.-2). As explained in Opposer’s 

trademark Reg. No. 1685089 (Long Ex.-3) and Reg. No. 1685093 (Long Ex.-4), both for “Hitachi 

Data Systems”, the word “Hitachi” is comprised of two Chinese characters, the first character, 

“Hi”, meaning “Sun” and the second character, “Tachi”, meaning rise.  Thus, the word Hitachi 

means “sunrise.” 

  The word Hitachi is also well known enough in popular culture to have gained an entry in 

the Urban Dictionary as “an abbreviation for the Hitachi Magic Wand, a personal massaging 

device infamous for being more commonly used as a sex toy,” with a secondary definition of “A 

city in Japan, mostly though referred to as a vibrator/sex toy.”  (Long Ex.-5).  Applicant disputes 

that the word Hitachi has no meaning to U.S. consumers. 

  Opposer also makes claims in ¶¶ 9 through 13 of the MSJ that the goods sold by 

Opposer in the U.S. are identical to, compete with, or are complementary to the goods listed in 

Applicant’s application.  As stated in the Declaration of Steven A. Ortner (S. Ortner Decl.), 
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Opposer’s claims are stretching the truth and Applicant disputes each of these claims.  Those 

knowledgeable in the industry would not make the same conclusions as Opposer does.  

  Applicant also disputes Opposer’s claim that the Hitachi mark is “famous” as set 

forth in ¶ 22 of the MSJ.  Applicant’s application was approved for publication by the Examining 

Attorney without any refusal or mention of Opposer’s Hitachi marks. 

 B. Material Facts in Dispute.   Applicant submits that as an initial matter, Opposer 

lacks standing to bring the Opposition proceeding as it does not have the required “reasonable 

basis” for believing that it would be suffer damage if the Hitachi Seiki mark is registered.  As 

explained further below, Opposer has allowed various entities unrelated to Opposer to use the 

Hitachi Seiki name for more than sixty (60) years without taking any action to prevent others from 

using the name. Opposer has failed to show any evidence of confusion as both Hitachi and Hitachi 

Seiki have co-existed in the marketplace for more than half a century. 

  Applicant disputes that there is any likelihood of confusion or dilution.  Applicant 

further disputes that Applicant had no bona fide intention to use the Hitachi SEIKI mark at the 

time of filing its application. 

III.  HISTORY OF THE HITACHI SEIKI NAME . 

 Noticeably absent from Opposer’s MSJ is any discussion of the prior use of the Hitachi 

Seiki name, which is identical to Applicant’s mark. The Hitachi Seiki name has been used by 

various entities not affiliated with Opposer for nearly 70 years.  As described in a Harvard Business 

Review article from January-February, 1994 (Long Ex.-6), as early as 1952, when the first 

numerically controlled machine tool was developed at MIT, Hitachi-Seiki Co., Ltd. (“Hitachi Seiki 

Japan”) began manufacturing machine tools.  Hitachi Seiki Japan’s machines were imported to the 

United States bearing the Hitachi SEIKI name for several decades. A separate corporation, Hitachi 
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Seiki U.S.A., Inc. (“Hitachi Seiki USA”), was established in the State of New York with an 

incorporation date of December 27, 1965 (Long Ex.-7). 

 In the early 2000's, the assets of Hitachi Seiki Japan were sold to a Japanese machine tool 

company, Mori Seiki Ltd. (Now DMG Mori Seiki Co.) (Long Ex.-8). Hitachi Seiki USA continued 

as an active business, distributing CNC machinery bearing the Hitachi Seiki mark until the demise 

of Hitachi Seiki Japan.  Hitachi Seiki USA filed for Chapter 11 Bankruptcy in the Southern District 

of New York in 2002 and its assets were sold at auctions in 2003 (Long Ex.-9).  There are a 

significant number of used Hitachi Seiki machines in operation in the United States in a variety of 

industries and other Hitachi Seiki machines and parts being bought and sold in the United States 

(S. Ortner Decl. ¶ 7).  As an example, companies such as Cyber Machinery Sales in Wisconsin, 

advertise reconditioning and rebuilding services for Hitachi SEIKI machines, original Hitachi 

Seiki parts, manuals, parts lists, wiring diagrams and more (Long Ex.-10). 

 A simple Google search of the words “Hit achi Seiki” yields more than 3 million hits (Long 

Ex.-11).  A recent search of Ebay for “Hitachi Seiki” produces 451 results (Long Ex.-12).  Several 

of the machines shown in the Ebay search results clearly show the “Hitachi Seiki” mark affixed to 

the machines.  (Id.)  A recent search of YouTube (Long Ex.-13) shows multiple videos of Hitachi 

Seiki machines in use or for sale in the applicable market. 

 As stated in the Declaration of Steven A. Ortner (¶ 6), consumers do not affiliate the Hitachi 

Seiki name with Opposer.  Opposer does not claim to be a successor, predecessor, licensor or 

assignee of any prior user of the Hitachi SEIKI mark and therefore could not grant permission for 

others to use the Hitachi Seiki mark.  As stated in Opposer’s discovery responses: 

�x Resp. to Admission No. 3 (Long Ex.-14)  (via supplemental letter Long Ex.-15) – Opposer 
does not claim to be a successor of Hitachi Seiki Japan 
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�x Resp. to Admission No. 4 – (Long Ex.-14)  (via supplemental letter Long Ex.-15) Opposer 
admits no ownership interest in Hitachi Seiki USA, Inc. 
 

�x Resp. to Admission No. 9 – (Long Ex.-14)  (via supplemental letter Long Ex.-15) Opposer 
admits no ownership interest in Mori Seiki 
 

Opposer has allowed various entities to use the Hitachi Seiki name for decades and as a result, is 

unable to prove any dilution or likelihood of confusion with its Hitachi marks. 

IV.  LEGAL ARGUMENT . 

 A. Standard for Motion for Summary Judgment.  A motion for summary judgment is 

a device to dispose of cases in which "the movant shows that there is no genuine dispute as to any 

material fact and the movant is entitled to judgment as a matter of law." TBMP §528.01; Fed. R. 

Civ. P. 56(c).  In deciding a motion for summary judgment, the function of the Trademark Trial 

and Appeal Board (“TTAB”) is not to try issues of fact, but to “determine instead if there are any 

genuine issues of material fact to be tried.” TBMP §528.01; Dyneer Corp. v. Automotive Products 

plc, 37 USPQ2d 1251, 1254 (TTAB 1995).  The non-moving party “must be given the benefit of 

all reasonable doubt as to whether genuine issues of material fact exist; the evidentiary record on 

summary judgment, and all inferences to be drawn from the undisputed facts, must be viewed in 

the light most favorable to the non-moving party”. TBMP §528.01; Lloyd’s Food Products Inc. v. 

Eli’s Inc., 987 F.2d 766, 25 USPQ2d 2027, 2029-30 (Fed. Cir. 1993) (impermissible inferences 

against nonmovant). 

  The Board may enter summary judgment sua sponte in favor of the non-moving 

party. “If the Board concludes that there is no genuine dispute of material fact, but that the 

nonmoving party is the one entitled to judgment as a matter of law, the Board may, after giving 

notice and a reasonable time to respond, grant summary judgment in favor of the nonmoving party, 
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grant the motion on grounds not raised by a party, or consider summary judgment on its own after 

identifying for the parties material facts that may not be genuinely in dispute”. TBMP §528.01. 

 
 B. Opposer Lacks Standing to Bring Opposition.  In its MSJ, Opposer asserts it has 

standing and priority to bring the Opposition proceeding based on Opposer’s “dozens of 

incontestable federal registrations for HITACHI”.  (MSJ, pg. 11)  Opposer fails to note that the 

test for standing to bring an opposition proceeding is different than the test for standing to file a 

lawsuit in federal court. Section 13 of the Lanham Act (15 U.S.C. 1063) requires, in order to bring 

an opposition proceeding, that a person have a belief he would suffer some sort of damage if the 

mark is registered.  In addition to this broad requirement, there are two judicially-created 

requirements which must be present to have standing to bring an opposition proceeding:  opposer 

must have a “real interest” in the proceedings and also must have a “reasonable basis” for his belief 

of damage.  See, Ritchie v. Simpson, 170 F.3d 1092, 1095 (Fed. Circ. 1999).  Applicant 

acknowledges that Opposer has met the “real interest” test for standing and will not argue that 

point. Opposer cannot, however, meet the “reasonable basis” test to establish standing to bring this 

Opposition proceeding.  

  With respect to the second part of the test for standing, the opposer’s belief of damage must 

have a “reasonable basis in fact”. Id. at 1098.  Thus, Opposer’s standing, or lack thereof, rests on 

whether its pleadings establish a reasonable basis for its belief that Opposer would be damaged if 

Applicant’s Hitachi SEIKI mark registered.  One method of establishing the reasonableness of 

belief for damage for purposes of standing is for the opposer to allege he possesses a trait or 

characteristic that is clearly and directly implicated in the proposed mark.  See Id. at 1098; 

McDermott v. San Francisco Motorcycle Contingent, 240 Fed. Appx. 865, 867 (Fed. Circ. 2007).  

However, no matter what method is used, it must demonstrate that opposer is not alone in his belief 
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of damage (i.e., the belief is not simply the opposer’s subjective view).  Ritchie at 1098.  Other 

methods, such as surveys, petitions, or affidavits from public interest groups representing people 

who allegedly share the damage caused by the mark may be used.  Id. at 1098.  However, despite 

these multifarious mechanisms to demonstrate the reasonableness of its belief, Opposer has failed 

to meet this threshold requirement. 

  In its Opposition, Opposer failed to plead the basis for a reasonable belief of damages.  

Opposer’s MSJ is likewise devoid of discussion on the topic, and obviously offers no objective 

basis for its belief it will be damaged.  Opposer has not set forth any evidence to establish a 

reasonable belief of damages and it lacks standing to bring the Opposition.  Opposer simply, and 

without evidence, asserts that Applicant’s use of the Hitachi SEIKI mark will damage Opposer, its 

business and its goodwill.  Opposer’s opinion, standing alone is not sufficient to confer standing.  

As the courts have recognized, a “subjective belief is insufficient.”  See, Guantanamera Cigar Co. 

v. Corporacion Habanos, S.A. 98 USPQ2d 1078, 729 F. Supp 246, at 252 (U.S.D.C. D.C. 2010); 

See also Ritchie at 1098 (quoting Universal Oil Products, Co. v. Rexall Drug and Chemical Co., 

C.C.P.A. 1120, 463 F.2d 1122 (C.C.P.A. 1972)).  Opposer has presented no objective evidence of 

a reasonable belief of damages and cannot meet the second test for standing and thus has no legal 

basis to challenge Applicant’s use of the mark. 

  Moreover, there is simply no set of facts Opposer can establish that would show any 

reasonable basis for a belief of damages.  Antithetically, the facts emperically show that Opposer 

has not been damaged by various entities using the Hitachi Seiki name (which is identical to 

Applicant’s mark) for more than sixty (60) years. Opposer’s responses to Applicant’s discovery 

requests prove:  (1) that Opposer never used the Hitachi SEIKI mark; (2) never intended to use the 

Hitachi SEIKI mark; and more importantly, (3) took no action (other than this Opposition 
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proceeding) to prevent others from using the Hitachi SEIKI mark in the United States.  Based on 

Opposer’s responses (Long Ex.-14 and Long Ex.-16)1, there is absolutely no “reasonable basis” 

for a belief of damages and Opposer’s various responses discovery essentially admit as much: 

�x Resp. to Admission No. 15 (Long Ex.-14) – Opposer admits it did not currently 

manufacture machine parts using the Hitachi SEIKI mark. 

�x Resp. to Admission No. 18 (Long Ex.-14) – Opposer admits it never filed a U.S. 

trademark application for Hitachi SEIKI. 

�x Resp. to Admission No. 19 (Long Ex.-14) – Opposer admits it never owned a U.S. 

trademark registration for Hitachi SEIKI. 

�x Resp. to Inter. No. 2 (Long Ex.-16) – Opposer does not have any advertising in 

magazine or trade publications in the U.S. using the Hitachi SEIKI mark 

�x Resp. to Inter. No. 3 (Long Ex.-16) – Opposer has never used the Hitachi SEIKI 

mark on CNC machines in the U.S. 

�x Resp. to Inter. No. 4 (Long Ex.-16) – Opposer has never used the Hitachi SEIKI 

mark on metal cutting machines. 

�x Resp. to Inter. No. 5 (Long Ex.-16) – the only action Opposer has ever brought to 

prevent any use of the Hitachi SEIKI mark in the U.S. is this Opposition proceeding 

(emphasis added). 

�x Resp. to Inter. No. 6 (Long Ex.-16) – Opposer is unable to identify any CNC 

machine tools or industrial metal cutting machine tools manufactured or sold by 

Opposer (i.e., Opposer is not in competition with Applicant). 

It is undisputed that Opposer is not the owner, registrant or assignee of any trademark registration 

for Hitachi Seiki, nor is it the predecessor or successor of any such owner of a mark for Hitachi 

Seiki.   Opposer has never used the mark Hitachi Seiki and cannot identify any CNC machine tools 

or industrial cutting machines using its own Hitachi mark. 

 

1 It should be noted that Opposer objected to virtually every Interrogatory, Request for Production of Documents 
and Request for Admissions propounded by Applicant.  Opposer produced fewer than a dozen documents during 
discovery but suddenly has hundreds of pages of documents for its MSJ. 
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 Opposer goes to great lengths in its MSJ (while introducing hundreds of pages of exhibits) 

to extoll the wonder and recognition of the Hitachi mark and states:  “Opposer monitors the market 

through trademark watch notices and common-law searches and makes diligent efforts to enforce 

its Hitachi Marks in the United States, including by filing oppositions and UDRP proceedings.”  

(MSJ ¶ 26).  Opposer obviously has the knowledge and resources to apply for a trademark for 

Hitachi Seiki if it wanted to do so.  Opposer has even filed several trademark applications during 

the pendency of this Opposition proceeding. (See Long Ex.-17 as example).  Opposer’s failure to 

bring any enforcement action against users of the Hitachi SEIKI name for decades can only suggest 

one of two explanations:  either Opposer was unaware of others using the Hitachi SEIKI name 

(which would certainly not be possible if Opposer was the zealous watchdog it claims regarding 

trademark use), or Opposer was aware of others using the Hitachi SEIKI name and did nothing to 

prevent such use.  In either case, sales of Hitachi SEIKI branded goods obviously had no impact 

on Opposer’s business and there were no damages.  It goes without saying that if Opposer had 

evidence of lost sales due to prior use of the Hitachi Seiki name by others, it would have presented 

such evidence in these proceedings.  Opposer cannot establish the “reasonable basis” of damages 

required to provide standing to bring the opposition proceedings. 

 Despite taking no action for more than sixty (60) years to prevent others from using the 

Hitachi SEIKI mark for various goods, Opposer would somehow like the Board to believe it will 

be suddenly be damaged if Applicant’s mark were allowed to register. This is the identical mark 

that others have used, yet Opposer took no action to prevent them from doing so. The 

reasonableness of Opposer’s basis for its belief of damages simply cannot be shown, given the 

lack of evidence, the length of time the Hitachi Seiki name has been in use in the United States 

and Opposer’s supposed connections to the relevant industry.  As Opposer is unable to meet the 
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second requirement to prove standing by showing a “reasonable basis” for a belief of damages, 

Opposer’s standing to bring the Opposition proceeding must fail.  As a necessary result of this 

failure, Summary Judgment should be granted in favor of Applicant, and the Opposition dismissed. 

 C. No Likelihood of Dilution Exists.   Opposer spends a considerable amount of space 

in its MSJ attempting to establish its claim that its Hitachi mark is famous due to its many 

registrations, advertising, sales and other factors.  Assuming arguendo that the Hitachi mark is 

famous, there is, nevertheless, no evidence that the registration of Applicant’s mark for Hitachi 

SEIKI will dilute Opposer’s mark.  There has been no dilution for sixty (60) plus years while 

others have used the identical mark and it is absurd ab initio to suggest that Applicant’s registration 

would suddenly cause dilution. 

  Applicant disputes that Opposer’s Hitachi mark has both inherent and acquired 

distinctiveness.  As stated previously in this Response, the term “Hitachi” has alternate meanings 

and connotations for U.S. consumers that are not associated with Opposer or Opposer’s affiliates, 

as evidenced by the Urban Dictionary definition.  (Long Ex.-5).  Opposer fails to acknowledge 

that although it may have been using the Hitachi mark nationwide for sixty (60) years, the Hitachi 

SEIKI mark has also been in use in the United States for an equal or longer amount of time and 

the two marks have co-existed without any action on the part of Opposer to stop use of the Hitachi 

SEIKI mark.    

  Opposer states in its MSJ that its use of the Hitachi mark is exclusive and that 

“Opposer is unaware of any unauthorized use of HITACHI in the United States” (MSJ ¶ 3) and 

that it “diligently protects its brand from infringing uses”. (Id.) Opposer cites WIPO opinions 

regarding domain name disputes in support of this argument (Id.), but fails to produce any evidence 

of activity in the trademark arena to prevent others from using any variation of the Hitachi mark. 
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Additionally, Opposer failed to produce any documents or other evidence during discovery of any 

action it had taken to prevent anyone from using the Hitachi Seiki mark.  To the contrary, in its 

Response to Applicant’s Interrogatory No. 5 (Long Ex.-16), Opposer responded that the only 

action Opposer has ever brought to prevent any use of the Hitachi SEIKI mark in the U.S. is this 

Opposition proceeding.   

  Perhaps to make up for its own deficiencies and lack of any serious dilution 

argument, Opposer makes the ridiculous statement in the MSJ that “Applicant intended to create 

an association with Opposer” (MSJ p. 17) and states “Nonetheless, the facts suggest that Applicant 

did have such an intent” (Id.) and that “It is inconceivable that Applicant selected the mark by 

mere happenstance, with no intent to associate its goods with Opposer” (MSJ p. 18).  Opposer 

offers no support for its wild conclusion and purported insight into Applicant’s intent other than 

Applicant was aware of Opposer before it adopted the mark and that both Applicant and Opposer 

have attended two (2) of the same trade shows.   As stated in the Declaration of Steven A. Ortner, 

Applicant “does not intend (nor ever had any intention) to create an association with Hitachi, Ltd. 

by using the mark Hitachi SEIKI for the goods listed on the application” (S. Ortner decl. ¶ 11).  

Opposer has had the benefit of sixty (60) years of various entities using the Hitachi Seiki mark to 

demonstrate actual dilution.  It has offered nothing. 

  Opposer is not entitled to an award of summary judgment on its dilution claim, as 

material facts are in dispute. Assuming Opposer can overcome the issue of lack of standing to 

bring the Opposition, there is a genuine issue of material fact on whether or not Registration of 

Applicant’s mark would likely dilute Opposer’s mark and Opposer’s Motion for Summary 

Judgment should not be granted. 

 D. No Likelihood of Confusion Exists. In order to determine if a likelihood of 
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confusion exists between two marks, a case specific analysis must take place using the well-known 

13 multi-factor test first announced by the Court of Customs and Patent Appeals in the E.I. DuPont 

case (476 F.2d 1357, 177 USPQ 563 (CCPA 1973)).  Those factors are:  

1. The similarity or dissimilarity of the marks in their entireties as to appearance, sound, 
connotation, and commercial impression; 

2. The similarity or dissimilarity and nature of the goods . . . described in an application 
or registration or in connection with which a prior mark is in use; 

3. The similarity or dissimilarity of established, likely-to-continue trade channels; 
4. The conditions under which and buyers to whom sales are made (i.e., “impulse” vs. 

careful, sophisticated purchasing); 
5. The fame of the prior mark; 
6. The number and nature of similar marks in use on similar goods; 
7. The nature and extent of any actual confusion; 
8. The length of time during and the conditions under which there has been concurrent 

use without evidence of actual confusion; 
9. The variety of goods on which a mark is or is not used; 
10. The market interface between the applicant and the owner of a prior mark; 
11. The extent to which applicant has a right to exclude others from use of its mark on its 

goods; 
12. The extent of potential confusion; and 
13. Any other established fact probative of the effect of use. Id. at 1361, 177 USPQ at 567. 

 

Not all of the DuPont factors may be relevant or of equal weight in a given case, and “any one of 

the factors may control a particular case,” In re Dixie Rests., Inc., 105 F.3d 1405, 1406-07, 41 

USPQ2d 1531, 1533 (Fed. Cir. 1997). 

  The moving party in a summary judgment action has the initial burden of 

demonstrating the absence of any genuine issue of material fact.  See, Celotex Corp. v. Catrett, 

477 U.S. 317 (1986).  Opposer cannot validly claim it has met this burden when it ignores half of 

the DuPont factors, including those which favor Applicant. Additionally, Opposer presents no 

evidence of any confusion in the minds of customers, despite more than sixty (60) years of both 

Hitachi and Hitachi Seiki marks contemporaneously co-existing in the marketplace.  There would 

be no reason to suspect that mere registration of Applicant’s mark will suddenly cause confusion.  
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Indeed, as the DuPont case states, “Granting a registration will not produce confusion”.  DuPont 

at 1364. 

  Opposer claims that some of the parties’ goods and services are identical and the 

remaining goods are highly related (MSJ ¶¶ 9-14).  Once again, Opposer makes a strained and 

strange analysis of the various goods, claiming that confusion is “not only likely, but inevitable” 

(MSJ pg. 20) and makes several misstatements regarding Applicant’s responses to Opposer’s 

discovery requests.  As stated in the Declaration of Steven A. Ortner, the products sold by Opposer 

are not the same, similar to or complementary to the products sold by Applicant or the products 

Applicant intends to sell under the name Hitachi SEIKI.  (S. Ortner decl. ¶ 12)  The rolling mills 

and friction stir welding machines sold by Opposer are not identical to “metalworking machine 

tools” or “machining centers” as listed in Applicant’s application because they are not machine 

tools, they are not machining equipment and are not used by customers in the NAICS codes that 

Applicant caters to.” (S. Ortner decl. ¶13).  The products sold by Opposer or Opposer’s affiliates 

are not similar to the 3-D printers listed in Applicant’s application because Hitachi Cable’s 

products are limited to cables for various industries and have nothing to do with 3-D metal printers 

offered by Applicant. (S. Ortner decl. ¶14).  Hitachi Metals supplied various metals and other 

materials that may eventually be machined but otherwise have nothing to do with CNC machine 

tools. (S. Ortner decl. ¶15).  In short, the products sold by Opposer or Opposer’s affiliates are not 

similar to anything which are or will be offered by Applicant.   

  Opposer then attempts to make an argument in its MSJ that its goods are 

complementary to the goods listed in Applicant’s application by stating that Opposer’s Hitachi-

branded air compressors (which are sold under the Sullair name) are complementary because 

“Opposer’s HITACHI-branded air compressors and inverters are used by U.S. manufacturers to 
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power and control CNC machines”.  This statement is directly refuted by Applicant: 

 “Inverters, variable speed drivers, generators and air compressors 
are not complementary to the goods listed on (Applicant’s) 
application because these items are not used on CNC machine tools.  
While air compressors are found in all type of manufacturing 
facilities and some machine tools require compressed air, a business 
buying an air compressor or generator does not correlate that to a 
machine tool and vice-versa.  (Applicant) does not offer nor has ever 
sold air compressors, generators, inverters, or variable speed 
drives.”  (S. Ortner decl. ¶16) 

 

  Opposer also attempts to portray the trade channels, purchasers and conditions of 

sale for both Applicant and Opposer as being identical (MSJ p. 21).  In doing so, Opposer makes 

tremendous leaps of logic and reaches a conclusion based on questionable assumptions and 

analysis. Opposer reasons that because Opposer sells car parts to automotive companies and 

automotive OEMs, and because the parties both sell to similar industries and have attended two 

(2) of the same trade shows, customers will be confused.  Products have been sold under the 

Hitachi Seiki name (identical to Applicant’s mark) for more than sixty (60) years.  Opposer fails 

to provide any evidence of confusion by any customers during this time frame as the Hitachi and 

Hitachi Seiki brands have co-existed for decades.   

  Opposer has no discussion of the fourth DuPont factor, which weighs in favor of 

Applicant.  The fourth DuPont factor to consider is the conditions under which and buyers to 

whom sales are made (i.e., “impulse” vs. careful, sophisticated purchasing).  Applicant intends to 

sell the goods listed in its application to its current customer base under Applicant’s mark Hitachi 

SEIKI.  As stated in the Declaration of Steven A. Ortner, “The purchasers of products sold by 

(Applicant) are knowledgeable and informed about the purchase of machine tools, as the cost is 

often in excess of $250,000.00 per machine”.  (S. Ortner decl. ¶ 17)  When products are relatively 

low-priced and subject to impulse buying the risk of likelihood of confusion is increased because 
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purchasers of such product are held to a lesser standard of purchasing care.  See, Recot Inc. v. M.C. 

Becton, 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1899 (Fed. Cir. 2000).  The obverse is also true 

and applicable here -- for expensive goods which are purchased after thoughtful deliberation, the 

likelihood of confusion is reduced.  The goods Applicant intends to sell under the Hitachi SEIKI 

mark are not inexpensive, impulse buys.  They are bought for a specific need and purpose by 

customers who have done their research and are educated on their purchase.  As stated in the 

Declaration of Steven A. Ortner, he has been in the business since 1988 and is familiar with the 

machine tool industry (S. Ortner decl. ¶¶ 3 and 4) and to his knowledge, there has never been any 

confusion with customers purchasing Hitachi Seiki products believing they are manufactured or 

distributed by Opposer (S. Ortner decl. ¶ 6).  

  Because it favors Applicant, Opposer also omits any discussion of the eighth 

DuPont factor, the length of time and the conditions under which there has been concurrent use 

without evidence of actual confusion.  The Hitachi Seiki name, which is identical to Applicant’s 

mark, has been in use by various entities in the United States since the 1960’s.  (Long Ex.- 7)  

During that time, not only was there no confusion with Opposer’s marks, but, by its own admission, 

Opposer took no action to prevent anyone from using the Hitachi SEIKI mark.  (See Resp to Inter. 

No. 5, Long Ex.-16).  The very first action Opposer has taken in the United States to prevent any 

use of the Hitachi SEIKI name is to file the Opposition against Applicant.  Id.  These same facts, 

coupled with Opposer’s inaction for decades, are also applicable for the last DuPont factor: “Any 

other established fact probative of the effect of use.”  Both the Hitachi SEIKI name and Opposer’s 

marks have co-existed in the marketplace with no confusion and no action by Opposer.   The 

assertation that if Applicant’s mark is allowed to register there would suddenly be confusion in the 

marketplace is highly implausible. 
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 Opposer’s final argument that attempts to portray a likelihood of confusion is that 

“Applicant is attempting to capitalize on the fame of Opposer’s marks” (MSJ p.22) and that 

“Opposer has shown a strong inference that Applicant intended to associate its products with 

Opposer’s famous HITACHI Marks….”.  (Id.)  Once again, Opposer offers no support for its 

conclusions on the insight into Applicant’s intent.  This proposition is insulting and directly 

contradicted by the Declaration of Steven A. Ortner where he states that Applicant “does not intend 

(nor ever had any intention) to create an association with (Opposer) by using the mark Hitachi 

SEIKI for the goods listed on the application”.  (S. Ortner decl. ¶11)  Applicant respects all 

intellectual property and is the owner of five (5) active U.S. trademarks on the Principal Register: 

ABSOLUTE MACHINE TOOLS (Reg. No. 3,556,623), A (Reg. No. 3,589,886), ABSOLUTE 

MACHINE TOOLS (logo) (Reg. No. 3,559,884), SEIKI (logo) (Reg. No. 5,164,460), and Power 

of Parallel (Reg. No. 5,335,502), all for goods and services related to the machine tool industry.  

(See Long Ex.-17)  Opposer’s inflammatory statements, offered in the guise of common-sense 

reasoning, are nothing but pure conjecture and are belied by the testimony of Applicant. 

  Finally, it is greatly significant that the trademark examiner properly examined 

Applicant’s application for the Hitachi SEIKI mark and approved the application without comment 

or finding of any likelihood of confusion with any registered mark. TMEP §1207.07 provides that: 

“the examining attorney must conduct a search of USPTO records 
to determine whether the applicant’s mark so resembles any 
registered mark(s) as to be likely to cause confusion or mistake, 
when used on or in connection with the goods or services identified 
in the application. The examining attorney also searches pending 
applications for conflicting marks with earlier effective filing dates. 
If the examining attorney determines that there is a likelihood of 
confusion between applicant’s mark and a previously registered 
mark or marks, the examining attorney refuses registration of the 
applicant’s mark under §2(d).” 
 

Applicant’s application was approved for publication and then, for the first time ever, Opposer 
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decided to take some action to prevent the use of the name Hitachi Seiki by filing the Opposition.   

  Opposer is not entitled to an award of summary judgment on its likelihood of 

confusion claim, as material facts are in dispute. Assuming Opposer can overcome the issue of 

lack of standing to bring the Opposition, there is a genuine issue of material fact on whether or not 

registration of Applicant’s mark would likely create a likelihood of confusion with Opposer’s 

marks and Opposer’s Motion for Summary Judgment should not be granted. 

 E. Applicant Had A Bona Fide Intention To Use Mark.  Opposer again attempts to 

provide unsupported insight into Applicant’s intent and claims that Applicant lacked a bona fide 

intent to use the mark Hitachi SEIKI at the time it filed its application.   Again, this claim is refuted 

by both the Declaration of Steven A. Ortner (¶11) and also the Declaration of Courtney Prince-

Ortner (C. Ortner decl.¶ 6) 

  The Board has recognized that a factual issue of intent is generally unsuited to a 

disposition on summary judgment.  See, Honda Motor Co., Ltd. v. Friedrich Winkelmann, 90 

USPQ2d 1660, 1662 (TTAB 2009).  Although the term “bona fide” is not expressly defined in the 

Trademark Act, the Board has determined that the determination of whether an applicant has a 

bona fide intention to use the mark in commerce is to be a fair, objective determination based on 

all the circumstances.  See, Lanee Ltd. v. Jackson International Trading Co., 33 USPQ2d 1351, 

1355 (TTAB 1994).  Opposer would like the Board to believe that a lack of a written marketing 

plan or specific documents regarding its plans for use of the Hitachi SEIKI mark somehow equate 

to show no bona fide intention to use the mark.  As stated in the Declaration of Courtney Prince-

Ortner,  Applicant is a small, employee owned (ESOP) business with fewer than sixty (60) 

employees (C. Ortner decl.¶ 3).  Applicant has had numerous internal discussions about using the 

Hitachi SEIKI mark to rebrand the Tong-Tai line of CNC machines.  (C. Ortner decl. ¶ 5)  
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Applicant has been the exclusive U.S. importer for Tong-Tai CNC machinery (which is 

manufactured in Taiwan) for more than twenty (20) years (C. Ortner decl. ¶ 4).  Tong-Tai was the 

manufacturer of CNC machinery sold in the U.S. under the name Hitachi-SEIKI (Id.) which 

Applicant currently imports. (C. Ortner decl. ¶ 5)  Opposer omits responses to discovery responses 

from Applicant which show a bona fide intention to use the applied for mark.  For example, in 

response to Opposer’s Interrogatory No. 6 (Long Ex-18), Applicant identified Tong-Tai Machine 

& Tool Co., Ltd., Steve Ortner and Courtney Ortner as those who would be involved in designing, 

manufacturing, or creating Applicant’s goods under Applicant’s mark.  Additionally, Applicant 

has designed and provided Opposer with a logo for advertising the goods bearing Applicant’s 

mark. 

  The Board has determined that absence of any documentary evidence regarding an 

applicant’s bona fide intention to use a mark in commerce is sufficient to prove that an applicant 

lacks such intention…. unless other facts are presented which adequately explain or outweigh 

applicant’s failure to provide such documentary evidence.”  Montblanc-Simplo GmbH v. United 

Brands International, Inc., Opp No. 91185637, 2009 WL 4086591 (2009) emphasis added.  See 

also Commodore Electronics Ltd., v. CBM Kabshiki Kaisha, 26 USPQ2d1503, 1507 (TTAB 1993).  

Applicant’s actions and history distinguish it from other applicants whose trademark applications 

have been denied for failure to demonstrate a valid intent to use. (See e.g.,  L’Oreal S.A. v. L’Oreal 

U, SA (TTAB Opp. 91184456)) where applicant had filed sixteen intent-to-use applications to 

register well known marks and in all but one case, abandoned the applications and there was no 

evidence that Applicant had industry relevant experience).  Applicant’s background in the industry 

since 1988 (S. Ortner decl. ¶ 13), its ownership of other trademark registrations (Long Ex-17) and 

its sales of products which are the same as those goods, all support Applicant’s bona fide intention 
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to use the Hitachi SEIKI mark in commerce.  The evidentiary bar for proving “bona fide intent” is 

not high, however the circumstances must indicate that applicant’s intent to use the mark was firm 

and not merely intent to reserve a right in the mark.  See M.Z. Berger & Co., Inc. v. Swatch AG, 

787 F.3d 1368 at 1376, 114 USPQ2d 1892 (Fed. Circ. 2015).  Applicant clearly establishes a bona 

fide intent to use the applied for mark. 

  Opposer is not entitled to an award of summary judgment on its lack of bona fide 

intent to use claim, as material facts are in dispute. Assuming Opposer can overcome the issue of 

lack of standing to bring the Opposition, there is a genuine issue of material fact on whether or not 

Applicant had a bona fide intent to use the mark Hitachi SEIKI at the time of its application  and 

Opposer’s Motion for Summary Judgment should not be granted. 

V. CONCLUSION. 

 Opposer, as the moving party, bears the burden proving, by a preponderance of the 

evidence, its allegations of grounds of dilution, likelihood of confusion and no bona fide intent to 

use Applicant’s mark.  Opposer failed to enforce others using the identical Hitachi Seiki name for 

more than sixty (60) years, although obviously Opposer had the knowledge and resources to do 

so.  Opposer knew of entities using the Hitachi SEIKI name in the United States, but failed to take 

any action to prevent others from using the name.  Opposer never filed an application for Hitachi 

Seiki.  “There is a policy of encouraging prompt registration of marks by rewarding those who 

first seek registration under the Lanham Act”.  Weiner King, Inc. v. Weiner King Corp., 615 F.2d 

512, 523 (CCPA 1980).  Applicant is the first to file for a trademark application for Hitachi SEIKI 

and the mark should be allowed to register. 

 Opposer is unable to meet its burden of proof on the issues it presented for summary 

judgment.  Additionally, Opposer failed to plead a required element for establishing standing, that 
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it had a reasonable basis for a belief of damages.  Opposer can present no set of facts that would 

establish the required objective belief.  Summary judgment in favor of Applicant should be 

granted, the Opposition dismissed, and Applicant’s mark allowed to register. 

 

 Respectfully submitted, 
CORSARO & ASSOCIATES CO., LPA 

  
By:    /Clare Long/ 
 Clare Long, Esq. 

Steven B. Beranek, Esq. 
28039 Clemens Road 
Westlake, OH 44145 
Ph:  (440) 871-4022 
Fax: (440) 871-9567 
Email: CLong@corsarolaw.com 
Attorneys for Applicant Absolute Machine Tools, Inc. 
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CERTIFICATE OF SERVICE  

 Applicant, Absolute Machine Tools, Inc., by and through its attorney, hereby certifies that 

a copy of this Applicant’s Response To Opposer’s Motion For Summary Judgment And Applicant’s 

Cross Motion For Summary Judgment has been served upon Opposer on this 17th day of January, 

2020 via electronic mail to: 

McDERMOTT WILL & EMERY LLP 
Jennifer M. Mikulina, Esq. 
444 West Lake Street, Suite 4000 
Chicago, IL 60606 
Attorney for Opposer 
Email: jmikulina@mwe.com 

CDERMOTT WILL & EMERY LLP 
Katie Bukrinsky, Esq.  
Robert N. Zelnick, Esq. 
500 North Capital Street, NW 
Washington, D.C. 20001 
Attorneys for Opposer 
Email: kbukrinsky@mwe.com 
Email: rzelnick@mwe.com 

 

 

 /Clare Long/ 
 Clare Long, Esq. 
  CORSARO & ASSOCIATES CO., LPA 

Attorney for Applicant Absolute Machine Tools, Inc. 
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