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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

KABUSHIKI KAISHA HITACHI . Opposition No. 91238212
SEISAKUSHO d/b/a HITACHI, LTD., :
Serial No: 87/401829
Opposel
V. . Mark: HITACHI SEIKI

ABSOLUTE MACHINE TOOLS, INC.,
Applicant

APPLICANT'S RESPONSE TO OPPOSER’S MOTION FOR SUMMARY JUDGMENT
AND APPLICANT'S CROSS MOTION FOR SUMMARY JUDGMENT

Applicant, Absolute Machine Tools, Inc. (“Applicant”) by and through its undersigned
counsel, files its Response to Opposer’s Motion for Summary Judgment, regarding &erial N
87/401829 for the mark Hitachi SEIKI and also files a Cross Motion for Summary Judgment in
favor of Applicant.

l. INTRODUCTION .

Opposer moves for summary judgment based on its own assumptions that therebeno tria
issue of material fact on the issues of dilution, likelihood of confusion and no bona fideomtenti
of Applicant to use the markOpposer fails to mention the evidence of more than sixty (60) years
of use of the Hitachi SEIKI nam(ghich is identical to Applicant's markpr CNC machinery by
various entities. Indeed, the evidence demonstrates that therengpir@alevidence of dilution
or likelihood of confusion and that Applicant had a bona fide intention to use the mark. Opposer
makes several statements based on conjecture in its Statement of Undispsteddrgcof which
are disputed by Applicant. Based on the evidence presented by Opposer and by Applicant in this
proceeding, Opposer’s motion for summary judgment should be derigthermore, Opposer
lacks standing to bring the Opposition proceeding and Summary Judgment should be granted in

favor of Applicant.



Il. RESPONSE TO OPPOSER’'S STATEMENT OF UNDISPUTED FACTS AND
MATERIAL FACTS IN DISPUTE .

A. Opposer’'s “Undisputed’Facts are DisputedTBMP 528.01 requires a party

requesting summary disposition tepecify in its brief in support of its motion, the material facts
that are undisputeéd Opposer takes creative license with several of the facts as stated, and
Applicant disputes that the facts are indeed “undispute@pposer’'s Motion for Summary
Judgment (hereafter “MSJ”) | 3 statesITACHI is not an English word and has no meaning to
U.S. consumers” Opposer would like one to believe that the sole use of the word HITACHI is
for Opposer’s products. It is well known that Hitachi is city in Japan, located in the Ibarki
Prefecture. SeeBritannica Online and Wikipedia articles attactasdExhibitso Declaration of
Clare Smith Long (“LongPed.”) as LongEx.-1 and Long Ex2). As explainedin Opposer’'s
trademark Reg. No. 1685089 (LoRkg.-3) and Reg. No. 1685093 (Loiix.-4), bothfor “Hitachi

Data Systems”the word “Hitachi” is comprised of two Chinese characters, thediratacter

“Hi”, meaning “Sun” and the second character, “Tachi”, meaning ridaus,the word Hitachi
means'sunrise.”

The word Hitachi is also well known enough in popular culture to have gained an entry in
the Urban Dictionary a%an abbreviation for the Hitachi Magic Wand, a personal massaging
device infamous for being more commonly used as a sgxmitly a secondary definition ofA*
city in Japan, mostly though referred to as a vibrator/seX t@yong Ex.-5). Applicant disputes
that the word Hitachi has no meaning to U.S. consumers.

Opposer also makes claims in 1 9 through 13 of the MSJ that the goods sold by
Opposer in the U.S. are identical to, compete with, or are complementary to the gedds lis

Applicant’s application. As stated in the Declaration of StevAn Ortner . Otner Decl),



Opposer’s claims are stretching the truth and Applicant disputes each of these cldose
knowledgeable in the industry would not make the same conclusions as Opposer does.

Applicant also disputes Opposer’s claim that the Hitachi neafkamous” as set
forth in § 22 of the MSJ. Applicant’s application was approved for publication by the Ergmini
Attorney without any refusal or mention of Opposer’s Hitachi marks.

B. Material Facts in Dispute Applicant submits that as anitial matter, Opposer

lacks standing to bring the Opposition proceeding as it does not have the required “reasonable
basis” for believing that it would be suffer damage if the Hitachi Seiki marggistered. As
explained further below, Opposer hasa#d various entities unrelated to Opposeruse the
Hitachi Seiki name for more than siX§0) years without taking any action to prevent others from
using the nameéOpposer has failed to show any evidence of confusion as both Hitachi and Hitachi
Seikihave ceexisted in the marketplace for more than half a century.

Applicant disputes that there is any likelihood of confusion or dilutidpplicant
further disputes that Applicant had no bona fide intention to use the Hitachi SEIKI mhagk at t
time of filing its application

II. HISTORY OF THE HITACHI SEIKI NAME

Noticeably absent from Opposer's MSJ is any discussion of the prior use of the Hitachi
Seiki name, which is identical to Applicant's mark. The Hitachi Seiki name éas bsed by
various entities not affiliated with Opposer for nearly 70 yeAssdescriled in a Harvard Business
Review article from Januatyebruary, 1994 (Long E6), as early as 1952, when the first
numerically controlled machine tool was developed at MIT, Hit&siki Co., Ltd. (“Hitachi Seiki
Japan”) began manufacturing machine toélgachiSeikiJapan’s machines were imported to the

United States bearing the Hita@&IKI name for several decadésseparate corporation, Hitachi



Seiki U.S.A., Inc. (“Hitachi Seiki USA”), was established in the State of Newk with an
incorporationdate of December 271965 (Long Ex7).

In the early 2000's, the assets of Hitachi Seiki Japan were sold to a Japanesetoachine
company, Mori Seiki Ltd. (Now DMG Mori Seiki Co(Long Ex-8). Hitachi Seiki USA continued
as an active business, distitimg CNC machinery bearing the Hitachi Seiki mark until the demise
of Hitachi Seiki JapanHitachi Seiki USA filed for Chapter 11 Bankruptcy in the Southern District
of New York in 2002 and its assets were sold at auctions in @QA0R) Ex-9). There are a
significant number of used Hitachi Seiki machines in operation in the United iBtatgariety of
industries and other Hitachi Seiki machimesl part9eing bought and sold in the Unit8tates
(S. Ortner Declf 7). As an example, companies such as Cyber Machinery Sales in Wisconsin,
advertise reconditioning and rebuilding serviées Hitachi SEIKI machinesoriginal Hitachi
Seiki parts, manuals, parts lists, wiring diagrams and more (Lon@Cx.-

A simple Google search of tieords“Hit achi Seiki” yields more than 3 million hi(song
Ex.-11). A recent search of Ebay for “Hitachi Seiki” produces 451 results (Lond Bx.Several
of the machines shown in the Ebay search results clearly show the “HBktimark affixed to
the machmes. [d.) A recent search of YouTube (Long Ex.-13) shows multiple videos of Hitachi
Seiki machines in use or for satethe applicable market

As stated in the Declaration of SteverOrtner (16),consumers do not affiliate the Hitachi
Seiki name with Oppose Opposer does not claim to be a successor, predecessor, licensor or
assignee of any prior user of the Hitachi SEIKI mark and therefore could not grantspeamrfos
others to use the Hitachi Seiki mark. As stated in Opposer’s discovery responses:

X Resp. to Admissioho. 3 (Long Ex:14) (via supplemental lettérong Ex-15) — Opposer
does not claim to be a successor of Hitachi Seiki Japan



X Resp. to Admission No.4(Long Ex-14) (via supplemental letter Long E5) Opposer
admits no wnership interest in Hitachi Seiki USA, Inc.

X Resp. to Admission No.9(Long Ex-14) (via supplemental letter Long EX5) Opposer
admits no ownership interest in Mori Seiki

Opposer has allowed various entities to use the Hitachi Seiki name for denddesa result, is
unable to prove any dilution or likelihood of confusion with its Hitachi marks.

V. LEGAL ARGUMENT .

A. Standard for Motion for Summary JudgmeAt motion for summary judgment is

a device to dispose of cases in which "the movant shows that there is no genuine dispuig as to a
material fact and the movant is entitled to judgment as a matter of law.PT88?8.01; Fed. R.
Civ. P. 56(c). In deciding motion for summary judgment, the function of Trademark Trial
and Appeal Board (“TTAB”)s not totry issues of fact, bub “determine instead if there are any
genuine issues of material fact to be tried.” TBMP 8528@teer Corp. v. Automotive &ducts
plc, 37 USPQ2d 1251, 1254 (TTAB 1995). The 1maving party “must be given the benefit of
all reasonable doubt as to whether genuine issues of material fact exist; tméiaayidecord on
summary judgment, and all inferences to be drawn from the undisputed facts, mustdakiniew
the light most favorable to the namoving party”. TBMP 8528.01;loyd’s Food Products Inc. v.
Eli's Inc., 987 F.2d 766, 25 USPQ2d 2027, 2680 (Fed. Cir. 1993) (impermissible inferences
against nonmovant).

The Board may enter summary judgmeng sponten favor of the normoving
party. ‘If the Board concludes that there is no genuine dispute of material fact, but that the
nonmoving party is the one entitled to judgment as a matter of law, the Board may, after giving

notice and a reasonable time to respond, grant summary judgment in favor of the nonmoving party,



grant the motion on grounds not raised by a party, or consider summary judgment on its own after

identifying for the parties material facts that may not beugety in disputé TBMP 8528.01.

B. Opposer Lacks Standing to Bring Opposition. In its MSJ, Oppassartst has

standing and priority to bring the Opposition proceeding based on Opposer’'s “dozens of
incontestable federal registrations for HITACHI{MSJ, pg. 11)Opposer fails to note that the

test for standing to bring an opposition proceeding is difféhentthe test for standing to file a
lawsuit in federal court. Section 13 of the Lanham Act (15 U.S.C. ¥868)resin order to bring

an opposition proceedinthat a person have a belief he would suffer seareof damage if the

mark is registered In addition to this broad requirementthere are two judicialkcreated
requiremerg which must be present to have standing to bring an opposition proceeding: opposer
must have a “real interest” in the proceedings and also must have a “reasondbferdas belief

of damage. See Ritchie v. Simpsgnl70 F.3d 1092, 1095 (Fed. Circ. 1999). Applicant
acknowledgeshat Opposer has met the “real interest” test for standing and will not argue tha
point. Opposer cannot, however, meet the “reasonabl&’ basi to establish standing to bring this
Opposition proceeding.

With respect to the second part of the test for standing, the opposer’s belief of dantage mus
have a “reasonable basis in fadtl. at 1098. Thus, Opposer’s standing, or lack thereof, rests on
whether its pleadings establish a reasonable basis for its belief that Opposkebevdamaged if
Applicant’'s Hitachi SEIKI mark registered. One method of establishing tls®mableness of
bdief for damage for purposes of standing is for the opposer to allege he posseasiesra tr
characteristic that is clearly and directly implicated in the proposed m@deld. at 1098;
McDermott v. San Francisco Motorcycle Conting@4) Fed. Appx. 865, 867 (Fedirc. 2007).

However, no matter what method is usethulstdemonstrate thapposer is not alone in his belief



of damag€(i.e., the belief is not simply the opposer’s subjective yieRitchieat 1098. Other
methods, such asurveys, petitions, or affidavits from public interest groups representing people
who allegedly share the damage caused by the maykbe usedld. at 1098. However, despite
thesemultifariousmechanisms to demonstrate the reasonableness of its belief, Opposeetias fail
to meet this threshold requirement

In its Opposition, Opposer failed to plead the basis foragonable belief of damages
Opposer's MSJ is likewise devoid of discussion on the topic, and obviously offers no objective
basis for its belief it will be damagedOpposer has not set forémy evidence to establish a
reasonable belief of damagasd it lacks standing to bring the Opposition. Oppesaply, and
without evidene, asserts th#@tpplicant’s use of the Hitachi SEIKI mark will damage Opposer, its
business and its goodwill. Opposer’s opinion, standing alone is not sufficient to confer standing.

As the courts have recognized‘subjective belief insufficient” See Guantanamera Cigar Co.

v. Corporacion HabangsS.A. 98 L5PQ2d1078, 729 F. Supp 246t 252 (U.S.D.C. D.C. 2010)
SeealsoRitchieat 1098 quotingUniversal Oil Products, Co. v. Rexall Drug and Chemical, Co.
C.C.P.A. 1120, 463 F.2d 1122 (C.C.P.A. 1972)). Opposer has presemigjgctoveevidence of

a reasonable belief of damages and cannot meet the second test for staddimg has no legal
basis to challenge Applicant’s use of the mark.

Moreover, there is simply no set of facts Opposer can establish that wouldaskow
reasonable basis for a belief of damagstithetically, the factempericallyshow that Opposer
hasnot been damaged by various entities using the Hitachi Seiki name (which is identical to
Applicant’s mark) for more than sixty (60) years. Opposer’s responses to Applicacts ety
requests prove(l)that Opposer never used the Hitachi SEIKI mé&knever intended to use the

Hitachi SEIKI mark and more importantly(3) took no action (other than this Opposition



proceeding) to prevent others from using the Hitachi SEIKI mark in the United Statesd @&n

Opposer’s responses (Long B and Long Ex16)!, there is absolutely no “reasonable basis”

for a belief of damagesnd Opposer’s various responses discovery essentially admit as much:

X

Resp. to Admission No. 1&ong Ex:-14) —Opposer admits itid not currently
manufacture machine parts ugithe Hitachi SEIKI mark.

Resp. to Admission No. 18 (Long E¥4) —Opposer admits it never filed a &l
trademark application for Hitachi SEIKI.

Resp. to Admission No. 19 (Long Ex.-14) — Opposer admits it never owned a U.S.
trademark registration for Hitachi SEIKI.

Resp. to Inter. No. PLong Ex-16) —Opposer does not have any advertising in
magazine or trade publications in the U.S. using the Hitachi SEIKI mark

Resp. to Inter. No. 8.ong Ex-16) —Opposer has never used the Hitachi SEIKI
mark on CNC machines in the3J.

Resp. to Inter. No. dLong Ex-16) —Opposer has never used the Hitachi SEIKI
mark on metal cutting machines.

Resp. to Inter. No. .ong Ex-16) —the only action Opposer has ever brought to

prevent any use of the Hitachi SEIKI mark in th&lis this Opposition proceeding

(emphasis added).

Resp. to Inter. No. §Long Ex-16) — Opposer is unable to identify any CNC
machine tools or industrial metal cutting machine tools manufactured or sold by

Opposerice., Opposer is not in competition with Applicant).

It is undisputed that Opposer is not the owner, registrant or assigaeg tbhdemark registration

for Hitachi Seiki, nor is it the predecessor or successor of any such owner of a niditkdbr

Seiki. Opposer has never used the mark Hitachi Seiki and cannot identify any CNC noathine t

or industrial cutting machinesiag its own Hitachi mark.

11t should be noted that Opposer objected to virtually every Interrogatory, Requestdoctin of Documents
and Request for Admissions propounded by Applicant. Opposer produced fewer than a dozentdaltuimg
discovery but suddenly has hundredpafes of documents for its MSJ.
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Opposer goes to great lengths in its MSJ (while introducing hundreds of pages of)exhibits
to extoll the wonder and recognition of the Hitachi mark and st&@gposer monitors the market
through trademark watch notices and coom{aw searches and makedigent efforts to enforce
its Hitachi Marks in the United States, including by filing oppositions and UDRP progs&di
(MSJ 1 26) Opposer obviously has the knowledge and resources to apply for a trademark for
Hitachi Seikiif it wanted to do so. Opposer has even fdetgteratrademark applications during
the pendency of this Opposition proceedif@eelLong Ex-17 as example Opposer’'dailure to
bringanyenforcement action against users of the Hitachi SE#te for decades can only suggest
one of two explanations: either Opposer was unaware of others using the HitachnSBkI
(which would certainly not be possible if Opposer was the zealous watchdog it aganding
trademarkuse) or Opposer was aware of others using the Hitachi SEIKI name and did rtothing
prevent such use. In either case, sales of HitaElKI branded goodsbviouslyhad no impact
on Opposer’s business and there were no damages. It goes without saying that if Opposer had
eviderce of lost sales due to prior use of the Hitachi Seiki name by othemjld have presented
such evidence in these proceedin@pposer cannot establish the “reasonable basis” of damages
required to provide standing to bring the opposition proceedings.

Despite taking no action for more than sixty (60) years to prevent others from using the
Hitachi SEIKI mark for various goods, Opposer would somehow like the Board to belielle it w
be suddenly be damaged if Applicant’'s mark were allowed to registisrisithe identical mark
that others have used, yet Opposer took no action to prevent them from doing so. The
reasonableness of Opposer’s basis for its belief of davsagely cannot be shown, given the
lack of evidence, the length of time the Hitachikbeame has been in use in the United States

and Opposer’s supposed connections to the relevant industry. As Opposer is unable to meet the



second requirement to prove standing by showing a “reasonable basis” for a belief ofsgjamage
Opposer’s standing to bring ti@pposition proceeding must failAs a necessary result of this
failure, Summary Judgment should be granted in favor of Applicant, and the Opposition dismissed.

C. No Likelihood of Dilution Exists. Opposer spends a considerable amount of space

in its MSJ attempting to establish its claim that its Hitachi mark is famous due to its many
registrations, advertising, sales and other factors. Assuangquendothat the Hitachi mark is
famous, there jsneverthelessio evidence that the registratioh Applicant’s mark for Hitachi
SEIKI will dilute Opposer’'s mark. There has been no dilution for sixty (60) plus yeaks whi
others have used the identical mark amglabsurdab initioto suggest that Applicant’s registration
would suddenly cause dilution.

Applicant disputes that Opposer’s Hitachi mark has both inherent and acquired
distinctiveness. As stated previously in this Response, the term “Hitachiltéramie meanings
and connotations for U.S. consumers that are not associated with Opposer or Oppiisee’s, aff
asevidenced bythe Urban Dictionary definition. (Long E5). Opposer fails to acknowledge
that although it may have been using the Hitachi mark nationwide for sixty (60) years, tine Hitac
SEIKI mark has also been in uisethe United States for an equal or longer amount of time and
the two marks have eexisted without any action on the part of Opposer to stop use of the Hitachi
SEIKI mark.

Opposer states in its MSJ that its use of the Hitachi mark is exclusivéhand
“Opposer is unaware of any unauthorized use of HITACHI in the United S{&i&)  3)and
that it “diligently protects its brand from infringing use¢ld.) Opposer cites WIPO opinions
regarding domain name disputesupport of this argume(id.), but fails to produce any evidence

of activity in thetrademark arentp prevent others from using any variation of the Hitachi mark.
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Additionally, Opposer failed to produce any documents or other evidence during disccameyy of
action it had taken to pventanyonefrom using the Hitachi Seiki markTo the contrary, in its
Response to Applicant’s Interrogatory No(lng Ex-16), Opposer responded that the only
action Opposer has ever brought to prevent any use of the Hitachi SEIKI mark irStiethls
Opposition proceeding.

Perhaps to make up for its own deficiencies and lack of any serious dilution
argument, Opposer makes the ridiculous statement in the MSJ that “Applicant inieicdeaté
an association with OpposdMSJ p. 17)and stateéNonetheless, the facts suggest that Applicant
did have such an intenfld.) and that “It is inconceivable that Applicant selected the mark by
mere happenstance, with no intent to associate its goods with Opfldser'p. 18). Opposer
offers no support for its wild conclusion and purported insight into Applicant’s intent boer t
Applicant was aware of Opposer before it adopted the mark and that both Applicant and Opposer
have attendetivo (2) ofthe same trade shows. As stated in the Declaration of SAev@rner,
Applicant “does not intend (nor ever had any intention) to create an association with, Hiiz.c
by using the mark Hitachi SEIKI for the goods listed on the applicat®nOrtne decl. T 11).
Opposer has had the benefit of sixty (60) geduwvarious entities using the Hitachi Seiki mark to
demonstrate actual dilution. It has offered nothing.

Opposer is not entitled to an award of summary judgment on its dilution claim, as
material facts are in dispute. Assuming Opposer can overcome the issue of lack of standing t
bring the Opposition, there is a genuine issue of material fact on whether or neitdaRiegi of
Applicant's mark would likely dilute Opposer's mark and Opposer's Motion for Summary
Judgment should not be granted.

D. No Likelihood of Confusion Exists. In order to determine if a likelihood of

11



confusion exists between two marks, a case specific analysis must takespigtiee weltkknown
13 multi-factor test firseannounced by the Court of Customs and Patent AppealsknitiizuPont
case (476 F.2d 1357, 177 USPQ 563 (CCPA 1973)). Those factors are:

1. The similarity or dissimilarity of the marks in their entireties as to appearancej,so
connotation, and commeatiimpression;

2. The similarity or dissimilarity and nature of the goods . . . described in an application

or registration or in connection with which a prior mark is in use;

The similarity or dissimilarity of established, likelg-continue trade channels;

The conditions under which and buyers to whom sales are (meagémpulse” vs.

careful, sophisticated purchasing);

The fame of the prior mark;

The number and nature of similar marks in use on similar goods;

The nature and extent of any actual confusion;

The length of time during and the conditions under which there has been concurrent

use without evidence of actual confusion;

9. The variety of goods on which a mark is or is not used;

10. The market interface between the applicant and the owner aramark;

11.The extent to which applicant has a right to exclude others from use of its mark on its
goods;

12.The extent of potential confusioand

13. Any other established fact probative of the effect of laseat 1361, 177 USPQ at 567.

Hw

© N O

Not all of theDuPontfactors may be relevant or of equal weight in a given case, and “any one of
the factors may control a particular case,” IrDigie Rests., In¢.105 F.3d 1405, 14667, 41
USPQ2d 1531, 1533 (Fed. Cir. 1997).

The moving party in a summary judgment action has the initial burden of
demonstrating the absence of any genuine issue of materialSe¢tCelotex Corp. v. Catrett
477 U.S. 317 (1986). Opposer cannot validly claim it has met this burden when ésidpadirof
the DuPontfactors, including those which favor Applicant. Additionally, Opposer presents no
evidence of any confusion in the minds of customers, despite more than sixty (60) years of both
Hitachi and Hitachi Seiki marksontemporaneouslyo-existing in the marketplaceThere would

be no reason to suspect thareregistration of Applicant’'s mark wikuddenly cause confusion.

12



Indeed, as thBuPontcase statesGranting a registration will not produce confusioDuPont
at 1364.

Opposer claims that some of the parties’ goods and services are identida and t
remaining goods are highly relat@dSJ 11 914). Once again, Opposer makes a strained and
strangeanalysis of the various goods, claiming that confusion is “not only likely, but inevitable”
(MSJ pg. 20)and makes several misstatements regarding Applicant’s responses to Opposer’s
discovery requests. As stated in the Declaration of Steven A. Ortnprothects sold by Opposer
are not the same, similar to or complementary to the products sold by Applicant or thesproduc
Applicant intends to sell under the name Hitachi SEIKI. (S. Ortner decl. Th&Yolling mills
and friction stir welding machines sold by Opposer are not identical to “metalworkicignaa
tools” or “machining centers” as listed in Applicant’s application because teeyoamachine
tools, they are not machining equipment and are not used by customers in the NAICSatodes th
Applicant caters to.” (S. Ortner decl. 113). The products sold by Opposer or Opposertesffilia
are not similar to the-B printers listed in Applicant’'s application because Hitachi Cable’s
products are limited to cables for various industries and have nothdmgwith 3D metal printers
offered by Applicant. (S. Ortner decl. 114). Hitachi Metals supplied various metalshanrd ot
materials that may eventually be machined but otherwise have nothing to do with CNC machine
tools. (S. Ortner decl. §15)n short, the products sold by Opposer or Opposer’s affiliates are not
similar to anythingvhich are or will be offered by Applicant.

Opposer therattemptsto make an argument in its MSJ that its goods are
complementary to the goods listed in Applicant’s aggpion by stating that Opposer’s Hitachi
branded air compressors (which are sold under the Sullair name) are complemerdasg be

“Opposer’s HITACHtbranded air compressors and inverters are used by U.S. manufacturers to

13



power and control CNC machinesThis statement is directly refuted by Applicant

“Inverters, variable speed drivers, generators and air compressors

are not complementary to the goods listed on (Applicant’s)

application because these items are not used on CNC machine tools.

While air mmpressors are found in all type of manufacturing

facilities and some machine tools require compressed air, a business

buying an air compressor or generator does not correlate that to a

machine tool and viegersa. (Applicant) does not offer nor has ever

sold air compressors, generators, inverters, or variable speed

drives.” (S. Ortner decl. 116)

Opposer also attempts to portray the trade channels, purchasers and conditions of
sale for both Applicant and Opposer as being identical (MSJ p. 21). In doing so, Qppkesr
tremendoudeaps of logic andeaches aonclusion based on questionable assumptions and
analysis. Opposer reasons that because Opposer sells car parts to automotiveesacanpa
automotive OEMs, and because the parties both sell to similar industries and éagedativo
(2) of the same trade shows, customers will be confused. Products have been sotdeunder
Hitachi Seiki name (identical to Applicant’'s mark) for more than sixty (60) ye@mposer fails
to provide any evidence of confusion by any customers during this time frame as the Hitachi and
Hitachi Seiki brands have @xisted for decades.

Opposer has no discussion of the foldthPontfactor, which weighs in favor of
Applicant. The fourthDuPontfactor to consider ishe conditions under which and buyers to
whom sales are madee., “impulse” vs. careful, sophisticated purchagindpplicant intends to
sell the goods listed in its application to its current customer base under Applicank Hitachi
SEIKI. As stated in the Declaration of Steven A. Ortner, “The purchasers of fraad by
(Applicant) are knowledgeable and informed about the purchase of machine tools, as the cost is

often in excess of $250,000.00 per machine”. (S. Ortner decl. Whéhn products are relatively

low-priced and subject to impulse buying the risk of likelihood of confusion is increased because

14



purchasers of such product are held to a lesser standard of purchasir®@egdRecot Inc. v. M.C.

Becton 214 F.3d 1322, 1329, 54 USPQ2d 1894, 1899 (Fed. Cir. 200@) obverse is also true

and applicable here for expensive goods which are purchased after thoughtful deliberation, the
likelihood of confusion is reduced. The goods Applicant intends to sell under the Hitachi SEIKI
mark are not inexpensive, impulse buys. They are bought for a specific need and purpose by
customers who have done thedsearch and are educated on their purchase. As stated in the
Declaration of Steven A. Ortner, he has been in the business since 1988 and is fathitiae wi
machine tool industryS. Ortner declff 3 and 4) and to his knowledgigere has never beenyan
confusion with customers purchasing Hitachi Seiki products believing they are manuafaxture
distributed by Opposer (S. Ortner decl. { 6).

Because it favors ApplicanQpposer also omits any discussion of the eighth
DuPontfactor, the length of time and the conditions under which there has been concurrent use
without evidence of actual confusion. The Hitachi Seiki name, which is identical tccAwpisi
mark, has been in use by various entities in the United States since the 1960’s. (ofjg EXx.
During that time, not only was there no confusion with Opposer’s ntark®y its own admission,
Opposer took no action to prevent anyone from using the Hi&eliKl mark. (SeeResp to Inter.

No. 5 Long Ex:16). The very first action Opposer has taken in the United States to prevent any
use of the HitachSEIKI name is to file the Opposition against Applicalt. These same fagts
coupled with Opposer’s inaction for decades, are @ipticable for the lagbuPont factor. “Any

other established fact probative of the effect of'u@mth the HitachSEIKI name and Opposer

marks have cexisted in the marketplace with no confusion and no action by Opposke
assertatiohat if Applicant’s mark is allowedtregister there would suddenly be confusion in the

marketplacas highly implausible.
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Opposer’s final argument that attempo portray a likelihood of confusion is that
“Applicant is attempting to capitalize on the fame of Opposer's maiWSJ p.22)ard that
“Opposerhas shown a strong inference that Applicant intended to assdsig®ducts with
Opposer’'s famous HITACHI Marks...."(Id.) Once again, Opposer offers no support for its
conclusions on the insight into Applicant’s intent. This proposition is insulting and directly
contradicted by the Declaration of Steven A. Ortmieere he states that Applicant “does not intend
(nor ever had any intention) to create an association with (Opposer) by using the melnk Hita
SEIKI for the goods listed on ¢happlication”. (S. Ortner declf11) Applicant respects all
intellectual property and is the owner of five &}iveU.S. trademarks on the Principal Register:
ABSOLUTE MACHINE TOOLS (Reg. No. 3,556,623), A (Reg. No. 3,589,886), ABSOLUTE
MACHINE TOOLS (logo) (Reg. No. 3,559,884), SEIKI (logo) (Reg. No. 5,164,460), and Power
of Parallel (Reg. No. 5,335,502), all for goods and services related to the machine tool industry.
(See Long Ex17) Opposer’s inflammatory statements, offered in the guise of cors@mse
reasoning, are nothing but pure conjecture and are belied by the testimony of Applicant.

Finally, it is greatly significantthat the trademark examiner properly examined
Applicant’s application for the Hitachi SEIKI mark and approved the application without comment
or finding of any likelihood of confusion with any registered mark. TMEP 81207.07 provides that

“the examining attorney must conduct a search of USPTO records

to determme whether the applicant's mark so resembles any

registered mark(s) as to be likely to cause confusion or mistake,

when used on or in connection with the goods or services identified

in the application. The examining attorney also searches pending

applicatons for conflicting marks with earlier effective filing dates.

If the examining attorney determines that there is a likelihood of

confusion between applicant's mark and a previously registered

mark or marks, the examining attorney refuses registratiagheof

applicant’'s mark under 82(d).”

Applicant’s application was approved for publication and then, for the firsteirae Opposer
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decided to take some actitmprevent the use of the name Hitachi Seiki by filing the Opposition.

Opposer is not entitled to an award of summary judgment on its likelihood of
confusion claim, as material facts are in dispute. Assuming Opposer can oveneoisgué of
lack of standing to bring the Opposition, there is a genuine issue of material fact on whetter o
registration of Applicant's mark would likely create a likelihood of confusion with Opp®ser’
marks and Opposer’s Motion for Summary Judgment should not be granted.

E. ApplicantHad A Bona Fide Intention To Use Mark. Opposer again attempts to

provide unsupported insight into Applicant’s intent and claims that Applicant lacked a bona fide
intent to use the mark Hitachi SEIKI at the time it filed its application. Again, this clagfuted

by both the Declaration of Steven A. Ortner (f11) and also the Declaration of @derimes

Ortner C. Ortner decl.§ 6)

The Board has recognized that a factual issue of intent is generally unsuited to a
disposition on summary judgmenSee Honda Motor Co., Ltd. v. Friedrich Winkelman®0
USPQ2d 1660, 1662 (TTAB 2009). Although the term “bona fide” is not expressly defined in the
Trademark Act, the Board has determined that the determination of whether an aalgcant
bona fide intention to use the mark in commerce is to be a fair, objective detevmbesged on
all the circumstancesSee Lanee Ltd. v. Jackson International Trading C28 USPQ2d 1351,

1355 (TTAB 1994). Opposer would like the Board to believe that a lack of a writtentmgrke
plan or specific documents regarding its plans for use of the Hitachi SEIKI maeksanequate

to show no bona fide intention to use the mark. As stated in the Declaration of Courtney Prince
Ortner,  Applicant is a small, employee ownéBSOP)business with fewer than sixty (60)
employees (C. Ortner defl3). Applicant has had numerous internal discussions about using the

Hitachi SEIKI mark to rebrand the Toflgi line of CNC machines (C. Ortner decl. § 5)
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Applicant has been the exclusive U.S. importer for grkdai CNC machinery (which is
manufactured in Taiwan) fonore than twenty (20) yeaf€. Ortner decl. I 4). TorAgai was the
manufacturer of CNC machinesold in the U.S. under the name HitaEIKI (Id.) which
Applicant currently importC. Ortner declf 5 Opposer omits responses to discovery responses
from Applicant which show a bona fide intention to use the applied for mark. Foplkam
response t@pposer’dnterrogatory No. 6L(ong Ex18), Applicant identified Tonglrai Machine
& Tool Co., Ltd., Steve Ortner and Courtney Ortner as those who would be involved in designing,
manufacturing, or creating Applicant’s goods under Applicant’s mark. Additionally, Applic
has designe@nd provided Opposer with logo for advertising the goods bearing Apghts
mark.

The Board has determined that absence of any documentary evidence regarding an
applicant’s bona fide intention to use a mark in commerce is sufficient to proventhaplicant

lacks such intention...unless other facts are presented whicbgadtely explain or outweigh

applicant’s failure to provide such documentary evidénddontblancSimplo GmbH v. United

Brands International, In¢.OppNo. 91185637, 2009 WL 4086591 (2009) emphasis ad&ee.
alsoCommodore Electronics Ltdr. CBM Kabshiki Kaisha26 USPQ2d1503, 1507 (TTAB93).
Applicant’s actions and history distinguish it from other applicants whose traklapgalications

have been denied for failure to demonstrate a valid intent toSese.§, L'Oreal S.A. v. L'Oreal

U, SA (TTAB Opp. 9118445§)where applicant had filed sixteen int¢otuse applications to
register well known marks and in all but one case, abandoned the applications and there was no
evidence tha@pplicant had industry relevant experience). Applicant’s background in the industry
since 1988S. Ortner decl. T 13), its ownership of other trademark registrgtiong Ex17)and

its sales of products which are the same as those ,gabslgoport Applicant’s bona fide intention
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to use the Hitachi SEIKI mark kommerce.The evidentiary bar for proving “bona fide intent” is
not high, however the circumstances must indicate that applicant’s intent to usekeasrm
and not merely intent to reserve a right in the m&geM.Z. Berger & Co., Inc. v. SwdicAG
787 F.3d 1368 at 1376, 114 USRIIBI2 (Fed. Circ. 2015)Applicant clearly establishes a bona
fide intent to use the applied for mark.

Opposer is not entitled to an award of summary judgment on its lack of bona fide
intent to use claim, as matarfacts are in dispute. Assuming Opposer can overcome the issue of
lack of standing to bring the Opposition, there is a genuine issue of material fact on whetter o
Applicant had a bona fide intent to use the mark Hitachi SEIKI at the time of iisagel and
Opposer’s Motion for Summary Judgment should not be granted.

V. CONCLUSION.

Opposer, as the moving party, bears the burden proving, by a preponderance of the
evidence, itallegations ofyrounds of dilutionlikelihood of confusiorand no bona fide intent to
use Applicant’s markOpposer &iled to enforcethers using the idenat Hitachi Seiki naméor
more tharsixty (60) years although obviouslyOpposethad the knowledge and resources to do
so. Opposer knew of entities using the Hitachi SEhidme in the United Statdsut failed to take
any action to prevent others from using the na@pposer never filed an application for Hitachi
Seiki. “There is a policy of encouraging prompt registration of marks by rewarding those who
first seek registration under the Lanham AdiVeiner King, Inc. v. Weiner King Car®15 F.2d
512, 523(CCPA 1980) Applicant is the first to file for a trademark application for Hitachi SEIKI
and the mark should be allowed to register.

Opposer is unable to meet its burden of proof on the issues it presented for summary

judgment. Additionally, Opposer failed to plead a required elemesstablishingtanding, that
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it had a reasonable basis for a belief of damages. Opposer can peesenof facts that would
establish the required objective belief. Summary judgment in favor of Applicant should be

granted, the Opposition dismissed, and Applicant’s mark allowed to register.

Respectfully submitted,
CORSARO & ASSOCIATES CO., LPA

By: /Clare Long/
Clare Long, Esq.
Steven B. Beranek, Esq.
28039 Clemens Road
Westlake, OH 44145
Ph: (440) 8744022
Fax: (440) 8719567
Email: CLong@corsarolaw.com
Attorneys for Applicant Absolute Machine Tools, Inc

V\@@LITIGATION\Absolute TTABLIT_Q120-318.docXCSL/am
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CERTIFICATE OF SERVICE

Applicant, Absolute Machine Tools, Inc., by and through its attorney, hereby certifies that
a copy of thisApplicant’s Response To Opposer’s Motion For Summary Judgment And Applicant’s
Cross Motion For Summary Judgméiats been served upon Opposer on thisdag ofJanuary

2020via electronic mail to:

McDERMOTT WILL & EMERY LLP CDERMOTT WILL & EMERY LLP
Jennifer M. Mikulina, Esq. Katie Bukrinsky, Esq.

444 West Lake Street, Suite 4000 Robert N. Zelnick, Esq.

Chicago, IL 60606 500 North Capital Street, NW
Attorney for Opposer Washington, D.C. 20001

Email: jmikulina@mwe.com Attorneys for Opposer

Email; kbukrinsky@mwe.com
Email: rzelnick@mwe.com

/Clare Long/

Clare Long, Esq.

CORSARO & ASSOCIATES CO., LPA

Attorney for Applicant Absolute Machine Tools, Inc.

V:\@@LITIGATION\Absolute TTABLIT_Q120-318.docxCSL/am
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McDermatt v. San Francisco Women's Metoreyele Contingent, 240 Fed.Appx. B65 (2007)

240 Fed. Appx. B65
This case was not selected for
publication in the Federal Reparter,

Not for Publication in West's Federal Reporter
See Fed. Rule of Appellate Procedure 32.1
generally governing citation of judicial
decisions issued on or after Jan. 1, 2007, See
also Federal Circuit Rule 32.1 and Federal
Cireuit Local Rule 32.1. (Find CTAF Rule 32.1)
United States Court of Appeals,
Federal Circuit.

Michael J. MeDERMOTT, Appellant,
V.
SAN FRANCISCO WOMEN'S
MOTORCYCLE CONTINGENT, Appellee.

No. 07-1101.

July 11, 2007.

Synopsis

Background: Plaintiff filed opposition to motoreyele group's
application o registar the trademark “Dykes on Bikes.” The
Trademark Trial and Appeal Board, 2006 WL 2682345,
dismissed the opposition. Plaintiff appealed.

Holding: The Court ol Appenls held that plaintiff failed to
establish reasonable belief that he would be damaged by
trademark.

Affirmed.

West Headnotes (2)

[1]  Trademarks
-~ Persans Entitled to Oppose; Standing;
Parties

Plaintiff failed o establish a reasonable belief
that he would be damaged by motorcycle group'’s
registration of trademark “Dykes on Bikes,”
for purposes of establishing standing to bring
opposition to registration an grounds that mark
was disparaging and comprised of scandalous

A L s S ool Warnlk

and immoral material: plaintiff, being a man,
did not possess a trail or characteristic (hat was
clearly and directly implicated in the proposed
mark, and plaintiff had not allcged that his belief
was shared by others. Lanham Act, § 2(a), 15
U.S.C.A. § 1052(a).

1 Cases that cite this headnote

2]  Trademarks
i Alphabetical Listing

DYKES ON BIKES,

*866 Appealed from United States Patent and Trademark
Office, Trademark Trial and Appeal Board,

Attorneys and Law Firms
Michael J, MeDermott, ol Dublin, CA, pro se.

Gregory 5. Gilchrist, Townsend and Townsend and Crew
LLP, ofSan Francisco, CA, for appellee, With him an the briel
were Gia L. Cincone and Raquel Pacheco. OF counsel on the
brief were Michael O, Crain, Oliver-Crain, P.C., ol Athens,
GA, and Brooke Oliver, of San Francisco, CA.

Before MAYER and LOURIE, Circuit Judges. and
LINARES, District Judge. 5

PER CURIAM.

DECISION

**1 Michael J. McDermott (“*MeDermott™) uppeals from the
decision of the United States Patent and Trademark Office
Trademark Trial and Appeal Board (the *Board") dismissing
for lack of standing his opposition to the San Francisco
Women's Motorcycle Contingent'’s (“*SFWMC") application
to register the trademark DYKES ON BIKES (“the
mark"). MeDermait v Sen Francisco Wonen's Motarcyele
Contingent, 81 U.5.P.Q.2d 1212 (T.T.A.B.2006), Because the
Board did not crr in its dismissal of MeDermott's opposition,
we offirn.

BACKGROUND
On July 31, 2003, SFWMC applicd to register the mark for
cdugation and entertainment services. Initially, repistration




McDermott v. San Francisco Waemen's Matorcycle Contingent, 240 Fed.Appx. B65 (2007)

was refused under 15 U.S.C. § 1052(a) ! o the basis that the
waord “dyke” was disparaging to lesbians. Upon consideration
of'additional evidence following a remand frem the Board, the
examiner approved the trademark application for publication,
and it was published on January 4, 2006, McDermoit filed
his Natice of Opposition Lo registration on February 15, 2006,
On April 5, 2006, SFWMC [iled a motion to dismiss the
opposition pursuant to *867 Federal Rule of Civil Procedure
12(b)(6) for luck of standing and failure 1o stale a legal basis
for the opposition.

In its September 13, 2006 decision, the Board pranted
SFWMC's motion to dismiss, finding that McDermolt lacked
the requisite standing 1o oppose registration of the mark,
Relying on this court's decision in Ritchie v. Simpson, 170
F.3d 1092 (Fed.Cir.1999), the Board found that McDermott
had sufficiently pleaded a “real interest,” but had failed to
allege facts that would show he had a “reasonable” basis for
his belief that he would be damaged by the registration,

McDermoti timely appealed to this court, and we have
jurisdiction pursuant 1o 28 U,S.C. § 1295(a)(4)(B).

DISCUSSION

We review the Board's legal determinations de nove and its
factual findings for substantial evidence. /n v Bose, 476 F.3d
1331, 1334 (Fed.Cir.2007). Standing is a question of law that
this court reviews de nova. I Bin-Eng's Projeet v. Amgen,
dne,, 475 F.3d 1256, 1262-63 (Fed.Cir.2007).

On appeal, McDermott argues that the Board misapplied
this court’s precedent and thereby denied him due prosess.
SFWMC responds that McDermott failed 1o identify any
reasonable basis for believing that registration of the mark
would be harmful to him or others,

The narrew question before us is whetheér McDermoil has
standing to oppose registration of the mark, and we find no
error in the Board's determination that McDermolt lacked
the requisite standing. As noled by the Board, McDermott
has basically made two claims under 15 U.5.C. 1052(a).
First, he has alleged it is disparaging based on the inclusion
of the term "dykes" (the disparagement claim). Second, he
has alleged that it is comprised of scandalous and immoral

Footnotes

material because the mark in full is associated with a pattern
ol illegal activity by the group applying for registration of
the mark (the scandalous claim). McDermon lacks standing
to assert either claim.

¥*2 As we explained in Ritchie, an opposer af registration af
4 mark must have both a real interest in the proceedings and o
reasonable basis for a belief that he would be damaged by its
registeation. fd. at 1095, The Board did find that MeDermott
had sufficiently pleaded a real interest, and SFWMC does not
challenge that finding. Thus, McDermolt's standing, or lack
thereof, rests on whether his pleading establishes o reasonable
basis for his belief that he would be damaged by registration.

In Ritchie, we staled that “one method of establishing the
reasonableness of belief of damage for purposes of standing is
for the opposer ta allege he possesses a trait or characieristic
that is elearly and direetly implicated in the proposed mark.”
/d. a1 1098, The Board found that McDennott, being o
man, wis not so “implicated” by the mark, and we agree
that the registration of the proposed mark would have no
“implications” for a man.

“[Alnother means that may be used to demonstrate the
reasonablencss of the opposer's beliel of damage is to
allege that others also share the same belief of harm from
the proposed trademark” as demonstrated through surveys,
petitions, or alfidavits from public interest groups. /d, The
Board found, and we agree, that McDermott's opposition
papers contain no allegations that his belicf is shared by others
and na reference to supporting evidence demonstrating such
a shared belief. No ather basis has been shown to provide
MeDermott, a man, with sufficient standing 1o enable him to
oppose registration of the proposed mark,

*B68 We have considered the additional arguments by the
parties and find them o be without merit or moot, We
therefore affirm the Board's decision dismissing for lack of
standing MeDermoll's apposition to registration of the mark,

All Citations

240 Fed. Appx. 865, 2007 WL 2032069

* Honarable Jose L. Linares, District Judge, United States District Court for tha Districl of New Jersey, sitting by designation,
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1 Under 15 U.5.C. § 1052(a), no trademark shall be refused registration on account of ils nature unless it "[clonsists of
or comprises Immoral, deceplive, or scandalous matter; or malter which may disparage or falsely suggest a connection
with persons, living or dead, institutions, beliefs, or national symbols, or bring them inla centempt, or disrepute...."
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Montblanc-Simplo GmbH v, United Brands International, Inc., 2009 WL 4086591 (2009)

2009 WL 4086501 (Trademark Tr. & App. Bd.)
THIS DISPOSITION 1S NOT A PRECEDENT OF THE TTAR
Trademark Trial and Appeal Board
Patent and Trademark Office (R T.0.)

Montblane-Simple GmbH
v,
United Brands [nternational, Inc.

Opposition No. 91185637
September 2g, 2609

*1 Before Bucher, Kulilke, and Taylor
Administrative Trademark Judges

By the Board:

United Brands International, Inc. (hereafier “applicant”) seeks to register the mark MONT BLANC for one hundred thirty-
hwao goods classified in Intemational Class 9, encompassing a broad range of items, including blank discs for computers, micra

computers, personal compulers, carrying cases for cell phones, and video phones. '

Montblane-Simpla GmbH (hereafter “opposer™) opposes registration af the applied-for mark on the grounds of likelihood
of conlusion and dilution. In suppart of its claims, opposer (i) alleges priority based on common law rights accruing from
use af the mack MONTBLANC in connection with writing instruments since at least 1913: (ii) pleads ownership of eight
trademark registrations ® for the marks MONTBLANC and MONTBLANC and design for, respectively, various goods and
services including, inter alia, fountain pens, ball point cartridges, sunglasses, jewelry, luggage, toiletries, clothing accessarics,
stationery, design and retail services for luxury items, business consulting and management, and education and training services
in the fields of ars, education, literacy, musicianship and related activities; and (iii) alleges that the mark MONTBLANC is
both famous and distinclive and has been so since prior {o the filing date of the involved application.

In its answer, applicant denies the salient allegations set forth in the notice of opposition.

This case now comes up on opposer's fully-briefed combined motion {filed on May 21, 2009) for leave to amend the notice
of opposition 1o add an additional ground for opposition, viz. that applicant lacked o hana fide intent to use the mark MONT
BLANC in commerce for the deseribed goods at the time the application was filed, and for summary judgment on the newly-

asserted g,ln:wum:L3

Mation 1o Amend Notice of Opposition

Opposer secks (o amend the netice of opposition to include a claim that applicant did not have a hana fide intent o use the
MONT BLANC mark in commerce in connection with the recited goods as of the filing date of the application. The new,
additional paragraph in the proposed pleading reads as follows:




Meontblanc-Simple GmbH v. United Brands International, Inc., 2008 WL 4086591 (2009)

10. As for a separate and additional ground, Applicant lacked a hona fide intention 1o use Applicant's mark
in commerece for the gaads specificd in the Application at the time of filing as shown by the fact that he [sic]
has no documents that evidence such intenl either al or around the time of [iling the Application or to date,

*2 In support of its motion, appaser has provided a proposed amended notice of oppasition and the deglaration of counsel for
opposer, Shadaia M, Gooden of Kalow & Springut LLE. (o support opposer's submission of ils exhibits, which include, inser
alia, a copy of applicant's responses (including documents produced) to opposer's first request for the production of documents
and things, and a copy of the transcript of the diseavery depositian of applicant's CEQ and President, Scirous Ghalati, which
oceurred on May |, 2009,

Opposer argues that the Board should grant its motion for leave to amend because opposer leamed the information to support
the new claim during recent discavery and because the proposed amendmient will not prejudice applicant inasmuch as no new
discovery is required. Opposer speeifically contends that “all relevant information to support Applicant’s intenl lo use the mark
rests solely in the possession of Applicant™ (motian, p. 4),

Inopposition, applicant essentially argues the merits of the claim, viz. that it has had and continues to have an uninterrupted hona

Jide intent to use the MONT BLANC mark in commerce, but that opposer's opposition has interfered with applicant’s business
plans and that it has been unwilling to bring products to market until this proceeding is resolved (response, p. 2). Applicant also
contends that oppaser's motian “provides no basis for why Opposer's request should be granted and would unfairly prejudice
Applicant™ (response, p. 5).

The Board liberally grants leave to amend pleadings at any stage of the proceeding when justice requires, unless entry of the
praposed amendment would be prejudicial to the rights of the adverse party or parties, would violate setled law, or would serve
no useful purpose. Fed. R, Civ, P. 15(n). Sve, e.g.. Polaris Indystrivs v 0C Comics, 59 USPQ2d 1789 (TTAB 2001); Boral
Lid. v, FMC Corp., 39 USPQ2d 1701 (TTAB 20009; and fnstitui National des Appellations d'Origine v. Brown-Forman Corp.,
47 USPQ2d 1875, 1896 (TTAB 1998); TBMP § 507,02 (2d ed. rev. 2004), This is so even when a plaintill seeks to amend its
complaint ta plead a elaim other than those stated in the original complaint. See Commedare Elecwonics Lid. v. CBM Kabushiki
Kaisha, 26 USPQ2d 1503 (TTAB 1993) (allowing opposer to add the claim that applicant did not have a bona fide intention
to use the mark in commerce on the specified poods and services when it filed several applications); and Marmark, Lid. v
Nutrexpa, 5.4, 12 USPQ2d 1843 (TTAB 1989).

We find that opposer's motion for leave to amend to add the additional elaim was timely inasmuch as the proposed new claim
is based primarily on information discovered during the depasition of applicant's representative on May 1, 2009 and apposer's
mation to amend was filed less than three weeks later. As 1o whether applicant will be prejudiced by the amendment, applicant
does not indicate how it will be prejudiced: it only asserts that it will be prejudiced, Inasmuch as the motion herein was filed
prior to the close of discovery and we have granted as conceded opposer's motian to extend the close of discovery, we find that
allowance of the proposed amendment would not be prejudicial to applicant.

*3 As to whether opposer's proposed claim is sufficient, opposer need only allege in its amended pleading a further statutory
ground for opposition to the application. We find that the allegation set forth in paragraph 10 of the amended notice of opposition
constitutes adequate notice pleading of a claim that applicant had no bona fide intent o use the mark in commerce under
Trademark Act Section 1(b), 15 U.5.C. Section 1051(b), on the filing date of the application. See, c.g., Fair Indigo LLC v Siyle
Conscience, 85 USPQ2d 1536 (TTAB 2007); and Commaedore Electranics Ltd, V. CMB Kabushiki Kaisha, 26 USPQ2d 1503
(TTAB 1993). Finally, entry of the new claim would not violate settled law, See fd.
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In view of the foregoing, apposer's motion for leave ta amend irs pleading is granted. Accordingly, apposer's Amended Notice
ol Oppasition filed on May 21, 2009 (as an exhibit o the subject combined motion) is considered opposer's operative pleading
in this proceeding.

Mation for Symmary Judgment 0

Opposer has moved for summary judgment on the newly-asserted ground that applicant had no bona fide iment 1o use the mark
in commerce under Trademark Act Section 1(b) on the filing date of the invelved application.

In support of its motion, opposer has submitted exhibits comprising a capy of npposer's first request for praduction of dacuments
and things, s copy of applicant’s respanses thereto, a copy of the deposition transcript of Mr. Ghalati, and the declaration of Ms.
Goaden, which stales that the attached exhibils are true and correet copies of the documents referenced therein.

Opposer essentially argues the merits of its elaim that applicant had no bena fide inlent to use the mark MONT BLANC in
commerce on the filing date of the involved application, Speeifically, apposer argues that applicant has produced no documents
during the course of discovery demonstrating any preparation for using the mark in commerce (motion, pp. 7-9); that applicant
lacks experience with the various “high-tech” computer-related and technical goods deseribed in the involved application
(motion, p. 9); and that applicant has fled mulliple applications for famous marks which share many of the same goods (motian,
pp- 9-10). Opposer asserts that despite its written requests for documents such as business and marketing plans, documents
“referring ... to Applicant’s business,” documents with markel projections alapplicont's fulure sales ofapplicant's goods with the
mark MONT BLANC, corréspondence with advertising agencies or public relations firms regarding the promotion of applicant's
praducts bearing the mark MONT BLANC, exemplars for adventising or packaging materials created by or for applicant for
use with the mark MONT BLANC, and the like, applicant has not provided any such documents or materials, Further, opposer
points out that opposer's representative, Mr. Seirous Ghalati, testified during his deposition that applicani's only preparation
to date to use the MONT BLANC murk in conimerce was to create mock-up web pages for a website, but that applicant had
fot yet even secured a web address and that such mock-up web pages had been destroyed and prool thereof was not available
(Gooden declaration, Exh. D; motion, p. 8). Opposer mentions that Mr. Ghalati also testified that he has no experience working
with the goads identified in the involved application (/¢ at p. 9). We also note opposer's Exhibit E, which is compriged of copies
of applicant’s applications for other marks previously filed by applicant for largely the same goods classified in International

Class 9 that are deseribed in the invalved applicmion."

*4 In response to the motion, applicant contends that its bana fide intent o use the mark is a material fact in dispute (response,
p. 3); yet, applicant also argues the merits of opposer's claim. Applicont specifically asserts. infer alia. that opposer's motion “is
based solely on the unsupported allegation that Applicant did not have the bana fide intent to use the mark MONT BLANC in
commerce af the time the application was filed” (response, p. 1); that applicant had at the time of filing the involved application,
“which intent continues uninterrupted,” a bana fide intent to use the mark MONT BLANC in connection with the “elecironics
baged items” identified in the involved application (response, p. 1); that applicant has been wnwilling to bring products to market
pending resolution of these proceedings (response, p. 2); that applicant continues to take steps, including the building of a
websile that contains the MONT BLANC mark: that Mr. Ghalati does have expericnee with marketing and manufacturing;
that applicant will hire technical individuals as needed; that opposer has failed to ask applicant “why no such documentation
exists" (response, p. 3; Ghalati declaration, %9); and that opposer's motion for summary judgment is filed for the purpose of
delaying “Applicant's marketing plan, and stop Applieant from using the mark" (response, p. 4). In support of its opposition to
the molion, applicant has submitted the declaration of Mr. Ghalili.

Summary judgment is an appropriale method of disposing of cases in which there are no genuine issucs of material fact in
dispute, thus leaving the ease (o be resolved as a matter of law. See Fed, R, Civ, P. 56(c). The purpose of summary judgment is
one of judiciul cconomy, that is, to save the time and expense of a useless trial where no genuine issue of material fact remains
and more evidence than is already available in connection with the summary judgment motion could not reasonably be expected
to change the result. Pure Gold, lnc. v Symtex (U.5.4,), Ine,, 739 F.2d 624, 222 USPQ 741, 743 (Fed. Cir, 1984).
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A party moving for summary judgment has the burden of demonstrating the absence of any genuine issue of material fact, and
that it is entitled to judgment as a maltier of law. Fed, R, Civ. P. 56(c); and Celotex Carp. v. Carrenr, 477 U.S. 317, 106 8. CL
2548 (1986). Additionally, the evidence must be viewed in a light faverable to the non-movint, and all justifiable inferences are
1o be drawn in the non-movant's favor. The Board may not resolve issues of material fact: it may only ascertain whether such
issues are present. See Llayd's Foad Produets Ine. v, Efi's Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir, 1993); Opryvland USA,
/ne, v Great American Music Shew, Inc., 970 F.2d B47, 23 USPO2d 1471 (Fed. Cir. 1993); Olde Tume Foods Inc. v Roundy's
fne:, 961 F.2d 200, 22 USPQ2d 1542 (Fed. Cir. 1992).

*5 Further, when a moving party's motion for summary judgment is supported by evidenee sulficient 1o indicate that there
is no genuine issuc of material fact and the moving party is entitled to judgment, the burden shifts to the nonmoving party
lo demonstrate the existence of al least ane genuine issue of material facts that requires resolution at tial, The nonmaving
party. howeyer, may not rest on the mere allegations of iis pleadings and assertions, but must designate speeific portions of the
record or produce additional evidence showing the existence of a genuine issue of material fact for trial. Consequently, factual
assertions, without evidentiary support, are insufficient to defend against a motion for summary judgment. See Hornblower
& Meeks Ine. v Hornblower & Wecky Ine., 60 USPQ2d 1733, 1739 (TTAB 20013 ("applicant has preduced no evidence, or
raised any expectation that at trial it could produce evidence); and § & L Acguisition Co, v, Helene Arpels Ine., 9 USPQ2d
1221, 1225 n.2 (TTAB 1987).

In regard to opposer's claim that applicant lacks the hona fide intent ta use the mark MONT BLANC in commerce with the
identified goods, as a general rule, the factual question of intent is particularly unsuited to disposition on summary judgment.
See Copelands Enterprises, Inc. v CNF Ine., 945 F.2d 1563, 20 USPQ2d 1295 (Fed. Cir, 1991). However, the Board has
held that the absence of any documentary evidence regarding an applicant's bona fide intention to use a mark in commerce is
sufficient ta prove that an applicant lacks such intention as required by Section 1(b) of the Trademark Act, uniess other facts
are presented which adequately explain or outweigh applicant's failure to provide such documentary evidence. See Commadore
Electronics Lid, v CBM Kabushiki Kaisha, 26 USPQ2d 1503, 1507 (TTAB 1993), cited in Honda Mator Co., Lid. v. Friedrich
Winkelmann, 90 USPQ2d 1660, 1662 (TTAB 2009). See alvo Boston Red Sox Baseball Cliuh LP v. Sherman, 88 USPO2d
1581, 1586 (TTAB 2008). The determination of whether an applicant has a bona fidy intention 1o use the mark in commeree
is an objective determination based on all the circumstances as revealed by the evidence of record, See Lane Lid. v Jackson
Internatianal Trading Co., 33 USPQ2d 1351, 1355-1356 (TTAB 1994) (*Applicant's mere siatement of subjective intention,
switheut more, would be insufficient to establish applicant's bona fide intention to use the mark in commerce").

Before we consider the merits of the mation for summary judgment, we must first consider the question of whether opposer has
the proper standing to bring this opposition proceeding, Standing is a threshold issue that must be proven by a plaintiff in every
inter partes case. Ritehie v Simpsan, 170 F.3d 1092, 50 USPQZd 1023 (Fed, Cir. 1999) and Lipron Industries, Inc. v Ralston
Purina Ca,, 670 F.2d 1024, 213 USPQ 85 (CCPA 1982), The purpose of the standing requirement, which is directed solely
1a the interest of the plaintifT, is to prevent litigation when there is no real controversy between the parties, Lipton Industries,
213 USPQ at 189,

*6 We note that opposer attached to the notice of apposition a current printout of information from the TARR electronie
database records of the USPTO shawing the current s1atus and title of its pleaded registration for the mark MONTBLANC
(see footnote 2, supra)), See Trademark Rule 2.1224d)(1), 37 C.F.R. § 2.122(d)(1). We find this evidence of opposer's long-
standing registration sufficient to establish that opposer has a real interest in the outcome of this proceeding; that is, opposer
has a direct and persanal stake in preventing the registration of applicant's mark for the identified goods.® Thus, there is no
genuine issue of material fact regarding oppaser's standing, See Clomingham v Laser Golf Corp,, 232 F.3d 943, 55 USPQ2d
1842 (Fed. Cir. 2000); Jewelers Vigilance Committee Inc. v Ullenberg Corp., 823 F.2d 490, 2 USPQ2d 2021 (Fed. Cir. 1987);
and Lipton Indusiries, Inc. v Ralston Purina Co., supra. See also L.C. Licensing Inc. v Berran, 86 USPQ2d 1883, 1887 (TTAB
2008) (standing established; opposition sustained on grounds of lack of a bona fide intention to use the mark in commerce and
likelihood of confusion).
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Mantblanc-Simplo GmbH v. United Brands International, Inc., 2009 WL 4086591 (2008)

Turning to the merits of opposer's motion for summary judgment, based on the submissions of the parties, we find that apposer
has satisfied its initial burden of showing the absence of any documentary evidence regarding applicant's fona fide intention
to use the mark, and that applicant has failed to come forward with evidence that would adequately explain or outweigh its
failure to provide such documentary evidence.

The documentary evidence submitied by opposer shows that applicant has no documents or ofhier abjective proof that it had a
bana fide inient o use the mark MONT BLANC in commerce when the involved application was filed, We note, in particular,

that only corporate formation documents ® were produced by applicant during discovery; that during Mr, Ghalati's discovery
depaosition, in response 1o the query of opposer's counsel as to whether applicant would produce the web pages thut Mr. Ghalati
“ricd to create for Mont Blane,™ Mr. Ghalati responded *1 destroyed it” (motion, Exh. D; discovery deposition of Mr, Ghalati, p.
A7, lines B-21); and that Mr, Ghalati affinmed repeatedly during his discovery deposition that he had ne documents, “nothing in
wriling,” and/or no documents responsive (o opposer's numeraus discovery requests. For instance, Mr. Ghalati answered some
of the deposition questions of opposer's counsel as follows:

"Q: So you told us you did two things in preparation for using these trademarks; you have tried to ¢reate n website and you
gatherced information about the products you wanted to use the mark in connection with. Right?

*7 A Yes, sort ol yes,
(2: Anything else that you've done in preparation for using the Mont Blanc name ., .7
Al No, not — not more than that.
Q: Nothing else?
A: No,
Q: Have yau prepared any type of marketing plan?
A: lhought ol something, but T have not put it in writing,
Q: Nothing in writing?
A: No"

{/el. at p. 50, lines 9 through 25, and p. 51, line 1).

“Q: Do you have any dacuments responsive to request No. 18 [i.e. evidencing or referring to marker projections of applicant's
Future sales of any products or services under applicant's mark]?

A: Na.”

({d. at p. 58, lines 18 through 20).
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Mantblanc-Simplo GmbH v. United Brands International, Inc., 2009 WL 4086591 (2009)

"Q: How about document request 20, do you have any documents responsive o that request [1.e, correspondence with adverlising
or public relations firms regarding pramotion of applicant's produets ar services bearing the word MONT BLANC]?

Az Not yet.

(/d, a1 p. 59, lines 3 through 5)."

“Q: What activities have you completed since you filed this application?

A: [ started, as as [ said, producing the website for marketing the product, and which is not — was not successful and 100k me
time, and also [ did some search to see how ean [ market it with — concerning the suppliers.

Q: Nothing else?
A: Yes, nothing else.”

(/el. at p. 62, lines 24 through 25, and p, 63, lines | through 5).

"Q: Have you created any paperwark that refleets your atiempt to identify any suppliers for the goods that arc identified
Opposer's Exhibit 37

A: What do you mean?

Q: 1s there any documentation that reflects your efforts in that regard??

A What sort of documentation?

Q: Any document that refleets your efforts in trying (o identify supplicrs of the poods?

Az As | said, | made a search to identify the product and, of course, that included the suppliers, 100.

Q: Do you have any papers that show that?

A 1 don't have with me.

Q: Do you have it anywhere else?

At Maybe [ should check my computer.”

{Jel. at p. 51, lines 4 through 23).

Applicant has countered the motion and the documenlary evidence produced by opposer with statements of subjective intent and
unsupported statements that applicant “has taken steps and continues to take steps ... pending resolution of this proceeding” (sce

1% 3-5, 7, Ghalati declaration). Thig is not suflicient fo raise a genuine issue of material fact. See Sinskey v. Pharmacia
Ophthalmics Ine., 982 F.2d 494, 25 USPQ2d 1290, 1293 (Fed. Cir. 1992) (A party cannol create an issue of foct by supplying
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Montblanc-Simplo GmbH v. United Brands International, Inc., 2009 WL 4086551 (2009)

an affidavit contradicting his prior deposition testimony, without explaining the contradiction or attempting to resalve the
disparity”). Further, applicant has not demonstrated that it has any experience in the field of eleetronics manufacturing or sales,
despite the listing of 132 goods in that field. See, e.g., Henda Matar Co., 90 USPQ2d at 1664,

“8 Having considered the evidence and arguments submilted by the parlies, and viewing that evidence in the light most
favorable to applicant, we [ind that there is no evidence of applicant's hana fide intent to use the mark MONT BLANC in
commerce with the goods identified in the involved application. That is, there is no genuine issue that applicant did not at the
time it filed its application, nor does it now, have a bona fide intention to usc the mark MONT BLANC,

We therefore conclude that opposer has demanstrated, os a matter of law, that it is entitled to summary judgment on the ground
that applicant did not have at the time the application was filed (nor does it continue to have), the required hona fide intent to
vse the mark in commerce with the goods described in the involved application,

Accordingly. opposer's motion for summary judgment is GRANTED on its claim that applicant lacked a hong fide intent to
use the mark MONT BLANC in cammerce on the application filing date. Oppaoser is allowed until TWENTY DAYS from
the mailing date of this order la inform the Boord whether it wishes to go forward on its likelihood of confusion and dilution
claims. If opposer fails to so advise the Board, or advises the Board that it does not wish to go forward with either of those
claims, the oppesition will be sustained as 1o the claim that applicant lacked a bona fide inlent to use its mark in commerce and
will be dismissed as to the Section 2{d) and dilution ¢laims,

This proceeding remains otherwise SUSPENDED.

Footnotes

1 Application Serial No. 77306457, filed October 17, 2007, bused on applicant's alleged huna fide intent to use the mark in commeree.
The application includes the following transiation of the mark: “The foreign wording in the murk translates into English a5 white
mountain.”

2 Opposer's plended repistrations Far the marks MONTBLANC and MONTBLANC and design ure: Reg. No. 777208, issucd September
I, 1964; Reg. No, 1825001, issued March 8, 1994; Reg. No. 1884842, issued Mareh 21, 1995; Reg. No. 2202465 jssued November 10,
1995; Reg, No, 2415189, issued December 26, 2000, Reg, No. 2820561, issued March 9, 2004; Reg, No. 2515092, issued December
4, 2001, und Reg, Na, 3021081, {ssucd November 29, 2005,

3 Opposer also requests that this proceeding be suspended and that testimany periods be extended, if necessury, This proceeding was
suspenied on May 28, 2009; iherefore, the motian ta suspend is moot., In view of our decision regarding the subjeet motion for
summury judgment, the mation for an extension fo the testimony periods is also moot. Opposer's motion (filed April 13, 2000) 10
extend the discovery period and remaining dates in the trial schedule is granted as conceded. See Trademark Rule 2.127(a), 37 CER.

§2.127(n).

4 Opposer's Exhibit E is comprised of copies of the applications for the marks BOSS (opplication Serial No. 77303107);
CATERPILLAR (application Serinl No, 77383896); DIESEL (application Serinl No. 77303519); and PUMA (applieation Serial No.
77303544),

5 We also note that applicant has not challenged opposer's standing to appose the invelved application.

6 Applicant has produced only a copy of its articles of incorporation, a copy of its “Statement of Information™ for the State of California

Sceretary of Stale, which siales thal the type ol business ol the corporation is “import and export,” 1 copy ol applicant's *Application
for Employer [dentilication Number" [Form $8-4], which indicates that applicant's principal line of merehandise is “communication
aecessories.” und a copy of the minutes of applicant's first meeting of 11s Board of Direclors.

2009 WL 4086591 (Trademark Tr. & App. Bd.)
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UNITED STATES PATENT AND TRADEMARK OFFICE

Trademark Trial and Appeal Board

L'Oreal §5.A. and L'Oreal USA, Inc.
e
Robert Victor Marcon

Opposition No. 91184456
to application Serial No. 76596736

filed on June 9, 2004 ¢

Robert L. Sherman of Paul, Hastings, Jancfsky & Walker for
L'Oreal S.A. and L'Oreal USA, Inc.

Robert Victor Marcon, pra se.

Before Quinn, Taylor and Shaw,

Administrative Trademark Judges.

Opinion by Quinn, Administrative Trademark Judge:

Robert Victor Marcon (“applicant”) filed an application
to register the mark L'OREAL PARIS (in typed form) for "aloe
vera drinks” (in International Class 32). The application
includes a statement of a bona fide intent to use the mark
in commerce, and a claim of priority, pursuant to Section
44 (d) of the Trademark Act, 15 U.S5.C. § 1126(d), based on
Canadian application number 1202383 filed on December 11,

2003.
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L'Oreal S.A. and L'Oreal USA, Inc. (together “opposer”)
opposed registration under Section 2(d) of the Trademark
Act, 15 U.S.C. § 1052(d), on the ground that applicant's
mark, when applied to applicant's goods, so resembles
opposer’s previously used and/or registered L'OREAL and
L'OREAL PARIS marks for a full range of cosmetics, skin
care, and hair care products, some that include alce vera as
an ingredient, as well as for a variety of services, as to
be likely to cause confusion. Opposer alsoc alleges that its
famous marks are likely to be diluted by registration of
applicant’s mark. Lastly, by way of an amended notice of
opposition, opposer asserts that applicant lacks a bona fide
intent to use his mark in commerce.

Applicant, in his answers to both the original notice
of opposition and the amended notice of oppesition, denied
the salient allegations comprising the claims for relief.?

The record comprises the pleadings; the file of the
opposed application; testimony, with voluminous related
exhibits, taken by opposer;”® certified copies of opposer's

pleaded registrations and pending applications introduced by

! The Board, on November 10, 2009, entered default Judgment
against applicant in view of his failure to timely respond to the
notice of default. Applicant then filed a motion to vacate the
judgment. In an order dated January 14, 2010, the Board, while
expressing its “puzzlement” over the reasons for applicant’s
failure to timely file an answer, nevertheless found that the
failure was inadvertent, and was neither willful nor in bad
faith. Accordingly, the Board vacated the default judgment.

* The parties stipulated to testimony by declaration. Trademark
Rule 2.123(b). See TBMP § 703.01(b) (34 ed. 2011).
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way of opposer’s notice of reliance; and various documents,
including third-party registrations, excerpts from printed
publications and third-party websites, official records
{including documents relating to applicant’s other filings
with the 0ffice), and applicant’s responses to opposer's
discovery reguests,’ all submitted by way of applicant’s
notice of reliance. Both parties filed briefs.? The Board
held an oral hearing at which only opposer’'s counsel
appeared.

By way of background, during examination of the

application, the examining attorney issued a final refusal

! Responses to interrogatories and requests for admission may be
made part of the record by only the inguiring party. Trademark
Rule 2.120(j). However, opposer did not object to applicant’s
improper introduction of such evidence, but rather treated the
evidence as being of record. Accordingly, we have considered
this evidence as having been stipulated into the record. See
Riceland Foods Inc. v. Pacific Eastern Trading Corp., 26 USPO2d
1BB3, 1884 n.3 (TTAB 1853). &See alsc TEMP § 704.10.

' Applicant’s thirty-five page brief on the case is single-
spaced. Trademark Rule 2.126(a) (1] regquires that the brief be
double-spaced; and Trademark Rule 2.126(b) provides that a main
brief on the case shall not exceed fifty-five pages in length in
its entirety.

Where a brief exceeds the page limit, the Board generally will
not consider the brief. GSee American Optical Corp. v. Atwood
Oceanics, Inc., 177 USPQ 585 (Comm'r 1973) (brief which was too
long and not in proper form was nat considered). See generally
TBMP § 801.03. As opposer points out (Reply Brief, p. 1, n.l1),
it is unknown whether the brief, if double-spaced, would be
within the page limitation as set forth in Trademark Rule
2.128(b}. Indeed, we cannot be certain that the single-space
format was meant as a subterfuge to circumvent the rule regarding
the length of the brief. Cf. Consorzio del Prosciutteo di Parma
Saugage Products Inc., 23 USPQ2d 1894, 1896 n.3 (TTAB 1952)
(warned that single-spaced footnotes containing substantial
discussion may be viewed as a subterfuge to avoid page limit).
In any event, applicant’s brief is single-gspaced and, thusz, the
brief is not in technical compliance with Trademark Rule
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to register applicant’s mark under Section 2(a) of the
Trademark Act, 15 U.5.C. § 1052(a), on the ground that it
falsely suggests a connection with opposer. Applicant
appealed the refusal. The Board, in an unpublished opinion,
reverzed the refusal to register, finding that the examining
attorney did not meet her burden of proving that L’'OREAL is
of sufficient fame or reputation to consumers in the United
States that a connection between applicant's mark and
opposer would be presumed. In making its determination, the
Board noted the limited resources of the Office in acquiring
evidence, and alsc “hasten[ed] to point out” that a
*different and more complete record, such as might be
adduced in an inter partes proceeding” may well cause the
Board to reach a different result under Section 2(a). When
the application was published in the 0fficial Gazette,
opposer filed its notice of opposition, although Section
2(a) is not one of the alleged claims.

The record shows that opposer is a worldwide-leading
cosmetios company in terms of revenue, product volume and
brand recognition, with a significant presence in the United
States. Opposer introduced six of its registrations; the
two registered marks closest to applicant’s mark and goods

are the following: L'OREAL (typed) for “hair colorings,

2.126(a) (1). Nevertheless, we have exercised our discretion and
have considered applicant’s brief.
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color rinses, hair bleaches, celor developers, color
intensifiers, and hair conditioners” (in Class 3);° and
L'OREAL (stylized) for “rouge, face cream, hair lotion, hand
cream, eye shadow, face lotion, nail polish, suntan oil and
face powder” (in Class 3).° Opposer also has used its
L'OREAL PARIS common law mark on a variety of cosmetics and
perscnal care products. Opposer typically uses the mark
L'OREAL PARIS in the form shown below.

LOREAL

PARTS.

STANDING
Opposer has established its standing to oppose
registration of the involved application. In particular,
cpposer has properly made its pleaded registrations of its
L!'OREAL marks of record; in additcion, opposer demonstrated
its use of the mark L'OREAL PARIS. Thus, opposer has shown
that it is not a mere intermeddler. Opposer’'s use and/or

registration of its marks establish that opposer has

" Reg. No. 661746, issued May 13, 1958; third renewal.

f Reg. No. 540541, issued April 3, 1951; fourth renswal. When a
registration cwned by a party has been properly made of record,
and the status of the registration changes hetween the time it
was made of record and the time the case 1g decided, the Board,
in deciding the case, will take judicial notice of, and rely on,
the current status of the registratien, as shown by the records
of the Office. Nike Inc. v. WNBA Enterprises LLC, 85 USPQad
1187, 1192 n.9 (TTAB 2007). See TBMP § 704.032(b) (1) {(A). Thus,
we have checked Office records to confirm that opposer renswed
this registration.
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standing. See Cunningham v. Laser Golf Corp., 222 F.3d 943,
55 UsPQ2d 1842 (Fed. Cir. 2000); Ritchie v. Simpsen, 170
F.3d 1052, 50 USPQ2d 1023 (Fed. Cir. 1999); and Lipton
Industries, Inc. v. Ralsteon Purina Co., 670 F.2d 1024, 213
UspPQ 185 (CCPA 1982) .
PRIORITY

In view of oppposer’s ownership of valid and subsisting
registrations of its L‘OREAL and L'OREAL-formative marks,
opposer’'s priority is not in issus with respect to the goods
identified in those registrations. King Candy, Inc. v.
Eunice King's Kitchen, Inc,, 496 F.2d 1400, 182 USPR 108
(CCPA 1874) . Further, opposer established prior common law
rights in its mark L‘OREAL PARIS in connection with a
variety of cosmetics and personal care products.’ Opposer
continuously has used the mark L‘'OREAL PARIS since long
prior to the Section 44(d) priority filing date of the
involved application, which is the earliest date applicant

is entitled to claim.®

" BApplicant focused on only three of opposer’s registered marks,
contending, as best we understand, that those are the only marks
that “"predate” applicant’s mark. What applicant seems to ignere
is that there can be no pricrity dispute when an opposer properly
introduces its registrations into the record, and the applicant
fails to file a counterclaim to cancel them; and that opposer
also has established prior common law use of the mark L‘OREAL
PRARIS.

* Applicant’'s allesgation that oppeser has abandoned its L’OREAL
PARIE common law mark is not supported by the record.
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LIKELIHOOD OF CONFUSION

Our determination under Section 2{(d) is based on an
analysis of all of the facts in evidence that are reslevant
to the factors bearing on the likelihood of confusion issue.
In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). Opposer must establish that there is
a likelihood of confusion by a preponderance of the
evidence. 1In any likelihood of confusion analysis, however,
two key considerations are the similarities between the
marks and the similarities between the goods and/or
services. GSee Federated Foeds, Inc. v. Fort Howard Paper
Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1978) . These factors,
and the other relevant du Pent factors in the proceesding now
before us, are discussed below.

FAME

We begin with this du Pont factor, on which opposer has
introduced a significant amount of evidence. Fame of the
prior mark plays a dominant role in likelihood of confusion
cases featuring a famous mark. Bose Corp. v. Q8SC Audio
Products Inc., 293 F.3d 1367, 63 USPQ24 1303 (Fed. Cir,
2002); Recot Inc. v. M.C. Becton, 214 F.3d 1322, 54 USPQ2d
1884 (Fed. Cir. 2000); and Kenner Parker Toys, Inc. v. Rose
Art Industries, Inc., 963 F.2d 350, 22 USPQ2d 1452 (Fed.
Cir. 1892). Because of the extreme deference accorded to a

famous mark in terms of the wide latitude of legal
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protection it receives, and the dominant role fame plays in
the likelihood of confusion analysis, it is the duty of the
party asserting fame to clearly prove it. Lacoste Alligator
S.A. v. Maxoly Inc., 91 USPQ2d 1594, 1597 (TTAB 2009); and
Leading Jewelers Guild Inc. v. LJOW Holdings LLC, 82 USPQ2d
1901, 1904 (TTAB 2007).

Lisa Capparelli, opposer’s vice president, Consumer
Products Division, Integrated Marketing Communicaticns,
tegstified about the extent of use of opposer’'s L'OREAL and
L'COREAL PARIS marks. Opposer (through L’Oreal USA, Inc., a
wholly-owned subsidiary of L'Oreal S.A. and its exclusive
licensee in the United States) has sold cosmetic and
personal care products under the L‘OREAL and L'OREAL PARIS
marks in the United States for over fifty years. Opposer
has sold these products at drug stores, supermarkets and
mass merchandisers throughout the United States, including
Walmart, Target, Kmart, Rite-Aid, Walgreens, CVS and Kroger,
and through online retail websites such as
www ., drugstore.com.

Ag early as 1980, annual U.S. sales under the L‘'OREAL
and LYOREAL PARIS marks stood at over $200 million, tripling
to 5600 million by 1984. Sales under the L'OREAL PARIS mark
for the period 2000 through 2003 were approximately %4
billion, with sales increasing for the period from 2004

through 2009 to $7 billion. Current annual sales of
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preducts sold under the L'OREAL PARIS mark are approximately
$1.2 billion. Several of cpposer‘s product lines, all sold
under the L’OREAL PARIS mark, were esach ameng the top ten by
market share in their respective product categories; in
2004, the year that applicant filed his application, these
product lines alone generated more than 5600 millien in
sales. Opposer’s skin care products sold under the mark
L'OREAL PARIS rank as the third-best selling mass skin care
brand in the United States.

Opposer supports its L/OREAL and L‘OREAL PARIS marks
with substantial advertising and promotional expenditures.
For the years 2000 through 2004, opposer spent more than
$200 million annually to advertise products under the
L'QOREAL PARIS mark in the United States. For each of the
years 2008 through 2009, oppeoser’'s advertising expenditures
to promote its L’'OREAL PRRIS mark in the United States
increased to over $300 million. Opposer's promoticnal
expenditures consistently rank among the highest in the
United States; for the past decade, opposer has bheen ameng
the top thirty national advertisers, as ranked by the annual
report of "100 Leading Naticonal Advertisers” in Advertising
Age magazine.

Opposer's television commercials have run during
broadcasts of the Super Bowl, Project Runway, the Academy

Awards, the Golden Globes, and the Screen Acters Guild
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Awards. Opposer's advertising for its L'OREAL and L'OREAL
PARIE marks have featured famous spokespersons, including
Scarlett Jchansson, Beyonce Knowles, Claudia Schiffer,
Penelope Cruz and Andie MacDowell.

In connection with its promoticnal efforts, opposer has
engaged in significant and well-publicized corporate
fundraising. Opposer has partnered with the Ovarian Cancer
Research Fund, raising more than $18 million; with UNESCO in
the “For Women In Science Program”; and with Glamour
magazine's “Women of the Year” awards.

Opposer’'s substantial sales revenues and prometiconal
expenditures have paid off in significant brand recognition
and goodwill for its L’OREAL and L‘'OREAL PARIS marks.
Interbrand Corporation and Business Week magazine
consistently rank opposer in their annual report of the
world’'s %100 Top Brands.”

Opposer and its marks have enjoyed significant
unsolicited media coverage in national publications such as
The New York Times, The Wall Street Journal, and The
Washington Post. Advertising Age, in an article titled
“Sharp Print, Sharp Colors Score for L’'Oreal,” noted that
opposer “succeeded in building an upscale brand image among
mass brands,” and in the process became “the largest spender

in the beauty category.”

10
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Opposer has commissioned a “"Corporate Image Study”
every year from 2001 through 2007; the study covers a
variety of consumer factors, including brand awareness.

Mark Brooks, opposer's vice president, Consumer Products
Diwvision, Consumer & Market Intelligence, testified about
the results. The specific numbers of the studies are
designated as “confidential,” so we are not at liberty to
disclose them. What we can say is that the brand awareness
and brand image numbers are very impressive, and of a
magnitude that would be the envy of any business entity in
this country.

Numerous products sold under the L'OREAL PARIS mark
have won awards or commendations from publications such as
Cosmopolitan, Elle, Glamour, Good Housekeeping, Shape and
Vogue.

Despite cpposer’s evidence of fame, applicant makes the
incredible statement that this factor “strongly supports the
[applicant] ," arguing that opposer’'s fame is primarily
associated with its cosmetic products. (Brief, p. 24).
Applicant‘s argument that cpposer is famous only with
respect to its cosmetic products, and that this factor
“strongly supports” applicant is incorrect. Assuming that
applicant is correct that opposer is famous (only) for its
cosmetic products, the effect of such fame is that customers

are more likely to presume an association with opposer

1
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whenever the same or similar mark is used on other products,
even if they are not as closely related as might otherwise
be required. In other words, a finding that a mark enjoys
significant fame expands the scope of protection which might
be accorded a lesser-known mark. Moreover, as a matter of
law, the fame of a registered or previously used mark can
never support a junior party; this du Pont factor can only
support the senior party. Kenner Parker Toys, Inc. #. Rose
Art Industries, Inc., 22 USPQ2d at 1456.

Applicant makes two other ill-fated attempts to
diminish the distinctiveness of opposer’'s marks. The first
centers on what appears to be applicant’s argument that
“L‘Creal” and “Paris” are surnames and, in support thereof,
applicant submitted evidence showing that an extremely
modest number of Americans have a surname of “Loreal , *
“"Oreal” or “Paris.” The second argument is that opposer’s
L'OREAL PARIS mark is primarily geographically descriptive.

Suffice it to say, these arguments are entirely
unpersuasive. Opposer's record establishing fame
essentially stands unrebutted by applicant.

Based con the impressive record before us, we find that
opposer’s marks L'OREAL and L'OREAL PARIS are famous for
cosmetics and personal care products such as makeup, skin
care, hair care, and hair color, among others. “When an

cpposer’s trademark is a strong, famous mark, it can never
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be of little consequence.” Recot Inc. v. M.C. Becton, 54
USPQ2d at 1897, gquoting Specialty Brands, Tnc. v. Coffee
Bean Distributors, Inc., 748 F.2d 669, 223 USPQ 1281, 1284
(Fed. Cir. 1984). The Federal Circuit has stated repeatedly
that there is no excuse for even approaching the well-known
trademark of a competitor inasmuch as *“[a] strong
mark...casts a leng shadow which competitors must aveid.”
Kenner Parker Toys, Inc. v. Rese Art Industries, Inc., 22
USPQ2d at 1456.

We find the du Pent factor focusing on fame weighs
heavily in favor of finding a likelihood of confusion
herein.

THE MARKS

We must compare cpposer's marks to applicant’s mark in
their entireties as to appearance, sound, connotation and
commercial impression to determine the similarity or
dissimilarity between them. Palm Bay Imports, Inc. v. Veuve
Clicguot Ponsardin Maison Fondee En 1772, 356 F.3d 1369, 73
USPQ2d 1682, 1694 (Fed. Cir. 2005). The test, under the
first du Pont factor, is not whether the marks can be
distinguished when subjected toc a side-by-gide comparison,
but rather whether the marks are sufficiently similar in
terms of their overall commercial impression that confusion
as to the source of the goods offered under the respective

marks is likely to result. The focus is on the recollection
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of the average purchaser, who normally retains a general
rather than a specific impression of trademarks. Sealed Air
Corp. v. Scott Paper Co., 190 USPQ 106 (TTAR 1975).

To state the obvious, applicant's L‘’OREAL PARIS mark is
identical to opposer's L'OREAL PARIS mark in sound and
appearance; further, there ie no indication that applicant's
proposed use would result in his mark having a different
connotation or commercial impression than the mark as used
by opposer.

In addition, applicant's L’OREAL PARIS mark is
substantially similar to opposer's L'OREAL mark. It is well
sattled that one feature of a mark may be more significant
than another, and it is not improper to give more weight to
this feature in determining the commercial impression
created by the mark. In re National Data Corp., 753 F.2d
1056, 224 USPQ 7489, 751 (Fed. Cir. 1985) (“There is nothing
improper in stating that, for rational reasons, more or less
weight has been given to a particular feature of a mark,
provided the ultimate conclusion rests on consideration of
the marke in theilr entireties. Indeed, this type of
analysis appears to be unavoidable.”). In applicant’s mark,
the term L'OREAL is the first compenent, and purchasers in
general are inclined to focus on the first word or portion
in & trademark. Prestoc Products, Inc. v. Nice-Pak Products,

Inc., 9 USPQ2d 1895, 1897 (TTAB 1988) (%it is often the
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first part of a mark which is likely toc be impressed upon
the mind of a purchaser and remembered”). See Palm Bay
Imports, Inc. v. Veuve Clicquot Ponsardin Malsecn Fondee En
1772, 73 USPQ24 at 1692. Given the geographically
descriptive nature of the term PARIS, purchasers are more
likely to remember the L'OREAL portion of applicant’s mark,
and would rely upon this term to identify, call for, or
refer to the gcods. This term is identical to the entirety
of opposer’s L'OREAL mark. 1In sum, the marks L'OREAL and
L'CREAL PARIS are highly similar in sound, appearance,
meaning and overall commercial impression.

The identity or substantial similarity between the
marks weighs heavily in opposer's favor.

THIRD-PARTY USES

Applicant’s evidence of use of “O'real” with a fried
chicken mix, or as a given name “Oreal” is unpersuasive.
"O'real” and “Oreal” have different commercial impressions
from L'OREAL; whether consumers can distinguish between
opposer's L'OREAL mark and the third-party uses of either
“O'real” or “Oreal” for the respective goods does not mean
that they will distinguish between the parties' identical or
substantially similar marks L’OREAL and L'OREAL PARIS
involved herein.

In a related argument, applicant points to the co-

existence of third-party registrations of identical marks,
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cwned by different parties, for arguably related goods
(e.g., TRIUMPH, SPITFIRE and TEMPEST). Applicant's attempt
to equate those co-existing registrations, for each of those
marks, with the situation herein is not persuasive. Suffice
it teo say that each case must be decided on its own set of
facts.

This factor is neutral in our analysis.

THE GOODS

It is well established that the goods of the parties
need not be similar or competitive, or even offered through
the same channels of trade, to support a holding of
likelihood of confusion. Further, “the greater the degree
of similarity in the marks, the lesser the degree of
similarity that is required of the products or services on
which they are being used in order to support a holding of
likelihood of confusiecn.” In re Concordia International
Forwarding Corp., 222 USPQ 352, 131585 (TTAB 1983). Where, as
in this case, applicant's mark is identical to opposer's
L'OREAL PARIS mark, there need only be a viable relationship
between the goods to find that there is a likelihood of
confusion. See In re Shell 0il Co., 992 F.2d 1204, 26
USPQ2d 1687, 1689 (Fed. Cir. 1993) (contemporaneous use of
identical or nearly identical marks can lead to the
assumption that there is a common source “even when [the]

goods or services are not competitive or intrinsically



Opposition No. 91184456

related”); and In re Thor Tech Inc., 90 USPQ2d 1634, 1636
(TTARE 2009). The issue here, of course, is not whether
purchasers would confuse the parties' goods, but rather
whethey there is a likelihood of confusion as te the source
of the goods. In re Rexel Inc., 223 USPQ B30 (TTABE 1984).

Although the record alsoc establishes opposer's prior
rights in its marks as used in connection with various
services, we will focus our attention, as have the parties,
on & comparison of opposer’'s cosmetics and personal care
products to applicant’s aloe vera drinks.

At first glance, cosmetics and beverages might not
appear to be inherently related. But, as discussed bhelow,
opposer has submitted substantial evidence to show several
reasons for finding such goods to be related. The record
includes the declaration of Natalie Furman, an attorney at
opposer’'s law firm, and related exhibits. Ms. Furman
attests to her firm's Internet search, and the results
showing that the same companies offer both cosmetics and
food/beverage products. (Furman dec., Ex. J).° Exhibit J
includes excerpts of third-party websites and registrations

which, in combination, show that a single entity may offer

® The introduction of Internet materials as exhibits to testimony
is, of course, appropriate. It should be noted that the Board,
in 8Safer, Inec. v. OME Investments, Inc., 94 USPQ2d 1031 (TTAB
2010) , changed its practice regarding Internet evidence, holding
that a document obtained from the Internet may be admitted into
evidence pursuant to a notice of reliance in the same manner as a
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both cosmetic and beverage products under the same mark.
Examples include the following: SKINCOLA (RN 3025036 for
hydrating facial mist and face soap, and RN 2916930 for
mineral and aerated waters); BORBA (RN 20832944 for
cosmetics, and use in connection with drinkable “clarifyving
skin balance” water); EVIAN (RNs 2904034, 2821896 and
2822102 for cosmetics and dietary drink mix, and fruit and
vegetable juice, and spring and aesrated waters); AQUAFINA
(RN 1917411 for soft drinks, mineral water, and aerated
water, and RN 3214155 for lip glosa, RN 3170128 for
exfoliants for lips, RN 3360445 for skin and face
moisturizers, and RN 3531147 for eve cream, facial cleansers
and skin cleansers); PEPSI TWIST (RN 3170159 for lip balm,
and use for soft drinks); MOUNTAIN DEW (RN 3353706 for lip
balm, and use for soft drinks); and SNAPPLE (RN 2233387 for
personal care products namely body scrub, body wash, and
soap for the bedy, and use for beverages). With respect to
some of these examples, “[tlhird-party registrations which
cover a number of differing goeds and/or services, and which
are based on use in commerce, although not evidence that the
marks shown therein are in use on a commercial scale or that
the public is familiar with them, may nevertheless have gome

probative value to the extent that they may serve to suggest

printed publication in general circulation in accordance with
Trademark Rule 2.122(e). See TBMP § 704.08(b).
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that such goods or services are of a type which may emanate
from a single source." In re Mucky Duck Mustard Co., &
USPQ2d 1467, 1470 n.6 (TTAB 1988), aff’d, 864 F.2d 149 (Fed.
Cir. 198B). See alse In re Albert Trostel & Sons Co., 23
UspQ2d 1783, 1785-86 (TTAB 1993).

Opposer made of record an article discussing the trend
of “traditional skin care lines improving locks with dietary
supplements.” (www,entrepreneur.com):

Cosmetic and skin care companies both in
the U.S5. and abreoad are beginning to
address the older consumer'’s desire for
product lines that marry cosmeceuticals
and nutraceuticals to smooth and improve
skin. Avon, the aptly monikered
“*company for women,” has been fully
vested in the idea of beauty from the
inside out. “Women'’s health and well-
being is a natural extension of Aven's
beauty focus,” zaid Avon CEO Andrea Jung
at the time of Avon’s Wellness launch.
“Our research around the world shows
that women today are vitally concerned
about inner health as well as outer
beauty.”

Two new additions to the Avon Wellness
line are Healthy Remedies Balancing
Lotion, and VitAdvance AguaNew. One vou
smooth on, the other, you swallow.

LE & 8 3

Skin care lines widely known in the U.S5.
for their topical anti-aging products
are prospering in Europe and Asia with
product lines that focus on promoting
beauty from within.

R Kk E

L'Oreal, Paris, France, joined forces
with Nestle, Vivey, Switzerland, almost

g
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two years ago to...develop nutriticnal
supplements with a cosmetic bent... [to]
“improve the quality of skin, hair and
nails by supplying nutrients essential
to their physiclogy.”

& kkEh

Both Lynn Laboranti, M.S., R.D., of the
Professional Education Department of
Pharmavite, and Dr. Amy Newburger, a New
York City, NY-based dermatologist and
the author of Looking Good at Any Age,
shared their thoughts on midlife women,
gkin care and the wisdom of combining
nutraceuticals and cosmeceuticals to
promete healthy skin. "I believe that
today’'s woman is leoking for a heolistic
solution. Vitamins and topical
solutions can work synergistically to
make women look and feel their best,”
stated Ms. Laboranti.

Ms. Capparelli testified that opposer is an innovator
in the personal care market, and that consumers have come to
expect new and different types of products under the L‘CREAL
and L’OREAL PARIS marks. Other evidence shows that Procter
& Gamble has expanded its “well-known skin care line OLAY"
to a vitamin line under the identical mark OLAY to “support
beauty from within.” (www.entreprensur.com) .

Additional evidence that the parties’ goods are related
is the common use of aleoe vera as an ingredient in cosmetics
and personal care products, According to Ms. Capparelli,
consumers are aware that aloe or alce vera is often
prominently listed as a beneficial ingredient in

meisturizers and other skin care products. Opposer itself

uses aloe vera and other botanicals in a number of its
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products. The connection between aloe and cosmetics is
further reflected by numerous third-party registrations of
ALOE-formative marks for cosmetic preoducts, many of which
are identified as containing aloe vera as an ingredient.

As shown by the record, companies have marketed
cosmetics and beverages under the same mark; further, alce
vera 1s commonly used as an ingredient in cosmetic and
personal care products. The evidence alsc shows the growing
relationship between “inner health” products (e.g.,
beverages and nutritional supplements) and “cuter beauty”
products (e.g., cosmetics and personal care products).
Accordingly, we find that the parties' goods are
sufficiently related for purposes of our likelihood of
confusion analysis, and this factor weighs in favor of
opposer.

TRADE CHANNELS, PURCHASERSE and CONDITIONS OF SALE

Inasmuch as there are no restrictions in applicant'’s
identification and the identifications in opposer’s
registrations, it is presumed that the identifications
encompass all goods of the type described, that they move in
all normal trade channels for such goods, and that they are
available to all potential consumers for such goods. Paula
Payne Products Co. v. Jeohnsen Publishing Co., 473 F.2d 901,
177 USPQ 76, 77 (CCPA 1873);: and Tea Board of India v.

Republic of Tea Inc., 80 USPQ2d 1881, 18397 (TTAB 2006). The
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normal trade channels for cosmetics and beverages include
supermarkets, drug stores and mass merchandisers. Further,
with respect to common law rights in its mark L‘OREAL PARIS,
opposer has shown that its goods actually are sold in these
same types of stores. Thus, the trade channels for the
parties’ goods overlap.

We also presume that applicant’s drinks will be sold to
the same classes of purchasers as opposer’'s goods, including
ordinary consumers., Applicant’'s contentieon that purchasers
of opposer’'s products are “guite sophisticated and
meticulous” is not supported by any evidence. (Brief, p.
22). In this connection, we note that opposer's
identifications of goods are not restricted as to price and;
therefore, we must presume that opposer's cosmetics include
ones that are inexpensive.

Products such as opposer’s cosmetics and personal care
products, as well as nutritional drinks, tend to be
relatively inexpensive and may be the subjects of impulse
purchases. See Wet Seal Inc. v. FD Management Inc., 82
UspQ2d 1629, 1640-41 (TTAB 2007). “When products ares
relatively low-priced and subject to impulse buying, the
risk of likelihood of confusion is increased because
purchasers of such prodﬁcts are held to a lesser standard of
purchasing care.” Recot Inc. v. M.C. Becton, 54 USPQ2d at

1899.
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These factors relating to the similarity between the
trade channels, classes of purchasers and conditions of sale
weigh in oppaoser’s favor.

BAD FAITH ADOPTION

Under the thirteenth du Pont factor, evidence of
applicant's bad faith adoption of his mark is relevant to
our likelihood of confusion analysis. L.C. Licensing Inc.
v. Berman, 86 USPD2d 1883, 1830 (TTAB 2008). See J & J
Snack Foods Corp. v. McDonald’s Corp., %32 F.2d 1460, 18
UsSPQ2d 1889, 1891 (Fed. Cir. 1991) ("Whether there is
evidence of intent to trade on the goodwill of another is a
factor to be considered, but the absence of such evidence
does not avoid a ruling of likelihood of confusion.");
Jacobs v. International Multifoods Corp., 668 F.2d 1234, 212
USPQ 641, 643 (CCPA 18B2) (Nies, J., concurring opinion)
("The absence of intent to confuse would not preclude a
finding of likelihood of confusion, but had such intent been
shown (which it has not), it would be a factor to weigh
against the newcomer.”); and Lever Bros. Co. v. Riocdela
Chemical Co., 41 F.2d 408, 5 USPQ 152, 154-55 (CCPA 1930)
(*[Wle have a right, in determining the gquestion of
likelihood of confusicn or mistake, to consider the motive
in adopting the mark as indicating an opinion, upon the part
of one vitally interested, that confusion or mistake would

likely result from the use of the mark.”).
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We agree with opposer’s accusation that “applicant has
a8 history and pattern of filing intent-to-use applications
for a disparate range of products for which he has no
industry-relevant experience, and where the applied-for
marks are identical to some of the best known, previocusly
registered trademarks in the country.” (Brief, p. 24).'°
The sixteen applications were based on intent to use and/or
foreign filings; in all but one case (HEINEKEN), the
applications were abandoned. Applicant sought to register
the following marks: HEINEKEN for meat juices (SN 7H28B366,
currently suspended pending receipt of the foreign
registration); JACK DANIEL'S for cigars, cigarettes and
chewing tobacco (SNs 76596734 and 78288359%); CHANEL for
scented stationery and greeting cards (SN 76596733) ;
SOUTHERN COMFORT for various beverages such as beer, water
and juices (SN 782883€8); BAYER for non-medicated mouthwash,
gargle and breath fresheners (SN 76596737); RARSOLUT (SN
78288367) and ABSOLUT WATER (SN 78230510) for various
beverages such as beer, water and juices; FINLANDIA for
various beverages such as water, juices and flavored drinks
(SN 78288365); COORS for meat juices and meat juice

concentrates (SN 78288364); BUDWEISER for various beverages

" opposer also refers to these third-party trademarks as “well-
known or famous,” a characterization not disputed by applicant.
(Brief, p. 25). Thus, for purposes of this decision, we will
presume that the marks are “well-known.”
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such as water, juices and non-alcoholic beverages (SN
7B8288361); DOM PERIGNON for meat juices and broth (3N
78288358); NESCAFE for alcoholic beverages (SN 76596735);
EVIAN for distilled spirits, ice cream, sherbet, and frozen
confections (SN 76577011); NESTLE for vitamins, analgesics
and alcoholic beverages (SN 76596738); and TIM HORTONS for
alcoholic beverages (SN 76577010). (Opposer's notice of
reliance, Exs. C1-C1B).

Applicant’s demonstrated pattern of filing applications
te register various well-known marks convinces us that
applicant’s adoption of the L'OREAL PARIS mark was in bad
faith, with the intention teo trade off of opposer’s famous
L'OREAL and L‘OREAL PARIS marks.'’ Such bad faith is strong
evidence that confusion is likely, as such an inference is
drawn from the imitater’s expectation of confusion. L.C.
Licensing Inc. v. Berman, B6 USPQ2d at 1891. We hasten toc
add that, even if there were no bad faith adoption by
applicant, we would have no hesitation in finding a
likelihood of confusion between the parties’ marks.
Greyhound Corp. v. Both Worlds Inc., 6 USPQ2d 1635, 1640

(TTAB 1988) (lack of intent to trade on another's mark will

" We caution that our consideration of this pattern is
inextricably linked to the unigque facts of this case and do not
suggest that it would usually be appropriate for a party alleging
bad faith adoption of a mark to take extensive discovery about
other, unrelated applications filed by the applicant. In this
particular case, the demonstrated pattern is material.
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not prevent a finding of likelihood of confusion when the
involved marks are likely to cause confusion). The fact
remains that a newcomer has both the opportunity and
obligation to avoid confusion. Consequently, a party which
knowingly adopts a mark similar to one used by another for
related goods should not be surprised to find scrutiny of
the filer’'s motive. See, e.g., Kimberly-Clark Corp. v. H.
Douglas Enterprises, Ltd,, 774 F.2d 1144, 227 USPQ 541, 543
(Fed. Cir. 1985).

The Federal Circuit's language is instructive:

The law has clearly been well settled
for a longer time than this court has
been dealing with the problem to the
effect that the field from which
trademarks can be selected is unlimited,
and there is therefore no excuse for
even approaching the well-known
trademark of a competitor, that te do so
raises “but one inference - that of
gaining advantage from the wide
reputation established by appellant in
the goods bearing its mark,” and that
all doubt as to whether confusion,
mistake, or deception is likely is to be
resolved against the newcaomer,
especially where the established mark is
one which is famous and applied toc an
inexpensive product bought by all kinds
of people without much care.

Specialty Brands, Inc. v. Coffee Bean Distributors, Inc.,
223 UsSPQ at 1285, guoting Planters Nut & Chocolate Co. v.
Crown Nut Co., Inc., 305 F.2d 9216, 134 USPQ 504, 511 {(CCPA
1962). &See alsoc Kenner Parker Toys Inc. v. Rose Art

Industries, Inc., 22 USPO2d at 145&.
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