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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 87/371,549
Mark: ENDLESS EMPIRES

AMPLITUDE STUDIOS,
Consolidated Opposition No. 91237780

Opposer,
-against-

STARDOCK SYSTEMS, INC,,

Applicant.

-and-

In the Matter of Application Serial No. 87/372,185
Mark: ENDLESS ENEMIES

AMPLITUDE STUDIOS,

Opposer,

-against-

STARDOCK SYSTEMS, INC,,

Applicant.
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RESPONSE IN OPPOSITION TO MOTION TO AMEND REGISTRATION

Pursuant to Trademark Rule 2.127, Applicant and Petitioner, Stardock Systems, Inc.
(“Stardock” or “Applicant”), through its undersigned counsel, hereby submits this Response in
Opposition to Opposer and Registrant, Amplitude Studios’ (“Amplitude” or “Opposer”) Motion
to Amend Registration (the “Motion”).

I. Amplitude’s Proposed Amendment to Registration

Amplitude has moved to amend U.S. Registration No. 4,366,504 for the mark ENDLESS
SPACE (the “ENDLESS SPACE Registration™) to delete certain goods and services in the

registration, as follows:
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Class 28: Games—and—toys—namely—action—skitlgames; games adapted for use with

television receivers—video—game—consotes—or—use—with—m—exterret—display CEH—

entertainment, namely, arranging, organizing, conducting, and hosting special events
Jor social entertainment purposes, arranging, organizing and conducting, tive-o+ on-

line, video games competitions; erganizing—community—sporting—and—cultural—events:
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provzdlng mformatton on- lme in the ﬁelds of computer games aﬁd—efhe%en{eqct&mem
HHOFHEHOR

The goods and services requested to be deleted by Amplitude above are herein referred as the

“Proposed Deleted Goods and Services.” If the amendment is allowed, the remaining
identification of goods and services in the ENDLESS SPACE Registration would be as follows:
Class 9: computer game software
Class 28: games adapted for use with television receivers
Class 41: entertainment, namely, arranging, organizing, conducting, and hosting special
events for social entertainment purposes, arranging, organizing and conducting on-line,
video games competitions; electronic game services provided on-line from a computer
network; providing information on-line in the fields of computer games
Because Stardock is entitled to discovery on Amplitude’s bona fide intent to use the
ENDLESS SPACE mark in connection with all goods and services listed in the ENDLESS SPACE
Registration, including the Proposed Deleted Goods and Services, Amplitude’s Motion should be

denied, or at the very least deferred, as further discussed below.

II. The Motion Should Be Denied as Stardock Is Entitled to Discovery on Amplitude’s
Bona Fide Intent to Use the Mark with Respect to All Goods and Services

On May 21, 2012, Amplitude filed its application for ENDLESS SPACE with the United
States Patent and Trademark Office (“USPTO”) under Section 66(a) of the Trademark Act
representing that it had a bona fide intent to use the mark in commerce on all goods and services

listed in the application. See 15 U.S.C. § 1141f(a) (“A request for extension of protection of an
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international registration to the United States that the International Bureau transmits to the United
States Patent and Trademark Office shall be deemed to be properly filed in the United States if
such request, when received by the International Bureau, has attached to it a declaration of bona
fide intention to use the mark in commerce that is verified by the applicant for, or holder of, the
international registration.”) (emphasis added). Amplitude’s filing of the present Motion to delete
an overwhelming majority of the goods and services from the ENDLESS SPACE Registration
suggests that Amplitude likely never had the requisite bona fide intent to use the mark in commerce
in the United States at the time of filing the request for extension of protection of the international
registration in the United States.

The Trademark Trial and Appeal Board (“Board’) has held that a lack of a bona fide
intention to use the mark with respect to some goods or services in an application or registration
supports an opposition or cancellation against all of the goods or services in the respective
application or registration. See, e.g., Spirits International B.V. v. S.S. Taris Zeytin Ve Zeytinyagi
Tarim Satis Kooperatifleri Birligi, 99 USPQ2d 1545, 1547 n.3 (TTAB 2011) (“A lack of a bona
fide intention to use the mark with respect to any of the goods or services in a class results in
sustaining the Opposition against all the goods or services in that class.”); Bryan Papé and Spello
Group, LLC v. Me To We Social Enters., Inc., Opposition No. 91218595, 2016 WL 1642754, at
*4 (TTAB Feb. 29, 2016) (“A lack of a bona fide intention to use the mark with respect to any of
the goods or services in a class results in sustaining the Opposition against all the goods or services
in that class.”); see also, DLR Licensing, LLC v. Carnival Corp., 2014 TTAB LEXIS 451, *25-26
(Trademark Trial & App. Bd. October 22, 2014).

Thus, given the nature of Amplitude’s Motion, Stardock should be afforded the opportunity

to obtain discovery as to whether Amplitude had a bona fide intent to use the mark ENDLESS

4810-7486-2954.1



SPACE in connection with all of the goods and services listed in the ENDLESS SPACE
Registration at the time of extending protection in the United States and further assess its potential
claims and defenses against Amplitude in this proceeding.

III. Alternatively, a Ruling on the Motion Should Be Deferred Until Final Decision

Pursuant to 37 C.F.R. § 2.133(a), “An application subject to an opposition may not be
amended in substance nor may a registration subject to a cancellation be amended or disclaimed
in part, except with the consent of the other party or parties and the approval of the Trademark
Trial and Appeal Board, or upon motion granted by the Board.” See Trademark Trial and Appeal
Board Manual of Procedure (“TMEP”) § 514.01. Stardock has not consented to Amplitude’s
Motion. Thus, the ENDLESS SPACE Registration may only be amended upon motion granted
by the Board.

According to TMEP § 514.03, “[t]he Board generally will defer determination of a timely
filed (i.e., pretrial) unconsented motion to amend in substance until final decision, or until the case
is decided upon summary judgment.” See Zachry Infrastructure LLC v. American Infrastructure,
Inc., 101 USPQ2d 1249, 1255-56 (TTAB 2011) (unconsented motion to amend to Supplemental
Register deferred until summary judgment or final hearing); Enbridge Inc. v. Excelerate Energy
L.P.,92 USPQ2d 1537, 1539 n.3 (TTAB 2009) (motion to amend identification of goods and dates
of use deferred until final hearing); Space Base Inc. v. Stadis Corp., 17 USPQ2d 1216, 1219
(TTAB 1990) (motion to amend identification of goods deferred); Fort Howard Paper Co. v. C.V.
Gambina Inc., 4 USPQ2d 1552, 1554 (TTAB 1987) (motion to amend dates of use
deferred); Mason Engineering & Design Corp. v. Mateson Chemical Corp., 225 USPQ 956, 957

n.4 (TTAB 1985) (same).
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Still, as Amplitude correctly states in its Motion, the Board may grant a motion to amend
immediately and without deferment, if all of the following circumstances are present:

1) the proposed amendment must serve to limit the broader identification of goods
or services;

2) the applicant must consent to the entry of judgment on the grounds for
opposition with respect to the broader identification of goods or services
present at publication;

3) if the applicant wishes to avoid the possibility of a res judicata effect by the
entry of judgment on the original identification, the applicant must make
a prima facie showing that the proposed amendment serves to change the nature
and character of the goods or services or restrict their channels of trade and
customers so as to introduce a substantially different issue for trial; and

4) where required to support the basis of the subject application, any specimens of
record must support the goods or services as amended; and the applicant must
then introduce evidence during its testimony period to prove use of its mark
with the remaining goods or services prior to the relevant date as determined by
the application's filing basis.

Wis. Cheese Group, LLC v. Comercializadora de Lacteos y Derivados, S.A. deC.V., 118
U.S.P.Q.2D (BNA) 1262, 1265-1266 (TTAB March 30, 2016) (“Wis. Cheese”) (quoting Johnson
& Johnson v. Stryker Corp., 109 USPQ2d 1077, 1078-79 (TTAB 2013)). Despite Amplitude’s
argument to the contrary, the third circumstance is relevant and not present in this proceeding.
Therefore, the Motion should be deferred, if not otherwise denied.

Amplitude’s proposed amendment will not serve to change the nature and character of the
goods or services or restrict their channels of trade and customers so as to introduce a substantially
different issue for trial, as the goods and services most relevant to the proceeding will remain in
the ENDLESS SPACE Registration. And, Amplitude’s proposed amendment does not delete all
of the goods and services subject to Stardock’s counterclaim. Moreover, as discussed above,

Stardock is entitled to discovery as to Amplitude’s bona fide intent to use the ENDLESS SPACE

mark in connection with all goods and services currently listed in the ENDLESS SPACE
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Registration. By amending the registration to delete the Proposed Deleted Goods and Services,
Amplitude is limiting the scope of discovery under Fed. R. Civ. P. 26(b) to which Stardock is
entitled as discussed above. See Wis. Cheese, 118 U.S.P.Q.2D (BNA) at 1266 (“Here, while
Applicant's deletion of goods from its applications does not automatically alter the scope of
discovery, the parties should keep these principles in mind as they agree to the appropriate scope
of and limits on discovery in this proceeding given the amendments to Applicant's identification
of goods.”); see generally, Sunkist Growers, Inc. v. Benjamin Ansehl Co., 229 USPQ 147, 149 n.2
(TTAB 1985) (finding discovery relating to goods other than those enumerated in applicant’s
applications irrelevant to the proceeding). As a result, since not all of the circumstances in Wis.
Cheese are present in this case, the Board should, at the very least, defer the Motion until final
decision.
IV.  Conclusion

In light of the foregoing, Stardock respectfully requests that the Board deny Amplitude’s
Motion and allow the parties to conduct discovery in relation to all goods and services currently
listed in the ENDLESS SPACE Registration. In the alternative, the Board should defer a decision
on the Motion until final decision of the proceeding, or until the case is decided upon summary

judgment.
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Dated: June 27, 2018 NIXON PEABODY LLP

By: /David L. May/

David L. May

Robert A. Weikert

Jennette E. Wiser

NIXON PEABODY LLP
799 9 Street NW

Suite 500

Washington, DC 20001-4501
Telephone 202-585-8000
Facsimile 202-585-8080
dmay@nixonpeabody.com

Attorneys for Applicant and Petitioner
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CERTIFICATE OF SERVICE

I hereby certify that on June 27, 2018, I caused to be served via Electronic Mail a true and
correct copy of the foregoing Response in Opposition to the Motion to Amend Registration on
Opposer and Registrant, Amplitude Studios’ counsel of record, as follows:

JASON D JONES
FROSS ZELNICK LEHRMAN & ZISSU PC
4 TIMES SQUARE, 17TH FLOOR
NEW YORK, NY 10036
UNITED STATES
jjones@1fzlz.com, sharb@fzlz.com, ttabfiling@fzlz.com
Phone: 212-813-5900

/Jennette E. Wiser/

Jennette E. Wiser
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