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L INTRODUCTION

Opposer Valentino S.p.A. (“Valentino”) is one of the world’s most famous makers of

clothing, apparel and related items. Valentino holds subsisting trademark registrations for the

alon D
Bno A VALENTINO
marks VALENTINO, valentino, valenlmo, QD ,and GARAVANI (collectively referred to as

the “VALENTINO® Marks™). Since at least the 1960°s, Valentino has been synonymous with
fashion in the United States which it sells under its famous VALENTINO® Marks. Over time,
Valentino has earned extensive critical review and acclaim for its VALENTINO® Marks and
Valentino has prominently and extensively used, advertised and promoted its marks in the United
States. The VALENTINO® Marks are regularly advertised in leading fashion magazines and
Valentino also makes consistent use of its VALENTINO® Marks on promotional items.

In addition, Valentino has spent tens of millions of dollars on advertising, promoting and
marketing its products under its VALENTINO® Marks in the United States, including at its
boutique in Beverly Hills. As a result, by virtue of the uncompromising and prestigious quality
of the services rendered and goods sold, advertised, and promoted under the VALENTINO®
Marks and by virtue of the extensive sales, promotion and advertising of such high quality goods
for more than fifty-five years, the VALENTINO® Marks have become well-known and have
acquired extensive fame, recognition and strength throughout the United States. Therefore, the
VALENTINO® Marks are famous in the United States.

Applicant John Aflatouni. (“Aflatouni”) has filed an application to register the mark
VALENTINO BEVERLY HILLS for a wide variety of clothing items in International Cléss 25.
Valentino filed the opposition proceeding because Aflatouni’s VALENTINO BEVERLY HILLS
Mark is nearly identical to the famous VALENTINO® Marks and Aflatouni’s mark will be

offered on identical goods that will be offered in the same channels of trade. This is especially



true since Valentino owns a boutique in Beverly Hills so the public will naturally presume that
VALENTINO BEVERLY HILLS refers to Valentino’s boutique in that location.

This Opposition should be sustained because: (1) Valentino has priority of use and
registration for the famous VALENTINO® Marks; (2) Aflatouni’s application for the nearly
identical mark VALENTINO BEVERLY HILLS for identical goods is likely to cause confusion,
mistake, or deception in violation of § 2(d) of the Trademark Act, 15 U.S.C. § 1052(d); and (3)
Aflatouni’s application is likely to cause dilution in violation of § 43(c) of the Trademark Act, 15
U.S.C. § 1125(c).

II. THE RECORD AND EVIDENTIARY OBJECTIONS

A. Valentino’s record.

Valentino’s record consists of the following:

A. September 26, 2018 Testimony Declaration and Exhibits 1-7 of Carmine
Pappagallo (“Pappagallo Dec.”).

B. Valentino’s Notice Of Reliance Under Rule 2.120(k)(3)(i) (Interrogatory
responses by Aflatouni).

B. Aflatouni’s record.

Aflatouni’s record consists of the following:
A. November 15, 2018 Testimony Declaration of John Aflatouni (“Aflatouni
Dec.”).
III. STATEMENT OF ISSUES
Whether the Aflatouni’s VALENTINO BEVERLY HILLS mark so resembles
Valentino’s famous VALENTINO® Marks as to create a likelihood of confusion, mistake or

deception and a likelihood of dilution.



1V. STATEMENT OF FACTS
A. Valentino’s Famous Marks and Brand

Valentino is an emblem for innovative high fashion that upon hearing the name has
consumers immediately thinking of Valentino Garavani’s brand. Pappagallo Dec. at 3.
Consumers immediately think of red carpets, decadence and the world wind of celebrities that
are photographed wearing Valentino products. Id. at 193, 10. In 2017, sales of Valentino
products were $248.5 million in the United States. Id. at 123. In the most recent year,
Valentino spent approximately $15.9 million on advertising and promotional expenditures for
its marks in the United States alone. Id. at 124. Moreover, Valentino continues to increase the
amount it spends each year on advertising in the United States. Id. Therefore, the
VALENTINO® Marks are famous marks in truly every aspect.

The history of the VALENTINO® Marks dates back as early as 1960 when its founder,
Mr. Valentino Garavani, with Giancarlo Giammetti founded the Maison Valentino which stood
as a protagonist for luxury and international fashion. Pappagallo Dec. at 14; Pappagallo Dec.,
Ex. 1. The aesthetic creativity of Valentino fashion has been consistently displayed over the
years through men and women’s fashion lines as well as accessory lines that incorporate
everything from shoes to handbags to fragrances. Pappagallo Dec., Ex. 1. This creativity and
inspired fashion is widespread, stretching to over 90 countries worldwide through the presence
of 160 Valentino boutiques. Id. (Currently over 100 countries with 175 Valentino boutiques).

Valentino first began using the VALENTINO® Marks in the United States in April
1960. Pappagallo Dec. at 113. Valentino continued to gain acclaim and worldwide fame in the
1960°s when Mr. Garavani began using his iconic Valentino brand in the United States by

participating in fashion shows in New York City. Id. at 194-5. Mr. Garavani continued to

3



make Valentino a pinnacle in the fashion world when he received the Neiman Marcus Prize,
the Oscar-equivalent in the fashion world, in 1967. Id. at 15. In the 1980s, Valentino’s fame
only continued to spread as Mr. Garavani presented a fashion show collection at the New York
Metropolitan Museum and participated in the 20" Century Fox fashion show in Hollywood.
Id. at 195-6. Mr. Garavani also received the Council of Fashion Designers of America’s
lifetime achievement award in New York in 2000. Id. at 5.

Perhaps one of the most prominent displays of the fame of the VALENTIN O® Marks
comes from Mr. Garavani’s one-of-a-kind design of First Lady Jacqueline Kennedy’s wedding
dress. Id. at 96. Following this design, Mr. Garavani and Valentino were the celebrated brand
of royalty and movie stars like Jane Fonda and Julia Roberts. Id.

Valentino has sold an assortment of products over the years under the VALENTINO®
Marks. Pappagallo Dec. at 121. Specifically, at least one of the VALENTINO® Marks has
been used in connection with perfume, eau de cologne, articles of clothing and accessories—
namely dresses, belts, gloves, scarves, shoes, swimwear, ties, suits, sport jackets, overcoats,
shirts, trousers, bermuda shorts, bathing suits, coats, shirts, jumpers, sweaters, skirts, blouses,
jackets, vests, jeans, slacks, shorts, hats, lingerie, hosiery, raincoats, pajamas, robes, stocking,
boots, slippers, gowns, suspenders, valises, garment bags for travel, handbags, shoulder bags,
clutch bags, brief cases, attaché cases, umbrellas, small leather goods-namely passport cases,
wallets, key cases, billfolds, vanity cases and credit card holders, and retail department store
services. Id. Since as least as early as 2000, Valentino marks have also been used in
connection with labels, hang tags, collateral materials, business cards, point of sales materials,

stationary, boxes, shopping bags and on the products themselves. Id. at 122.



Products bearing the VALENTINO® Marks are sold across the United States.
Valentino currently has 19 boutiques throughout the United States, including two in Hawaii.
Pappagallo Dec. at 1915-16. Since the first boutique opening in 1970 in New York City,
Valentino has only continued to expand its fame. /d. But even before opening its first
boutique, Valentino had a strong presence in the United States. Valentino has sold its products
in department stores since the 1960s. Id. at 117. Valentino regularly sells products containing
the VALENTINO® Marks in retail department stores, particularly stores such as Saks Fifth
Avenue, Nordstrom and Barneys New York. Id.

One of Valentino’s boutiques is located in Beverly Hills, California. As such, there is
an actual Valentino store in Beverly Hills. Pappagallo Dec. at 1915-16.

As stated previously, United States sales of Valentino products were $248.5 million in
2017 and this figure will likely only continue to rise. Pappagallo Dec. at 123. History
demonstrates that for the last decade Valentino’s sales in the United States have dramatically
increased. From $46.9 million in United States sales in 2004 to $248.5 million in 2017,
Valentino proves to be a widely known brand commonly chosen by the public. Id.

Valentino spends vast resources on advertising expenditures for the VALENTINO®
Marks in the United States. Valentino spent $15.9 million on advertising its marks in 2017.
Pappagallo Dec. at 9124. This figure is a stark comparison to the $2.6 million that Valentino
spent in 2002. Id. Valentino spends a large portion of its annuél budget on advertising and as
shown the amount spent tends to increase year to year as the brand grows. Id. Valentino
advertises its marks through a variety of pathways including but not limited to print
publications, social media, billboards and the Internet. Id. at 118. Valentino, through the help

of its subsidiary company, Valentino USA, regularly promotes its marks in leading fashion



magazines such as Elle, Vogue, Harper’s Bazaar, Interview, Time, The New York Times, The
New York Times Style Magazine, WSJ, V Magazine, Town & Country, W, In Style, Women’s
Wear Daily, Marie Claire, and GQ. Id. at 19.

In addition, Valentino USA has its own active marketing and public relations
department that specializes in advertising the VALENTINO® Marks in the United States.
Pappagallo Dec. at 910. Specifically, the department organizes local events, coordinates with
Valentino for major events, secures editorials and addresses media spending. Id. The
department also manages and maintains relationships with celebrities to ensure that celebrities
will wear Valentino designs for red carpet appearances and other events. Id.

Valentino also advertises its VALENTINO® Marks through several fashion shows.
Each season Valentino conducts a fashion show to showcase its new collections. Pappagallo
Dec. at 111. Valentino also participates in other annual fashion shows including New York
Fashion Week and Paris Fashion Week. Id. Valentino’s collections are showcased and
promoted in its showrooms as well. Id. Valentino has showrooms in several major cities
including Rome, New York, Tokyo, Milan, Paris and San Paulo. Id.

Valentino’s advertising expenditures also include ad campaigns that it releases each
season to showcase its new designs and collections. Pappagallo Dec. at 119. Additionally, in
an effort to promote the VALENTINO® Marks Valentino has also employed a variety of
advertising agencies such as Agency L.O.V.E. and Ruini E. Mariotti. Id. at 120. These
advertising agencies were hired as part of Valentino’s advertising strategy. Id.

The tremendously high amount of sales and advertising speaks volumes as to the
public’s worldwide recognition the VALENTINO® Marks. That coupled with Valentino’s

innovation and creativity in fashion leads to the undeniable conclusion that the VALENTINO®



Marks have worldwide fame and recognition. Therefore, the VALENTINO® Marks are
definitively strong and famous marks that are entitled to a broad scope of protection.

B. Valentino’s Trademark Registrations for VALENTINO®

Valentino has obtained numerous trademark registrations for the VALENTINO®
Marks. These include the following, on which Valentino is relying in this proceeding:

e Registration No. 910,955, registered on April 6, 1971 for VALENTINO for
“articles of clothing and accessories-namely, dresses, belts, gloves, scarves,
swimwear and ties” in international class 25;

e Registration No. 956,665, registered on April 3, 1973 for VALENTINO for
“retail department store services” in international class 35;

e Registration No. 1,153,226, registered on May 5, 1981 for VALENTINO for
“men’s clothing-namely, suits, sport jackets, overcoats, shirts, trousers, Bermuda
shoﬁs and bathing suits” in international class 25;

e Registration No. 1,268,029, registered on February 21, 1984 for valentino for
“articles of clothing and accessories- namely, jumpers, sweaters, dresses, skirts,
blouses, suits, jackets, coats, shirts, trousers, vests, jeans, slacks, shorts,
swimwear, hats, lingerié, ties, belts, scarves, hosiery and gloves” in international
class 25;

W,
valentino

e Registration No. 1,268,030, registered on February 21, 1984 for
for “articlés of clothing and accessories- namely, jumpers, sweaters, dresses,

skirts, blouses, suits, jackets, coats, shirts, trousers, vests, jeans, slacks, shorts,



C.

swimwear, hats, lingerie, ties, belts, scarves, hosiery and gloves™ in international

class 25;

valentino
garavani
Registration No. 1,422,015, registered December 23, 1986 for GD for

“articles of clothing-namely belts, gloves, boots, shoes and slippers” in

international class 25;

Q>
VALENTINO

Registration No. 2,880,581, registered on September 7, 2004 for ~ “*™*" for
“handbags, shoulder bags, clutch bags and wallets” in international class 18 and

“articles of clothing, namely, belts, scarves, gloves, boots, shoes™ in international

class 25.

PR
Registration No. 3,676,635, registered on September 1, 2009 for \A%IFQ%:\E}(NO for
“leather and imitations of leather; goods made of leather and imitation leather,
namely, handbags, wallets, carryalls, briefcases, carry-on bags, shoulder bags,

garment bags for travelling, key cases” in international Class 18 and “clothing,

namely, belts, footwear” in international class 25.

Valentino’s Channels of Trade

Valentino is sold across the United States in various channels of trade including but not

limited to, Valentino boutiques, online retailers, department stores and mass merchandisers.

Pappagallo Dec. at 114. Valentino has nineteen boutique stores across the United States. Id. at

115. The boutiques opened in 1970 (New York Madison), 1984 (Palm Beach), 2000 (Beverly

Hills), 2001 (Bal Harbor), 2002 (Las Vegas Forum), 2004 (Costa Mesa), 2006 (Boston), 2007

(Dallas), 2008 (Atlanta), 2009 (Houston), 2013 (Las Vegas Crystals), 2013 (San Francisco),



2014 (New York Fifth Avenue), 2014 (Aspen), 2015 (Miami Design District), and 2016 (Las
Vegas, Bellagio). Id. at 116. Valentino also has two additional boutiques in Hawaii and one in
Manasett, New York. Id.

Products bearing the VALENTINO® Marks are regularly available for purchase in retail
department stores and online retailers such as Amazon. Pappagallo Dec., Ex. 3. Valentino sells
its products in Saks Fifth Avenue, Nordstrom, Neiman Marcus, Barneys New York and Bergdorf
Goodman. Pappagallo Dec. at 117. In addition, Valentino regularly advertises its products in
various media sources including print publications, the Internet, in-store displays, billboards and
social media. Id. at 118.

In addition, there are no restrictions on the channels of trade in any of the pleaded

registrations.

D. The Application at Issue

Aflatouni filed Application Serial No. 87/316,203 on January 27, 2017, which is at issue
in this proceeding for the VALENTINO BEVERLY HILLS Mark for the following goods in

International Class 25:

e Clothing, namely, tops, bottoms, headwear, footwear; Clothing for men, women,
and children, namely, tops, bottoms, headwear, footwear; Jackets; Leather jackets;
Pants; Leather pants; Skirts; Leather skirts; Suits; Leather suits; Shirts;
Chemisettes; Skirts; Skirt suits; Dresses; Trousers; Shorts; Jumpers; Undershirts;
Shirts; Pajamas; Stockings; Vests; Vest tops; Corsets; Suspenders; Boxer shorts;
Brassieres; Underwear; Headscarves; Ties; Raincoats; Coats; Topcoats;

Swimsuits; Swimming costumes; Sports suits; Wind resistant jackets; Ski



trousers; Waist belts; Belts; Pelisses; Sashes; Gloves; Dressing gowns; Slippers;

Shoes; Sports shoes; Boots; Sandals; Hats; Caps

E. The VALENTINO BEVERLY HILLS Mark Will be Used on Similar Goods.

The goods listed Application Serial No. 87/316,203 are clothing items in International
Class 25 which are covered in the pleaded registrations by Valentino. Moreover, the goods sold
in Application Serial No. 87/316,203 will be sold through online retailers alongside similar
products sold under the famous VALENTINO® Marks. Therefore, the products present in
Application Serial No. 87/316,203 are complimentary and similar to the products sold under the

famous VALENTINO® Marks.

F. Aflatouni and Valentino Have the Same Channels of Trade

Neither Valentino’s pleaded registrations nor Aflatouni’s application have restrictions on
the channels of trade. Therefore, both Valentino and Aflatouni are presumed to offer their goods
for sale to the general public through similar channels of trade. Further, Aflatouni states that his
goods are sold online. See Valentino’s Notice of Reliance, Ex. A at p. 9. Thus, the products
present in Application Serial No. 87/316,203 would be sold in the same channels of trade as the

products sold under the famous VALENTINO® Marks.

G. Valentino has a boutique in Beverly Hills

| Aflatouni’s mark consists of VALENTINO and the geographic location Beverly Hills.
As stated above, Valentino owns a boutique on Rodeo Drive in Beverly Hills. Pappagallo Dec.
at 19, Ex. 3. Thus, Aflatouni’s mark consists of Valentino’s mark combined with a location
where Valentino owns a boutique. Consequently, the public will naturally presume that

VALENTINO BEVERLY HILLS refers to Valentino’s boutique in that location.

10



V. ARGUMENT

A. THE OPPOSITION SHOULD BE SUSTAINED BECAUSE
AFLATOUNI’S ALLEGED MARK CREATES A LIKELTHOOD
OF CONFUSION, MISTAKE OR DECEPTION

1. Valentino Has Priority

Valentino began using its marks long before the filing date of the application at issue or
the claimed date of first use. The famous VALENTINO® Marks have been used continuously in
the United States for over fifty-five years. Thus, Valentino indisputably has priority. See Royal
Hawaiian Perfumes, Ltd. v. Diamond Head Prods. of Hawaii, Inc., 204 U.S.P.Q. 144, 147
(TTAB 1979) (citing J. C. Hall Co. v. Hallmark Cards, Inc., 340 F.2d 960, 144 U.S.P.Q. 435,
437 (CCPA 1965)).

2. Likelihood of Confusion Is Inevitable

The Lanham Act provides that the Board must deny registration of a mark that is "likely,
when used on or in connection with the goods of the applicant, to cause confusion, or to cause
mistake, or to deceive." 15 U.S.C. § 1052(d). The standard for "likelihood of confusion ...
evaluates objective evidence that the competing marks ... are likely to confuse the purchasing
public about the source of the products." Kenner Parker Toys Inc. v. Rose Art Indus., Inc., 963
F.2d 350, 352, 22 U.S.P.Q.2d 1453, 1455 (Fed. Cir. 1992) (citation omitted).

When analyzing the likelihood of confusion the Board considers thirteen factors, as
enumerated in In re E. I. DuPont DeNemours & Co., 476 F.2d 1357, 1361, 177 U.S.P.Q. 563,

567 (CCPA 1973)." The DuPont factors are not listed in order of merit, and thus allow the Board

! These factors are: (1) the similarity or dissimilarity of the marks in their entireties as to
appearance, sound, connotation and commercial impression; (2) the similarity or dissimilarity
and nature of the goods or services as described in an application or registration or in connection
with which a prior mark is in use; (3) the similarity or dissimilarity of established, likely-to-
continue trade channels; (4) the conditions under which and buyers to whom sales are made, i.e.
"impulse" vs. careful, sophisticated purchasing; (5) the fame of the prior mark (sales,

11



to afford significant weight to any number of these factors depending on the facts of a particular
case. In this particular case, the facts clearly support a finding of likelihood of confusion
because there is no doubt that the public is likely to believe that clothing, shoes and accessories,
under the VALENTINO BEVERLY HILLS mark are somehow sponsored by, connected to or
associated with Valentino and its famous VALENTINO® Marks. The likelihood of confusion is
further enhanced by the near identical nomenclature of these marks.

3. Likelihood O.f Confusion Is Enhanced By The Fact That The

VALENTINO® Marks Are Strong, Famous And Entitled To A
Broad Scope Of Protection

When balancing the likelihood of confusion factors, fame of the original mark plays a
principal role. Margaritaville Enters., LLC v. Bevis, Nos. 91219403 & 91221395, 2017 TTAB
LEXIS 108, at *11 (TTAB Mar. 16, 2017) (citing Bose Corp. v. QSC Audio Prods., Inc., 293
F.3d 1367, 1371, 63 U.S.P.Q.2d 1303, 1305 (Fed. Cir. 2002)). Widely-recognized and famous
marks, such as the VALENTINO® Marks, are more likely to be remembered and better
associated in the public mind than a weaker mark. Recot, Inc. v. Becton, 214 F.3d 1322, 1327,
54 U.S.P.Q.2d 1894, 1897 (Fed. Cir. 2000). Accordingly, the fame of a mark may affect the
likelihood purchasers will be confused because they may take less care in purchasing a product
under a famous name. Kenner Parker Toys Inc., 963 F.2d at 353, 22 U.S.P.Q.2d at 1456. Thus,

when evaluating the likelihood of confusion between marks, famous marks are accorded a broad

advertising, length of use); (6) the number and nature of similar marks in use on similar goods;
(7) the nature and extent of any actual confusion; (8) the length of time during and conditions
under which there has been concurrent use without evidence of actual confusion; (9) the variety
of goods on which a mark is or is not used (house mark, "family" mark, product mark); (10) the
market interface between applicant and the owner of a prior mark: (a) a mere "consent" to
register or use; (b) agreement provisions designed to preclude confusion, i.e., limitations on
continued use of the marks by each party; (c) assignment of mark, application, registration and
good will of the related business; (d) laches and estoppel attributable to owner of prior mark
and indicative of lack of confusion; (11) the extent to which applicant has a right to exclude
others from use of its mark on its goods; (12) the extent of potential confusion, i.e., whether de
minimis or substantial; (13) any other established fact probative of the effect of use.

12



scope of protection. See Recot, Inc., 214 F.3d at 1327, 54 U.S.P.Q.2d at 1897; see also R. J.
Reynolds Tobacco Co. v. R. Seeling & Hille, 201 U.S.P.Q. 856, 860 (TTAB 1978); Century 21
Real Estate Corp. v. Century Life of Am., 970 F.2d 874, 877, 23 U.S.P.Q.2d 1698, 1701 (Fed.
Cir. 1992).

Valentino has priority and as such, Aflatouni has a duty to select a mark different from
previously existing ones. “Competitors must steer clear of the ‘long shadow’ cast by famous
marks.” House of Blues Brands Corp. v. Sylvia Woods, Inc., 71 U.S.P.Q.2d 1308, 1312 (TTAB
2003) (quoting Kenner Parker Toys Inc., 963 F.2d at 353, 22 U.S.P.Q.2d at 1456). While
competitors have a great economic incentive to “snuggle as close as possible to a famous mark”
and thereby exploit the good will associated with such a mark, “[t]here is ‘no excuse for even
approaching the well-known trademark of a competitor . . . .” Kenner Parker Toys, Inc., 963
F.2d at 353,’ 22 U.S.P.Q.2d at 1456 (quoting Nina Ricci S.A.R.L. v. E.T.F. Enters., Inc., 889 F.2d
1070, 1074, 12 U.S.P.Q.2d 1901, 1904 (Fed. Cir. 1989)). All doubt as to the likelihood of
confusion, mistake, or deception is to be resolved against the newcomer, especially where the
established mark is famous. Id.

The standard to establish fame for likelihood of confusion purposes is lower than the
standard to establish dilution. “Fame for likelihood of confusion purposes and fame for dilution
purposes are distinct concepts.” Margaritaville Enters., LLC, 2017 TTAB LEXIS 108, at *11
(citing Palm Bay Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee En 1772, 396 F.3d
1369, 1374, 73 U.S.P.Q.2d 1689, 1694 (Fed. Cir. 2005). Unlike dilution fame which either does
or does not exist, likelihood of confusion fame “varies along a spectrum from very strong to very
weak.” Joseph Phelps Vineyards, LLC v. Fairmont Holdings, LLC, 857 F.3d 1323, 1325, 122

U.S.P.Q.2d 1733, 1734 (Fed. Cir. 2017) (quoting In re Coors Brewing Co., 343 F.3d 1340, 1345,
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68 U.S.P.Q.2d 1059, 1063 (Fed. Cir. 2003). Moreover, “unlike dilution, fame for likelihood of
confusion purposes does not require the opposer to show fame among every segment of the U.S.
population. Rather, fame for likelihood of confusion purposes arises as long as a ‘significant
portion of the relevant consuming public . . . recognizes the mark as a source indicator.””
Margaritaville Enters., LLC, 2017 TTAB LEXIS 108, at *11 (quoting Palm Bay Imps., Inc., 396
F.3d at 1375, 73 U.S.P.Q.2d at 1694).

‘While not an exclusive list, the Board has considered the following factors to be

indicative of likelihood of confusion fame:

. Long period of usage of the mark;

. High volume of sales and advértising;

. Significant exposure to the public;

. Advertisements in all forms of media; and
. Wide range of products and merchandise.

See generally Time Warner Entm’t Co. L.P. v. Jones, 65 U.S.P.Q.2d 1650, 1659 (TTAB
2002) (ROAD RUNNER held famous); The Nasdaq Stock Mkt., Inc. v. Antartica, S.R.L., 69
U.S.P.Q.2d 1718, 1729 (TTAB 2003) (NASDAQ held famous); Novartis Corp. v. Brady, No.
91123924, 2004 WL 2075107, at *6—7 (TTAB Aug. 31, 2004) (RITALIN held famous); Fed.
Nat’l Morig. Ass’nv. Carey, No. 91153134, 2004 WL 1957206, at *7 (TTAB Aug. 24, 2004)
(FANNIE MAE held famous); The William Carter Co. v. H-W. Carter & Sons, Inc., Nos.
91111355, 91111375, 91114616, 91115259, 2004 WL 506139, at *10-11 (TTAB Feb. 27, 2004)
(CARTER'’S held famous).

The VALENTINO® Marks overwhelmingly satisfy the above listed factors. See Time

Warner Entm’t Co. L.P., 65 U.S.P.Q.2d at 1658-59. Valentino has used the VALENTINO®
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Marks for over fifty-five years and has marketed VALENTINO® products in the United States
since April 1960. Pappagallo Dec. at 194, 13. Since then, VALENTINO® has continued to grow
and is now one of the most widely-recognized brands for high fashion in the world.

For the 2017 year, Valentino earned $248.5 million in sales in the United States.
Pappagallo Dec. at 123; cf. Kimberly-Clark Corp. v. H. Douglas Enters., Ltd., 774 F.2d 1144,
1147, 227 U.S.P.Q. 541, 542 (Fed. Cir. 1985) (finding Huggies® to be a famous mark with $300
million in sales). Valentino spent $15.9 million in 2017 on advertising and promoting
expenditures in the United States for the VALENTINO® Marks. Pappagallo Dec. at 124; cf.
Kimberly-Clark Corp., 774 F.2d at 1147, 227 U.S.P.Q. at 542 (finding Huggies to be a famous
mark with $15 million in advertising). Valentino advertises its products through print
publications, the Internet, social media, in-store displays, billboards and fashion shows.
Pappagallo Dec. at 11111, 18. Valentino releases ad campaigns and conducts fashion shows each
season to showcase its new designs and collections. Id. at 1111, 19. Furthermore, through the
work of advertising agencies and its marketing and public relations department in the United
States, Valentino promotes its products through editorials and major events. Id. at 1910, 20.
Valentino also continues to maintain relationships with various celebrities who wear Valentino
designs to various red carpet events. Id. at 110. The VALENTINO® Marks continue to gain
world-wide recognition as red carpet events are publicized world-wide.

The fame of the VALENTINO® Marks entitles them to a Broad scope of protection.
Therefore, this factor weighs heavily in favor of a finding of likelihood of confusion.

4. Likelihood Of Confusion Is Enhanced By The Fact That The
VALENTINO® Marks Are Inherently Distinctive

The likelihood of confusion is enhanced when an Valentino's mark is inherently

distinctive. The scope of protection to be accorded to the VALENTINO® Marks is broadened by
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the fact that the marks are inherently distinctive and commercially strong. Fisons Horticulture,
Inc. v. Vigoro Indus., Inc., 30 F.3d 466, 479, 31 U.S.P.Q.2d 1592, 1601-02 (3d Cir. 1994); 2.
Thomas McCarthy, McCarthy on Trademarks and Unfair Competition ("McCarthy") § 11:83
(4th ed. 2016). The VALENTINO® Marks are inherently strong because the marks include a
coined term therefore making them fanciful on the spectrum of distinctiveness, which is, in
increasing order: (1) generic; (2) descriptive; (3) suggestive; (4) arbitrary; or (5) fanciful. Two
Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 768, 23 U.S.P.Q.2d 1081, 1083 (1992). Marks
that qualify as arbitrary or fanciful are the most distinctive and the strongest marks. “[F]anciful
words are referred to as the strongest of all marks, in that their novelty creates a substantial
impact on the buyer’s mind.” McCarthy at § 11:6.

“Being a strong mark has significance, in that the mark will then be given an expansive
scope of judicial protection into different product or geographical markets and as to more
variations of format. Consequently, the likelihood of confusion of a strong mark with similar
marks will be more readily inferred.” Id. Here, the term VALENTINO is a distinctive and
coined term that is recognized by the public as being associated with Mr. Valentino Garavani and
the Valentino brand. Thus, the VALENTINO® Marks are both fanciful and strong while also
famous in the mind of the public. Therefore, the VALENTINO® Marks should be accorded the
strongest possible scope of protection. See Id.

5. Likelihood of Confusion is Inevitable Because the Marks are
Virtually Identical

Likelihood of confusion is further enhanced when the parties’ marks are virtually
identical in sound, appearance, connotation and commercial impression. Here, both marks

contain the exact same term VALENTINO in the exact same form. The only difference between
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the marks is the addition of the geographically descriptive term BEVERLY HILLS in
Afalatouni’s mark.

It is well settled that the proper analysis for determining likelihood of confusion is not a
side-by-side comparison of the marks, but instead the determination must be based on the
recollection of consumers who normally retain a general rather than specific impression of the
many trademarks encountered. See Godillot v. Am. Grocery Co., 71 F. 873, 875 (C.C.D.N.J.
1896) ("It may be, indeed, that, when the two monograms are laid side by side for inspection,
they are distinguishable from each other. But, as we have seen, this is not the true test of
infringement. If it were, then no trade-mark would be safe from piracy."). Courts have
emphasized that a consumer's failure of memory over a period of time must be kept in mind as
well as the fact that consumers tend to retain a general rather than a specific impression of the
several trademarks they come across. In re Miltchev, No. 86870335, 2017 TTAB LEXIS 184, at
*12 (TTAB June 9, 2017). Thus, the marks at issue should not be examined with a microscope
to detect minute differences, but rather should be viewed in their entirety as the general public
would view the marks to determine whether the points of similarity are of greater importance
than the points of difference. See Guggenheim v. Cantrell & Cochrane, Ltd., 10 F.2d 895, 896
(D.C. Cir. 1926).

Applying this analysis, likelihood of confusion is often found where the entirety of one
mark is incorporated within another. In re Denisi, 225 U.S.P.Q. 624, 626 (TTAB 1985)
(PERRY'S PIZZA for restaurant services specializing in pizza and PERRY'S for restaurant and
bar services); Johnson Publ'g Co. v. Int'l Dev. Ltd., 221 U.S.P.Q. 155, 156 (TTAB 1982). Courts
and the Board have not hesitated to find a likelihood of confusion where a term is merely added

to a registered mark. In re Chica, Inc., 84 U.S.P.Q.2d 1845, 1848-49 (TTAB 2007) (affirming a
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refusal to register CORAZON BY CHICA & DESIGN in view of a registration of CORAZON
in stylized format, holding that "to many consumers, applicant's mark for the identical word
'Corazon' followed by the phrase BY CHICA' will simply be viewed as the identification of the
previously anonymous source of the goods sold under the mark CORAZON.”). This is precisely
the case here, where the VALENTINO mark is fully encompassed by Aflatouni’s VALENTINO
BEVERLY HILLS mark.

With specific reference to the likelihood of confusion analysis of marks that differ only in
the addition of a geographically descriptive term, “it is well settled that the addition of
descriptive terminology to an otherwise similar mark is normally insufficient to alter the overall
commercial impression of the mark to the point where the likelihood of confusion is eliminated”.
Cristall US.A., Inc. v. Stockholm Imps., Ltd., No. 91123063, 2004 TTAB LEXIS 167, at *7
(TTAB Mar. 23, 2004); In re Topline Corp., Nos. 778217228 & 78975345, 2005 TTAB LEXIS
499 (TTAB Nov. 15, 2005).

In Cristall, the Board found that likelihood of confusion existed between the marks
“STOCKHOLM KRISTALL” and “CRISTALL” because the addition of a geographically
descriptive term to applicant’s mark was an insufficient basis for purchasers to distinguish
between two similar marks. Cristall U.S.A., Inc., 2004 TTAB LEXIS 167, at *7.

In the present case, however, likelihood of confusion is even greater. First, as opposed to
the marks in Cristall, VALENTINO and VALENTINO BEVERLY HILLS are not simply
“similar” (like “KRISTALL” and “CRISTALL”), but rather identical. Second, the identical term
shared by the two marks is the first term of the respective marks, and it is a well-established
principle that the first term is a prime source indicator, especially if the remainder of the terms is

descriptive. Turdin v. Trilobite, Ltd., 109 U.S.P.Q.2d 1473 (TTAB, 2014); See Cola-Cola
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Bottling Co. of Memphis, Tenn., Inc. v. Joseph E. Seagram & Sons, Inc., 526 F.2d 556, 188
U.S.P.Q. 105 (CCPA 1975) (BENGAL and BENGAL LANCER).

In In re Topline, the Board determined that the marks “REPORT SEATTLE” and
“REPORT COLLECTION? created a likelihood of confusion on the market. In reaching this
decision, the Board clarified that it is proper to give more weight to a more dominant feature in
determining the commercial impression created by the marks. In re Topline Corp., 2005 TTAB
LEXIS 499, at *10; In re Nat’l Data Corp., 753 F.2d 1056, 224 U.S.P.Q. 749 (Fed. Cir. 1985).
In this specific instance, the Board found that the dominant portion in this mark is the term
“REPORT?”, because it is the first word and also an arbitrary term. In re Topline Corp., 2005
TTAB LEXIS 499, at *11. Conversely, the Board pointed out that the term “SEATTLE” in
applicant’s mark is geographically descriptive and thus contributes less to the commercial
impression of the mark.

This is identical to the case at hand. Here, Aflatouni’s mark VALENTINO BEVERLY
HILLS shares the first identical term “VALENTINO” with the VALENTINO mark, which it
alsé fully encompasses. Further, the only non-identical portion of the mark is the geographically
descriptive term “BEVERLY HILLS” which, due to its descriptiveness, does not alter the overall
commercial impression conveyed by the arbitrary term “VALENTINO”. Moreover, Aflatouni
disclaimed “Beverly Hills” as descriptive during prosecution.

To further exacerbate confusion, the geographically descriptive term utilized by
Aflatouni refers to a location that consumers associate with the VALENTINO® marks. In fact,
Valentino has operated a boutique selling VALENTINO ® branded products in Beverly Hills for
almost twenty years. Pappagallo Dec. at 1115-16. Valentino’s store on Rodeo Drive in Beverly

Hills, due to the popularity of the location, has been visited by millions of people since the
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opening of Valentino’s store. This heavily contributes to the creation of a connection in the
minds of the public between the VALENTINO® marks and the geographic location of Beverly
Hills. As a result, consumers are likely to be misled to believe that products sold under the
“VALENTINO BEVERLY HILLS” mark emanate from the VALENTINO® Beverly Hills store.

In conclusion, the parties’ marks contain the identical term VALENTINO and the goods
are identical. Aflatouni merely added a geographically descriptive term to an already registered
mark and, in addition, this geographic term has specific relevance in connection with the
VALENTINO® marks. Similar to the cases cited above, the term VALENTINO is the dominant
feature in Aflatouni’s mark. Furthermore, the line of cases discussed clearly demonstrates that
the addition of a geographically descriptive term does not negate a finding of likelihood of
confusion. Any possible distinction between the marks represented by the term BEVERLY
HILLS would be significantly outweighed by the similarity that results from the shared use of
the arbitrary term VALENTINO. By using this same term, the marks create similar commercial
impressions and purchasers would thereby assume that products bearing the VALENTINO
BEVERLY HILLS mark would be associated with the Valentino brand, and its Beverly Hills
store. Therefore, this factor weighs heavily in favor of Valentino.

Furthermore, with respect to the similarity of the marks, the Board has noted that “where
the goods of a petitioner and respondent are in part identical...the degree of similarity between
the marks required to support a finding of likelihood of confusion is not as great as in the case of
diverse goods.” Chauvin v. Sasser, No. 92058148, 2014 TTAB LEXIS 497, at *17 (TTAB Nov.
19, 2014). As stated in more detail below, the parties” goods are identical. Accordingly, even if

the similarity between the famous VALENTINO® Marks and VALENTINO BEVERLY HILLS
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mark is not exceedingly evident, the virtue of the strength and fame of the VALENTINO® Marks

and the similarity of the goods demonstrates a clear likelihood of confusion.

6. Likelihood of Confusion Is Inevitable Because the Parties' Goods
Are Identical

When comparing the parties’ products, "[t]he issue to be determined . . . is not whether
the goods of plaintiff and defendant are likely to be confused but rather whether there is a
likelihood that purchasers will be misled into the belief that they emanate from a common
source." Helene Curtis Indus., Inc. v. Suave Shoe Corp., 13 U.S.P.Q.2d 1618, 1624 (TTAB
1989). It is well settled that the goods do not need to be similar or even competitive to support a
finding of likelihood of confusion. Rather, it is sufficient that the goods are related in some |
manner or that the conditions surrounding their marketing are such that they would be
encountered by the same individuals under circumstances that could, considering the similarity
of the marks, give rise to the mistaken belief that the goods originate from or are in some way
affiliated with the same source. In re Albert Trostel & Sons Co., 29 U.S.P.Q.2d 1783, 1786
(TTAB 1993).

In the present case, the goods in Application Serial No. 87/316,203 are apparel, shoes and
accessories in International Class 25, a class covered by the VALENTINO® Marks. The goods
in Application Serial No. 87/316,203 will be sold online, alongside products sold under the
famous VALENTINO® Marks.

Therefore, the goods as set out in Application Serial No. 87/316,203 are identical to those

sold under the famous VALENTINO® Marks. This factor thereby weighs in favor of Valentino.
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7. Likelihood Of Confusion Is Enhanced In View Of The Broad Variety
Of Goods And Services Sold Under The VALENTINO® Marks

When a mark is consistently used on a wide variety of goods and services, the public is
more likely to be confused by use of the mark on other goods and services by another party. For
example, in Orlando Food Corp. v. Orlando Baking Co., the Board concluded that where
opposer used its mark on a wide range of food goods, use of the mark on different food goods
was likely to cause confusion because "[p]urchasers aware of the variety of opposer's goods
sold under [its] mark ... may well assume that opposer is now offering pizza and other bakery
products under the mark ...." No. 100,996, 2000 WL 574529, at *4 (TTAB May 11, 2000).
Similarly, in In re Wilson, where the opposer used its PINE CONE mark on a variety of different
fruits and vegetables, the Board held that “the variety of goods on which a mark is or is not used”
weighed in favor of a likelihood of confusion because the Board found “it likely that purchasers,
when encountering additional fruits such as applicant's marketed under the arbitrary PINE
CONE mark, would assume that a source, sponsorship or other connection exists." 57
U.S.P.Q.2d 1863, 1867 (TTAB 2001). Likewise, in this case, the VALENTINO® Marks are
used in connection with a variety of different men and women’s clothing, shoes, accessories and
fragrances. Therefore, it is likely that the public would view VALENTINO BEVERLY HILLS
as being connected to or associated with Valentino. This factor thereby weighs in favor of
Valentino.

8. Likelihood Of Confusion Is Enhanced Because The Parties' Goods
Are Offered Through The Same Channels Of Trade

Where, as in this case, the parties’ goods are similar and there are no specific limitations
in either the opposed application or Valentino’s cited registrations, the Board must thereby
assume that the goods travel through the same channels of trade for those goods. See CBS, Inc.
v. Morrow, 708 F.2d 1579, 1581, 218 U.S.P.Q. 198, 199 (Fed. Cir. 1983); Orlando Food,
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2000 WL 574529, at *3 ("[T]he Board must assume that the products move through all the
ordinary and normal channels of trade for such goods to all the usual purchasers for such
products."). When an applicant’s identification of goods is not restricted as to the channels of
trade in which the applicant’s goods are offered, the Board “must presume that they are offered
in all normal and usual trade channels for such goods, not just in the specific trade channels in
which they are presently offered.” In re DML Mktg. Grp., Inc., No. 75/308,640, 2000 WL
1521175, at *4 (TTAB Oct. 4, 2000). Further, Aflatouni asserts that the VALENTINO
BEVERLY HILLS products are sold online, without restriction. See Valentino’s Notice of
Reliance at p. 9. The goods under the VALENTINO® marks have a pervasive online presence
and are regularly sold online. Thus, in this case, the Board must conclude that Aflatouni’s
products and Valentino’s products are offered in the same channels of trade.

9, Likelihood of Confusion Is Enhanced Because Aflatouni Has
Offered No Evidence of Third Party Use

During its testimony period, Aflatouni offered no evidence of third party usage or any
evidence at all. Thus, this factor weighs in favor of Valentino.

10.  The Opposition Should Be Sustained Because Any Doubts
Should Be Resolved In Favor Of the Prior User

The Federal Circuit previously noted that, "[i]n the event of doubts about the
likelihood of confusion, the Board and this court should resolve those doubts against the
newcomer ..., especially when the established mark is famous.” Kenner Parker Toys Inc.,
963 F.2d at 355, 22 U.S.P.Q.2d at 1458 (internal citations omitted). In the present case, an
evaluation of the various DuPont factors supports a finding of likelihood of confusion.
However, should the Board have any doubts in this regard; those doubts should be resolved

in Valentino's favor.
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B. AFLATOUNI’S ALLEGED MARK IS LIKELY TO DILUTE THE
FAMOUS VALENTINO MARKS

1. Valentino Has Established The Elements Of Dilution By Blurring.
Under the Trademark Dilution Revision Act of 2006 (“TDRA”), a dilution analysis
requires consideration of the following issues:
1. Whether the VALENTINO® Marks are famous.

2. Whether the VALENTINO® Marks became famous prior to the filing date of the
application at issue; and

3. Whether the VALENTINO BEVERLY HILLS Mark is likely to blur the
distinctiveness of the VALENTINO® Marks.

As discussed below, the evidence presented establishes each one of these elements.

2. The VALENTINO® Marks Are Famous And Distinctive And Became
So Prior To The Filing Date And First Use Claimed In The Aflatouni
Application.

A mark is famous for purposes of finding dilution if it is widely recognized by the
general consuming public of the United States as a designation of source of the goods or services
of the mark’s owner. In determining whether a mark possesses the requisite degree of
recognition, the Board may consider all relevant factors, including the following:

1. The duration, extent, and geographic reach of advertising and publicity of the

mark, whether advertised or publicized by the owner or third parties;

2. The amount, volume, and geographic extent of sales of goods or services offered

under the mark;

3. The extent of actual recognition of the mark; and

4. Whether the mark is registered on the Principal Register.

15 US.C. § 1125(c)(2)(A).

Fame for dilution purposes requires a more stringent showing than fame for likelihood of
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confusion purposes. Palm Bay Imps., Inc., 396 F.3d at 1375, 73 U.S.P.Q.2d at 1694; 7-Eleven,

Inc. v. Wechsler, 83 U.S.P.Q.2d 1715, 1721 (TTAB 2007). “Likelihood of confusion fame

‘varies along a spectrum from very strong to very weak’, while dilution fame is an either/or

proposition -- sufficient fame for dilution either exists or does not exist.” 7-Eleven, Inc., 83

U.S.P.Q.2d at 1722 (quoting Palm Bay Imps., Inc., 396 F.3d at 13 , 75 U.S.P.Q.2d at 1694).

The Board has referred to fame for purposes of dilution as “public recognition and renown” Id.

The evidence of public recognition and renown of the VALENTINO® Marks consist of

the following testimony and evidence:

The VALENTINO® Marks have been used in connection with fashion shows in
New York City since the 1960s. Pappagallo Dec. at 5.

Mr. Garavani received the Neiman Marcus Prize, the equivalent of an Oscar in the
fashion industry, thanks to VALENTINO® products in 1967. Id. at 15.

The VALENTINO® Marks are regularly displayed in leading fashion magazines,
television ads, newspapers, digital and printed publications, the Internet, books,

point-of-sale displays, as well as social media. Id. at 197-9.

Valentino spent approximately $15.9 million dollars advertising the

VALENTINO® Marks in the U.S. in 2017. Id. at 124.

Valentino has achieved great financial success with the VALENTINO® Marks in
the U.S. with annual sales of $248.5 million in 2017. Pappagallo Dec. at 123.
The VALENTINO® Marks are used with products sold in nineteen Valentino

branded boutique stores, spanning from New York City to Hawaii. Id. at 1915-

16; Ex. 3.
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e The VALENTINO® Marks are used with products sold in department stores,
including Saks Fifth Avenue, Neiman Marcus, Nordstrom, Bergdorf Goodman
and Barneys since the 1960s. Id. at 117; Ex. 2.
e The VALENTINO® Marks have been used in the U.S. since April 1960. Id. at
1913, 17.
e The VALENTINO® Marks were the subject of numerous books. Pappagallo Dec.
at 97.
e The VALENTINO® Marks are showcased in all major fashion shows, including
New York Fashion Week and Paris Fashion Week, as well as in showrooms
worldwide in cities such as Rome, New York, Tokyo, Milan, Paris and Sao Paulo.
Id. at 9111.
Based on the above, it is clear that VALENTINO® Marks are famous and became so prior to
January 27, 2017, the filing date of the application at issue. This statutory factor favors

Valentino.

3. The VALENTINO BEVERLY HILLS Mark is Likely to Blur the
Distinctiveness of VALENTINO®,

Dilution by blurring is an association arising from the similarity between a mark and a
famous mark that impairs the distinctiveness of the famous mark. Under the TDRA, Congress
has established the following non-exclusive factors for determining the likelihood of blurring in
a dilution case:

1. The degree of similarity between the mark and the famous mark.

2. The degree of inherent and acquired distinctiveness of the famous mark.

3. The extent to which the owner of the famous mark is engaging in substantially
exclusive use of the mark.

26



4. The degree of recognition of the famous mark.

5. Whether the user of the mark intended to create an association with the famous
mark.

6. Any actual association between the mark and the famous mark.

4. . The Marks Are Nearly Identical.

After finding in the affirmative on the question of pre-existing fame, an important
question in a dilution case is whether the two involved marks are sufficiently similar to trigger
consumers to conjure up a famous mark when confronted with the junior user’s mark. See
Carefirst of Md., Inc. v. FirstHealth of the Carolinas, Inc., 77 U.S.P.Q.2d 1492, 1514 (TTAB
2005). In those cases where — such as the present cases -- the parties’ marks are used in
connection with related goods, the degree of similarity necéssary to find dilution is less than that
which would be required for entirely unrelated goods. See Perfumebay.com, Inc. v. eBay, Inc.,
506 F.3d 1165, 1181, 84 U.S.P.Q.2d 1865, 1876 (9th Cir. 2007).

In this case, as discussed above, a comparison of the two marks at issue demonstrates that
they are nearly identical, as they share the common arbitrary word “VALENTINO” and the only
non-common element is a geographically descriptive term. Further, the VALENTINO
BEVERLY HILLS Mark encompasses the totality of VALENTINO. As such, this statutory
factor weighs in favor of a finding of likelihood of dilution.

5. The VALENTINO® Marks are Inherently Distinctive.
Even though inherent distinctiveness is not required, the statute is weighted toward a
finding of dilution when the famous mark in question is commercially strong and inherently

distinctive. See Id. As stated above, the VALENTINO® Marks are fanciful and thus inherently

distinctive. This statutory factor therefore weighs in favor of Valentino.
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6. The Extent To Which The Owner Of The Famous Mark Is Engagmg
In Substantially Exclusive Use Of The Mark

The record in this case shows no evidence of any third party use of VALENTINO®

Marks. Accordingly, this statutory factor weighs in favor of likelihood of dilution.

7. The Degree Of Recognition Of The Famous Mark

This factor requires the Board to assess just how well recognized are the famous
VALENTINO® Marks. The evidence submitted by Valentino in this matter and discussed above
clearly shows the well-known status of the VALENTINO® Marks. Indeed, the VALENTINO®
Mark has been in use in the U.S. since 1960 and is regarded as one of the most influential brands
in the fashion industry. Pappagallo Dec. at 1113, 17, 23. Thus, this statutory factor also weighs
in favor of Valentino.

8. Aflatouni Intended To Create An Association With The
VALENTINO® Marks

Aflatouni has offered no evidence denying intent to create an association with the
VALENTINO® Marks. Aflatouni also maintains that it first became aware of Valentino and its
VALENTINO® Marks on or about J anuary 18, 2017. See Valentino’s Notice of Reliance, Ex. A
at p. 8. Based on Valentino’s fame and prolonged use of its Marks within the fashion industry,
the same industry where Aflatouni operates, Valentino submits that it appears highly unlikely, if
not impossible, that Aflatouni was not aware of the existence of Valentino and its Marks. In any

event, this factor is either in Valentino’s favor or is neutral.

9. Actual Association Between The Parties’ Marks
Association in the realm of anti-dilution law means that the ordinary person on

encountering the junior user’s mark will think of the senior user’s famous mark. In other words,
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the accused mark calls to mind or conjures up the senior user’s famous mark. See Carefirst of
Md., Inc., 77 U.S.P.Q.2d. at 1514. Here, given the fame of the VALENTINO® Mark, the near
identity of the marks and the relatedness of the goods, the ordinary person will certainly
associate VALENTINO BEVERLY HILLS and VALENTINO®, Therefore, this factor also
favors Valentino.

The evidence presented clearly demonstrates £hat use or registration of VALENTINO
BEVERLY HILLS is likely cause dilution by blurring and lessen the distinctive quality of the
famous VALENTINO® Marks. As such, the application should also be refused on the basis of

dilution.

C. CONCLUSION
For the foregoing reasons, the opposition should be sustained and registration of the

application for the mark VALENTINO BEVERLY HILLS should be denied.

Respectfully submitted,

Valentino S.p.A.

By, ~ 27 /7T
E. Anthony Figg
Leo M. Loughlin
Davide F. Schiavetti
Attorneys for Valentino S.p.A.
Rothwell, Figg, Ernst & Manbeck, P.C.
607 14th Street, N.W.
Suite 800
Washington, DC 20005
Phone: 202-783-6040
Email: PTO-TM-Email@rothwellfigg.com

Date: March 14, 2019
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The undersigned hereby certifies that a true and correct copy of the foregoing

OPPOSER’S TRIAL BRIEF has been served, by email, this 14" day of March, 2019, to:

Mr. John Aflatouni
valentinobeverlyhills@gmail.com

0l i,

Robert DiGiovanni
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