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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following parties oppose registration of the indicated application.

Opposers Information

Name Damiani International S.A.

Granted to Date 09/13/2017
of previous ex-

tension

Address Via Cantonale
Centro Galleria 3
Manno, CH-6928
SWITZERLAND

Name Damiani International B.V.

Granted to Date 09/13/2017
of previous ex-

tension
Address Prins Bernhardplein 200
Amsterdam, 1097JB
NETHERLANDS
Attorney informa- | Anthony P. Venturino
tion Vorys, Sater, Seymour and Pease LLP
1909 K Street NW
Ninth Floor

Washington, DC 20006

UNITED STATES

Email: iplaw@vorys.com, apventurino@vorys.com, vclombardozzi@vorys.com,
ybourne@vorys.com

Phone: 202-467-8800

Applicant Information

Application No 86613093 Publication date 05/16/2017
Opposition Filing | 09/13/2017 Opposition Peri- 09/13/2017
Date od Ends

Applicant Daviani Collection

510 W 6Th Street Suite 912
Los Angeles, CA 90014
UNITED STATES

Goods/Services Affected by Opposition

Class 014. First Use: 2012/01/01 First Use In Commerce: 2012/01/01
All goods and services in the class are opposed, namely: Bracelets; Diamond jewelry; Earrings; Jew-
elry; Necklaces; Pendants; Rings

Grounds for Opposition


http://estta.uspto.gov

Priority and likelihood of confusion

Trademark Act Section 2(d)

The mark is primarily merely a surname

Trademark Act Section 2(e)(4)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 3216881 Application Date 11/21/2003

No.

Registration Date | 03/13/2007 Foreign Priority NONE
Date

Word Mark DAMIANI

Design Mark

Description of NONE

Mark

Goods/Services

Class 014. First use: First Use: 1972/00/00 First Use In Commerce: 1972/00/00

Jewelry; belt buckles of precious metals; bracelets of precious metals; brooches;
cuff-links; diamonds; earrings; necklaces; pearls; precious metals and their al-
loys; rings; bracelets; charms; earrings in precious metal or coated therewith;
precious stones; horological and chronometric instruments, namely,
timepieces,wristwatches, watches, clocks and partstherefor

U.S. Registration | 3564965 Application Date 02/13/2006

No.

Registration Date | 01/20/2009 Foreign Priority NONE
Date

Word Mark DAMIANI

Description of NONE

Mark

Goods/Services

Class 003. First use: First Use: 0 First Use In Commerce: 0

(( Perfumes, body and beauty care cosmetics; toilet water, personal deodor-
ants,essential oils for personal use, body lotions, shower gel, bubble bath, bath
oils, bath pearls, skin soaps, shaving balms, shaving cream, aftershave lotions,
cosmetic pencils, foundation make-up, face powders, talcum powder, rouges,
lipsticks, mascaras, skin cleansing creams, skin cleansing lotions, sun screen
preparation, face creams, body creams, hair shampoos, hair sprays, hair lotion,
dentifrices ))

Class 009. First use: First Use: 0 First Use In Commerce: 0

(([ Optical products, namely, spectacles and sunglasses, eyeglass frames,
lenses, and cases therefor; sport goggles foruse in skiing, swimming, motorcyc-




ling; eyeglass chains 1))
Class 014. First use: First Use: 0 First Use In Commerce: 0

Jewelry, namely, belt buckles of precious metals, bracelets of precious
metals,brooches, cuff-links, diamonds, earrings, necklaces, pearls, rings; pre-
cious metals and their alloys, bracelets, charms, earrings in precious metal or
coated therewith; precious stones; horological (timepieces) and chronometric in-
strumentsincluding timepieces, wristwatches, watches, [ clocks ] and parts
therefore

Attachments 76978251#TMSN.png( bytes )
79975054#TMSN.png( bytes )
Notice of Opposition - DAVIANI - 86613093.pdf(863698 bytes )
Signature Ivel/
Name Vincent C. Lombardozzi
Date 09/13/2017




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial Number 86/613,093
Filing Date: April 28, 2015

DAMIANI INTERNATIONAL B.V. and
DAMIANI INTERNATIONAL S.A.

Opposers, Opposition No.

V.
DAVIANI COLLECTION

Applicant.

N N N N N N N N N N N N

NOTICE OF OPPOSITION

Damiani International B.V., a Dutch company with an address at Prins Bernhardplein
200, Amsterdam, Netherlands, and Damiani International S.A., a Swiss company with an address
at Via Cantonale, Centro Galleria, 3 CH-6928, Manno, Switzerland (hereafter, Damiani
International B.V. and Damiani International S.A. are referred to as “Opposers”), believe they
are and will continue to be damaged by registration of Application Serial Number 86/613,093 for
the mark DAVIANI, and therefore oppose the same. In support of this Notice of Opposition,
Opposers allege the following:

1. According to current TSDR records, Daviani Collection is a California limited
liability company with an address at 510 W 6" Street, Suite 912, Los Angeles, California 90014
(hereafter referred to as “Applicant™).

2. Applicant formed as a limited liability company on December 29, 2005.

3. TSDR records indicate that Applicant has no attorney of record as of the filing

date of this Notice of Opposition.



4.

On information and belief, Applicant is represented by attorney Gerard V.

Kassabian, whose email address is gerard(@kassabianlaw.com.

5.

with the sale and/or offering of jewelry since at least as early as 1979. As a result of such
continuous use, Opposers have developed common law rights in the mark DAMIANI in

connection with jewelry.

6.

Factual Background

Opposers have continuously used the mark DAMIANI in commerce in connection

In addition to common law rights, Opposers have also obtained federal trademark

registrations for marks containing DAMIANI, including the following registrations:

Mark

Reg. No.

Filing Date

Registration
Date

Relevant Goods

DAMIANI

3,216,881

11/21/2003

03/13/2007

IC 14 - Jewelry; belt buckles of
precious metals; bracelets of precious
metals; brooches; cuff-links;
diamonds; earrings; necklaces;
pearls; precious metals and their
alloys; rings; bracelets; charms;
earrings in precious metal or coated
therewith; precious stones;
horological and chronometric
instruments, namely, timepieces,
wristwatches, watches, clocks and
parts therefor

DAMIANI

3,564,965

02/13/2006

01/20/2009

IC 14 - Jewelry, namely, belt buckles
of precious metals, bracelets of
precious metals, brooches, cuff-links,
diamonds, earrings, necklaces, pearls,
rings; precious metals and their
alloys, bracelets, charms, earrings in
precious metal or coated therewith;
precious stones; horological
(timepieces) and chronometric
instruments including timepieces,
wristwatches, watches, [ clocks ] and
parts therefore

(hereafter referred to as the “DAMIANI Registrations”). Copies of TSDR records for these

registrations are attached as Exhibit A.



mailto:gerard@kassabianlaw.com

7. Both of the DAMIANI Registrations are incontestable under 15 U.S.C. § 1065.
Moreover, Opposers have filed declarations of incontestability for the DAMIANI Registrations,
which have been acknowledged by the United States Patent & Trademark Office (“USPTQO”).

8. On April 28, 2015, Applicant filed use-based Application Serial Number
86/613,093 to register the mark DAVIANI for bracelets; diamond jewelry; earrings; jewelry;

necklaces; pendants, rings in Class 14 (hereafter, the “DAVIANI Application™).

0. Applicant’s first use and first use in commerce of the mark DAVIANI for
bracelets; diamond jewelry; earrings; jewelry; necklaces; pendants; rings occurred on January
1, 2012.

10.  The DAVIANI Application does not claim acquired distinctiveness.

11.  The DAVIANI Application published for opposition on May 16, 2017.

12. On June 14, 2017, Opposers filed extensions of time to oppose the DAVIANI
Application, which were granted. The USPTO extended Opposers’ deadline to oppose the
DAVIANI Application through September 13, 2017.

Standing

13. Opposers have standing in this proceeding because they believe that they are and
will be damaged by registration of Application Serial Number 86/613,093 for the mark
DAVIANIL

Claim One — Likelihood of Confusion

14. Opposers re-allege and incorporate by reference Paragraphs 1 through 13.
15.  Applicant’s DAVIANI Application is likely to cause consumer confusion with

Opposers’ mark DAMIANI and the DAMIANI Registrations because, inter alia, the mark



DAVIANTI is identical to the mark DAMIANI, except for one letter, and the goods claimed in the
DAVIANI Application are identical to Opposers’ jewelry goods.

16. Opposers have not consented to Applicant’s use of or application to register the
mark DAVIANI for jewelry or any other goods or services.

17. Opposers have priority over the DAVIANI Application by virtue of the
incontestable DAMIANI Registrations.

18. Opposers also have priority by virtue of continuous use of the mark DAMIANI
since at least as early as 1979.

19.  Because Opposers’ mark DAMIANI is virtually identical to Applicant’s mark
DAVIANI, except for one letter, and because Opposers’ jewelry goods are identical to the
Jjewelry goods claimed in the DAVIANI Application, Applicant’s mark DAVIANI so resembles
marks registered with the USPTO and previously used in commerce by Opposers as to be likely,
when used on or in connection with jewelry and related products, to cause confusion, mistake or
deception among the consuming public.

20. As a result, the DAVIANI Application should be refused under Section 2(d) of
the Trademark Act, 15 U.S.C. § 1052(d).

Claim Two — Primarily Merely A Surname

21. Opposers re-allege and incorporate by reference Paragraphs 1 through 13.

22. The mark DAVIANI depicted in Application Serial Number 86/613,093 is
primarily merely a surname.

23. On information and belief, the mark DAVIANI has not become distinctive of
Applicant’s goods through use on or in connection with Applicant’s goods and therefore lacks

acquired distinctiveness.



24, As a result, the DAVIANI Application should be refused under Section 2(e)(4) of

the Trademark Act, 15 U.S.C. §1052(¢e)(4).
Relief Sought

For the foregoing reasons, this opposition should be sustained and Application Serial
Number 86/613,093 should be refused. The required fee accompanies this Notice of Opposition.
Should this fee be found insufficient for any reason, please charge any additional fees to Deposit
Account No. 50-6424. Please direct all correspondence to counsel for Opposers at the address
indicated below.

Respectfully submitted,

)

Anthony P. Venturino

Vincent C. Lombardozzi

Vorys, Sater, Seymour and Pease LLP
1909 K Street, NW, Ninth Floor
Washington, DC 20006

Tel: 202-467-8800

iplaw @vorys.com

Dated: September 13, 2017

Counsel for Opposers


mailto:iplaw@vorys.com

SERVICE
Pursuant to 37 C.F.R. § 2.105(a) and TBMP § 309.02(c), service of this Notice of
Opposition will be provided by the Board in conjunction with the issuance of the Notice of

Institution.



EXHIBIT A
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9/13/2017

Status Search SN 3216881

TSDR now includes a Post Registration Maintenance Tab. When viewing a Registered mark, users will now find a new
3rd tab providing Post Registration information next to the "Status" and "Document" tabs, below the search text box. The
tab will not appear if the mark is not registered.

STATUS DOCUMENTS

Generated on:

Mark:

US Serial Number:

US Registration Number:
Register:

Mark Type:

TM5 Common Status
Descriptor:

Status:
Status Date:

Publication Date:

Mark Information

MAINTENANCE

Back to Search Print

This page was generated by TSDR on 2017-09-13 09:43:02 EDT

DAMIANI

76978251
3216881
Principal

Trademark

The registration has been renewed.

Apr. 30, 2017

Dec. 26, 2006

Related Properties Information

Goods and Services

Note:

DAMIANIT

Application Filing Date: Nov. 21, 2003

Registration Date: Mar. 13, 2007

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Offic

The following symbols indicate that the registrant/owner has amended the goods/services:
o Brackets [..] indicate deleted goods/services;
o Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and

o Asterisks *..* identify additional (new) wording in the goods/services.

For:

International Class(es):
Class Status:
Basis:

First Use:

Jewelry; belt buckles of precious metals; bracelets of precious metals; brooches; cuff-links; diamonds; earri|
precious metals and their alloys; rings; bracelets; charms; earrings in precious metal or coated therewith; pr

and chronometric instruments, namely, timepieces, wristwatches, watches, clocks and parts therefor

014 - Primary Class
ACTIVE

1(a)

1972

Basis Information (Case Level)

U.S Class(es): 002, 027, 028, 050

Use in Commerce: 1972

http://tsdr.uspto.gov/#caseNumber=3216881&caseSearchType=US_APPLICATION&caseType=SERIAL_NO&searchType=statusSearch

12



9/13/2017 Status Search SN 3216881

Current Owner(s) Information

Owner Name: DAMIANI INTERNATIONAL B.V.

Owner Address: PRINS BERNHARDPLEIN 200
AMSTERDAM, HOLLAND NETHERLANDS

Legal Entity Type: LIMITED LIABILITY COMPANY

Attorney/Correspondence Information

Prosecution History

Maintenance Filings or Post Registration Information
TM Staff and Location Information

Assignment Abstract Of Title Information

Proceedings

State or Country Where NETHERLANDS
Organized:

http://tsdr.uspto.gov/#caseNumber=3216881&caseSearchType=US_APPLICATION&caseType=SERIAL_NO&searchType=statusSearch

2/2




From: TMOfficialNotices@USPTO.GOV

Sent: Friday, March 29, 2013 11:00 PM
To: tmdocket@oblon.com
Subject: Trademark RN 3216881: Official Notice of Acceptance and Acknowledgement under Sections 8 and 15 of the Trademark Act

Serial Number: 76978251

Registration Number: 3216881

Registration Date: Mar 13, 2007

Mark: DAMIANI(STANDARD CHARACTER MARK)
Owner: DAMIANI INTERNATIONAL B.V.

Mar 29, 2013
NOTICE OF ACCEPTANCE UNDER SECTION 8

The declaration of use or excusable nonuse filed for the above-identified registration meets the requirements of Section 8 of the Trademark Act, 15 U.S.C. §1058. The Section
8 declaration is accepted.

NOTICE OF ACKNOWLEDGEMENT UNDER SECTION 15

The declaration of incontestability filed for the above-identified registration meets the requirements of Section 15 of the Trademark Act, 15 U.S.C. §1065. The Section 15
declaration is acknowledged.

The registration will remain in force for the class(es) listed below for the remainder of the ten-year period, calculated from the registration date, unless canceled by
an order of the Commissioner for Trademarks or a Federal Court.

Class(es):
014

TRADEMARK SPECIALIST
POST-REGISTRATION DIVISION
571-272-9500

REQUIREMENTS FOR MAINTAINING REGISTRATION
WARNING: Your registration will be canceled if you do not file the documents below during the specified time periods.
Requirements in the First Ten Years

What and When to File: You must file a declaration of use (or excusable nonuse) and an application for renewal between the 9th and 10th years after the registration date.
See 15 U.S.C. §§1058, 1059.

Requirements in Successive Ten-Year Periods

What and When to File: You must file a declaration of use (or excusable nonuse) and an application for renewal between every 9th and 10th-year period, calculated from the
registration date. See 15 U.S.C. §§1058, 1059.

Grace Period Filings
The above documents will be considered as timely if filed within six months after the deadlines listed above with the payment of an additional fee.

**The USPTO WILL NOT SEND ANY FURTHER NOTICE OR REMINDER OF THESE REQUIREMENTS. THE REGISTRANT SHOULD CONTACT THE USPTO ONE
YEAR BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN ABOVE TO DETERMINE APPROPRIATE REQUIREMENTS AND FEES.*™*

To view this notice and other documents for this application on-line, go to http://tdr.uspto.gov/search.action?sn=76978251. NOTE: This notice will only be available on-line the
next business day after receipt of this e-mail.




9/13/2017 Trademark Status & Document Retrieval

TSDR now includes a Post Registration Maintenance Tab. When viewing a Registered mark, users will now find a new
3rd tab providing Post Registration information next to the "Status" and "Document” tabs, below the search text box. The
tab will not appear if the mark is not registered.

STATUS DOCUMENTS MAINTENANCE Back to Search Print

Generated on: This page was generated by TSDR on 2017-09-13 10:25:47 EDT

DAMIANI

US Serial Number: 79975054 Application Filing Date: Feb. 13, 2006
US Registration Number: 3564965 Registration Date: Jan. 20, 2009
Register: Principal
Mark Type: Trademark

TM5 Common Status LIVE/REGISTRATION/Issued and Active

Descriptor:
The trademark application has been registered with the Offic

Status: A partial Section 71 declaration has been accepted.
Status Date: Feb. 06, 2015

Publication Date: Nov. 04, 2008
Mark Information
Related Properties Information

Goods and Services

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:
e Brackets [..] indicate deleted goods/services;
o Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: (( Perfumes, body and beauty care cosmetics; toilet water, personal deodorants, essential oils for personal |
gel, bubble bath, bath oils, bath pearls, skin soaps, shaving balms, shaving cream, aftershave lotions, cosm
make-up, face powders, talcum powder, rouges, lipsticks, mascaras, skin cleansing creams, skin cleansing
preparation, face creams, body creams, hair shampoos, hair sprays, hair lotion, dentifrices ))

International Class(es): 003 - Primary Class U.S Class(es): 001, 004, 006, 050, 0%
Class Status: ACTIVE
Basis: 66(a)
For: (([ Optical products, namely, spectacles and sunglasses, eyeglass frames, lenses, and cases therefor; spor
swimming, motorcycling; eyeglass chains 1))
International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 07
Class Status: SECTION 71 - CANCELLED

http://tsdr.uspto.gov/#caseNumber=79975054 &caseType=SERIAL_NO&searchType=statusSearch 1/2



9/13/2017 Trademark Status & Document Retrieval

Basis: 66(a)

For: Jewelry, namely, belt buckles of precious metals, bracelets of precious metals, brooches, cuff-links, diamon
pearls, rings; precious metals and their alloys, bracelets, charms, earrings in precious metal or coated there
horological (timepieces) and chronometric instruments including timepieces, wristwatches, watches, [ clock:

International Class(es): 014 - Primary Class
Class Status: ACTIVE

Basis: 66(a)
Basis Information (Case Level)

Current Owner(s) Information

Owner Name: DAMIANI INTERNATIONAL B.V.

Owner Address: Prins Bernhardplein 200
AMSTERDAM NETHERLANDS

Legal Entity Type: LIMITED LIABILITY COMPANY

Owner Name: DAMIANI INTERNATIONAL S.A.

Owner Address: Via Cantonale,
Centro Galleria, 3 CH-6928 MANNO
SWITZERLAND

Legal Entity Type: UNKNOWN

Attorney/Correspondence Information

Prosecution History

International Registration Information (Section 66a)
Maintenance Filings or Post Registration Information
TM Staff and Location Information

Assignment Abstract Of Title Information

Proceedings

http://tsdr.uspto.gov/#caseNumber=79975054 &caseType=SERIAL_NO&searchType=statusSearch

U.S Class(es): 002, 027, 028, 050

State or Country Where NETHERLANDS
Organized:

State or Country Where No Place Where Orga
Organized:

2/2



From: TMOfficialNotices@USPTO.GOV

Sent: Friday, February 6, 2015 11:00 PM

To: trademark@novakdruce.com

Cc: yayoi.bourne@novakdruce.com

Subject: Official USPTO Notice of Acknowledgement Section 15: U.S. Trademark RN 3564965: DAMIANI: Docket/Reference No. 18457.0390.T
U.S. Registration Number: 3564965 U.S. Serial Number: 79975054

U.S. Registration Date: Jan 20, 2009

Mark: DAMIANI

Owner: DAMIANI INTERNATIONAL B.V.

Feb 6, 2015
NOTICE OF ACKNOWLEDGEMENT UNDER SECTION 15

The declaration of incontestability filed for the above-identified registration meets the requirements of Section 15 of the Trademark Act, 15 U.S.C. §1065. The Section 15
declaration is acknowledged.

TRADEMARK SPECIALIST
POST-REGISTRATION DIVISION
571-272-9500

REQUIREMENTS FOR MAINTAINING A FEDERAL TRADEMARK REGISTRATION
WARNING: Your registration will be canceled if you do not file the documents below during the specified time periods.
Requirements in the First Ten Years
What and When to File:
First Filing Deadline: You must file a declaration of use (or excusable nonuse) between the 5th and 6th years after the registration date. See 15 U.S.C. §§1058, 1141k. If the
declaration is accepted, the registration will continue in force for the remainder of the ten-year period, calculated from the registration date, unless canceled by an order of the

Commissioner for Trademarks or a Federal Court.

Second Filing Deadline: You must file a declaration of use (or excusable nonuse) and an application for renewal between the 9th and 10th years after the registration
date.* See 15 U.S.C. §§1058, 1059.

Requirements in Successive Ten-Year Periods

What and When to File: You must file a declaration of use (or excusable nonuse) and an application for renewal between every 9th and 10th-year period, calculated from
the registration date.* See 15 U.S.C. §§1058, 1059.

Grace Period Filings
The above documents will be considered as timely if filed within six months after the deadlines listed above with the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS: The holder of an international registration with an extension of protection to the United States under the Madrid
Protocol must timely file the declarations of use (or excusable nonuse) referenced above directly with the USPTO. The time periods for filing are based on the U.S.
registration date (not the international registration date). The deadlines and grace periods for the declarations of use (or excusable nonuse) are identical to those for
nationally issued registrations. See 15 U.S.C. §§1058, 1141k. However, owners of international registrations do not file renewal applications at the USPTO. Instead, the
holder must file a renewal of the underlying international registration at the International Bureau of the World Intellectual Property Organization, under Article 7 of the Madrid
Protocol, before the expiration of each ten-year term of protection, calculated from the date of the international registration. See 15 U.S.C. §1141j. For more information and
renewal forms for the international registration, see http://www.wipo.int/madrid/en/.

**The USPTO WILL NOT SEND ANY FURTHER NOTICE OR REMINDER OF THESE REQUIREMENTS. THE REGISTRANT SHOULD CONTACT THE USPTO ONE
YEAR BEFORE THE EXPIRATION OF THE TIME PERIODS SHOWN ABOVE TO DETERMINE APPROPRIATE REQUIREMENTS AND FEES.**

To view this notice and other documents for this application on-line, go to http://tdr.uspto.gov/search.action?sn=79975054. NOTE: This notice will only be available on-line the
next business day after receipt of this e-mail.




