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Mark: INSTAKLIP - Class 041

INSTAGRAM, LIL.C * Filed Via Estta
Opposer,
V. Opposition No. 91/236,457
ANDRE REICHMANN
Applicant.
X

Trademark Trial & Appeal Board
Hon. Commissioner for Trademarks
U.S. Patent & Trademark Office
P.O. Box 1451

Alexandria, VA 22313-1451

ANSWER TO NOTICE OF OPPOSITION &
AFFIRMATIVE DEFENSES

Sir/Madam:

Applicant, Andre Reichmann, by and through his attorneys, answers the Notice of
Opposition, as follows:

1) Applicant does not have sufficient information to admit or deny the allegations
contained in paragraphs 3, 5, 10, and 14, of the Notice of Opposition, and therefore denies

same and leaves Opposer to its proofs.



2) Applicant admits to the allegations contained in paragraphs 1, 2, 4, 6, of the Notice
of Opposition.
3) Applicant denies the allegations contained in paragraphs 7, 8,9, 11, 12,13, 15, and

16 of the Notice of Opposition.

AFFIRMATIVE DEFENSES

1) Opposer’s allegations are barred by laches, waiver, acquiescence, and estoppel.

2) Opposer’s trademark rights, if any, are limited to the marks containing the term
INSTAGRAM, or INSTA, or highly similar variations thereof, which are different than
Applicant’s mark INSTAKLIP.

3) The INSTAGRAM and INSTA marks asserted by Opposer are dissimilar in
sound, appearance, meaning, and commercial impression, and are thus not confusingly
similar to Applicant’s mark INSTAKLIP.

4) Applicant does not target the same customers as Opposer, since Applicant is in the
videography business for customers who are arranging special occasions, and Opposer
targets social media users. These are completely different industries.

5) Opposer cannot claim exclusive rights to all marks in Classes 9, 41, 42, and 45 in
the fields of goods/services associated with its registrations, and having the prefix INSTA,

in view of the indisputable fact that there are extensive and numerous third-party usages and
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federal trademark registrations that incorporate the term INSTA in Opposer’s field of
goods/services. Said marks are owned by various companies, and are valid, subsisting and
co-exist on the Trademark Register and in the marketplace without any conflict.

6) Opposer is not in Applicant’s business of providing videography services, and
Opposer’s marks and associated registrations do not claim videography services. Therefore,
the respective goods/services are different, and this also indicates no likelihood of
confusion as to source or affiliation etc. between the parties.

7) Applicant adopted its mark in good faith, as INSTAKLIP isrelated to Applicant’s
mark KWIKKLIP, which is also for videography services, and was registered previously
with the USPTO.

8) There are approximately over 500 live marks according to USPTO’s current records
which combine the prefix INSTA with other wording or terminology, specifically in class 9
and 41, which are the classes of goods of services which Opposer’s marks are classified in.
In fact, there are at least 37 active federal registrations which incorporate the prefix INSTA
and are gpecifically in the same field of goods/services as Opposer’s marks referenced in the
Notice of Opposition (these 37 registrations were recently produced to Opposer, prior to
Opposer filing its Notice of Opposition). As such, the prefix INSTA is part of a crowded
field of marks, is diluted in strength, and is ubiquitous, specifically in Opposer’s field of
goods/services. Further, the USPTO has allowed these marks to all co-exist on the Register,

including with Opposer’s INSTAGRAM and INSTA marks. Thus, Opposer’s position and



allegations are inconsistent with dozens of USPTO decisions, by dozens of different U.S.
Trademark Examiners.

9) Opposer failed to oppose the 37 marks in the registrations referenced above, and
is equitably foreclosed from opposing Applicant’s mark under the defenses of estoppel,
waiver, and acquiescence.

10) Applicant does not use its mark for social media revenue, which is in contrast to
Opposer’s business, which is to generate revenue from social media services. Rather, any
revenue generated by Applicant is for its videography services, wherein only a very small
percentage of such revenue is connected to the specific INSTAKLIP service. The
INSTAKLIP service is a very minor part of the overall package of videography services
offered by Applicant under his trade name Andre Reichmann Photography. As a result, there
is simply no “likelihood” of confusion as to source, affiliation or connection between
Applicant and Opposer.

11) Applicant’s offer to its customers to upload small video clips called INSTAKLIP
to a social media site, namely Instagram, would not lead to a likelihood that customers
would believe that Applicant is associated, connected, endorsed or otherwise affiliated in any
way with Opposer.

12) There is no evidence of actual confusion, which further indicates there is no
“likelihood” of confusion. Specifically, no customer has ever inquired of Applicant as to
whether there is any connection with Opposer, and it is believed that Opposer also lacks any

evidence of actual confusion.



Accordingly, Applicant requests that the Notice of Opposition be dismissed with

prejudice, and that Opposer not take anything from its prayer for relief.

Respectfully submitted,
Law Offices,
EZRA SUTTON, P.A.

By: JANY
JOSEPH E. SUTTON, Esq.
EZRA SUTTON, Esq.
ANTHONY MORANO, Esg.
Jsutton@EzraSutton.com
Plaza 9 Bldg., 900 U.S. Hwy. 9
Woodbridge, New Jersey 07095
(732) 634-3520 PH
(732) 634-3511 FAX
Attorneys for Applicant

Dated: October 3, 2017
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CERTIFICATE OF SERVICE

I, Jill Ippolito, being over the age of 18 and not a party to this action, do hereby certify
that a true and correct copy of the foregoing Applicant’s ANSWER TO NOTICE OF
OPPOSITION AND AFFIRMATIVE DEFENSES, was served by first-class, postage

prepaid mail on this 3" day of October, 2017 upon the attorneys for the Opposer, namely,
YeWon Min, Esq., Kilpatrick Townsend & Stockton, LLP, 9720 Wilshire Boulevard, PH

Suite, Beverly Hills, California 90212, and by electronic mail to the address of

ymin(@kilpatricktownsend.com.
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