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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

 

Insight Pharmaceuticals LLC,    ) 

       ) 

   Opposer,   ) 

       ) Opposition No. 91236397 

 v.      ) 

       ) Serial No. 79204370 

Dermalist Skin Care Pty Ltd,    ) 

       ) 

   Applicant.   ) 

 

 

 

APPLICANT’S OPPOSITION TO OPPOSER’S MOTION TO REOPEN DISCOVERY  

 Applicant, Dermalist Skin Care Pty Ltd, through its undersigned attorneys, hereby 

opposes Opposer’s Motion to Reopen Discovery and moves the Board to grant it judgment in 

this opposition proceeding for Opposer’s failure to prove its case in accordance with 37 C.F.R. § 

2.132(a) and TBMP Rule 534. 

 On August 29, 2017, Opposer filed its Notice of Opposition and the opposition 

proceedings were instituted by the Board. 

 In response to a Motion to Dismiss filed by Applicant, Opposer filed an Amended Notice 

of Opposition on October 6, 2017. 

 On November 3, 2017, the Board issued an order resetting the proceeding dates and 

Applicant filed its Answer to the Amended Notice of Opposition.  Neither the Notice of 

Opposition nor the Amended Notice of Opposition included as evidence the current status and 

title of any of Opposer’s pleaded registrations. 



 

 

 

 

2 
 

 Per the Board’s November 3, 2017 order, discovery closed on July 4, 2018.  Neither party 

took discovery in these proceedings. 

 Pet the Board’s November 3, 2017 order, Opposer’s deadline for serving pre-trial 

disclosures was August 18, 2018.  Opposer did not serve any pretrial disclosures. 

 Per the Board’s November 3, 2017 order, Opposer’s testimony period closed on October 

2, 2018.  Opposer did not proffer any testimony or file any evidence. 

 On November 30, 2018, Opposer filed a motion to suspend the opposition proceeding for 

three months.  Opposer’s motion was granted as conceded on January 8, 2019.  In the Board’s 

order of January 8, 2019, the Board set forth the remaining proceeding deadlines: 

  Defendant's Pretrial Disclosures Due 4/17/2019 

  Defendant's 30-day Trial Period Ends 6/1/2019 

  Plaintiff's Rebuttal Disclosures Due 6/16/2019 

  Plaintiff's 15-day Rebuttal Period Ends 7/16/2019 

  Plaintiff's Opening Brief Due 9/14/2019 

  Defendant's Brief Due 10/14/2019 

  Plaintiff's Reply Brief Due 10/29/2019 

  Request for Oral Hearing (optional) Due 11/8/2019 

 The discovery period closes nearly one year ago.  The time for taking testimony by 

Opposer expired nearly six months ago.  It is clear from the docket available on TTABVUE that 

Opposer has not taken testimony or offered any other evidence. 

 Where, as here, the time for taking required action, as originally set or as previously 

reset, has expired, Opposer must show that its failure to act during the time previously allotted 

therefor was the result of excusable neglect.  See Fed. R. Civ. P. 6(b)(1)(B); TBMP Rule 

509.01(b). 
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 Opposer alleges that its failure to take discovery or move to extend discovery or take 

testimony or extend its testimony period was justified solely by the existence of ongoing 

settlement discussions.  Although the parties have discussed settlement off and on since at least 

as early as the inception of the opposition proceedings, the parties have not concluded a 

settlement. 

 As the Board held in Atlanta-Fulton County Zoo Inc. v. De Palma, 45 USPQ2d 1858, 

1859-60 (TTAB 1998), the failure to timely move to extend testimony period resulting from 

counsel’s oversight and the mere existence of settlement negotiations does not justify a party’s 

inaction or delay.  See also Luster Products Inc. v. Van Zandt, 104 USPQ2d 1877, 1879 (TTAB 

2012) (applicant made a calculated strategic decision, within its control, not to take discovery in 

the hope opposer had lost interest in the case, even though the parties held settlement discussions 

and opposer requested an extension of the discovery period before it closed). 

 Applicant avers that Opposer has failed to show excusable neglect, and therefore, its 

motion to reopen the discovery period must be denied.  Moreover, without waiving its right to 

offer evidence in the event the instant motion is denied, Applicant move for dismissal on the 

ground of the failure of Opposer to prosecute this opposition. 

      Respectfully submitted, 

      DERMALIST SKIN CARE PTY LTD 

 

     By:  /jmenker/ 

      James R. Menker 

 

Applicant’s Attorneys 
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HOLLEY & MENKER, P.A. 

60 Ocean Boulevard, Suite 3 

Atlantic Beach, Florida 32233 

T: 904-247-2620 

F: 202-280-1177 

E-Mail: eastdocket@holleymenker.com 

  



 

 

 

 

5 
 

CERTIFICATE OF SERVICE 

 

I hereby certify that a true and complete copy of the foregoing MOTION FOR JUDGMENT 

FOR PLAINTIFF’S FAILURE TO PROVE CASE has been served on Micheline Kelly Johnson 

of TAYLOR ENGLISH DUMA LLP, by forwarding said copy on June 10, 2019, via email to: 

rdocketing@taylorenglish.com, mkjohnson@taylorenglish.com, lyang@taylorenglish.com. 

 

Signature: /jmenker/ 

By: James R. Menker 

Date: June 10, 2019 


