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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Insight Pharmaceuticals LLC

Entity Corporation Citizenship Delaware

Address 660 White Plains Road, Suite 250
Tarrytown, NY 10591
UNITED STATES

Attorney informa-
tion

Micheline Kelly Johnson
630 Chestnut Street Suite 1900
Chattanooga, TN 37450
UNITED STATES
Email: trademarks@bakerdonelson.com, lyang@bakerdonelson.com, mjohn-
son@bakerdonelson.com
Phone: 4232094103

Applicant Information

Application No 79204370 Publication date 08/01/2017

Opposition Filing
Date

08/29/2017 Opposition Peri-
od Ends

08/31/2017

International Re-
gistration No.

1337266 International Re-
gistration Date

09/22/2016

Applicant Dermalist Skin Care Pty Ltd
6 Berringa Road
Ringwood North VIC 3134
AUSTRALIA

Goods/Services Affected by Opposition

Class 003. First Use: 0 First Use In Commerce: 0
Opposed goods and services in the class: body creams; aftershave gels and lotions; body and skin
lotions; body gel in the nature of skin moisturizing gel; creams for the body; cream for cuticles; cream
for the eyes; cream for the face; creams, namely,cream for hands and non-medicated foot cream; ex-
foliators in the nature of exfoliant creams; hair conditioner; hair shampoo; lotion for the body; lotion
for the hands; lotion for the face; lotion for the feet in the nature of non- medicated foot lotions; mas-
sage cream; massage oils; non-medicated massage ointment in the nature of massage oils; condi-
tioners for use on the hair; conditioning preparations for the hair

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Dilution by tarnishment Trademark Act Sections 2 and 43(c)

http://estta.uspto.gov


Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3626182 Application Date 09/08/2008

Registration Date 05/26/2009 Foreign Priority
Date

NONE

Word Mark DERMAREST

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 1987/01/30 First Use In Commerce: 2000/12/31

[non-medicated skin care preparations, namely, moisturizing scar removing lo-
tions and stretch mark repair]

Class 005. First use: First Use: 1987/01/30 First Use In Commerce: 2000/12/31

medicated hair care preparations, namely, medicated shampoo, medicated hair
conditioners; medicated skin care preparations, namely, medicated skin moistur-
izers, medicated scalp moisturizers, and medicated body lotions, all for the treat-
ment of eczema or psoriasis; dermatologicalpreparations for balancing skin
tones and reducing the redness associated with Rosacea

U.S. Registration
No.

4261139 Application Date 04/30/2012

Registration Date 12/18/2012 Foreign Priority
Date

NONE

Word Mark DERMAREST

Design Mark

Description of
Mark

The mark consists of the word Dermareststylized with a curved bar above the
letters rest.

Goods/Services Class 005. First use: First Use: 2012/04/16 First Use In Commerce: 2012/04/16

medicated hair care preparations, namely, medicated shampoo, medicated hair
conditioners; medicated skin care preparations, namely, medicated skin moistur-
izers, medicated scalp moisturizers, and medicated body lotions, all for the treat-
ment of eczema or psoriasis
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

TRADEMARK TRIAL AND APPEAL BOARD 

 

 

INSIGHT PHARMACEUTICALS LLC               ) 

       ) 

 Opposer,     ) 

       ) 

 v.      ) Opposition No.: ______________ 

       ) 

 DERMALIST SKIN CARE PTY LTD                  )     Serial No. 79/204,370  

       )  

 Applicant.     )  

_____________________________________________________________________________ 

 

NOTICE OF OPPOSITION 

______________________________________________________________________________ 

 

 Insight Pharmaceuticals LLC (“Opposer”), a Delaware corporation, with a principal place 

of business located at 660 White Plains Road, Suite 250, Tarrytown, New York 10591, believes 

it would be damaged by registration of the mark DERMALIST shown in U.S. Serial No. 

79/204,370 ("Application"), and hereby opposes it pursuant to Sections 2(d) and 43(c) of the 

Lanham Act, 15 U.S.C. §§ 1052(d) and 1125(c).   

 To the best of Opposer’s knowledge, the name and address of the current owner of the 

Application is Dermalist Skin Care Pty Ltd ("Applicant"), an Australian proprietary limited 

company with an address of record at 6 Berringa Road Ringwood North VIC 3134, Australia. 

 As grounds for its Opposition, Opposer alleges that: 

1. Opposer is the owner of the registered and common-law trademark for, among 

other marks, DERMAREST (the "Mark") for use in connection with medicated hair shampoos 

and conditioners, as well as medicated skin moisturizers and body lotions.  In particular, Opposer 

owns the U.S. Registration Nos. 3,626,182 and 4,261,139 (collectively, "Registrations") for the 

Mark.  
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2. The Registrations are valid and subsisting and remain in full force and effect as 

evidence of the validity thereof and of Opposer’s exclusive right to own and use the Mark in 

connection with the goods specified in the Registrations. 

3. Opposer, and/or its predecessors in interest, first used the Mark for the related 

products in 1987.  Moreover, since at least as early as December 31, 2000, Opposer and/or its 

predecessors in interest has used the Mark in connection with its products, sales of its products, 

and advertising and promotions of its products throughout the United States.  These products 

include but are not limited to medicated shampoos and conditioners, and medicated skin 

moisturizers, lotions, and gels.  

4. Opposer’s Mark is distinctive in that it is inherently distinctive and/or has 

acquired secondary meaning.  In particular, as a result of the significant resources and effort 

Opposer has invested in selling and promoting its products bearing the Mark, the purchasing 

public has come to know, rely on, and recognize the goods of Opposer by the Mark.  Opposer 

has accordingly established valuable goodwill in the Mark. 

5. Upon information and belief, Applicant filed a Request for Extension of 

Protection of International Registration No. 1,337,266 for DERMALIST for various cosmetics 

and hair and skin care products in the U.S., which was later assigned as Trademark Application 

Serial No. 79/204,370 and has a priority date of April 19, 2016.  The Application has been 

published for opposition since August 1, 2017.   
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COUNT I 

Likelihood of Confusion and Dilution  

6. Opposer re-alleges and incorporates paragraphs 1 through 5 as if fully set forth 

herein. 

7. Applicant's mark is highly similar to Opposer's  prior used and registered Mark in 

that Applicant's mark DERMALIST copies all but two letters in the Mark DERMAREST.  The 

marks are thus visually and phonetically similar when examined in their entireties.  They also 

convey substantially identical commercial impressions to consumers.  

8. Applicant's goods are also similar to and/or  closely related with Opposer's, as 

they are both hair or skin care products for consumers' personal use, and are offered over the 

counter to consumers in local grocery stores, pharmacies, or online retail stores.  The substantial 

similarity and the close relatedness in the goods, and the facts that they are sold through the same 

trade channels and are used by the same classes of consumers, further make confusion likely. 

9. Thus, if the Application is permitted to register, the existence of such registration 

and use of the mark DERMALIST for hair and skin care products by the Applicant will likely 

cause confusion, mistake, or deception among consumers as to the source of the goods in 

violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).  Consumers might reasonably 

believe that Applicant's goods are in fact produced by or affiliated with Opposer.  

10. If the Application is permitted to register, due to the similarities in both the marks 

and the goods, persons familiar with Opposer's Mark would be likely to purchase Applicant's 

goods as goods associated with Opposer.  Furthermore, any defect or deficiency found within 
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Applicant's goods marketed under Applicant's mark would reflect negatively upon and seriously 

injure the reputation that Opposer has established for its goods under the Mark. 

11. The Applicant’s registration and use of the mark DERMALIST for hair and skin 

care products is also likely to dilute the distinctive quality of Opposer’s Mark in violation of 

Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c). 

12. If Applicant is granted the registration herein opposed, it would thereby obtain a 

prima facie exclusive right to the use of Applicant's mark.  Such registration would be a source 

of damage and injury to Opposer. 

WHEREFORE, Opposer prays that, pursuant to Section 13 of the Lanham Act, 15 U.S.C. 

§ 1063, U.S. Trademark Application Serial No. 79/204,370 be denied in part in respect to the 

conflicting goods: "body creams; aftershave gels and lotions; body and skin lotions; body gel in 

the nature of skin moisturizing gel; creams for the body; cream for cuticles; cream for the eyes; 

cream for the face; creams, namely, cream for hands and non-medicated foot cream; exfoliators 

in the nature of exfoliant creams; hair conditioner; hair shampoo; lotion for the body; lotion for 

the hands; lotion for the face; lotion for the feet in the nature of non-medicated foot lotions; 

massage cream; massage oils; non-medicated massage ointment in the nature of massage oils; 

conditioners for use on the hair; conditioning preparations for the hair." 

Opposer hereby appoints Micheline Kelly Johnson to prosecute this Opposition and 

transact all business in the Trademark Trial and Appeal Board in connection therewith. 

Please send all correspondence to the attention of: 
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Micheline Kelly Johnson 

BAKER DONELSON 

1900 Republic Centre 

633 Chestnut Street 

Chattanooga, Tennessee 37450 

(423) 209-4103 (office) 

(423) 752-9548 (fax) 

mjohnson@bakerdonelson.com  

 

    

 

 

   

    Respectfully submitted, 

Dated: August 28, 2017   Micheline Kelly Johnson    

    Micheline Kelly Johnson 
       

      BAKER DONELSON 

      1900 Republic Centre 

633 Chestnut Street 

Chattanooga, Tennessee 37450 

(423) 209-4103 (office) 

(423) 752-9548 (fax) 

Attorney for Opposer Insight Pharmaceuticals 

LLC 

 


