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By the Board:

This proceeding is before the Board for consideration of Opposer’s December
7, 2017 motion for default judgment against Applicant for failure to file an answer.!
The motion is fully briefed.
Analysis

The standard for determining whether default judgment should be entered for

failure to timely answer is the Fed. R. Civ. P. 55(c), namely, whether a defendant has

1 Opposer’s motion for default judgment serves as a substitute for the Board’s issuance of a
notice of default. TBMP § 312.01 (June 2017).

Applicant’s brief filed January 8, 2018 is untimely. Trademark Rule 2.127(a). In the late-
filed brief, Applicant’s new counsel sets forth circumstances experienced by Applicant and its
prior counsel in Puerto Rico as a result of Hurricane Maria, which affected that location
beginning September 20, 2017. The USPTO previously issued a formal notice entitled
“Customers Affected by Hurricanes Harvey, Irma, and Maria” at
https://www.uspto.gov/learning-and-resources/operational-status/customers-affected-
hurricane-harvey. Said notice expressly addresses interruptions in service in Puerto Rico.
Consistent with the USPTO’s intent in the guidance it provided to parties, and in view of the
fact that Applicant’s brief is instructive to the Board with respect to the issue of its default,
the Board has exercised its discretion to give consideration to the untimely brief.

The proceeding file has been updated to reflect new counsel of record and correspondence
information on behalf of Applicant, which was filed with Applicant’s late brief and answer.
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shown good cause why judgment by default should not be entered against it. TBMP
§§ 312.01 and 508 (June 2017). As a general rule, good cause to set aside a
defendant’s default will be found where the defendant’s delay has not been willful or
in bad faith, when prejudice to the plaintiff is lacking, and where the defendant has
a meritorious defense to the action. Fred Hayman Beverly Hills, Inc. v. Jacques
Bernier, Inc., 21 USPQ2d 1556, 1557 (TTAB 1991). The Board is mindful that it is
the policy of the law, and the preference of the Board, where appropriate, to decide
cases on their merits rather than by default. TBMP § 312.02. The Board is reluctant
to enter a default judgment for failure to file a timely answer, and resolves any doubt
on the matter in favor of the defendant. If a defendant files a showing of good cause
In response to a motion by plaintiff for default judgment, or in support of its own
motion asking that its late-filed answer be accepted, default judgment will not be
entered against it. TBMP § 312.02.

The record does not reflect that the failure to file an answer by the due date,
as reset on September 26, 2017, was willful or in bad faith, or due to inattentiveness
to this proceeding. The record also does not indicate that the delay caused by
Applicant’s failure to answer and default has been intentional or purposeful. In
explaining its failure to file a timely answer, Applicant’s new counsel states that
Applicant and its former counsel of record are located in Puerto Rico and were
1impacted by loss of power and internet service from Hurricane Maria, that this made

communication extremely difficult and occasionally impossible, that Applicant did
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not fully comprehend the effect of not filing an answer and its obligations in this
proceeding, and that new counsel was not retained until January 8, 2018.

The Board notes Opposer’s position that Applicant’s former counsel had at
least one opportunity to communicate, to Opposer’s counsel, the need to file another
extension of time to answer and/or extension to file a brief in response to the motion
for default judgment. Indeed, this option was available to Applicant, but was not
utilized; moreover, doing so would have avoided some of the delay, as well as the
expenditure of resources to address Applicant’s default by way of motions practice.
Nonetheless, the record does not indicate that Applicant’s failure to avail itself of this
option rises to the level of willfulness or gross neglect.

Regarding prejudice, no true form of prejudice to Opposer’s ability to proceed
with and put on its case in this opposition is apparent from the record. The delay
occasioned by Applicant’s failure to timely answer and file a brief on the default issue
has not been minimal, and is clearly now of record moving forward in this proceeding.
Nonetheless, no specific prejudice to Opposer 1s apparent from allowing Applicant’s
late-filed answer, and having the parties move ahead with initial disclosures and
discovery.2

Applicant’s submission of an answer to the notice of opposition, although late,
indicates that Applicant has not been entirely inattentive to this proceeding, and that

it intends to assert and maintain a meritorious defense to Opposer’s claims.

2 Notwithstanding, Applicant is advised that any further delay that is singularly occasioned
by Applicant may not be found to be entitled to the liberal treatment shown by the Board in
resolving the issue of Applicant’s default.
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Finally, the Board is very reluctant to enter default judgment for failure to file
a timely answer, and tends to resolve any doubt on the matter in favor of the
defendant. TBMP § 312.02. Here, inasmuch as Applicant’s conduct has not been
shown to be due to gross neglect, the circumstances do not support a finding that
entry of default is necessary. Id.

Having considered all of the arguments and circumstances of record, the Board
finds that Applicant has demonstrated the requisite good cause to set aside its default
for failure to timely file an answer. Applicant’s default is set aside, and judgment
will not be entered against it on that basis. Opposer’s motion for default judgment is
denied. Applicant’s late answer, filed January 8, 2018, is accepted.

Notice of Opposition is not in the record

Opposer’s submission at 1 TTABVUE consists of only the ESTTA cover pages.3
Consequently, Opposer’s notice of opposition is not in the record. Opposer is directed
to promptly submit its notice of opposition through ESTTA using the “File Documents
in a Board Proceeding” option entitled “Opposition, Cancellation or Concurrent Use
(general filings),” and “Other Motions/Papers.”

Schedule
Proceedings are resumed. Conference, initial disclosure, discovery and trial

dates are reset as indicated below:

Deadline for Required Discovery Conference  3/5/2018
Discovery Opens 3/5/2018

3 The Board presumes that Applicant prepared its answer having received Opposer’s service
copy of the notice of opposition.
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Initial Disclosures Due 4/4/2018
Expert Disclosures Due 8/2/2018
Discovery Closes 9/1/2018
Plaintiff's Pretrial Disclosures Due 10/16/2018
Plaintiff's 30-day Trial Period Ends 11/30/2018
Defendant's Pretrial Disclosures Due 12/15/2018
Defendant's 30-day Trial Period Ends 1/29/2019
Plaintiff's Rebuttal Disclosures Due 2/13/2019
Plaintiff's 15-day Rebuttal Period Ends 3/15/2019
Plaintiff's Opening Brief Due 5/14/2019
Defendant's Brief Due 6/13/2019
Plaintiff's Reply Brief Due 6/28/2019
Request for Oral Hearing (optional) Due 7/8/2019

Generally, the Federal Rules of Evidence, Federal Rules of Civil Procedure and
Trademark Rules of Practice apply to Board trials. Trial testimony is taken and
introduced out of the presence of the Board during the assigned testimony periods.
The parties may stipulate to a wide variety of matters, and many requirements
relevant to the trial phase of Board proceedings are set forth in Trademark Rules
2.121 through 2.125. These include pretrial disclosures, matters in evidence, the
manner and timing of taking testimony, and the procedures for submitting and
serving testimony and other evidence, including affidavits, declarations, deposition
transcripts and stipulated evidence. Trial briefs shall be submitted in accordance
with Trademark Rules 2.128(a) and (b). Oral argument at final hearing will be
scheduled only upon the timely submission of a separate notice as allowed by

Trademark Rule 2.129(a).



