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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
In the matter of: 
U.S. Application Serial No. 87/041,124 
Trademark: INSPIRING CONNECTIONS 
In International Classes 39 and 43 
 
A&K S.a.r.l., 
 
  Opposer, 
 
 v. 
 
Rail Europe, Inc., 
 
  Applicant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
 
Opposition No. 91236159 

 

OPPOSER’S REPLY IN SUPPORT OF ITS MOTION FOR  
LEAVE TO FILE FIRST AMENDED NOTICE OF OPPOSITION 

 
Opposer A&K S.a.r.l. (hereinafter “Opposer” or “A&K”) submits this Reply in Support of 

its Motion for Leave to File First Amended Notice of Opposition (hereinafter “Motion to Amend”), 

and in response to Applicant Rail Europe, Inc.’s (hereinafter “Applicant” or “Rail Europe”) 

Opposition to Opposer’s Motion to Amend (Applicant’s “Objection”). 

Rule 15(a) of the Federal Rules of Civil Procedure specifies that leave to amend pleadings 

shall be freely given when justice so requires. Fed. R. Civ. Pro. 15(a)(2). “[I]n light thereof the 

Board has in the past liberally granted leave to amend pleadings where the other party will not be 

prejudiced thereby.” Cool-Ray, Inc. v. Eye Care, Inc., 1974 TTAB LEXIS 158, *8; 183 U.S.P.Q. 

(BNA) 618, 621 (Trademark Trial & App. Bd. Oct. 9, 1974). When the amended pleading is 

adequately pled, and the record does not indicate that applicants would be prejudiced by the 

amendment, the opposing party’s motion for leave to file an amended notice of opposition is to be 

granted. Hurley Int'l LLC v. Paul & Joanne Volta, 2007 TTAB LEXIS 10, *5; 82 U.S.P.Q.2D 
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(BNA) 1339, 1341 (Trademark Trial & App. Bd. Jan. 23, 2007); see also World 2 Triathlon Corp. 

v. Traditional Medicinals, Inc., 2000 TTAB LEXIS 769, *3 (Trademark Trial & App. Bd. Oct. 31, 

2000). 

Applicant’s Objection does not challenge the above legal authority.  Rather, Applicant’s 

Objection argues that Opposer’s Motion to Amend is untimely and, therefore, prejudices 

Applicant, and that Opposer did not provide an explanation as to why Opposer did not include its 

common law rights in the original Notice of Opposition.  Applicant addresses both arguments by 

way of this Reply and the attached Declaration of Amy C. Ziegler (Exhibit 1).1 

I. The Amended Notice of Opposition Was Adequately Pled 

Applicant’s Objection does not dispute that the amended Notice of Opposition was 

adequately pled.  Because Opposer has adequately pled its common law trademark rights in the 

proposed First Amended Notice of Opposition, this requirement is met. 

II. Applicant Is Not Prejudiced by the Amendment 

Applicant argues in its Objection that it will be prejudiced due to the timing of Opposer’s 

Motion to Amend.  However, when Opposer informed Applicant’s counsel of its intent to file the 

Motion to Amend on November 20, 2017, the only action that had been taken by Applicant was 

filing its Answer to the Notice of Opposition and participating in the discovery conference call.  

Exhibit 1 at ¶ 10.  The parties were in the very early stages of the opposition proceeding, with 

initial disclosures due to be exchanged by November 24, 2017.  Exhibit 1 at ¶ 11.  As part of its 

November 20, 2017 correspondence to Applicant’s counsel regarding Opposer’s intent to file the 

                                                            
1 Applicant’s Objection at footnote 3 attempts to preclude Opposer from addressing the arguments 
raised in Applicant’s Objection in Opposer’s Reply.  This is contrary to the well-settled principle 
that matters raised in a response to a motion may be addressed in a reply.  See § 2.127.Motions, 7 
McCarthy on Trademarks Appendix A3 § 2.127 (5th ed.) 
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Motion to Amend, Opposer’s counsel offered Opposer’s consent to a 30 day extension of all dates 

in the opposition proceeding.  Id. at ¶ 11. 

On November 21, 2017, Applicant declined Opposer’s offer to consent to a 30 day 

extension of all dates in the opposition proceeding and instead hastily served Applicant’s Initial 

Disclosures on Opposer, which were not yet due, along with Applicant’s First Set of 

Interrogatories and First Request for Production to Opposer.  Id. at ¶ 11; see also Exhibit 8 to 

Applicant’s Objection, which are already of record.  Therefore, any alleged prejudice to Applicant 

appears to be of Applicant’s own doing in moving ahead with discovery once it had notice of the 

Motion to Amend that Opposer planned to file.  

While the timing of a motion to amend is a factor in determining if an adverse party would 

be prejudiced, Opposer filed its Motion to Amend on November 21, 2017, which is only about 3 

months after the original Notice of Opposition was filed and promptly (within weeks) of 

discovering the grounds for the amendment.  See Exhibit 1 at ¶¶ 3-9.   

In this case, it appears that Applicant purposefully declined Opposer’s offer of an extension 

of time and quickly served its Initial Disclosures, Applicant’s First Set of Interrogatories and First 

Request for Production on November 21, 2017, the same day that Applicant knew Opposer would 

file its Motion to Amend, with the main goal being to later make the argument in Applicant’s 

Objection that Opposer’s Motion to Amend would unfairly prejudice Rail Europe by “increasing 

the time, effort, and money that Rail Europe would now be required to expend to defend against 

such an additional basis for A&K’s challenge to Rail Europe’s pending application for 

registration.”  See pages 7-8 of Applicant’s Objection. 

Prior to Opposer’s communication to Applicant on November 20, 2017 regarding its intent 

to file the Motion to Amend the following day, the only procedural steps that had been taken in 
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the instant opposition proceeding were Applicant’s filing of its Answer to the Notice of Opposition 

and the parties’ discovery conference call.  Exhibit 1 at ¶ 10.  In other words, the Parties had not 

spent a lot of time, money and resources on the proceeding.  Any alleged prejudice was caused by 

Applicant’s actions in response to learning of Opposer’s intent to file the Motion to Amend.  

Applicant could have easily avoided spending increased time, effort, and money if it would not 

have served discovery requests at such an early stage, knowing that Opposer was filing its Motion 

to Amend that same day.   

It is well established that the Board liberally grants leave to amend pleadings especially at 

an early stage of the proceeding.  In Flatley v. Trump, the Board granted the motion for leave to 

amend, stating:     

Rule 15(a) of the Federal Rules of Civil Procedure specifies that leave to amend pleadings 
shall be freely given when justice so requires, and in view thereof, the Board liberally 
grants leave to amend pleadings where the other party will not be prejudiced thereby. 
See: Buffett v. Chi-Chi's, Inc., 226 USPQ 428 (TTAB 1985), and Cool-Ray, Inc. v. Eye 
Care, Inc., 183 USPQ 618 (TTAB 1974). Inasmuch as these cases are still in the discovery 
stage, respondent would not be prejudiced by allowance of the proposed amendment. 
Moreover, whether or not petitioner can prove the allegation sought to be added is a matter 
to be determined after the introduction of evidence at trial (or in connection with a proper 
motion for summary judgment). See: Caron Corp. v. Helena Rubinstein, Inc., 193 USPQ 
113 (TTAB 1976), and Syndicat de la Parfumerie Francaise v. Scaglia, 173 USPQ 383 
(TTAB 1972). Accordingly, petitioner's motion for leave to amend the petitions for 
cancellation is granted. 

1989 TTAB LEXIS 14, *4-5, 11 U.S.P.Q.2D (BNA) 1284, 1286 (Trademark Trial & App. Bd. 

Apr. 10, 1989); see also Microsoft Corp. v. Qantel Business Systems Inc., 16 USPQ2d 1732, 1733-

34 (TTAB 1990) (proceeding still in the discovery stage and no undue prejudice shown); Zanella 

Ltd. v. Nordstrom, Inc., 90 U.S.P.Q.2D (BNA) 1758, 1759, 2009 TTAB LEXIS 365, *3 

(Trademark Trial & App. Bd. May 13, 2009) (Board found no prejudice in allowing the 

amendment as three and a half months remained with respect to the discovery period).  In the 

instant case, discovery is currently set to close on April 23, 2018, allowing the parties more than 
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4 months to proceed with discovery.  Therefore, Applicant is not prejudiced by the timing of 

Opposer’s amended pleading.   

Further, Applicant states that “Rail Europe estimates that considering the time, expense 

and resources devoted to this matter, Rail Europe has incurred about $40,000 in costs” since April 

2017.  First of all, the Notice of Opposition against U.S. Application Serial No. 87/041,124 was 

filed by Opposer on August 16, 2017.  Therefore, any time, expense and resources Rail Europe 

spent prior to the filing of the Notice of Opposition are improperly cited by Rail Europe and should 

be disregarded by the Board, since Rail Europe would have had no grounds to keep the common 

law trademark out if it had been pled in the original notice.  Additionally, prior to Opposer’s 

communication to Applicant on November 20, 2017 regarding its intent to file the Motion to 

Amend the following day, the only procedural steps that had been taken in the opposition were 

Applicant’s filing of its Answer to the Notice of Opposition and the parties’ discovery conference 

call.  Rail Europe’s alleged expenses appear to be unreasonably high given the stage of the 

opposition and improperly include expenses incurred prior to the filing of the Notice of Opposition 

which should be disregarded.  Also, as noted above, Rail Europe’s decision to quickly serve 

discovery requests prior to reviewing Opposer’s Motion to Amend likely increased its costs 

unnecessarily. 

In addition, allowing Opposer to amend its pleadings to include its common law trademark 

rights at this early stage of the opposition will ultimately avoid unnecessary further costs, efforts 

and delays for both parties.  This is because, if the Notice is permitted to be amended, the common 

law claim can be addressed sooner rather than later in another parallel or future proceeding, e.g., 

a cancellation action and/or a district court action.  It should further be noted that Applicant’s 

opposed application is based on an intent to use, and no use of the mark has yet begun by the 
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Applicant, which further bolsters the argument that Applicant is not prejudiced by Opposer’s 

amended pleading. 

Additionally, there is no prejudice with respect to the timing because Applicant still has 

the ability to take and respond to discovery on these issues as the discovery period just opened.  

More importantly, Applicant’s First Request for Production of Documents to Opposer served on 

November 21, 2017, defines “Opposer’s Marks” as “the marks of Opposer identified in the Notice 

of Opposition in this proceeding and any other marks Opposer may rely upon in support of its 

Notice of Opposition.”  Definition of “Opposer’s Marks” at top of page 18 of Exhibit 8 to 

Applicant’s Objection, which is already of record (emphasis added).  See Exhibit 1 at ¶ 12.  In 

other words, Applicant’s First Request for Production of Documents to Opposer already 

contemplated the inclusion of Opposer’s common law trademark rights in the current opposition 

proceeding for purposes of discovery.  Opposer’s response to Applicant’s First Request for 

Production of Documents was served on Applicant yesterday and included the production of 

responsive documents supporting Opposer’s assertion of its common law trademark rights in the 

amended pleading.  Id. at ¶13.  For all of these reasons, Applicant is not prejudiced by the 

amendment. 

III. Opposer Filed Its Motion to Amend Promptly 

Opposer filed its Motion to Amend promptly (within weeks) after the additional grounds 

were discovered.  When filing the Notice of Opposition, Opposer focused on its registered 

trademarks.  See Exhibit 1 at ¶ 3. As Applicant stated in Applicant’s Objection, on October 30, 

2017, during settlement discussions, Applicant pointed out Opposer’s alleged “recent” use of the 

mark “INSPIRING CONNECTIONS” on its website and requested that, as part of the settlement 

terms, Opposer stop using the mark.  See Id. at ¶ 6 and Exhibit 6 attached to Applicant’s Objection, 
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which is already of record.  In this context, and immediately after Applicant pointed out such use, 

Opposer conducted research regarding its alleged “recent” use of the mark “INSPIRING 

CONNECTIONS” and gathered its annual travel brochures that have been continuously using the 

term “INSPIRING CONNECTIONS” since at least as early as 2012 as part of Opposer’s annual 

travel catalogues.  Exhibit 1 at ¶¶ 7 and 8.  As soon as Opposer was able to confirm such prior and 

continuous use, the Motion to Amend was filed to include Opposer’s common law trademark rights 

in the opposition.  See Id. at ¶9.  The entire process from the time Opposer learned of the matter 

and moved to include it in its pleadings took only about three (3) weeks.  See Id. at ¶¶6-9. 

The cases cited by Applicant in support of its argument that the filing of Opposer’s Motion 

to Amend was untimely, because the new claim was based on facts within Opposer’s knowledge 

at the time the Notice of Opposition was filed, are distinguishable.  In each of the cases cited by 

Applicant, the Motion to Amend was denied because it was filed much later in the proceeding (at 

least 7 months or more after the initial pleading), and the motion to amend was based on facts 

within opposer’s knowledge at the time of filing the notice of opposition without providing any 

explanation as to why the amended claim was not included in the first place.  Trek Bicycle 

Corporation v. Style Trek Limited, 64 U.S.P.Q. 2d (BNA) 1540; 2001 TTAB LEXIS 841 (TTAB 

2001) (Motion for leave to amend filed eight months after original notice of opposition); Media 

Online Inc. v. El Clasificado, Inc., Cancellation No. 92047294, Order of September 29, 2008 

(Petitioner waited over seven months, and until after respondent’s motion for judgment before 

filing the motion for leave to amend its pleading to add two additional claims); Kaplan v. Rose, 49 

F. 3d 1363, 1370 (9th Cir. 1994) (Trial was only two months away, and discovery was completed 

when Motion to Amend was filed); Send It v. Ryan Gruidel, Dalton Gruidel and Cole Kramer, 

2017 TTAB LEXIS 212, Cancellation No. 92061428 (June 28, 2017) (Motion for Leave was filed 
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over a year into cancellation proceeding, following the close of discovery, following service of 

Petitioner’s pretrial disclosures and submission of Petitioner’s Notice of Reliance, and just days 2 

before the close of Petitioner’s testimony period); Minter v. Prime Equipment Co., 451 F. 3d 1196, 

1206 (10th Cir. 2006) (Motion for leave to amend was filed before the start of opening arguments); 

and Mataqorda Ventures, Inc. v. Travelers Lloyds Ins. Co., 203 F. Supp 2d 704, 718 (S.D. Tex. 

2000) (Both sides had moved for summary judgment and submitted responses and replies to the 

crossmotions, at which time plaintiff moved for leave to file a third and then a fourth amended 

complaint.).  

Opposer filed its Motion to Amend only three months after filing its original Notice of 

Opposition and promptly after confirming its prior and continuous use of “INSPIRING 

CONNECTIONS” in connection with at least its annual travel brochures in response to receiving 

a request from Applicant to stop using this mark on October 30, 2017.  Therefore, it is in the 

interest of justice to permit the proposed amendment to include Opposer’s common law trademark 

rights and consider the opposition based on Opposer’s full rights.  

IV. CONCLUSION 

For all of the above reasons, Opposer’s Motion for Leave to File First Amended Notice of 

Opposition should be granted. 

 
Dated: December 22, 2017   By /s/Tanja Proehl   
      Amy C. Ziegler 

Tanja Proehl 
GREER, BURNS & CRAIN, LTD. 
300 South Wacker Drive, Suite 2500 
Chicago, Illinois 
Telephone: (312) 360-0080 
Facsimile: (312) 360-9315 
aziegler@gbc.law 
tproehl@gbc.law 
Attorneys for Opposer A&K S.a.r.l.  
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CERTIFICATE OF SERVICE 
 
I hereby certify that a true and complete copy of the foregoing OPPOSER’S REPLY IN SUPPORT 
OF ITS MOTION FOR LEAVE TO FILE FIRST AMENDED NOTICE OF OPPOSITION has 
been served on Caroline C. Smith, Steven J. Grossman and Dale F. Regelman, Attorneys for 
Applicant, at Grossman, Tucker, Perreault & Pfleger, PLLC, 55 South Commercial Street, 
Manchester, NH 03101, by forwarding said copy on December 22, 2017, via email to 
azeller@gtpp.com, ldenbow@gtpp.com, jhobbs@gtpp.com, sgrossman@gtpp.com, and 
csmith@gtpp.com.  
 
 
      /s/ Tanja Proehl____________________ 

Tanja Proehl 
GREER, BURNS & CRAIN, LTD. 
300 South Wacker Drive 
Suite 2500 
Chicago, Illinois 
Telephone: (312) 360-0080 
Facsimile: (312) 360-9315 
aziegler@gbc.law 
 

One of the Attorneys for Opposer A&K S.a.r.l. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 
In the matter of: 
U.S. Application Serial No. 87/041,124 
Trademark: INSPIRING CONNECTIONS 
In International Classes 39 and 43 
 
A&K S.a.r.l., 
 
  Opposer, 
 
 v. 
 
Rail Europe, Inc., 
 
  Applicant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
 
Opposition No. 91236159 

 
  

DECLARATION OF AMY C. ZIEGLER 
 
I, Amy C. Ziegler, of the City of Chicago, in the State of Illinois, declare as follows: 

1. I am an attorney at law, duly admitted to practice in the State of Illinois.  I am one of the 

attorneys for Opposer A&K S.a.r.l. (“Opposer” or “A&K”).  Except as otherwise 

expressly stated to the contrary, I have personal knowledge of the following facts and, if 

called as a witness, I could and would competently testify as follows:  

2. On August 7, 2017, my firm was engaged to represent A&K S.a.r.l. in filing an 

opposition against Rail Europe, Inc.’s trademark application for the mark INSPIRING 

CONNECTIONS under U.S. Application Serial No. 87/041,124. 

3. On August 16, 2017, the Notice of Opposition against U.S. Application Serial No. 

87/041,124 was filed by my firm on behalf of Opposer.  At the time of the filing, I was 

only aware of Opposer’s registered trademarks as claimed in the Notice of Opposition, 

e.g., U.S. Trademark Registration Nos. 3,330,276; 4,422,667; and 4,429,521 for the 



 
 -2- 

marks “INSPIRING EXPERIENCES”, “CONNECTIONS” and “CONNECTIONS BY 

ABERCROMBIE & KENT” in International Class 39. 

4. On October 10, 2017, Opposer and Applicant held the required discovery conference 

call.  During the call, potential settlement options were discussed. 

5. On October 18, 2017, my firm sent proposed settlement terms, as discussed during the 

discovery conference call, to Applicant’s counsel. 

6. On October 30, 2017, Applicant responded to the proposed settlement terms, and in this 

correspondence stated that “Rail Europe was very surprised to see that A&K has 

apparently initiated use of Rail Europe’s mark” and requested that A&K would cease use 

of the mark INSPIRING CONNECTIONS.  See Exhibit 6 to Applicant’s Objection, 

which is already of record. 

7. I forwarded this communication to Opposer, and Opposer conducted some investigation 

and reviewed its archives of annual travel brochures regarding the alleged “recent” use of 

the term “INSPIRING CONNECTIONS”. 

8. In early November, Opposer informed me that its use of the term “INSPIRING 

CONNECTIONS” dates back to at least as early as 2012 and has since then been 

continuously used in at least its annual travel brochures. 

9. Promptly after Opposer was able to confirm prior and continuous use of the term 

“INSPIRING CONNECTIONS” in connection with its travel services, I contacted 

Applicant’s counsel and asked them on November 20, 2017 if they would consent to the 

filing of an amended Notice of Opposition, and offered Opposer’s consent to a 30 day 

extension of all dates in the opposition proceeding.  In the same communication, I 

informed Applicant’s counsel that, if Applicant is not willing to consent, we would file 
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the Motion for Leave to Amend the next day, November 21, 2017.  See Exhibit 7 to 

Applicant’s Objection, which is already of record. The Motion for Leave to Amend to 

include Opposer’s common law rights was subsequently filed on November 21, 2017. 

10. As of November 20, 2017, the date upon which I contacted Applicant’s counsel regarding 

Opposer’s intent to file the Motion to Amend, the only action that had been taken by 

Applicant was filing its Answer to the Notice of Opposition and participating in the 

discovery conference call. 

11. On November 21, 2017, Applicant declined to provide its consent to Opposer’s Motion 

to Amend, and also declined Opposer’s offer to consent to a 30 day extension of all dates 

in the opposition proceeding.  In the same communication, Applicant’s counsel served 

Applicant’s Initial Disclosures on Opposer, which were due on November 24, 2017, 

along with Applicant’s First Set of Interrogatories and First Request for Production to 

Opposer.  See Exhibit 7 and Exhibit 8 to Applicant’s Objection, which are already of 

record. 

12. Applicant’s First Request for Production of Documents to Opposer served on November 

21, 2017, defines “Opposer’s Marks” as “the marks of Opposer identified in the Notice of 

Opposition in this proceeding and any other marks Opposer may rely upon in support of 

its Notice of Opposition.”  Definition of “Opposer’s Marks” at top of page 18 of Exhibit 

8 to Applicant’s Objection, which is already of record (emphasis added). 

13. Opposer’s response to Applicant’s First Request for Production of Documents was served 

on Applicant on December 21, 2017 and included the production of responsive 

documents supporting Opposer’s assertion of its common law trademark rights in the 

amended pleading.  See Exhibit A attached hereto. 
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The signatory being warned that willful false statements and the like are punishable by fine 

or imprisonment, or both, under 18 U.S.C. 1001, and that such willful false statements and 

the like may jeopardize the validity of the application or submission or any registration 

resulting therefrom, declares that all statements made of his/her own knowledge are true and 

all statements made on information and belief are believed to be true. 

 

Executed on this the 22nd day of December 2017 at Chicago, Illinois.   

 

          
__________________________ 
Amy C. Ziegler 
Counsel for Opposer A&K S.a.r.l. 
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Tanja Proehl

From: Tanja Proehl
Sent: Thursday, December 21, 2017 5:24 PM
To: 'azeller@gtpp.com'; 'ldenbow@gtpp.com'; 'jhobbs@gtpp.com'; 'sgrossman@gtpp.com'; 

'csmith@gtpp.com'
Cc: Amy Ziegler; Katie Cordova
Subject: Opposition No. 91236159; A&K S.a.r.l. v. Rail Europe, Inc., our file 129284
Attachments: Responses to Document Request.pdf; Responses to Interrogatories.pdf

Steve, 
 
Please find attached Opposer A&K S.a.r.l.’s responses to Applicant’s First Request for Production of 
Documents and Opposer’s Responses to Applicant’s First Set of Interrogatories. 
 
Also, see the following link to Opposer A&K S.a.r.l.’s documents in response to Applicant’s First Request for 
Production of Documents: 
 
https://www.dropbox.com/s/ip0h38n3q9c994d/AK.pdf?dl=0 
 
We draw your attention to document AK 0631 which is marked “Confidential – Attorneys’ Eyes Only” according
to the executed Protective Order, and should not be forwarded to your client because it includes sensitive 
financial information. 
 
Opposer’s search for responsive documents is ongoing.  Opposer reserves the right to supplement these 
documents as additional information/documents are located and/or become available.  
 
Best regards, 
 
 
Dr. Tanja Proehl | ATTORNEY AT LAW 
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