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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name A&K S.a.r.l.

Granted to Date
of previous ex-
tension

08/16/2017

Address 124 Boulevard de la Petrusse
Luxembourg, L-2300
LUXEMBOURG

Attorney informa-
tion

Amy C. Ziegler and Tanja Proehl
Greer Burns & Crain, Ltd.
300 South Wacker Drive, Suite 2500
Chicago, IL 60606
UNITED STATES
Email: tproehl@gbclaw.net, aziegler@gbclaw.net, tmdocket@gbclaw.net
Phone: 3123600080

Applicant Information

Application No 87041124 Publication date 04/18/2017

Opposition Filing
Date

08/16/2017 Opposition Peri-
od Ends

08/16/2017

Applicant RAIL EUROPE, INC.
WESTCHESTER ONE
44 SOUTH BROADWAY
WHITE PLAINS, NY 10601
UNITED STATES

Goods/Services Affected by Opposition

Class 039. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Travel agency services, namely, making re-
servations and bookings for transportation; booking of transportation for sightseeing tours for others

Class 043. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Travel agency services, namely, making re-
servations and bookings for temporary lodging

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration 3330276 Application Date 10/18/2006

http://estta.uspto.gov


No.

Registration Date 11/06/2007 Foreign Priority
Date

NONE

Word Mark INSPIRING EXPERIENCES

Design Mark

Description of
Mark

NONE

Goods/Services Class 039. First use: First Use: 2006/10/26 First Use In Commerce: 2006/10/26

Making reservations and bookings for transportation; providing transport by
boat, air, railway, and barge; conducting sightseeing tours for others; arranging
travel tours

U.S. Registration
No.

4422667 Application Date 05/02/2012

Registration Date 10/22/2013 Foreign Priority
Date

NONE

Word Mark CONNECTIONS

Design Mark

Description of
Mark

NONE

Goods/Services Class 039. First use: First Use: 2012/09/30 First Use In Commerce: 2012/09/30

Conducting sightseeing tours for others; arranging travel tours; making reserva-
tions and bookings for transportation; transport by boat, air, railway, and barge

U.S. Registration
No.

4429521 Application Date 05/02/2012

Registration Date 11/05/2013 Foreign Priority
Date

NONE

Word Mark CONNECTIONS BY ABERCROMBIE & KENT



Design Mark

Description of
Mark

NONE

Goods/Services Class 039. First use: First Use: 2012/09/30 First Use In Commerce: 2012/09/30

Conducting sightseeing tours for others; arranging travel tours; making reserva-
tions and bookings for transportation; transport by boat, air, railway, and barge
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Signature /Tanja Proehl/

Name Tanja Proehl

Date 08/16/2017



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 

In the matter of: 
U.S. Application Serial No. 87/041,124 
Trademark: INSPIRING CONNECTIONS 
In International Classes 39 and 43 
 
 
       ) 
A&K S.a.r.l.,      ) 
       ) 
   Opposer,   ) Opposition No. _________ 
       ) 
  v.     ) 
       ) 
Rail Europe, Inc.,     ) 
       ) 
   Applicant.   ) 
 
 

NOTICE OF OPPOSITION 
 

Box TTAB 
Commissioner for Trademarks 
P.O. Box 1451 
Alexandria, VA 22313-1451 
 
 
Dear Sir: 

 The above-identified Opposer believes that it will be damaged by the 

registration of the above-identified application and hereby opposes the same. 

 The grounds for opposition are as follows: 

 1. Opposer A&K S.a.r.l. (formerly known as Abercrombie & Kent 

Group of Companies, S.A.) is a private limited liability company organized under 
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the laws of Luxembourg and located at 124 Boulevard de la Petrusse, 

Luxembourg, L-2330 ("A&K" or "Opposer"). 

 2. On information and belief, Applicant Rail Europe, Inc. is a 

corporation organized under the laws of Delaware and having a principal place of 

business at Westchester One, 44 South Broadway, White Plains, New York 10601, 

United States. 

3. A&K since 1972 has been a leading travel tour provider in the 

United States, and since long prior to any date of first use upon which Applicant 

can rely, has adopted and continuously used the trademarks “INSPIRING 

EXPERIENCES”, “CONNECTIONS” and “CONNECTIONS BY 

ABERCROMBIE & KENT” for various travel and transportation services, 

including making reservations and bookings for transportation and arranging 

travel tours. 

 4. Opposer is the owner of U.S. Trademark Registration Nos. 

3,330,276; 4,422,667; and 4,429,521 for the marks “INSPIRING 

EXPERIENCES”, “CONNECTIONS” and “CONNECTIONS BY 

ABERCROMBIE & KENT” in International Class 39 as follows:   

Trademark Reg. 
No.  

Class/Services Exhibit No. 

INSPIRING 
EXPERIENCES 
 

3330276 039: Making reservations and 
bookings for transportation; 
providing transport by boat, air, 
railway, and barge; conducting 
sightseeing tours for others; 
arranging travel tours.  
 

Exhibit 1 
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[first used at least as early as Oct. 
26, 2006] 
 

CONNECTIONS 4422667 039: Conducting sightseeing tours 
for others; arranging travel tours; 
making reservations and bookings 
for transportation; transport by boat, 
air, railway, and barge. 
 
[first used at least as early as Sept. 
30, 2012] 
 

Exhibit 2 

CONNECTIONS 
BY 
ABERCROMBIE 
& KENT 

4429521 039: Conducting sightseeing tours 
for others; arranging travel tours; 
making reservations and bookings 
for transportation; transport by boat, 
air, railway, and barge.  
 
[first used at least as early as Sept. 
30, 2012] 
 

Exhibit 3 

 
True and correct copies of the registration certificates for Opposer’s above-

listed registrations are attached as Exhibits 1, 2 and 3.   

5.  Opposer’s registrations are valid and subsisting, are owned by 

Opposer, and Reg. No. 3330276 is incontestable pursuant to 15 U.S.C. § 1065.  

6. At least as early as 2006, and long prior to the filing date of the 

application herein and any priority date Applicant may claim, Opposer coined, 

adopted, and began using the mark “INSPIRING EXPERIENCES” in connection 

with “making reservations and bookings for transportation; providing transport 

by boat, air, railway, and barge; conducting sightseeing tours for others; 

arranging travel tours” in International Class 39.  
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7. At least as early as 2012, and long prior to the filing date of the 

application herein and any priority date Applicant may claim, Opposer coined, 

adopted, and began using the marks “CONNECTIONS” and “CONNECTIONS 

BY ABERCROMBIE & KENT” in connection with “conducting sightseeing tours 

for others; arranging travel tours; making reservations and bookings for 

transportation; transport by boat, air, railway, and barge” in International Class 

39.  

8. Opposer has continuously used the “INSPIRING EXPERIENCES” 

mark since 2006 and the marks “CONNECTIONS” and “CONNECTIONS BY 

ABERCROMBIE & KENT” since 2012 for its aforesaid travel and transportation 

services. 

9. Opposer has expended millions of dollars and significant resources 

in advertising and promoting its aforesaid travel and transportation services under 

the marks “INSPIRING EXPERIENCES”, “CONNECTIONS” and 

“CONNECTIONS BY ABERCROMBIE & KENT”.  

10. By virtue of Opposer's long use and substantial promotion, 

Opposer's marks “INSPIRING EXPERIENCES”, “CONNECTIONS” and 

“CONNECTIONS BY ABERCROMBIE & KENT” possess strong distinctiveness 

and represent valuable good will owned by Opposer.  

  11. Opposer’s marks “INSPIRING EXPERIENCES”, 

“CONNECTIONS” and “CONNECTIONS BY ABERCROMBIE & KENT” are 
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famous trademarks and were famous prior to the filing date of the opposed U.S. 

Application Serial No. 87/041,124. 

 12. On information and belief, on May 18, 2016, Applicant filed U.S. 

Application Serial No. 87/041,124 to register the mark “INSPIRING 

CONNECTIONS” for “Travel agency services, namely, making reservations and 

bookings for transportation; booking of transportation for sightseeing tours for 

others” in International Class 39 and for “Travel agency services, namely, making 

reservations and bookings for temporary lodging” in International Class 43 based 

on an intent to use. 

13. On May 8, 2017, Opposer timely filed a first 90 day request for an 

extension of time to oppose U.S. Application Serial No. 87/041,124.  The 

extension of time request was granted, extending the time period within which to 

file an opposition to August 16, 2017. 

14. On information and belief, Applicant has not commenced use of its 

“INSPIRING CONNECTIONS” mark. 

15. Opposer’s rights in its “INSPIRING EXPERIENCES”, 

“CONNECTIONS” and “CONNECTIONS BY ABERCROMBIE & KENT” 

trademarks are superior to any rights Applicant may have in the opposed 

“INSPIRING CONNECTIONS” mark. 

16. On information and belief, Applicant has applied to register its 

“INSPIRING CONNECTIONS” mark on services that are identical, overlapping 

or at least similar to the services covered by Opposer’s asserted registrations.    
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COUNT I – Section 2(d) 

 17. Opposer re-alleges paragraphs 1-16 of this Notice of Opposition as if 

set forth herein in full. 

 18.  Simultaneous use of Opposer’s “INSPIRING EXPERIENCES”, 

“CONNECTIONS” and “CONNECTIONS BY ABERCROMBIE & KENT” 

trademarks and Applicant’s “INSPIRING CONNECTIONS” mark for their 

respective services is likely to cause public confusion, mistake and/or deception in 

violation of Section 2(d) of the Trademark Act. 15 U.S.C. §1052(d).  Applicant’s 

mark is confusingly similar to Opposer’s previously used and registered 

“INSPIRING EXPERIENCES”, “CONNECTIONS” and “CONNECTIONS BY 

ABERCROMBIE & KENT” trademarks.  Applicant’s services covered by the 

opposed “INSPIRING CONNECTIONS” application are identical, overlapping or 

at least similar to the services covered by Opposer’s previously used and 

registered “INSPIRING EXPERIENCES”, “CONNECTIONS” and 

“CONNECTIONS BY ABERCROMBIE & KENT” trademarks, and the 

conditions surrounding their marketing are such that they could be encountered by 

the same customers under circumstances that use of similar marks would give rise 

to the mistaken belief that the parties’ respective services come from a common 

source.    

COUNT II – Section 43(c) 

19. Applicant re-alleges paragraphs 1-18 of this Notice of Opposition as 

if set forth herein in full. 
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 20.  Use of the “INSPIRING CONNECTIONS” mark as shown in U.S. 

Application No. 87/041,124 is likely to dilute the distinctive quality of Opposer’s 

famous “INSPIRING EXPERIENCES”, “CONNECTIONS” and 

CONNECTIONS BY ABERCROMBIE & KENT” trademarks in violation of 

Section 43(c) of the Trademark Act. 15 U.S.C. § 1125(c). 

 21. Opposer is likely to be damaged by the registration of Applicant’s 

mark. 

 

  WHEREFORE, Opposer prays that registration of Applicant’s U.S. 

Application No. 87/041,124 for the mark “INSPIRING CONNECTIONS” be 

refused registration.  

The required fee of $800.00 is enclosed.  Any deficiency may be charged to 

Deposit Account No. 07-2069. 

  
Dated: August 16, 2017  By__/Tanja Proehl/_________ 

      Amy C. Ziegler 
Tanja Proehl 
GREER, BURNS & CRAIN, LTD. 
300 South Wacker Drive 
Suite 2500 
Chicago, Illinois 
Telephone: (312) 360-0080 
Facsimile: (312) 360-9315 
aziegler@gbc.law 
tproehl@gbc.law 

 
Attorneys for Opposer A&K S.a.r.l. 
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