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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following parties oppose registration of the indicated application.

Opposers Information

Name CloudCover, Ltd.
Entity Corporation Citizenship Minnesota
Address 2999 County Road 42 West

Suite 200

Burnsville, MN 55306
UNITED STATES

Name CloudCover IP, LLC
Entity Limited Liability Company Citizenship Minnesota
Address 2999 County Road 42 West

Suite 200

Burnsville, MN 55306
UNITED STATES

Attorney informa- | Terese A. West

tion Moss & Barnett, P.A.

150 South Fifth Street, Suite 1200

Minneapolis, MN 55402

UNITED STATES

Email: michael.bondi@lawmoss.com, west@lawmoss.com
Phone: 612 877-5407

Applicant Information

Application No 87365523 Publication date 07/11/2017
Opposition Filing | 08/03/2017 Opposition Peri- 08/10/2017
Date od Ends

Applicant FOTO ELECTRIC SUPPLY CO., INC.

1 Rewe Street
Brooklyn, NY 11211
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Downloadable computer software for con-
trolling dashboard cameras remotely and viewing images on a mobile device

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

False suggestion of a connection with persons, Trademark Act Section 2(a)
living or dead, institutions, beliefs, or national
symbols, or brings them into contempt, or disrep-



http://estta.uspto.gov

| ute

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 4045622 Application Date 03/06/2007

No.

Registration Date | 10/25/2011 Foreign Priority NONE
Date

Word Mark CLOUDCOVER

Design Mark

Description of NONE

Mark

Goods/Services

Class 036. First use: First Use: 2011/08/04 First Use In Commerce: 2011/08/04

INSURANCE SERVICES, NAMELY, UNDERWRITING DIGITAL RISK INSUR-
ANCE TO MONITOR VALUE OF INTERNET TRANSMITTED DATA

U.S. Application 86817673 Application Date 11/12/2015

No.

Registration Date | NONE Foreign Priority NONE
Date

Word Mark CLOUDCOVER

Design Mark

CLOUDCOVER

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 0 First Use In Commerce: 0
Consulting services in the field of digital risk management; Design of computer-
software used to monitor digital risk management
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Signature

/Terese A. West/

Name

Terese A. West

Date

08/03/2017




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CloudCover, Ltd.,

and CloudCover IP, Ltd. Opposition No.:
Opposers, Serial No.: 87,365,523
V. Mark: CLOUDCOVER

Foto Electric Supply Co., Inc.,

Applicant

Filing Date: March 9, 2017
Published for Opposition: July 11,2017

Trademark Trial and Appeal Board
P.O. Box 1451
Arlington, VA 22202-3513

NOTICE OF OPPOSITION

Opposers CloudCover, Ltd., and its affiliate, CloudCover IP, Ltd., believe that they will

be damaged by applicant Foto Electric Supply Co, Inc.’s registration of the subject mark

CLOUDCOVER. The grounds for this opposition are as follows:

1. Applicant seeks to register the mark CLOUDCOVER as a trademark for

“downloadable computer software for controlling dashboard cameras remotely and viewing

images on a mobile device” in Class 9.

Applicant’s application for registration of the CLOUDCOVER mark (“Applicant’s

mark”) was filed on March 9, 2017, under Serial No. 87,365,523, and was published for

opposition in the Official Gazette on July 11, 2017. The application was filed under Section 1(b)

of the Act, claiming intent-to-use the mark in commerce.



2. Opposer CloudCover, Ltd., is a well-known and well-respected developer of
software for cyber-security monitoring and risk management.

3. Opposer CloudCover, IP, Ltd., is the owner of U.S. Trademark Registration No.
4,045,622, for the mark CLOUDCOVER, covering “insurance services, namely underwriting
digital risk insurance to monitor the value of internet transmitted data” in Class 36, filed March
6, 2007, and issued October 25, 2011; and the owner of International Trademark Registration
No. 1302644 and U.S. Trademark Application No. 86,817,673 for the mark CLOUDCOVER,
covering “consulting services in the field digital risk management; design of computer software
used to monitor digital risk management” in Class 42, filed January November 12, 2015, and
published for opposition on June 21, 2016 (“Opposer’s Marks™). Copies of the TSDR database
records for the Opposer’s Marks are attached hereto as Exhibits A and B.

4. Opposers have been using the CLOUDCOVER mark in commerce in connection
with their goods and services since at least as early as August 4, 2011. Opposers acquired
substantial recognition and goodwill in the marks prior to March 9, 2017, the filing date for
Applicant’s Mark. Therefore, Opposers have priority over Applicant as a result of its earlier
continuous use, registration, and application for registration of Opposer’s Marks concerning
closely related goods and services.

5. Opposers have expended considerable amounts of money, time, and effort in
advertising, promoting and popularizing Opposer’s Marks, so that the public in general, and the
purchasing public in particular, have come to know and recognize Opposer’s Marks in
association with the goods and services sold and to be sold thereunder and to know that those

goods and services originate with, and belong to, Opposers.



6. Applicant’s Mark, as used in connection with the goods and services identified as
“downloadable computer software for controlling dashboard cameras remotely and viewing
images on a mobile device” is identical with Opposer’s Marks in sound, meaning, and
appearance so as to be likely to cause confusion, or to cause mistake or to deceive. Applicant’s
Mark cannot be distinguished from Opposer’s Marks. Purchasers and prospective purchasers of
the goods and services under Applicant’s mark are likely to be confused or mistaken as to the
source of the goods, all to the detriment of Opposers.

7. Moreover, the goods and services involved are closely related in other instances,
likely to be sold through the same trade channels and to the same class of purchaser as Opposers’
goods and services. Therefore, confusion, mistake, and deception in the trade and in the minds of
purchasers as to the source or origin of the respective goods and services are likely to result.
Based on the foregoing, pursuant to 15 U.S.C. § 1052(d), the Board should deny registration of
Applicant’s Mark.

8. Pursuant to 15 U.S.C. § 1063, Opposers respectfully request that the Board refuse
U.S. Application Serial No. 87,365,523, covering the goods and services identified as
“downloadable computer software for controlling dashboard cameras remotely and viewing
images on a mobile device,” and sustain the present opposition.

MOSS & BARNETT
A Professional Association
Date: August 3, 2017 /s/ Terese A West
Michael A. Bondi
Terese A. West
150 South Fifth Street, Suite 1200
Minneapolis, MN 55402
Telephone: (612) 877-5000
Facsimile: (612) 877-5999
Email: michael.bondi@lawmoss.com;

west@moss-barnett.com
ATTORNEYS FOR OPPOSERS




CERTIFICATE OF SERVICE
I hereby certify that, on August 3, 2017, a copy of the foregoing document was served
upon Applicant Foto Electric Supply Co., Inc.’s counsel, Joseph V. Myers III, Seyfarth Shaw
LLP, 1075 Peachtree Street, Northeast, Suite 2500, Atlanta, Georgia 30309, by email directed
to:

TMatlanta@seyfarth.com

and by U.S. mail to:

Joseph V. Myers 111

Seyfarth Shaw LLP

Suite 2500

1075 Peachtree Street, Northeast
Atlanta, Georgia 30309

/s/ Terese A. West
Terese A. West

3745662v1



EXHIBIT A

Generated on: This page was generated by TSDR on 2017-08-03 13:01:00 EDT
Mark: CLOUDCOVER

CloudCover

US Serial Number: 77123544 Application Filing Mar. 06, 2007
Date:
US Registration 4045622 Registration Date: Oct. 25, 2011
Number:

Register: Principal
Mark Type: Service Mark

TM5 Common Status LIVE/REGISTRATION/Issued and Active
Descriptor:
The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.
Status Date: Oct. 25, 2011

Publication Date: Jun. 10, 2008 Notice of Sep. 02, 2008
Allowance Date:

Mark Information

Mark Literal CLOUDCOVER
Elements:

Standard Character Yes. The mark consists of standard characters without claim to any particular font style, size, or color.
Claim:
Mark Drawing 4 - STANDARD CHARACTER MARK
Type:

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
o Asterisks *..* identify additional (new) wording in the goods/services.

For: INSURANCE SERVICES, NAMELY, UNDERWRITING DIGITAL RISK INSURANCE TO MONITOR VALUE OF INTERNET
TRANSMITTED DATA

International 036 - Primary Class U.S Class(es): 100, 101, 102
Class(es):

Class Status: ACTIVE

Basis: 1(a)
First Use: Aug. 04, 2011 Use in Commerce: Aug. 04, 2011
Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No
Filed ITU: Yes Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: CLOUDCOVER IP, LLC



Legal Entity Type: LIMITED LIABILITY COMPANY

Owner Address: P.O. BOX 241593

ST. PAUL, MINNESOTA UNITED STATES 55124

State or Country MINNESOTA
Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Michael A. Bondi Docket Number: 55744.015001
Attorney Primary ipmab@Ilawmoss.com Attorney Email Yes
Email Address: Authorized:
Correspondent

Correspondent Michael A. Bondi
Name/Address: Moss & Barnett

150 South Fifth Street, Suite 1200
Minneapolis, MINNESOTA UNITED STATES 55402

Phone: 612-877-5307 Fax: 612-877-5072
Correspondent e- ipmab@lawmoss.com Correspondent e- Yes
mail: mail Authorized:

Domestic Representative - Not Found

Prosecution History

Date

Oct. 25, 2016

Mar.
Mar.

25,2016
25,2016

Oct. 25, 2011

Sep.
Sep.
Sep.
Sep.
Sep.
Sep.
Mar.
Mar.
Mar.
Mar.
Aug.
Aug.
Aug.
Aug.
Mar.
Mar.
Feb.
Mar.
Feb.
Sep.
Sep.
Sep.
Aug.
Aug.

17,2011
16, 2011
13,2011
04, 2011
01, 2011
01, 2011
08, 2011
06, 2011
02, 2011
02, 2011
24,2010
23,2010
18,2010
18,2010
30, 2010
28,2010
26,2010
28,2010
26,2010
04, 2009
02, 2009
02, 2009
26, 2009
19, 2009

May 26, 2009
May 22, 2009
May 20, 2009
May 13, 2009

Mar.

13,2009

Description

COURTESY REMINDER - SEC. 8 (6-YR) E-MAILED
ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
REGISTERED-PRINCIPAL REGISTER

NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED
LAW OFFICE REGISTRATION REVIEW COMPLETED
ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED
STATEMENT OF USE PROCESSING COMPLETE

USE AMENDMENT FILED

TEAS STATEMENT OF USE RECEIVED

NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
EXTENSION 5 GRANTED

EXTENSION 5 FILED

TEAS EXTENSION RECEIVED

NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
EXTENSION 4 GRANTED

EXTENSION 4 FILED

TEAS EXTENSION RECEIVED

NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
EXTENSION 3 GRANTED

EXTENSION 3 FILED

CASE ASSIGNED TO INTENT TO USE PARALEGAL

TEAS EXTENSION RECEIVED

EXTENSION 2 GRANTED

EXTENSION 2 FILED

TEAS EXTENSION RECEIVED

AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP
AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP
NOTICE OF ALLOWANCE CORRECTION ENTERED

TEAS POST PUBLICATION AMENDMENT RECEIVED

NOTICE OF ALLOWANCE CORRECTION ENTERED

TEAS POST PUBLICATION AMENDMENT RECEIVED
EXTENSION 1 GRANTED

Proceeding
Number

77976
61813

61813

61813
61813

61813
61813

61813
61813
61813

76569
76569

76569

76569

76569



Feb.
Mar.
Feb.
Sep.

Jun.

26, 2009
13, 2009
26, 2009
02, 2008
10, 2008

May 21, 2008
May 06, 2008
May 06, 2008

Apr.
Apr.
Apr.
Apr.
Apr.
Apr.
Apr.
Apr.
Apr.
Apr.
Apr.
Jan.
Jan.
Jan.

Dec.
Dec.
Dec.
Dec.

Jun.
Jun.
Jun.
Jun.

Mar.

Apr.

Mar.
Mar.
Mar.
Mar.

25,2008
25,2008
30, 2008
30, 2008
30, 2008
29, 2008
29, 2008
29, 2008
14,2008
14,2008
14,2008
18, 2008
18, 2008
18, 2008
13, 2007
12,2007
12,2007
11, 2007
27,2007
27,2007
27,2007
19, 2007
22,2007
24,2007
22,2007
20, 2007
10, 2007
09, 2007

EXTENSION 1 FILED

CASE ASSIGNED TO INTENT TO USE PARALEGAL
TEAS EXTENSION RECEIVED

NOA MAILED - SOU REQUIRED FROM APPLICANT
PUBLISHED FOR OPPOSITION

NOTICE OF PUBLICATION

LAW OFFICE PUBLICATION REVIEW COMPLETED
APPROVED FOR PUB - PRINCIPAL REGISTER

ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED

TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED

TEAS/EMAIL CORRESPONDENCE ENTERED
CORRESPONDENCE RECEIVED IN LAW OFFICE
TEAS RESPONSE TO OFFICE ACTION RECEIVED
NOTIFICATION OF NON-FINAL ACTION E-MAILED
NON-FINAL ACTION E-MAILED

NON-FINAL ACTION WRITTEN

TEAS/EMAIL CORRESPONDENCE ENTERED
CORRESPONDENCE RECEIVED IN LAW OFFICE
TEAS RESPONSE TO OFFICE ACTION RECEIVED
NOTIFICATION OF NON-FINAL ACTION E-MAILED
NON-FINAL ACTION E-MAILED

NON-FINAL ACTION WRITTEN

ASSIGNED TO EXAMINER

AMENDMENT FROM APPLICANT ENTERED
CORRESPONDENCE RECEIVED IN LAW OFFICE
FAX RECEIVED

NOTIFICATION OF NON-FINAL ACTION E-MAILED
NON-FINAL ACTION E-MAILED

NON-FINAL ACTION WRITTEN

ASSIGNED TO EXAMINER

APPLICANT AMENDMENT PRIOR TO EXAMINATION - ENTERED

ASSIGNED TO LIE

PAPER RECEIVED

TEAS CHANGE OF CORRESPONDENCE RECEIVED
NOTICE OF PSEUDO MARK MAILED

NEW APPLICATION ENTERED IN TRAM

76569
76569

77976

88889
88889

6325
6325
82430
88889
88889

6325
6325
82430
82430
77976
77976

6325
6325
77765
77765
77976
77976

TM Staff and Location Information

TM Staff Information - None

Current Location: PUBLICATION AND ISSUE SECTION

File Location
Date in Location: Sep. 16, 2011

Assignment Abstract Of Title Information

Summary

Total Assighments: 1

Registrant: CLOUDCOVER IP, LLC

Assignment 1 of 1

Conveyance: ASSIGNS THE ENTIRE INTEREST
Reel/Frame: 4043/0860
Date Recorded: Aug. 12, 2009

Supporting assignment-tm-4043-0860.pdf
Documents:

Name: CLOUDCOVER, LTD.

Pages: 3

Assignor
Execution Date: Aug. 06, 2009



Legal Entity Type: CORPORATION State or Country No Place Where Organized Found

Where Organized:
Assignee
Name: CLOUDCOVERIP, LLC
Legal Entity Type: LIMITED LIABILITY COMPANY State or Country MINNESOTA
Where Organized:
Address: P.O. BOX 241593
ST. PAUL, MINNESOTA 55124
Correspondent

Correspondent MICHAEL A. BONDI
Name:

Correspondent 100 SOUTH FIFTH STREET, SUITE 2250
Address: MINNEAPOLIS, MINNESOTA 55402

Domestic Representative - Not Found



Generated on:
Mark:

US Serial Number:

Filed as TEAS RF:
Register:

Mark Type:
Status:

Status Date:

EXHIBIT B

This page was generated by TSDR on 2017-08-03 13:01:55 EDT

CLOUDCOVER

86817673 Application Filing Nov. 12,2015
Date:

Yes Currently TEAS RF: Yes

Principal

Service Mark
A first request for extension of time to file a Statement of Use has been granted.
Jan. 31, 2017

CLOUDCOVER

Publication Date: Jun. 21, 2016 Notice of Aug. 16,2016
Allowance Date:
Mark Information
Mark Literal CLOUDCOVER
Elements:

Standard Character
Claim:

Mark Drawing
Type:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

4 - STANDARD CHARACTER MARK

Related Properties Information

International
Registration
Number:

International
Application(s)
/Registration(s)
Based on this
Property:

Claimed Ownership
of US
Registrations:

1302644

A0058767/1302644

4045622

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: Consulting services in the field of digital risk management; Design of computer software used to monitor digital risk management

International

042 - Primary Class U.S Class(es): 100, 101

Class(es):
Class Status: ACTIVE
Basis: 1(b)
Basis Information (Case Level)
Filed Use: No Currently Use: No Amended Use: No
Filed ITU: Yes Currently ITU: Yes Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No



Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: CloudCover IP, LLC

Owner Address: 2999 County Road 42 West, Suite 200
Burnsville, MINNESOTA 55306
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country MINNESOTA
Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Michael A. Bondi Docket Number: 55744.009001
Attorney Primary ipmab@lawmoss.com Attorney Email Yes
Email Address: Authorized:
Correspondent

Correspondent Michael A. Bondi
Name/Address: Moss & Barnett
150 South Fifth Street, Suite 1200
Minneapolis, MINNESOTA 55402
UNITED STATES

Phone: 612-877-5307 Fax: 612-877-5072
Correspondent e- ipmab@lawmoss.com Correspondent e- Yes
mail: mail Authorized:

Domestic Representative - Not Found

Prosecution History

Date Description 'l:"lLOn:z:ging
Feb. 02, 2017 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED
Jan. 31, 2017 EXTENSION 1 GRANTED 98765
Jan. 31, 2017 EXTENSION 1 FILED 98765
Jan. 31, 2017 TEAS EXTENSION RECEIVED
Aug. 16, 2016 NOA E-MAILED - SOU REQUIRED FROM APPLICANT
Jun. 21, 2016 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED
Jun. 21, 2016 PUBLISHED FOR OPPOSITION
Jun. 01, 2016 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED
May 16, 2016 APPROVED FOR PUB - PRINCIPAL REGISTER
Apr. 27,2016 TEAS/EMAIL CORRESPONDENCE ENTERED 88889
Apr. 27,2016 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889
Apr. 27,2016 TEAS RESPONSE TO OFFICE ACTION RECEIVED
Mar. 25, 2016 ATTORNEY/DOM.REP.REVOKED AND/OR APPOINTED
Mar. 25, 2016 TEAS REVOKE/APP/CHANGE ADDR OF ATTY/DOM REP RECEIVED
Mar. 11, 2016 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325
Mar. 11, 2016 NON-FINAL ACTION E-MAILED 6325
Mar. 11, 2016 NON-FINAL ACTION WRITTEN 60997
Mar. 07, 2016 ASSIGNED TO EXAMINER 60997
Jan. 25, 2016 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jan. 25, 2016 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Nov. 18, 2015 NOTICE OF PSEUDO MARK E-MAILED

Nov. 17,2015 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM
Nov. 16, 2015 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information




TM Attorney:

Current Location:

NELSON, EDWARD H

INTENT TO USE SECTION

TM Staff Information

Law Office LAW OFFICE 106
Assigned:

File Location
Date in Location: Aug. 16, 2016



	Case Status
	Case Status

