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Intercontinental Exchange Holdings, Inc.
v.

New York Mercantile Exchange, Inc.

By the Trademark Trial and Appeal Board:

This case now comes before the Board for consideration of Applicant’s motion,
filed September 11, 2017, pursuant to Fed. R. Civ. P. 12(b)(6) to partially dismiss
Opposer’s notice of opposition for failure to state a claim upon which relief may be
granted. The motion is fully briefed.

1. Background

Applicant seeks to register the mark NYMEX BRENT in standard character
form for, “financial exchange services relating to crude oil; providing information
regarding the trading of financial derivatives relating to crude oil” in Class 36 with a
disclaimer of the term “BRENT.”?

A review of the notice of opposition, filed August 2, 2017, shows that in the

ESTTA cover sheet Opposer alleges claims of deceptiveness and false suggestion of a

! Application Serial No. 86787611, filed October 14, 2015 claiming dates of first use and first
use in commerce of July 11, 2001.
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connection under Trademark Act § 2(a), dilution by blurring under Trademark Act §
43(c) and priority and likelihood of confusion under Trademark Act § 2(d).

In lieu of filing an answer to the notice of opposition, Applicant filed a motion
to partially dismiss for failure to state a claim upon which relief may be granted. In
support of its motion, Applicant maintains that Opposer has failed to set forth
allegations to support claims of deceptiveness, false suggestion of a connection, and
dilution by blurring.?2 Applicant also asserts Opposer’s allegations refer to the
“undefined term ‘BRENT MARKS™ without specifically identifying its common law
trademarks.

In its response to the motion to dismiss, Opposer concedes that the selection of
a Section 2(a) deceptiveness claim and of a Section 43(c) dilution by blurring claim
were the result of clerical error. Opposer maintains, however, that it has sufficiently
alleged a Section 2(a) claim for false suggestion of a connection and a Section 2(d)
claim for likelihood of confusion.

2. Analysis

To withstand a motion to dismiss for failure to state a claim upon which relief can
be granted, a plaintiff need only allege sufficient factual matter that, if proved, would
allow the Board to conclude, or to draw a reasonable inference, that (1) the plaintiff

has standing to maintain the proceeding, and (2) a valid ground exists for opposing

2Applicant attached a copy of a notice of opposition, and its attachments, from an unrelated
nonprecedential case to its motion. The attachments have been given no consideration.
Inasmuch as the motion to dismiss was filed before the parties’ initial disclosures were due
and initial disclosures have not been served, the motion to dismiss will not be considered as
a motion for summary judgment. See Trademark Rule 2.127(e)(1); see also Nike, Inc. v. Palm
Beach Crossfit, Inc., 116 USPQ2d 1025, 1028 (TTAB 2015).
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or cancelling the mark. Doyle v. Al Johnson’s Swed. Rest. & Butik Inc., 101 USPQ2d
1780, 1782 (TTAB 2012) (citing Young v. AGB Corp., 152 F.3d 1377, 47 USPQ2d 1752,
1754 (Fed. Cir. 1998)); see also TBMP § 503.02 (2015). Specifically, a complaint “must
contain sufficient factual matter, accepted as true, to ‘state a claim to relief that is
plausible on its face.” Doyle, 101 USPQ2d at 1782 (quoting Ashcroft v. Igbal, 556 U.S.
662, 678 (2009)). In particular, the claimant must allege well-pleaded factual matter
and more than “[t]hreadbare recitals of the elements of a cause of action, supported
by mere conclusory statements.” Igbal, 556 U.S. at 678 (citing Bell Atlantic Corp. v.
Twombly, 550 U.S. 544, 555 (2007)).

For purposes of determining such motion, all of the plaintiff's well-pleaded
allegations must be accepted as true, and the complaint must be construed in the
light most favorable to the plaintiff. See Advanced Cardiovascular Sys. Inc. v. SciMed
Life Sys., Inc., 988 F.2d 1157, 26 USPQ2d 1038 (Fed. Cir. 1993).

Dismissal for insufficiency is appropriate only if it appears certain that the
plaintiff is entitled to no relief under any set of facts which could be proved in support
of its claim. See Stanspec Co. v. American Chain & Cable Co., Inc., 531 F.2d 563, 189
USPQ 420 (CCPA 1976).

3. Standing and the Ground of Priority and Likelihood of Confusion

The Board, after reviewing Opposer’s pleading, finds that Opposer has
sufficiently alleged a “real interest” and a “direct and personal stake” in the outcome
of this proceeding. Specifically, Opposer has pleaded that it has common law rights

in both the BRENT word mark and the BRENT INDEX word mark prior to
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Applicant’s filing of its application,3 that Opposer uses its BRENT word mark and its
BRENT INDEX word mark to identify “financial exchanges and clearing houses
including the New York Stock Exchange,” a “specific financial benchmark,” and a
Futures Contract “financial instrument,” and that the marks are likely to be confused
with Applicant’s mark.4 Opposer therefore has sufficiently alleged its standing and
the ground of priority and likelihood of confusion. See Giersch v. Scripps Networks,
Inc., 90 USPQ2d 1020, 1022 (TTAB 2009). Proof of Opposer’s standing and ground
are left to final decision. See Boswell v. Mavety Media Group Ltd., 52 USPQ2d 1600,
1605 (TTAB 1999) (at final decision, inquiry is not whether pleading of standing is
sufficient, but whether allegations have been proven).

However, to the extent Opposer alleges use BRENT MARKS or use of its marks
with a “variety of financial products,” or “financial data,”® the allegations are too
vague to give Applicant fair notice of these other marks and goods or services for
which Opposer may be claiming common law use and will not be considered. The
allegations in a notice of opposition must “include enough detail to give the defendant
fair notice of the basis for each claim.” See Bell Atlantic Corp. v. Twombly, 550 U.S.
554, 570 (2007).

Where a plaintiff has alleged standing as to at least one properly pleaded

ground, its allegation of standing satisfies the standing requirement for any other

°1 TTABVUE at Y 3.
“1d. at 19 4, 5, and 6.
°Id. at q 3.
°Id. at 9.
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legally sufficient ground. See, e.g., Coach Servs., Inc. v. Triumph Learning LLC, 668
F.3d 1356, 1377, 101 USPQ2d 1713, 1727-28 (Fed. Cir. 2012) (“[O]nce an opposer
meets the requirements for standing, it can rely on any of the statutory grounds for
opposition set forth in 15 U.S.C. § 1052.”); Petréleos Mexicanos v. Intermix S.A., 97
USPQ2d 1403, 1405 (TTAB 2010).

4. Grounds of Deceptiveness under Trademark Act § 2(a) and Dilution
under Trademark Act § 43(c)

As Opposer has acknowledged that its indication of these claims on the ESTTA
cover sheet was an error, Applicant’s motion to partially dismiss the grounds of
deceptiveness under Trademark Act § 2(a) and dilution by blurring under Trademark
Act § 43(c) 1s granted and these claims are stricken.

5. Ground of False Suggestion of a Connection under Trademark Act §

2(a)
To properly plead a Section 2(a) claim of false suggestion of a connection, a
plaintiff must allege the following:

1. defendant’s mark is the same or a close approximation of the name or
1dentity of a person or institution;

2. defendant’s mark would be recognized as such by purchasers, in that the
mark points uniquely and unmistakably to the person or institution named or
1dentified;

3. the person or institution named or identified is not connected with the goods
sold or activities performed by the defendant under the mark; and,

4. the name or identity of the person or institution identified is of sufficient
fame or reputation that when the defendant’s mark is used in connection
with its goods or services, a connection with the person or institution
1dentified would be presumed.

In re Nieves & Nieves, LLC, 113 USPQ2d 1629, 1632-33 (TTAB 2015) (citing inter

alia, Univ. of Notre Dame du Lac v. J.C. Gourmet Food Imps. Co., 703 F.2d 1372, 217
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USPQ 505, 509 (Fed. Cir. 1983) and Bd. of Trs. v. Pitts, 107 USPQ2d 2001, 2025
(TTAB 2013)). Fundamental to a pleading of false suggestion of a connection under
Trademark Act § 2(a) is the “initial and critical requirement” that the identity being
appropriated is unmistakably associated with the person or institution identified.
Springs Indus., Inc. v. Bumblebee Di Stefano Ottina & C.S.A.S., 222 USPQ 512, 514
(TTAB 1984) (quoting Univ. of Notre Dame, 217 USPQ at 509).

Opposer argues that its allegations sufficiently state a claim of false suggestion
of a connection by alleging BRENT INDEX is Opposer’s identity, Applicant’s mark is
a close approximation of that identity and that fame is sufficiently alleged at
paragraph 9 of the notice of opposition:

9. The reliability of Opposer’s financial data—consistency of which is a
requirement in financial regulation—gives Opposer’s Goods/Services
cache in the financial markets.

Applicant argues that Opposer’s pleading does not properly plead even one
element of a claim of false suggestion of a connection and Opposer may not amend its
pleading by way of its response to a motion to dismiss through assertions that
Applicant’s mark is a close approximation to Opposer’s identity.

For a legally sufficient claim of false suggestion of a connection under
Trademark Act § 2(a), Opposer must assert that Applicant’s mark falsely suggests a
connection with Opposer’s persona, points uniquely to Opposer and is of sufficient
fame that a connection with Opposer would be presumed. See Bd. of Trs. v. Pitts, 107

USPQ2d at 2028. Opposer’s pleading falls short of such allegations.
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In view thereof, Applicant’s motion to partially dismiss is granted as to
Opposer’s claim of false suggestion of a connection under Trademark Act § 2(a).

The Board, however, freely grants leave to amend pleadings found, upon challenge
under Fed. R. Civ. P. 12(b)(6), to be insufficient, particularly where the challenged
pleading is the initial pleading. In view thereof, Opposer is allowed until TWENTY
DAYS from the mailing date of this order to file an amended notice of opposition that
properly pleads the claims, failing which the opposition will go forward on the pleadings
as construed herein.

If an amended notice of opposition is filed, Applicant is allowed until TWENTY
DAYS from the date indicated on the certificate of service of any such amended notice of

opposition to file an answer or otherwise plead. If no amended notice of opposition is filed,

Applicant’s time to answer is set out below.
6. Schedule

Proceedings are resumed. Dates are reset as set out below.

Time to Answer 2/15/2018
Deadline for Discovery Conference 3/17/2018
Discovery Opens 3/17/2018
Initial Disclosures Due 4/16/2018
Expert Disclosures Due 8/14/2018
Discovery Closes 9/13/2018
Plaintiff's Pretrial Disclosures Due 10/28/2018

Plaintiff's 30-day Trial Period Ends 12/12/2018
Defendant's Pretrial Disclosures Due 12/27/2018
Defendant's 30-day Trial Period Ends 2/10/2019

Plaintiff's Rebuttal Disclosures Due 2/25/2019
Plaintiff's 15-day Rebuttal Period Ends 3/27/2019
Plaintiff's Opening Brief Due 5/26/2019
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Defendant's Brief Due 6/25/2019
Plaintiff's Reply Brief Due 7/10/2019
Request for Oral Hearing (optional) Due 7/20/2019

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony
1s taken and introduced out of the presence of the Board during the assigned
testimony periods. The parties may stipulate to a wide variety of matters, and many
requirements relevant to the trial phase of Board proceedings are set forth in
Trademark Rules 2.121 through 2.125. These include pretrial disclosures, the
manner and timing of taking testimony, matters in evidence, and the procedures for
submitting and serving testimony and other evidence, including affidavits,
declarations, deposition transcripts and stipulated evidence. Trial briefs shall be
submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at
final hearing will be scheduled only upon the timely submission of a separate notice

as allowed by Trademark Rule 2.129(a).
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