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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Ser. No. 86/787,611
Mark: NYMEX BRENT
Filed: October 14, 2015

Intercontinental Exchange Holdings, Inc.

Opposer,

New York Mercantile Exchange, Inc.

)
)
)
)
) Opposition No. 91235909
)
)
Applicant. )
)

NEW YORK MERCANTILE EXCHANGE, INC.’S REPLY IN SUPPORT OF ITS
MOTION TO DISMISS FOR FAILURE TO STATE A CLAIM

Opposer’s Response to Applicant’s Motion to Dismiss continues to ignore the core
deficiencies in its Notice of Opposition and attempts to insert new allegations not

previously plead. As a result, the Motion to Dismiss should be granted.

First, Opposer concedes that it did not properly plead the claims of dilution and
deceptiveness and they should not be part of this Proceeding. Therefore, Applicant is

entitled to judgment in its favor and these claims should be dismissed with prejudice.

Second, Opposer’s Response only further emphasizes its conclusory statements
in the Notice of Opposition, which fail to properly plead even one element of the false
suggestion of a connection claim. In re Kayser-Roth Corp., 29 U.S.P.Q.2d 1379 (T.T.A.B.

Aug. 27, 1993).



In addition, Opposer asserts for the first time that Applicant’'s NYMEX BRENT mark
“is a close approximation to Opposer’s identity as BRENT INDEX.” Opposer’s Response,
pg. 4. This allegation is not present in the Notice of Opposition and distinctively different
than the allegations recounted in Opposer’s Response. A motion to dismiss is limited to
the four corners of the Notice of Opposition and Opposer cannot use its Response to

correct its pleading deficiencies.

In defense of its deficient pleading, Opposer also claims that this single allegation
“[tlhe reliability of Opposer’s financial data—consistency of which is a requirement in
financial regulation—gives Opposer’s Goods/Services cache in the financial markets” is
sufficient to allege fame or reputation. Opposer’s Response, pg. 4. First, there is no
mention of a specific mark or identity in that allegation. Second, Opposer failed to cite any
Board decision to support its position and this barebones statement has what is
traditionally required to plead fame. Applicant should not be forced to defend a claim on

that basis. Instead, the Board must require more allegations from the Opposer.

VIl. CONCLUSION

Opposer’s allegations failed to meet the pleading requirements under Rule 8 of the
Federal Rules of Civil Procedure and under clear Board and U.S. Supreme Court
precedent. Accordingly, Applicant requests the claims for false suggestion of connection,

dilution and deception be dismissed with prejudice.

Respectfully submitted,

NEW YORK MERCANTILE
EXCHANGE, INC.



Dated: October 23, 2017 By: /s/Sarah B. Ferguson

Joseph V. Norvell

Joseph T. Kucala

Tom M. Monagan

Sarah B. Ferguson
NORVELL IP LLC

P.O. Box 2461

Chicago, lllinois 60690
Telephone:(888) 315-0732

Facsimile: (312) 268-5063
officeactions@norvellip.cm

ATTORNEYS FOR NEW YORK
MERCANTILE EXCHANGE, INC.



CERTIFICATE OF SERVICE

| hereby certify that a true and complete copy of the foregoing NEW YORK
MERCANTILE, INC."S REPLY IN SUPPORT OF ITS MOTION TO DISMISS has been
served upon Intercontinental Exchange Holdings, Inc. by mailing said copy on October

23, 2017, via U.S. First Class Mail, postage prepaid to:

Richard L. Cruz
DLA PIPER LLP (US)
1650 Market Street, Suite 4900
Philadelphia, PA 19103
pto.phil@dlapiper.com

Dated: _October 23, 2017 By: /s/ Sarah B. Ferguson
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