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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In re Ser. No. 86/787,611 

Mark: NYMEX BRENT 

Filed:  October 14, 2015 

 

Intercontinental Exchange Holdings, Inc. ) 

        ) 

   Opposer,    ) 

     v.   ) 

        ) Opposition No. 91235909 

New York Mercantile Exchange, Inc.   ) 

        ) 

   Applicant.    )  

        ) 

 

NEW YORK MERCANTILE EXCHANGE, INC.’S MOTION TO DISMISS 
FOR FAILURE TO STATE A CLAIM 

 

Pursuant to Section 503.02 of the Trademark Trial & Appeal Board Manual of 

Procedure (“TBMP”), and in accordance with Rules 8 and 12(b)(6) of the Federal Rules 

of Civil Procedure, New York Mercantile Exchange, Inc. (hereinafter “NYMEX” or 

“Applicant”), hereby moves the Board for an Order dismissing the Notice of Opposition 

for failure to state a claim.  The Notice of Opposition seeks rejection of NYMEX’s 

application for the mark NYMEX BRENT (U.S. Ser. No. 86/787,611) based on claims of 

priority and likelihood of confusion, dilution by blurring, false suggestion of a connection, 

and deceptiveness.  However, the Notice fails to plausibly allege all claims save priority 

and likelihood of confusion.  Instead, Opposer attempts to mask its likelihood of confusion 

claim as additional grounds to buttress the opposition through claims for, deceptiveness, 

dilution by blurring, and false suggestion of a connection.   
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Specifically, the Opposer does not allege any facts from which the Board could 

reasonably infer:   

 the mark NYMEX BRENT misdescribes Applicant’s services;  

 Opposer’s mark(s) is famous or became famous before NYMEX’s first use 

of NYMEX BRENT; 

 NYMEX BRENT is a close approximation of Opposer’s name or identity;  

 NYMEX BRENT points uniquely and unmistakably to Opposer, creating a 

presumption that consumers will make a connection between the services 

offered under NYMEX BRENT and Opposer; or  

 that no connection exists between Opposer and NYMEX’s NYMEX BRENT 

product.   

Opposer cannot make these allegations because they are not true.  Thus, the 

Notice of Opposition fails to state a claim for deceptiveness, dilution, and false suggestion 

of a connection upon which relief can be granted.  Therefore, Applicant requests these 

claims be dismissed with prejudice.  

I. FACTUAL BACKGROUND 

This Opposition centers around NYMEX’s application for the mark NYMEX 

BRENT, which was filed on October 14, 2015 in Class 36 for “financial exchange services 

relating to crude oil; providing information regarding the trading of financial derivatives 

relating to crude oil” alleging a July 11, 2001 date of first use (Ser. No. 86/787/611) 

(“Application”). (Notice of Opposition at ¶ 1).  In the Application, NYMEX disclaims the 

generic term “brent”.  On August 2, 2017, Opposer filed a Notice of Opposition against 
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the Application. The Notice of Opposition fails to plead any registrations or applications 

owned by Opposer for the mark BRENT and instead solely relies upon allegations of 

Opposer’s self-proclaimed common law rights in the term Brent.  Specifically, Opposer’s 

allegations refer to undefined term “Brent Marks;” however, Applicant cannot discern what 

trademarks are included in this definition.  Opposer’s sloppy, overbroad and threadbare 

allegations illuminate the lack of evidence that likely exists to support Opposer’s 

deceptiveness, dilution, and false suggestion of a connection claims. Opposer does not, 

and cannot, allege plausible facts to support these claims.  Opposer’s speculative 

allegations fail to support that it is entitled to any relief or that Applicant has done anything 

wrong.  

II. Legal Standard for Motions to Dismiss For Failure to State A Claim 

To survive a motion to dismiss for failure to state a claim upon which relief can be 

granted, Opposer must allege sufficient factual matter that, if accepted as true, states a 

claim to relief that is plausible on its face. Doyle v. Al Johnson’s Swed. Rest. & Butik Inc., 

101 USPQ2d 1780, 1782 (T.T.A.B. 2012).  “A claim has facial plausibility when [Opposer] 

pleads factual content that allows the court to draw the reasonable inference that the 

[applicant] is liable for the misconduct alleged.” Ashcroft v. Iqbal, 556 U.S. 662, 678 

(2009).  This means that the factual allegations included in the Notice of Opposition must 

be sufficient to “raise a right to relief above the speculative level” and Opposer must offer 

“more than labels and conclusions, and a formulaic recitation of the elements of a cause 

of action will not do.” Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 555 (2007).  

Here, Opposer has failed to allege even the bare elements of the claims at issue, 

making it impossible for the Board to even speculate as to the nature of these claims.   
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III. ARGUMENT 

A. The Mere Naming of Claims in a Cover Sheet Constitutes Insufficient 
Pleading. 

At the outset, Opposer’s claims for deceptiveness and dilution must be dismissed 

because Opposer simply checked the electronic boxes in the ESTTA form to include 

these claims when filing its Notice of Opposition. Prior TTAB case law clearly holds that 

a party has failed to meet its pleading obligations by simply checking a box in the ESTTA 

form.  For example, in Standard Tools and Equip. Co. v. Dropship LLC, the Board 

dismissed false suggestion, deceptiveness and dilution claims sua sponte where opposer 

only identified the claims on the electronic cover sheet.  Opposition No. 91222920, 2016 

WL 8222571, at *1-2 (T.T.A.B. Nov. 22, 2016)); see also Win Luck Trading, Inc. v. 

Northern Food I/E, Inc., Cancellation No. 92061416, 2016 WL 1677318, at *2 (T.T.A.B. 

Jan. 19, 2016) (“[a]lthough the content of the ESTTA cover sheet is read in conjunction 

with the petition for cancellation as an integral component, the mere mention of a ground 

on the cover sheet is insufficient to constitute a claim.”) (internal citation omitted); see 

also Embarcadero Techs., Inc., 105 U.S.P.Q.2d 1825, n.2 (T.T.A.B. Feb. 14, 2013) 

(“although the terms ‘false suggestion of a connection’ and ‘Section 2(a)’ are listed in the 

cover sheet generated by the Office’s online filing electronic database (ESTTA) as a 

‘ground for opposition,’ the ground was not sufficiently pleaded or otherwise elaborated 

upon in the attached notice of opposition.”). 

As previously held by the Board, this approach fails to constitute sufficient pleading 

and fails to give proper notice of the claims to NYMEX.  By simply checking the boxes for 

claims of deceptiveness and dilution in the ESTTA electronic form, Opposer has failed to 

allege sufficient facts to support these claims.  Therefore, these claims must be dismissed 
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for failure to state a claim. In spite of this obvious failing, Applicant outlines below further 

shortfalls in Opposer’s deceptiveness and dilution claims that make it abundantly clear 

that Opposer failed to meet its duty and the claims must be dismissed.  

B. Opposer Failed To State a Claim for Deceptiveness. 

Opposer states deceptiveness as a ground for opposition in its cover sheet but 

never alleges any facts to allow the Board to infer that the mark NYMEX BRENT 

misdescribes the financial services in its Application.  A mark may be refused under 

Section 2(a) of the Trademark Act if it “consists of or comprises … deceptive … matter.  

However, the Board stated in United States Tennis Ass'n Inc. v. Veruba, LLA, that “a 

deceptiveness claim is not an alternative means of raising Section 2(d) claims that the 

mark is likely ‘to deceive.’” Opposition No. 91226656, 2017 WL 3670425, at *2 (T.T.A.B. 

July 31, 2017) (finding no basis for a deceptiveness claim exists where “claims appear to 

be grounded on the alleged similarity of the marks and not on any misdescriptive 

character of Applicant’s mark”).  Instead, these are separate claims and Opposer must 

sufficiently allege facts to support this independent claim.  Specifically, Opposer must 

allege: (1) the mark misdescribes the character, quality, function, composition or use of 

the goods or services; (2) prospective purchasers are likely to believe it describes the 

goods or services; and (3) the misdescription is likely to affect a significant portion of the 

relevant consumers’ decision to purchase. Id. (citing In re Budge Mfg. Co., Inc., 857 F.2d 

773, 774 (Fed. Cir. 1988)).   

The Board’s decision in United States Tennis is illustrative.  In United States 

Tennis, the opposer claimed that “[a]plicant’s mark is confusingly similar to USTA’s 

registered trademarks and is likely, when applied to the goods of the Applicant, to cause 
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confusion, or to cause mistake or to deceive”, “the public has come to associate the USTA 

Marks with Opposer and Opposer’s goods and services”, and that “Opposer’s USTA Mark 

was famous and well-known in the United States.” See Exhibit A United States Tennis 

Association Incorporated’s Notice of Opposition filed on March 3, 2016, Opposition No. 

91226656.  In analyzing the claims of deceptiveness and false suggestion of connection 

on a motion for summary judgment, the Board found the opposer failed to sufficiently 

plead those claims. 

Similarly, in this case, the Notice of Opposition lacks any allegation that the 

NYMEX BRENT mark misdescribes the financial services related to crude oil in the 

Application. The only mention of the word “deception” by Opposer is in pleading the 

likelihood of confusion claim, “Applicant’s Mark for Applicant’s Goods/Services is nearly 

identical and confusingly similar to Opposer’s BRENT Marks for Opposer’s 

Goods/Services and is therefore likely to cause confusion, mistake and deception among 

purchasers as to the source or origin of Applicant’s Goods/Services, or their affiliation 

with or sponsorship by Opposer”. (Notice of Opposition at ¶ 11).  The Notice does not 

even use the words “misdescribe” or “misdescription.” Therefore, Opposer fails to plead 

the first element of a deceptiveness claim.  By failing to properly plead the first element, 

the entire claim must fail. Moreover, Opposer cannot sustain a deceptiveness claim based 

on the single allegation above because that goes to a likelihood of confusion analysis and 

not deceptiveness.  

Therefore, Opposer has failed to even plead formulaic recitations of the elements 

for a deceptiveness claim so its entire speculative claim must fail and NYMEX should not 

be subject to discovery on such a claim. 
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C. Opposer Failed To State a Claim for Dilution by Blurring.  

As alternate grounds for opposition, Opposer asserts in its cover sheet that 

NYMEX’s Application should be refused on the basis of dilution by blurring.  However, a 

critical element of any dilution claim is that the Opposer’s mark is famous.  Yet, the words 

“fame” or “famous” are noticeably absent from Opposer’s Notice of Opposition.  

The shortcomings in Opposer’s pleading do not stop there because Opposer never 

states which of its marks is diluted, how that mark is or will be blurred, or that Opposer’s 

mark became famous prior to NYMEX’s earliest date of use.   The Trademark Act provides 

a cause of action for the dilution of famous marks. See Sections 13 and 43(c) of the 

Trademark Act, 15 U.S.C. §§ 1063 and 1125(c).  In order to state a claim for dilution, a 

party must show that: (1) Opposer owns a famous mark that is distinctive; (2) Applicant 

is using a mark in commerce that allegedly dilutes the Opposer’s famous mark; (3) the 

Applicant’s use of its mark began after the Opposer’s mark became famous; and (4) the 

Applicant’s use of its mark is likely to cause dilution by blurring. See 15 U.S.C. 

1125(c); Coach Services Inc. v. Triumph Learning LLC, 668 F.3d 1356, 101 USPQ2d 

1713, 1723-24 (Fed. Cir. 2012).   

“‘[D]ilution by blurring’ is association arising from the similarity between a mark or 

trade name and a famous mark that impairs the distinctiveness of the famous mark” and 

the owner of a famous and distinctive mark is entitled to an injunction against another 

person who commences use of a mark that is likely to cause dilution by blurring, 

regardless of the presence or absence of actual or likely confusion. See Section 

43(c)(2)(B) of the Trademark Act, 15 U.S.C. § 1125(c)(2)(B).   
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1. Opposer Fails to Allege its Mark is Famous and Distinctive. 

For purposes of dilution, a mark must be both famous and so distinctive that the 

public would associate the term with the owner of the famous mark even when it 

encounters the term apart from the owner’s goods or services.” Chanel, Inc., 110 

U.S.P.Q.2d 2013 (T.T.A.B. 2014). “[T]he standard for fame and distinctiveness required 

to obtain anti-dilution protection is more rigorous than that required to seek infringement 

protection.” The Toro Co. v. Torohead, Inc., 61 U.S.P.Q.2d 1164, at *10 (T.T.A.B. 2001) 

(dismissing dilution claim) (internal citation omitted).  “[C]ourts have uniformly held that to 

be capable of being diluted, a mark must have a degree of distinctiveness and ‘strength’ 

beyond that needed to serve as a trademark.” Id. at 13.  Further, a trademark cannot be 

famous unless it is distinctive, but it can be distinctive without being famous.  

The sole allegations regarding Opposer’s trademark rights are: 

 Opposer has “valid and substantial common law rights”; 

 Opposer is the “sole administrator of the BRENT INDEX”; 

 Opposer has “acquired distinctiveness when used in connection with Opposer’s 

goods/services long before Applicant sought registration”; 

  “When investors see references to the BRENT Marks they know that these 

references relate back to Opposer”; and 

 Opposer’s reliability “gives Opposer’s Goods/Services cache in the financial 

markets.” 

(Opposition Notice at ¶¶ 5-9).  These are insufficient allegations for a dilution claim 

because Opposer fails to allege the following: 

 Opposer fails to allege its undefined BRENT Marks are famous. 
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 Opposer fails to allege it is the sole source of BRENT goods and services, only 

alleging that it is the sole administrator of the BRENT INDEX.   

 Opposer fails to allege that it’s BRENT or BRENT INDEX marks have “cache,” only 

alleging that its Goods and Services have “cache.” 

 Opposer fails to describe its Goods and Services, except by stating “a variety of 

financial products.” 

These allegations are grossly inadequate for stating a claim for dilution as “valid” 

and “substantial” common law rights do not equal fame. While Opposer at least uses the 

word “acquired distinctiveness” in describing its undefined BRENT Marks, Opposer fails 

to allege that its mark is distinctive when viewed separately from its goods and services 

and therefore fails to allege distinctiveness. Similarly, Opposer fails to allege its mark(s) 

is famous.  In determining fame, courts often look to multiple factors, including duration 

and geographic reach of advertising and sales, the extent of actual recognition of the 

mark, whether the mark is registered to the principal register, etc. See Chanel, Inc., 110 

U.S.P.Q.2d at *6.   Opposer fails to allege any such facts that would support a claim that 

its BRENT Mark(s) is famous.   

2. Opposer Fails to Allege its Mark Was Famous before NYMEX’s First 
Use. 

In evaluating a dilution claim, the date of filing for an application is not the 

applicable date for purposes of establishing prior fame. The Toro Co., 61 U.S.P.Q.2d at 

n.9 (T.T.A.B. Dec. 12, 2001) (“[i]n a use-based application under Section 1(a) of the 

Trademark Act, 15 U.S.C. § 1051(a), the party alleging fame must show that the mark 

had become famous prior to the applicant's use of the mark.”).  As a result, the operative 

date by which Opposer’s mark had become famous is before Applicant’s date of first use. 
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In this instance, NYMEX began using its NYMEX BRENT mark in commerce at 

least as early as July 11, 2001 as stated in its application and in the first paragraph of 

Opposer’s Notice of Opposition. (Notice of Opposition at ¶1).  Therefore, Opposer must 

allege that its BRENT Marks were famous prior to July 11, 2001, but Opposer failed to do 

so.  Instead, Opposer incorrectly alleges that “the BRENT NX Futures Contract is a 

financial instrument offered by Opposer at least as early as 2011.  This is prior to 

Applicant’s launch of a NYMEX BRENT offering”. (Notice of Opposition at ¶6).  Opposer 

also states that its “BRENT Marks have acquired distinctiveness when used in connection 

with Opposer’s Goods/Services long before Applicant sought registration for the mark 

opposed herein” (Notice of Opposition ¶8).  There are no allegations that its BRENT 

Marks were famous before Applicant’s July 11, 2001 date of first use.  Even if Opposer 

alleges some prior use dating back to 1983, this use does not equate with fame. In 

addition to failing to allege its BRENT Marks are famous, Opposer relies upon the wrong 

timeframe in determining when its marks have acquired distinctiveness.  

3. Opposer Fails to Allege NYMEX’s Use is Likely to Cause Dilution by 
Blurring. 

Opposer may argue that NYMEX’s NYMEX BRENT mark is likely to cause confusion 

by stating the following: 

 “Applicant’s Mark for Applicant’s Goods/Services is nearly identical and 

confusingly similar to Opposer’s BRENT Marks and is therefore likely to cause 

confusion, mistake and deception”; 

 The “Goods/Services are identical”; and 

 “Applicant’s Mark would also falsely suggest a connection with an institution, 

namely with the regulated financial services of the Intercontinental Exchange”. 
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(Notice of Opposition at §§ 10-11; 14).  However, these allegations are not the same as 

alleging NYMEX BRENT is likely to cause dilution by blurring for which Opposer alleges 

no facts.   

As with Opposer’s deceptiveness and false suggestion of connection claims, the 

facts alleged in its Notice of Opposition may allege a likelihood of confusion claim but not 

the more rigorous claim of dilution. See The Toro Co. v. Torohead, Inc., 61 U.S.P.Q.2d 

at *10.  In The Toro Co., the Board found that the mark TORO was not distinctive because 

it failed to point uniquely to the opposer, even though it was inherently distinctive for 

purposes of registration. Id. at 15-16.  The Board also emphasized that dilution is “an 

extraordinary remedy” and “unlike in likelihood of confusion cases, we will not resolve 

doubts in favor of the party claiming dilution.” Id. At *10.   Further, the opposer in that case 

submitted evidence that the mark was in use since 1914, the company had 3,000 dealers 

worldwide, and $1.3 billion in annual sales; however, the Board found that while this 

“evidence would help establish that a mark is strong for likelihood of confusion purposes 

or to show fame in a niche market, [ ] it is much less persuasive to establish that its mark 

is truly famous and distinctive and entitled to the broad scope of protection provided by 

the FTDA.” Id. at 17.   

Here, Opposer fails to allege any facts that would support a claim that it owns rights 

in a famous mark. Therefore, Opposer fails to plausibly allege at least three out of the 

four elements of a claim for dilution by blurring and merely checking the box for dilution 

when filing the Notice of Opposition will not suffice.  
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D. Opposer Fails To State a False Suggestion of Connection Claim. 

Opposer’s claim for false suggestion of a connection fairs no better a fate as it fails 

to allege all four elements of the claim.  In order to state a claim for false suggestion of a 

connection with a person or institution, Opposer must allege that: (1) the mark is the same 

as, or a close approximation of, the name or identify previously used by another person 

or institution; (2) the mark would be recognized as pointing uniquely and unmistakably to 

that person or institution; (3) the person or institution named by the mark or using the 

mark is not connected with applicant’s activities offered under the mark; and (4) the fame 

or reputation of the person or institution is such that when the mark is used to identify the 

applicant’s goods or services, a connection with that person or institution would be 

presumed. In re Kayser-Roth Corp., 29 U.S.P.Q.2d 1379 (T.T.A.B. Aug. 27, 1993).  “A 

claim of false suggestion of a connection under Section 2(a) of the Trademark Act 

embodies concepts of the rights of privacy and publicity, and as such, is distinct from a 

likelihood of confusion claim under Section 2(d) of the Trademark Act.” United States 

Tennis Ass'n Inc., 2017 WL 3670425 at *3 (citing Univ. of Notre Dame du Lac v. J.C. 

Gourmet Food Imps. Co., Inc., 703 F.2d 1372, 217 USPQ 505, 508 (Fed. Cir. 

1983) (the false suggestion of a connection claim is to protect “the name of an individual 

or institution which [i]s not a ‘technical’ trademark or ‘trade name’ upon which an objection 

could be made under Section 2(d)”)). 

Bare allegations do not rise above the speculative level and Opposer fails to allege 

any facts that would support a claim for false connection. See Hollywood Entertainment, 

LLC v. Citycenter Land, LLC, Opposition No. 91221326, 2016 WL 8222569, at *1 

(T.T.A.B. Dec. 13, 2016) (dismissing false suggestion of a connection claim sua sponte 
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where opposer merely stated that applicant’s mark “consists of matter that may disparage 

and falsely suggest a connect [sic] with [o]pposer.”); see also New Chapter, Inc., 

91215024, 2015 WL 9906669, at *2 (July 9, 2015) (striking false suggestion of a 

connection claim on motion for summary judgment).  In New Chapter, Inc., the Board 

found the opposer sufficiently plead its likelihood of confusion claim but failed to plead a 

false suggestion of connection claim even though it was included in the notice of 

opposition cover sheet. Id. at *2.   

Similarly, in this case, although Opposer may have sufficiently plead a claim for 

likelihood of confusion, the only mention of false suggestion of a connection is in the cover 

sheet.  At most, Opposer alleges that “Applicant’s Mark for Applicant’s Goods/Services is 

nearly identical and confusingly similar to Opposer’s BRENT Marks” and is “therefore 

likely to cause confusion, mistake and deception among purchasers”, and that “the 

granting of a trademark registration for Applicant’s Mark would also falsely suggest a 

connection with an institution […] Intercontinental Exchange.” (Notice of Opposition ¶¶ 

11; 14). These allegations support a likelihood of confusion allegation, not a false 

suggestion of connection claim.  Therefore, the Board has no choice but to dismiss the 

false suggestion of a collection claim. 

1. Opposer Does Not and Cannot Allege that BRENT is the Name or Identify 
of Intercontinental Exchange Holdings, Inc. 

Opposer does not allege, nor can it allege, that NYMEX BRENT or BRENT are 

Opposer’s name or identify.  To properly allege a close approximation to the name or 

identity of Opposer Intercontinental Exchange Holdings, Inc., the name or identify of 

Opposer must have sufficient reputation or fame and use of the name or identify on 
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Applicant’s goods or services must trigger a connection. See Creo Inc. v. AGFA-

GEVAERT, N.V., Opposition No. 91156765, 2004 WL 1701269, at *5 (T.T.A.B. July 23, 

2004) (finding allegation that THERMOLITE was substantially similar to opposer’s mark 

THERMOFLEX as to falsely suggest a connection with opposer as legally insufficient and 

noting that “[f]or a legally sufficient claim of false suggestion of a connection under Section 

2(a), opposer must assert that applicant’s mark falsely suggests a connection with 

opposer’s persona, not with one of opposer’s marks.”); see in contrast In re Nieves & 

Nieves LLC, 113 U.S.P.Q.2d 1629, 1633 (T.T.A.B. 2015) (finding PRINCESS KATE for 

fashion products creates a false suggestion of connection with Kate Middleton because 

she is routinely referred to as “Princess Kate”.)   

In contrast to In re Nieves & Nieves LLC, Opposer Intercontinental Exchange 

Holdings, Inc. failed to allege any facts which support the assertion that it is routinely 

referred to as NYMEX BRENT or BRENT (Opposer fails to even allege whether the mark 

as a whole or a portion of the mark creates the false suggestion).  Regardless, Opposer 

never states that NYMEX BRENT or a portion of Applicant’s mark is a close approximation 

to Intercontinental Exchange Holdings, Inc.’s name or identity.  

2. Opposer Fails to Allege NYMEX BRENT Points Uniquely and Unmistakably 
to Opposer. 

As for the second element, the Trademark Trial and Appeal Board strictly applies 

the requirement that the mark “point[ ] uniquely and unmistakably” to Opposer. See In re 

Kayser-Roth Corp., 29 U.S.P.Q.2d at 1385.  In that case, the Board found that the issue 

was “not whether the word ‘Olympic’ falsely suggests a connection with the persona or 
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identify of the [opposer] but whether applicant’s mark OLYMPIC CHAMPION does.” Id. 

at *7.   

Opposer alleges that “when investors see references to the BRENT Marks they 

know that these references relate back to Opposer”, that Opposer is the “sole 

administrator of the BRENT INDEX” and that “there can be only one BRENT INDEX.” 

(Notice of Opposition at §§ 5; 7).  However, the Opposition lacks any language or 

allegation that NYMEX BRENT “uniquely and unmistakably” refers to Opposer, or that 

when investors see the NYMEX BRENT mark they know that these references relate to 

Opposer, let alone that such references relate only to Opposer.  Nor does Opposer allege 

that investors know that only one BRENT INDEX can exist and that Opposer is the sole 

administrator of the BRENT INDEX.  Therefore, Opposer fails to plead that Applicant’s 

Mark points “uniquely and unmistakably” to Opposer.  

3. Opposer Fails to Allege No Connection Exists Between Opposer and 
Applicant. 

Similarly, Opposer fails to plead that Applicant’s services have no connection with 

Opposer.  Nowhere in the Notice of Opposition does Opposer allege that the NYMEX is 

not connected, sponsored or affiliated with Opposer.  This simple omission emphasizes 

the bare nature of Opposer’s speculative claims. 

4. Opposer Fails to Plead Its Fame or Reputation Causes Consumers to 
Presume a Connection with Applicant’s Services. 

As discussed above, Opposer fails to allege any of its marks are famous.  It follows 

that Opposer also fails to allege such that fame causes consumers to presume a 

connection with Opposer (and not NYMEX).  Accordingly, all four elements of a false 

suggestion of connection claim are missing from the Notice of Opposition.  
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The Notice of Opposition does not include any facts from which the Board could 

infer that NYMEX BRENT or BRENT are close approximations of Opposer’s name or 

identity, that either term would point consumers uniquely and unmistakably to Opposer, 

creating a presumption that the services offered under NYMEX BRENT are connected to 

Opposer’s famous goods and services, or even that no connection exists between 

Opposer and the services offered by Applicant.  Simply stated, there is nothing to allege 

that NYMEX BRENT creates a false suggestion of connection with Opposer. 

VII. CONCLUSION 

The Notice of Opposition fails to state a claim upon which relief may be granted 

for deceptiveness, dilution by blurring, and false suggestion of a connection even when 

all well-pleaded allegations are accepted as true and the Notice of Opposition is 

construed in Opposer’s favor.  Specifically, the Notice of Opposition does not contain 

facts from which the Board could reasonably infer that NYMEX BRENT misdescribes the 

associated goods and services, that NYMEX BRENT or BRENT are a close 

approximation of Opposer’s name or identity, that these marks point uniquely and 

unmistakably to Opposer, or that Opposer’s marks are famous and distinctive.   

Opposer’s allegations failed to meet the pleading requirements under Rule 8 of the 

Federal Rules of Civil Procedure and under clear Board and U.S. Supreme Court 

precedent.  Instead, Opposer attempts to disguise its likelihood of confusion claim as 

multiple new grounds in support of its opposition: deceptiveness, dilution, and false 

suggestion of connection.  Opposer’s claims are so grossly inadequate that they cannot 

even be construed as formulaic recitations of the elements of a claim.  By failing to provide 

Applicant with adequate notice of the claims, Applicant cannot prepare a defense to these 
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claims and should not be subject to any discovery on these claims.  Accordingly, Opposer 

failed to follow the basic pleading requirements and Applicant requests these claims be 

dismissed with prejudice.  
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Exchange Holdings, Inc. by mailing said copy on September 11, 2017, via U.S. First Class 

Mail, postage prepaid to: 

 

Richard L. Cruz 
DLA PIPER LLP (US) 

1650 Market Street, Suite 4900  
Philadelphia, PA 19103 
pto.phil@dlapiper.com 

 

 

 
Dated:   September 11, 2017   By: /s/ Sarah B. Ferguson          
 

 

 

 

 

 

 

 

 

http://ttabvue.uspto.gov/ttabvue/v?corr=Richard%20L.%20Cruz




Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA730810

Filing date: 03/02/2016

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name United States Tennis Association
Incorporated

Granted to Date
of previous ex-
tension

03/02/2016

Address 70 West Red Oak Lane
White Plains, NY 10604
UNITED STATES

Party who filed
Extension of time
to oppose

United States Tennis Association Incorporated

Relationship to
party who filed
Extension of time
to oppose

The actual name of the opposer is "United States Tennis Association Incorpor-
ated", however, the available field on this form to list the name of the opposer
will not fit the entire name in a single field. Please list the opposer as "United
States Tennis Association Incorporated" in the record of the Trademark Trial and
Appeal Board for this proceeding.

Attorney informa-
tion

Jess M. Collen
Collen IP, Intellectual Property Law, PC
The Holyoke-Manhattan Building, 80 South Highland Avenue
Ossining, NY 10562
UNITED STATES
jcollen@collenip.com, lmcandrews@collenip.com, docket@collenip.com, pmul-
hern@collenip.com Phone:914-941-5668

Applicant Information

Application No 86615774 Publication date 11/03/2015

Opposition Filing
Date

03/02/2016 Opposition Peri-
od Ends

03/02/2016

Applicant Veruba, LLC
206 Windmill Bay Road
Shelburne, VT 05482
UNITED STATES

Goods/Services Affected by Opposition

Class 035. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Association services, namely, offering in-
centives to and promoting the interests of beach tennis enthusiasts; promotingthe sport of beach ten-
nis, namely, by arranging for sponsors to affiliate theirgoods and services with beach tennis; promot-
ing public interest in the sport ofbeach tennis; organizing and conductingpromotional events in the
field of beach tennis

Class 041. First Use: 0 First Use In Commerce: 0

http://estta.uspto.gov


All goods and services in the class are opposed, namely: Organizing and conducting beach tennis
tournaments, leagues, tours, contests, competitions, clinics and workshops; providing classes, clin-
ics, workshops and camps in the field of beach tennis

Grounds for Opposition

Deceptiveness Trademark Act section 2(a)

False suggestion of a connection Trademark Act section 2(a)

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution by blurring Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2819936 Application Date 03/26/2003

Registration Date 03/02/2004 Foreign Priority
Date

NONE

Word Mark USTA

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1976/01/00 First Use In Commerce: 1976/01/00

Association services, namely, offering incentives to and promoting the interests
of tennis enthusiasts; promoting the sport of tennis, namely by arranging for
sponsors to affiliate their goods and services with tennis

Class 041. First use: First Use: 1976/01/00 First Use In Commerce: 1976/01/00

Organizing and conducting tennis tournaments; sponsoring tennis clinics and
workshops

U.S. Registration
No.

2817418 Application Date 03/26/2003

Registration Date 02/24/2004 Foreign Priority
Date

NONE

Word Mark USTA

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1976/01/00 First Use In Commerce: 1976/01/00

Books, periodicals, and magazines abouttennis

U.S. Registration
No.

2817492 Application Date 04/08/2003

Registration Date 02/24/2004 Foreign Priority
Date

NONE

Word Mark USTA

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1998/00/00 First Use In Commerce: 1998/00/00

Pre-recorded video cassettes in the field of tennis



U.S. Registration
No.

2820023 Application Date 04/25/2003

Registration Date 03/02/2004 Foreign Priority
Date

NONE

Word Mark USTA

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1998/01/00 First Use In Commerce: 1998/01/00

Clothing, namely shirts and hats

U.S. Registration
No.

3331216 Application Date 07/06/2005

Registration Date 11/06/2007 Foreign Priority
Date

NONE

Word Mark USTA

Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 2006/02/01 First Use In Commerce: 2006/02/01

Organizing and conducting tennis tournaments, clinics and workshops; providing
tennis instructions

U.S. Registration
No.

3511362 Application Date 01/18/2008

Registration Date 10/07/2008 Foreign Priority
Date

NONE

Word Mark USTA



Design Mark

Description of
Mark

The mark consists of A shield with the word mark "USTA" and a ball and flame
design.

Goods/Services Class 018. First use: First Use: 2006/02/01 First Use In Commerce: 2006/02/01

Bags, namely, duffle bags, athletic bags, sport bags, cinch sacks, messenger
bags, garment bags for travel; backpacks, tote bags, and women's hand bags

Class 025. First use: First Use: 2006/02/01 First Use In Commerce: 2006/02/01

Clothing, namely, dress shirts, tee shirts, pants, shorts, sweat shirts, sweat
pants, vests, jackets, hats, caps, visors, tank tops and socks

Attachments 78664893#TMSN.png( bytes )
77375744#TMSN.png( bytes )
R1382_Notice of Opposition_160302.PDF(1015829 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Jess M. Collen/

Name Jess M. Collen

Date 03/02/2016



    ATTORNEY DOCKET NO:  R1382 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

TRADEMARK TRIAL AND APPEAL BOARD 

  
Applicant        :  Veruba, LLC 
Serial No.       :  86615774 
Filed                :  April 30, 2015 
For                :  USBTA 
Published       :  November 3, 2015 
  
Assistant Commissioner of Trademarks  
Box TTAB – FEE 
P.O. Box 1451 
Alexandria, Virginia 22313-1451  

 

 

NOTICE OF OPPOSITION  

 
 
United States Tennis Association Incorporated, 70 West Red Oak Lane, White Plains, New 

York 10604, a non-profit corporation duly organized and existing under the laws of New York, 

(“USTA” or “Opposer”) through its attorneys, believes that it would be damaged by the registration 

in Classes 035 and 041 of the mark shown in the above-identified application, and hereby opposes 

same, pursuant to 15 U.S.C. § 1063 and 37 C.F.R. § 2.104. 

        As grounds for opposition, it is alleged that: 

(1) USTA is and has been engaged in the sale and marketing of identical and highly 

related services and goods to those recited by Applicant in its application to register since a time 

prior to the filing date of Applicant’s application for registration. 

(2) USTA is and has been engaged in the sale and marketing of services under the 

registered trademark USTA since at least as early as 1976. 
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(3) USTA is the owner of the following valid and subsisting U.S. trademark 

registrations: 

USTA     REG. NO.  2819936   Exhibit 1 

USTA     REG. NO.  2817418 Exhibit 2 

USTA     REG. NO.   2817492  Exhibit 3 

USTA     REG. NO.   2820023 Exhibit 4 

USTA & DESIGN   REG. NO.  3331216   Exhibit 5 

USTA & DESIGN   REG. NO.  3511362 Exhibit 6 

and others (collectively referred to as the USTA Marks).  (See Exhibits 1-6, attached). 

(4) USTA has used  its USTA Marks in commerce extensively and has acquired a 

considerable and valuable goodwill and wide scale recognition for its marks.  The public has come 

to associate the USTA marks with Opposer and Opposer’s goods and services, including but not 

limited to sporting events and tournaments, tennis clinics and workshops, sports products, sports 

accessories, clothing, publications, bags, and charitable services.   

(5) USTA’s registrations are prima facie proof of ownership and use of the mark from 

the original date of filing of the application, pursuant to 15 U.S.C. 1057(b), and of the exclusive 

right to use the registered mark in commerce.  Furthermore, Registration Numbers 2819936, 

2817418, 2817492, 2820023, 3331216, and 3511362 are incontestable, pursuant to section 15 of 

the Trademark Act. 

(6) Applicant’s mark is confusingly similar to USTA’s registered trademarks and is 

likely, when applied to the goods of the Applicant, to cause confusion, or to cause mistake or to 

deceive.  15 U.S.C. § 1052(d).    
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(7) The Opposer has a long history of organizing tennis tournaments and tennis related 

events, and promoting interest in the sport of tennis.  The Opposer has also used its mark in a 

variety of ways, including but not limited to, its promotion of the annual U.S. OPEN tennis 

tournament since 1968. 

(8) Applicant’s mark makes a highly similar commercial impression to Opposer’s 

mark.   

(9) Opposer’s mark is USTA.    

(10) Applicant’s mark begins with US-. 

(11) Applicant’s mark ends with -TA. 

(12) Applicant’s mark differs from Opposer’s mark by only one letter. 

(13) The overall commercial impression of Applicant’s mark, when applied to the same 

or similar services, would cause confusion or be likely to cause confusion, mistake, or deception. 

(14) Opposer’s mark has been used on and in association with all of the types of goods 

identified by Opposer in the above-listed Federal Registration.   

(15) Further, Opposer has used its USTA Marks in advertising and marketing of its 

services and goods, which form a major component of the Opposer’s brand marketing efforts in the 

U.S. and abroad.   

(16) The public has come to associate the USTA Marks with Opposer and Opposer’s 

goods and services.   
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(17) On information and belief, use of the USBTA mark by the Applicant for tennis-

related services in Classes 035 and 041 will cause confusion, mistake, and deception with respect to 

those services by virtue of the Opposer’s prior use and fame of its USTA Marks. 

(18) On information and belief, the Applicant’s mark and USTA’s USTA Marks are 

applied to identical and highly related services and are likely to share the same or similar channels 

of trade.  

(19) Applicant’s mark so resembles USTA’s USTA registrations and well-known 

trademarks, as used in the United States and not abandoned, as to be likely to cause confusion, or to 

cause mistake or to deceive. 

(20) Upon information and belief, Applicant’s actions would substantially harm the 

Opposer, by permitting registration in favor of Applicant for a mark which the Opposer used on 

its services from an earlier date. 

(21) Opposer’s USTA Mark is famous and well-known in the United States. 

(22) Opposer’s USTA Mark was famous and well-known in the United States prior to 

the filing date of Applicant’s application. 

(23) Opposer’s USTA Mark was famous and well-known in the United States prior to 

the alleged first use date cited by Applicant in its Application. 

(24) On information and belief, the Applicant’s mark is likely to diminish and dilute 

the value and distinctive character of Opposer’s famous USTA Mark, thus damaging the 

Opposer. 
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 OPPOSER UTSA prays that this application Serial No. 86615774 be refused, that no 

registration be issued thereon to Applicant, and that this Opposition be sustained in favor of USTA. 

 

Respectfully submitted for                            
                                                           Opposer, United States Tennis  

Association Incorporated 
   
 
                                         

   By:        
Jess M. Collen 
Lisa A. McAndrews 
COLLEN IP 
The Holyoke-Manhattan Building 

      80 South Highland Ave 
      Ossining, NY 10562 
      (914) 941-5668 
      (914)  941-6091 
                                             
DATED:   March 2, 2016             
 
Encls.:           Opposition fee $300.00 per class ($600.00) 
  Exhibits 1 - 6 
 
 
JMC/OG/LAM 
p:\R\R13\R1382_Notice of Opposition_160229.docx 

 
 
 
SHOULD ANY OTHER FEE BE REQUIRED, THE PATENT AND TRADEMARK OFFICE 
IS HEREBY REQUESTED TO CHARGE SUCH FEE TO OUR DEPOSIT ACCOUNT  03-
2465. 
 
I HEREBY CERTIFY THAT THIS NOTICE OF OPPOSITION IS BEING FILED 
ELECTRONICALLY WITH THE UNITED STATE PATENT AND TRADEMARK OFFICE. 
 
COLLEN IP, THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND 
AVENUE, OSSINING, NEW YORK 10562 
 
 
By: ______________________________________  Date: March 2, 2016  
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CERTIFICATE OF SERVICE 
 

I, Lisa A. McAndrews, hereby certify that I caused a true and correct copy of the 
foregoing Notice of Opposition to be served upon Applicant’s Attorney of Record at the 
following address: 
 

Katherine L. McDaniel 
Fulwider Patton LLP 

6060 Center Drive, Floor 10 
Los Angeles, CA 90045-1598 

 
Via first-class mail, postage pre-paid, said service having taken place this 2nd day of March, 
2016. 
 
 
 
 
      _________________________________ 
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