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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In re Ser. No.: 86/787,611
Mark: NYMEX BRENT
Filed: October 14, 2015

Intercontinental Exchange Holdings, Inc

Opposer,

New York Mercantile Exchange, Inc.

|
y
|
|
|
| Opposition No. 91235909
|
|
Applicant. |
|

APPLICANT NEW YORK MERCANTILE EXCHANGE, INC.’S
ANSWER AND AFFIRMATIVE DEFENSES

Applicant New York Mercantile Exchange, Inc. (“Applicant”), through its counsel,
respectfully submits the following answer and affirmative defenses to Opposer
Intercontinental Exchange Holdings, Inc.’s (“Opposer”) Second Amended Notice of
Opposition.

1. According to the Trademark Office records, on or about October 14,2015,
Applicant New York Mercantile Exchange, Inc. (“Applicant”) filed a use-based
application to register NYMEX BRENT (“Applicant’s Mark”), which was subsequently
assigned Application Serial No. 86/787,611 (the “Application”) for “financial exchange
services relating to crude oil; providing information regarding the trading of financial
derivatives relating to crude oil” in Class 36 (“Applicant’s Services”), claiming use in
commerce since at least as early as July 11, 2001.

Applicant’s Response: Applicant admits these allegations.

2. The Application was published on April 4, 2017, and Opposer’'s Request
for Extension Of Time to Oppose the Application was granted on April 18, 2017 until
August 2, 2017. Opposer’s Notice of Opposition was timely filed.

Applicant’s Response: While Applicant denies that Opposer’s Notice of Opposition



was proper, Applicant admits these remaining allegations.

3. Opposer is the owner of valid and substantial common law rights in both
the BRENT word mark (since at least as early as November 1, 1983) and the BRENT
INDEX word mark (since at least as early as June 23, 1988) in connection with a
financial benchmark for commodity trading and other related financial services such as
futures contracts and financial exchanges (“Opposer’s Goods/Services”) (collectively
the “BRENT Marks”).

Applicant’s Response: Applicant denies these allegations.

4. Opposer operates a number of financial exchanges and clearing houses,
including the New York Stock Exchange.

Applicant’s Response: Applicant admits that Opposer is associated with the New
York Stock Exchange, but is without knowledge or information sufficient to form a belief
as to the truth of the remaining allegations contained in Paragraph 4 of the Notice of
Opposition, and therefore denies the same.

5. Opposer is the sole administrator of the BRENT INDEX. There is and can
only be one BRENT INDEX because “BRENT” identifies a specific financial benchmark
that is based on a methodology calculated by Opposer and regulated by the key
financial regulator in Europe, namely the Financial Conduct Authority (“FCA”), and it is
Opposer who is held accountable to financial regulators for this benchmark and for
maintaining the consistent standards associated therewith.

Applicant’s Response: Applicant denies these allegations.

6. Further, it is the BRENT INDEX that is used to create other financial
offerings that also derive solely from Opposer. For instance, the BRENT NX Futures
Contract is a financial instrument offered by Opposer at least as early as 2011. This is
prior to Applicant’'s launch of a NYMEX BRENT offering, and prior to filing of the
application opposed herein.

Applicant’s Response: Applicant denies that the year 2011 is prior to Applicant’s
launch of a NYMEX BRENT offering. Applicant is without knowledge or information
sufficient to form a belief as to the truth as to whether the BRENT NX Futures Contract

is a financial instrument offered by Opposer at least as early as 2011, and therefore



denies the same. Applicant denies the remaining allegations in Paragraph 6.

7. When investors see references to the BRENT Marks they know that these
references relate back to Opposer. It is because of this familiarity that investors know
what to expect and therefore trust the Goods / Services associated with the BRENT
Marks.

Applicant’s Response: Applicant denies these allegations.

8. Opposer's BRENT Marks acquired distinctiveness when used in
connection with Opposer’s Goods/Services long before Applicant sought registration
for the mark opposed herein.

Applicant’s Response: Applicant denies these allegations.

9. The reliability of Opposer’'s financial data—consistency of which is a
requirement in financial regulation—gives Opposer's Goods / Services cache in the
financial markets.

Applicant’s Response: Applicant denies the allegations.

10. Applicant’s Services and Opposer's Goods / Services are identical,
competitive, overlapping and/or closely related, and are of the type which could be
offered in overlapping channels of trade and to the same prospective customers.
Applicant’s Response: Applicant admits that Applicant’s Services and Opposer’s
Goods are related and may be offered to the similar prospective customers. Applicant
denies the remaining allegations in Paragraph 10.

11. Opposer incorporates by reference the allegations in paragraphs 1-10.
Applicant’s Response: Applicant incorporates by reference each and every answer
contained in Paragraphs 1-10 above.

12. Applicant's Mark for Applicant's Services is nearly identical and
confusingly similar to Opposer’s prior BRENT Marks for Opposer’s Goods / Services
and is therefore likely to cause confusion, mistake and deception among purchasers
and users as to the source or origin of Applicant’s Services, or their affiliation with or
sponsorship by Opposer, thereby causing loss, damage, and injury to Opposer and the
public.

Applicant’s Response: Applicant denies these allegations.



13. If Applicant’'s Mark is registered, the public will reasonably believe that
Applicant’s Services are provided, sponsored, or endorsed by Opposer, all to the
detriment of consumers and Opposer.

Applicant’s Response: Applicant denies these allegations.

14. The granting of a trademark registration for Applicant's Mark would violate
and diminish the prior and superior rights of Opposer in Opposer's BRENT Marks, and
would be in violation of 15 U.S.C. § 1052(d).

Applicant’s Response: Applicant denies these allegations.

15. Opposer incorporates by reference the allegations in paragraphs 1-14.
Applicant’s Response: Applicant incorporates by reference each and every answer
contained in Paragraphs 1-14 above.

16. The granting of a trademark registration for Applicant’'s Mark would also
falsely suggest a connection with an institution, namely with the regulated financial

services of the Intercontinental Exchange, Inc., and would be in violation of 15 U.S.C.
§1052(a).

Applicant’s Response: Applicant denies these allegations.

17. Opposer owns exchanges for financial and commodity markets and
operates regulated exchanges and marketplaces, including the New York Stock
Exchange; future exchanges in the United States, Canada, and Europe; equity option
exchanges; and certain energy, credit, and equity markets.

Applicant’s Response: Applicant admits that Opposer owns the New York Stock
Exchange and other futures exchanges, but denies any perception that the New York
Stock Exchange is an alternative entity name for Opposer. Applicant is without
knowledge or information sufficient to form a belief as to the truth of the remaining

allegations contained in Paragraph 17, and therefore denies the same.

18. The BRENT INDEX is a specified benchmark administered by Opposer’s
wholly owned affiliate, ICE Futures Europe, under the supervision of the FCA. The
BRENT INDEX is perceived by the relevant public as the name of a financial institution
or as an alternate entity name for Opposer, just as the New York Stock Exchange is.
The “BRENT INDEX” is also commonly referred to by the shortened version, the
BRENT.



Applicant’s Response: Applicant admits that Brent is a type of crude oil from the oil
field off the coast of the United Kingdom. Applicant is without knowledge or information
sufficient to form a belief as to the truth of the allegation that BRENT INDEX is a
specified benchmark administered by Opposer’s wholly owned affiliate, ICE Futures
Europe, under the supervision of the FCA, and therefore denies the same. Applicant
denies the remaining allegations in Paragraph 18.

19. Applicant’s utilization of BRENT as the dominant portion of its mark,
NYMEX BRENT, for financial exchange services makes Applicant’s applied for mark a
close approximation of BRENT and BRENT INDEX.

Applicant’s Response: Applicant denies the allegations.

20. By virtue of its trademark application for NYMEX BRENT, Applicant seeks

the prima facie right to use NYMEX BRENT in connection with “financial exchange
services.” These are the identical services for which Opposer uses the BRENT INDEX
and BRENT marks and for which Opposer is already established as the regulated
financial institution/entity for setting the benchmark upon which the relevant public
relies.
Applicant’s Response: Applicant admits that by virtue of its trademark application for
NYMEX BRENT, Applicant seeks the prima facie right to use NYMEX BRENT in
connection with “financial exchange services relating to crude oi; providing information
regarding the trading of financial derivatives relating to crude oil.” Applicant denies the
remaining allegations of Paragraph 20.

21. Opposer is the sole administrator of the BRENT INDEX pursuant to the
financial regulation of the FCA. Thus, Applicant’s offering of financial exchange
services under NYMEX BRENT points uniquely and unmistakably to Opposer because
the relevant public perceives BRENT and the BRENT INDEX as the name of a financial
institution or as an alternate entity name for Opposer, as Opposer is the only regulated
financial institution that is authorized to administer the BRENT INDEX.

Applicant’s Response: Applicant denies these allegations.

22. Reference to “BRENT,” when used to offer financial exchange services,



does not have a meaning separate from Opposer. Applicant’s conduct in seeking
registration of NYMEX BRENT, would be similar to Applicant seeking the USPTO’s
endorsement of Applicant’s registration for NYMEX NEW YORK STOCK EXCHANGE.

Applicant’s Response: Applicant denies these allegations.

23. Opposer is not connected with the services provided by Applicant under
the NYMEX BRENT Marks. Opposer is the only regulated financial institution approved
by the FCA to administer the BRENT INDEX. Applicant, on the other hand, is not
approved by the FCA to administer the BRENT INDEX pursuant to applicable financial
regulations. However, by allowing registration of NYMEX BRENT, the USPTO will be
providing Applicant with the prima facie right to imply that it is associated with Opposer,
the only financially regulated institution/entity that is approved to administer the BRENT
INDEX, also referred to as the BRENT.

Applicant’s Response: Applicant admits it offers financial trading products under the
name NYMEX BRENT that relate to Brent crude oil and Opposer offers financial trading
products that relate to Brent crude oil. Applicant further admits that it filed a U.S.
trademark application for NYMEX BRENT with the USPTO, but Applicant denies that
Opposer owns any rights in the generic words Brent or Brent Index. Applicant is without
knowledge or information sufficient to form a belief as to the truth of the allegations in
Paragraph 23, and therefore denies the same.

24. When investors see reference to BRENT and BRENT INDEX they know
these references relate back to Opposer. It is because of this familiarity that investors
know what to expect and therefore trust when financial exchange services are offered
under the BRENT identifier.

Applicant’s Response: Applicant denies these allegations.

25. If Applicant’s Mark is registered, the public will reasonably believe that
Applicant’s services are connected with, provided, sponsored, or endorsed by
Opposer, all to the detriment of consumers and Opposer
Applicant’s Response: Applicant denies these allegations.

26. If Applicant is granted the registration herein opposed, Applicant would
thereby obtain a prima facie right to Applicant’s Mark. Such registration would be a

source of damage and injury to Opposer as Applicant is attempting to appropriate the
cache of Opposer's BRENT Marks to name its own products and create the imprimatur



of a regulated financial offering.

Applicant’s Response: Applicant agrees that if granted registration of NYMEX
BRENT, Applicant would thereby obtain a prima facie right to use Applicant’s Mark in
connection with financial exchange services relating to crude oil; providing information
regarding the trading of financial derivatives relating to crude oil. Applicant denies the
remaining allegations in Paragraph 26.

AFFIRMATIVE DEFENSES

Applicant asserts the following Affirmative Defenses to Opposer's Second Amended
Notice of Opposition that serve to amplify Applicant’s defenses in this proceeding:

First Affirmative Defense: Merely Descriptive

Opposer’s claims are barred because the terms “Brent” and “Brent Index” do not
function as source identifiers and are merely descriptive for the goods and services
offered by Opposer. The word Brent refers to a type of light sweet crude oil from the oil
field located in the North Sea off the coast of the United Kingdom. This oil comprises the
BFOE, which comprises Brent, Forties, Oseberg and Ekofisk crude oils. According to
Wikipedia, the oilfield was originally developed by Shell UK Limited in the late 1970’s and
likely named after the brent goose. A prior USPTO Examining Attorney has found the
terms “Brent” and “Brent Index” to be merely descriptive and generic of financial-related
services based on the widespread use of Brent in reference to crude oil. (Ser. Nos.
86/659,045 & 86/659,053). Opposer regularly disclaims the exclusive right to use of the
terms “Brent” in its existing U.S. registrations for BRENT NX FUTURES (Reg. No.
4,655,059), BRENT NX OPTIONS (Reg. No. 4,655,058), BRENT NEW EXPIRY
FUTURES (Reg. No. 4,140,506) and BRENT NEW EXPIRY OPTIONS (Reg. No.

4,140,507) and “Brent Index” in ICE BRENT INDEX (Reg. No. 4,931,095). As a result,



Opposer does not own protectable common law rights in these commonly used terms.

Second Affirmative Defense: Generichess

Opposer’s claims are barred because the terms “Brent” and “Brent Index” do not
function as source identifiers and are generic for the goods and services offered by
Opposer. The word Brent refers to a type of light sweet crude oil from the oil field located
in the North Sea off the coast of the United Kingdom. This oil comprises the BFOE, which
comprises Brent, Forties, Oseberg and Ekofisk crude oils. According to Wikipedia, the
oilfield was originally developed by Shell UK Limited in the late 1970’s and likely named
after the brent goose. A prior USPTO Examining Attorney has found the terms “Brent”
and “Brent Index” to be merely descriptive and generic of financial-related services based
on the widespread use of Brent in reference to crude oil. (Ser. Nos. 86/659,045 &
86/659,053). Opposer regularly disclaims the exclusive right to use of the terms “Brent”
in its existing U.S. registrations for BRENT NX FUTURES (Reg. No. 4,655,059), BRENT
NX OPTIONS (Reg. No. 4,655,058), BRENT NEW EXPIRY FUTURES (Reg. No.
4,140,506) and BRENT NEW EXPIRY OPTIONS (Reg. No. 4,140,507) and “Brent Index”
in ICE BRENT INDEX (Reg. No. 4,931,095). As a result, Opposer does not own
protectable common law rights in these commonly used terms.

Third Affirmative: Lack of Secondary Meaning

Opposer’s claims are barred because the terms “Brent” and “Brent Index” do not
function as source identifiers and the terms have not acquired distinctiveness and lack
secondary meaning. The word Brent refers to a type of light sweet crude oil from the oil
field located in the North Sea off the coast of the United Kingdom. This oil comprises the

BFOE, which comprises Brent, Forties, Oseberg and Ekofisk crude oils. According to



Wikipedia, the oilfield was originally developed by Shell UK Limited in the late 1970’s and
likely named after the brent goose. A prior USPTO Examining Attorney has found the
terms “Brent” and “Brent Index” to be merely descriptive and generic of financial-related
services based on the widespread use of Brent in reference to crude oil. (Ser. Nos.
86/659,045 & 86/659,053). Opposer regularly disclaims the exclusive right to use of the
terms “Brent” in its existing U.S. registrations for BRENT NX FUTURES (Reg. No.
4,655,059), BRENT NX OPTIONS (Reg. No. 4,655,058), BRENT NEW EXPIRY
FUTURES (Reg. No. 4,140,506) and BRENT NEW EXPIRY OPTIONS (Reg. No.
4,140,507) and disclaims “Brent Index” in ICE BRENT INDEX (Reg. No. 4,931,095). As

a result, Opposer does not own protectable common law rights in these commonly used

terms.
Respectfully submitted,
NEW YORK MERCANTILE
EXCHANGE, INC.

Dated: July 30, 2018 By: /s/_Michael Hirsch
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CERTIFICATE OF SERVICE

| hereby certify that a true and complete copy of the foregoing PLAINTIFF NEW
YORK MERCANTILE, INC’S ANSWER AND AFFIRMATIVE DEFENSES has been
served upon counsel for Intercontinental Exchange Holdings, Inc. by mailing said copy

on July 30, 2018, via U.S. First Class Mail, postage prepaid to:

Richard L. Cruz
DLA Piper LLP
1650 Market Street, Suite 4900
Philadelphia, PA 19103
pto.phil@dlapiper.com
gina.durham@dlapiper.com

Dated: _July 30, 2018 By: /s/_Michael Hirsch
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