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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

In re Ser. No. 86/787,611
Mark: NYMEX BRENT
Filed: October 14, 2015

Intercontinental Exchange Holdings, Inc.
Opposer,

Opposition No. 91235909
New York Mercantile Exchange, Inc.
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APPLICANT’S MOTION TO PARTIALLY DISMISS OPPOSER’S AMENDED NOTICE
OF OPPOSITION FOR FAILURE TO STATE A CLAIM UPON WHICH RELIEF CAN
BE GRANTED

Pursuant to §503.02 of the Trademark Trial & Appeal Board Manual of Procedure
(“TBMP”), and in accordance with Rules 8 and 12(b)(6) of the Federal Rules of Civil
Procedure, New York Mercantile Exchange, Inc. (hereinafter “NYMEX”), hereby moves
the Trademark Trial and Appeal Board (hereinafter “Board”) for an Order partially
dismissing Intercontinental Exchange Holdings, Inc.’s (hereinafter “Opposer”) Amended
Notice of Opposition for failure to state a claim upon which relief can be granted as to
Opposer’s claim of false suggestion of a connection under Lanham Act §2(a), 15 U.S.C.
§1052(a). Opposer's Amended Notice of Opposition continues to fail to allege sufficient
plausible facts for any of the elements of a false suggestion of a connection claim as

required by Rule 8 of the Federal Rules of Civil Procedure. Instead, Opposer’s false



suggestion of a connection claim amounts to a likelihood of confusion claim interspersed
with bare assertions and irrelevant facts.

Even a cursory reading of Opposer’'s Amended Notice of Opposition highlights the
paltry nature of Opposer’s allegations. Despite more than nine months between the
publication of NYMEX’s NYMEX BRENT application on April 4, 2017 and the filing of
Opposer's Amended Notice of Opposition on January 22, 2018, Opposer still cannot
plead a legally sufficient claim of false suggestion of a connection. Instead, Opposer
attempts to disguise its likelihood of confusion claim as an alternate ground by relying
upon formulaic allegations. For example, Opposer alleges facts irrelevant to this
proceeding, including details regarding its own persona and reputation that have nothing
to do with the terms “Brent” and “Brent Index”. Opposer also alleges facts irrelevant to
this proceeding regarding exchanges in Canada and Europe, activities of its wholly-
owned subsidiary ICE Futures Europe, and regulations by a UK government regulator the
Financial Conduct Authority. In doing so, Opposer attempts, but fails, to bolster its false
suggestion claim. There is no reason NYMEX should be forced to defend such a
speculative claim. More importantly, the Board should not be fooled by this flimsy attempt
to conjure up a claim where none exists. Opposer merely repeats allegations already
rejected by the Board in its January 2, 2018 decision and adds headings reciting the basic
formulaic elements of the claim. This falls well short of the Supreme Court’s pleading
standards. Therefore, Opposer’s claim for false suggestion of a connection must be
dismissed with prejudice.

. FACTUAL BACKGROUND

This Opposition centers around NYMEX’s federal trademark application for the

mark NYMEX BRENT, which was filed on October 14, 2015 in Class 36 for “financial
2



exchange services relating to crude oil; providing information regarding the trading of
financial derivatives relating to crude oil”, alleging first use in commerce as early as July
2001. Am. Notice of Opp’n q[1. In the Application, NYMEX disclaimed the term “brent”,
which is required for registration of an unregistrable component of a mark, i.e. descriptive
or generic marks, or marks comprised of descriptive or generic words. See Lanham Act
§6(a), 15 U.S.C. § 1056(a). On August 2, 2017, Opposer filed a Notice of Opposition
against the Application. In response to NYMEX’s Motion to Dismiss Opposer’s Notice of
Opposition, the Board dismissed Opposer’s claims of false suggestion of a connection,
deceptiveness and dilution by blurring, and allowed Opposer leave to file an Amended
Notice of Opposition in its January 2, 2018 decision. Opposer filed the Amended Notice
of Opposition, the subject of this Motion, on January 22, 2018.

Opposer's Amended Notice of Opposition still fails to plead any registrations or
applications owned by Opposer for the alleged marks “Brent” or “Brent Index” and instead
relies solely upon allegations of Opposer’s self-proclaimed “substantial” common law
rights in the terms “Brent” and “Brent Index”. Therefore, Opposer’s alleged marks are not
entitled to any of the presumption of rights conferred by registration on the Principal
Register, including the validity of the marks, Opposer’s ownership of the marks, and
Opposer’s exclusive right to use the marks. See Lanham Act §33(a),15 U.S.C. §1115(a).
In addition, Opposer seeks to rely upon irrelevant use of “Brent” and “Brent Index” in
Canada and Europe to salvage its false suggestion of a connection claim. Am. Notice of
Opp’n Y1 5, 17, 18, 21 and 23. This reliance on foreign use directly conflicts with the
territoriality doctrine, which is a central tenet of United States trademark law and has no

relevance in this proceeding.



. LEGAL STANDARD FOR A MOTION TO DISMISS FOR FAILURE TO STATE A
CLAIM UPON WHICH RELIEF CAN BE GRANTED.

To survive a motion to dismiss for failure to state a claim upon which relief can be
granted, Opposer must allege sufficient factual matter that, if accepted as true, states a
claim to relief that is plausible on its face. See Doyle v. Al Johnson’s Swed. Rest. & Butik
Inc., 101 U.S.P.Q.2d 1780, 1782 (T.T.A.B. 2012). “A claim has facial plausibility when
[Opposer] pleads factual content that allows the court to draw the reasonable inference
that the [NYMEX] is liable for the misconduct alleged.” Ashcroft v. Igbal, 556 U.S. 662,
678 (2009). This means that the factual allegations included in the Amended Notice of
Opposition must be sufficient to “raise a right to relief above the speculative level” and
Opposer must offer “more than labels and conclusions, and a formulaic recitation of the
elements of a cause of action will not do.” Bell Atl. Corp. v. Twombly, 550 U.S. 544, 555
(2007).

lll. OPPOSER’S AMENDED NOTICE OF OPPOSITION STILL FAILS TO STATE A
CLAIM OF FALSE SUGGESTION OF CONNECTION.

This is not a borderline case testing the sufficiency of a pleading. Opposer’s claim
for false suggestion of a connection fails to allege plausible facts as to all four elements
of the claim. In order to state a claim for false suggestion of a connection, Opposer must
allege that:

1) the mark is the same as, or a close approximation of, the name or identity
previously used by another person or institution;

2) the mark would be recognized as pointing uniquely and unmistakably to that
person or institution;

3) the person or institution named by the mark or using the mark is not
connected with applicant’s activities offered under the mark; and

4) the fame or reputation of the person or institution is such that when the mark
is used to identify the applicant’s goods or services, a connection with that
person or institution would be presumed.



See In re Kayser-Roth Corp., 29 U.S.P.Q.2d 1379, 1993 WL 562976 at * 7 (T.T.A.B.
1993).
“A claim of false suggestion of a connection under Section 2(a) of the Trademark

Act embodies concepts of the rights of privacy and publicity, and as such, is distinct from
a likelihood of confusion claim under Section 2(d) of the Trademark Act.” U.S. Tennis
Ass'n Inc. v. Veruba, LLA, Opposition No. 91226656, 2017 WL 3670425, at *3 (T.T.A.B.
2017) (citing Univ. of Notre Dame du Lac v. J.C. Gourmet Food Imps. Co., Inc., 703 F.2d
1372, 217 U.S.P.Q. 505, 508 (Fed. Cir. 1983) (the purpose of a false suggestion of a
connection claim is to protect “the name of an individual or institution which [i]s not a
‘technical’ trademark or ‘trade name’ upon which an objection could be made under
Section 2(d)”)).

A. OPPOSER FAILS TO AND CANNOT ALLEGE THAT “BRENT” OR “BRENT
INDEX” IS OPPOSER’S NAME OR IDENTITY.

Board precedent has established that the challenged mark must reference the
name or persona of the person with whom a false suggestion of a connection is asserted.
Opposer conveniently ignores the distinction between name/persona and trademark for
the simple reason that neither Board precedent nor the facts support Opposer’s position.
Further, Opposer admits that “Brent Index” is not the Opposer’s name or identity in the
Amended Notice of Opposition itself. Finally, Opposer’s remaining allegations run
contrary to Board precedent and/or are not supported by the facts, and therefore should
be ignored in analyzing the sufficiency of Opposer’s allegations.

1. Opposer Fails to Allege That “Brent Index” is a Name Or Identity
Perceived By the Relevant Consumers.

Case law states that a legally sufficient claim of false suggestion of a connection

requires that Opposer “assert that applicant's mark falsely suggests a connection with



opposer's persona, not with one of opposer's marks.” Creo Inc. v. Agfa-Gevaert, N.V.,
Opposition No. 91156765, 2004 WL 1701269, at *5 (T.T.A.B. 2004) (emphases added).
This distinction between name/persona and trademark is fundamental to furthering the
policy objectives underlying the false suggestion of a connection claim, namely protecting
the right of privacy and right of publicity. See U.S. Tennis Ass'n Inc., 2017 WL 3670425,
at *3. In In re White, the Board found this element satisfied in refusing registration of an
application for APACHE, finding that the mark referenced the Native American Apache
Tribe. See In re White, 73 U.S.P.Q.2d 1713, 2004 WL 2202268 (T.T.A.B 2004). Likewise,
in In re Nieves & Nieves LLC, the TTAB also found this element was satisfied in finding
that an application for PRINCESSS KATE falsely suggested a connection with the soon-
to-be Duchess of Cambridge, Catherine Middleton. See In re Nieves & Nieves LLC, 113
U.S.P.Q.2d 1629, 2015 WL 496132 (T.T.A.B. 2015). APACHE and PRINCESS KATE,
like “ICE” and “Intercontinental Exchange” are names or identities.

The true focus of the Amended Notice is on Opposer ICE itself, including
allegations such as “Opposer operates a number of financial exchanges and clearing

houses, including the New York Stock Exchange,” “Opposer owns exchanges for financial

and commodity markets...in the United States, Canada and Europe,” “Opposer is the sole
administrator of the BRENT INDEX,” and “reliability of Opposer’s financial data....gives
Opposer’s Goods/Services cache in the financial markets.” Am. Notice of Opp’n |[{[ 4, 5,
9, 17 & 18. The core focus is on Opposer ICE, not the persona of “Brent” or “Brent Index”.
In addition, Opposer alleges that “[w]hen investors see reference to BRENT and BRENT

INDEX they know these references relate back to Opposer. It is because of this

familiarity....” Id. at [ 7 & 24. Again, this core allegation focuses on Opposer ICE as



being the source of “Brent” or “Brent Index” function and has no relevance to “Brent” or
“Brent Index” functioning as a separate name or identity. Instead, we are only left with
Opposer’s sole and bare assertion “that BRENT INDEX is perceived by the relevant public
as the name of a financial institution or as an alternate entity name for Opposer.” Am.
Notice of Opp’n §[18. The Amended Notice lacks any facts to support this bare formulaic
allegation and the claim must fail on this basis.

2. Opposer’s Allegations Are Largely Irrelevant to a U.S. Proceeding and
Should Be Ignored.

In a desperate hope of salvaging its claim, Opposer relies upon use and
regulations outside of the United States that have no bearing on this opposition.
Specifically, Opposer alleges:

“Opposer owns exchanges for financial and commodity markets and
operates regulated exchanges and marketplaces, including the New York
Stock Exchange; future exchanges in the United States, Canada, and
Europe; equity option exchanges; and certain energy, credit, and equity
markets.” Am. Notice of Opp’n {[17.

“The BRENT INDEX is a specified benchmark administered by Opposer’s
wholly owned affiliate, ICE Futures Europe, under the supervision of the
[Financial Conduct Authority]. The BRENT INDEX is perceived by the
relevant public as the name of a financial institution or as an alternate
entity name for Opposer, just as the New York Stock Exchange is. The
‘BRENT INDEX’ is also commonly referred to by the shortened version,
the BRENT.” Am. Notice of Opp’n {[18.

The territorial aspect of trademark rights is a basic tenet of United States trademark
law. See Person's Co., Ltd. v. Christman, 900 F.2d 1565, 1568-69 (Fed. Cir. 1990) (“[t]he
concept of territoriality is basic to trademark law; trademark rights exist in each country
solely according to that country's statutory scheme”); see also, Hard Rock Cafe Licensing
Corp. v. Elsea, 48 U.S.P.Q.2d 1400, 1998 WL 766704, at *4 (T.T.A.B. 1998) (“[t]he

renown of opposer's marks outside the United States or exposure of the foreign public to



opposer's marks is irrelevant”). Under the Territoriality Doctrine, a trademark or service
mark is recognized as having a separate existence in each sovereign territory in which it
is registered or legally recognized as a mark. 5 McCarthy on Trademarks and Unfair
Competition §29:1 (5th ed.)

First, Opposer admits that its European affiliate ICE Futures Europe administers
the “Brent Index”, but fails to allege any facts that tie that entity or its operations to the
United States. Second, Opposer’s allegations regarding the operation of foreign future
exchanges in Canada and Europe are irrelevant and have nothing to do with this
proceeding. Finally, Opposer admits that its claimed legitimacy in the “Brent Index”
derives from the supervision of a United Kingdom regulator, which has no impact on how
the relevant consumers in the United States perceive “Brent Index.” Here, NYMEX is
merely testing the sufficiency of Opposer’s allegations and Opposer failed to allege facts
that “Brent” or “Brent Index” are a name or persona proper for a claim of false suggestion
of connection.

3. Opposer’s Allegation That “Brent” is the Dominant Portion of NYMEX’S
NYMEX BRENT Mark is Disingenuous.

Opposer alleges that “Brent” is the dominant portion of NYMEX's NYMEX BRENT
mark, which is untethered from reality. /d. at 19. NYMEX is the name of Applicant and
Applicant disclaimed the term “brent” in its Application. See, e.g., Citigroup Inc. v. Capital
City Bank Grp., Inc., 637 F.3d 1344, 1351, 98 U.S.P.Q.2d 1253 (Fed. Cir. 2011) (“[flurther,
CCB's applications disclaim BANK and when a mark consists of two or more words, some
of which are disclaimed, the word not disclaimed is generally regarded as the dominant
or critical term”). Also, NYMEX is likely perceived as the dominant portion of NYMEX’s

mark because the word NYMEX appears before BRENT, which causes the relevant



consumers to encounter NYMEX first. See Presto Prods. Inc. v. Nice-Pak Prods. Inc., 9
U.S.P.Q.2d 1895 (T.T.A.B. 1988) (“...it is often the first part of a mark which is most likely
to be impressed upon the mind of a purchaser and remembered...”). In short, Opposer
failed to allege facts supporting its broad claim that “Brent” is the dominant portion in
NYMEX's NYMEX BRENT mark.

B. OPPOSER FAILS TO AND CANNOT ALLEGE THAT NYMEX BRENT IS

RECOGNIZED AS POINTING UNIQUELY AND UNMISTAKABLY TO
OPPOSER.

Opposer fails to allege that NYMEX's mark NYMEX BRENT “uniquely and
unmistakably” points to Opposer, likely because Opposer cannot do so in good faith.
Board precedent focuses the analysis under the second element on NYMEX’s NYMEX
BRENT mark, not “Brent” or “Brent Index”, as Opposer would prefer. Instead, NYMEX’s
NYMEX BRENT mark and the disclaimer of “Brent” will likely cause the NYMEX BRENT
mark to point “uniquely and unmistakably” to NYMEX, not Opposer, and Opposer has not
alleged any facts to support its conclusion to the contrary. In addition, Opposer attempts
to conflate its use outside of the United States, which is irrelevant to this opposition
proceeding and should be ignored in analyzing the sufficiency of Opposer’s allegations.

1. Opposer’s Claim Wrongly Focuses on Its Own Mark and Not the
NYMEX BRENT Mark.

Board case law explains that the focus of this element of the claim is on the mark
as a whole: “The question is not whether the word ‘Olympic’ falsely suggests a connection
with the persona or identity of the United States Olympic Committee's but whether
applicant's mark OLYMPIC CHAMPION does.” In re Kayser-Roth Corp., 1993 WL
562976 at * 7 (finding that the mark OLYMPIC CHAMPION does not point “uniquely and

unmistakably” to the United States Olympic Committee inasmuch as that term may as



likely point to a contestant representing a country other than the United States in the
Olympic games). Thus, under the Board precedent, we must focus the analysis of the
second element on NYMEX BRENT, not “Brent” or “Brent Index” as Opposer would
prefer. Opposer alleges “the offering of financial exchange services under a BRENT
name points uniquely and unmistakably to Opposer.” Am. Notice of Opp’n §[21. But this
is the wrong standard. Because Opposer failed to properly allege this element and used
the wrong standard, the claim must fail. Moreover, Opposer failed to allege plausible
facts that a consumer, in perceiving the mark NYMEX BRENT, would find that it “uniquely
and unmistakably” points to “Brent” or “Brent Index”.

2. Opposer’s Allegations Regarding Use in Canada and Europe Are
Irrelevant to This Proceeding and Must Be Ignored.

Opposer alleges that “Opposer is the sole administrator of the BRENT INDEX
pursuant to the financial regulation of the [Financial Conduct Authority].” Am. Notice of
Opp’n 9121. This allegation conflicts with Opposer’'s own admission that “[tihe BRENT
INDEX is a specified benchmark administered by Opposer’s wholly owned subsidiary ICE
Futures Europe, under the supervision of the FCA.” Id. at 18. Opposer also fails to provide
any further detail or allegations regarding the relevance of the Financial Conduct Authority
(hereinafter “FCA”), the regulations, or how the benchmark impacts use of “Brent” or
“Brent Index”. In making these broad allegations, Opposer attempts to bootstrap use
outside of the United States, which has no bearing on this opposition, and alleges rights
it does not have. See Ill.A.2, supra. Additionally, Opposer severely overstates the
significance of this regulatory authority conferred by the FCA, which is located in the
United Kingdom, and therefore irrelevant to a proceeding regarding trademark rights in

the United States. Finally, the authority conferred by the FCA appears to relate only to
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financial benchmarking, not the significantly broader “financial exchange services relating
to crude oil; providing information regarding the trading of financial derivatives relating to
crude oil” common law rights claimed by Opposer in this opposition. See Am. Notice of
Opp’n 920.

3. The Insufficiency of Opposer’s Allegations is Best Demonstrated By
What Opposed Failed to Allege.

The second element requires that Applicant’'s mark be recognized as pointing
“‘uniquely and unmistakably” to Opposer. However, Opposer alleges facts that, even if
true, have no bearing on whether the relevant consumers recognize these facts. Opposer
fails to allege that when investors see the NYMEX BRENT mark they know that these
references relate to Opposer, let alone that such references relate only to Opposer. Nor
does Opposer allege that investors know that only one “Brent Index” can exist or that
investors know that Opposer is the sole administrator of the “Brent Index”. In this context,
facts alone are insufficient; rather, Opposer must allege that consumer recognition of
these facts cause NYMEX BRENT to point uniquely and unmistakably to Opposer.
Opposer has not done so and likely cannot do so.

C. OPPOSER’S ALLEGATIONS TO A CONNECTION BETWEEN OPPOSER
AND THE SERVICES OFFERED BY NYMEX UNDER THE NYMEX BRENT

MARK FAIL TO MEET EVEN THE LOW STANDARD FOR A PLAUSIBLE
CLAIM.

As noted above, to survive dismissal, Opposer must allege sufficient factual matter
that states a claim to relief that is plausible on its face. See Doyle, 101 U.S.P.Q.2d at
1782. The Supreme Court clarified that factual allegations sufficient to raise a plausible
claim must “raise a right to relief above the speculative level” and must offer “more than
labels and conclusions, and a formulaic recitation of the elements of a cause of action will

not do.” See ll, supra.
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Opposer’s allegation as to the third element consists of a lone paragraph:

“Applicant is not connected with the services provided by
Opposer under the BRENT Marks, nor is Applicant approved
by the [Financial Conduct Authority] to administer the
BRENT INDEX pursuant to applicable financial regulations.
However, by allowing registration of NYMEX, the USPTO will
be providing Applicant with the prima facie right to BRENT
imply that it is associated with the financially regulated
institution/entity that is the BRENT INDEX, also referred to
as the BRENT.” Am. Notice of Opp’n {[23.

Dissecting the above allegation into distinct subparts makes clear just how far short

Opposer’s allegation is from even approaching the standard set by the Supreme Court:

Subpart #1: “Applicant is not connected with the services provided by Opposer
under the BRENT Marks” — The language describing the third element in In re
Kayser-Roth Corp. is “the person or institution named by the mark or using the
mark is not connected with applicant’s activities offered under the mark.” Here,
Opposer merely replaces “applicant’s activities offered under the mark” with
“‘Applicant” and replaces “the person or institution named by the mark or using
the mark” with “the services provided by Opposer under the BRENT Marks”,

i.e., “[the services provided by Opposer under the BRENT Marks] the-person

or—institution—named-by-the—mark—or-using—the—mark is not connected with
[NYMEX] applicant's-activities-offered-underthe-mark.” Opposer then flips the

order in which the replacement wording appears around the words “is not
connected with”. This subpart is a textbook definition of the type of “formulaic
recitation” found legally insufficient by the Supreme Court.

Subpart #2: “[N]or is Applicant approved by the FCA to administer the BRENT

INDEX pursuant to applicable financial regulations.” — Opposer relies upon use

12



outside of the United States, which has no bearing on this opposition
proceeding. See lll.A and III.B, supra.

Subpart #3: “However, by allowing registration of NYMEX BRENT, the USPTO
will be providing Applicant with the prima facie right to imply that it is associated
with the financially regulated institution/entity that is the BRENT INDEX, also
referred to as the BRENT.” — This allegation relates to the future. The operative
language set forth in In re Kayser-Roth Corp. - “is not connected” — is present

tense.

The second and third subparts are irrelevant to this opposition proceeding and

should not be considered in analyzing the sufficiency of Opposer’s allegations. If the first

subpart is not a “formulaic recitation of the elements of a cause of action”, it strains

credulity to find an allegation that would fail under the Court’s standard. Thus, as a whole,

this allegation utterly fails to satisfy the requirements for a plausible claim.

D.

OPPOSER FAILS TO AND CANNOT ALLEGE THAT THE FAME OR
REPUTATION OF “BRENT” OR “BRENT INDEX” CAUSES CONSUMERS
TO PRESUME A CONNECTION BETWEEN NYMEX'S MARK AND
OPPOSER’S SERVICES.

Opposer fails to allege that “Brent” or “Brent Index” are famous. In fact, neither the

word “fame” nor the word “famous” appear anywhere in Opposer's Amended Notice of

Opposition. In fact, Opposer did not even make bare, formulaic allegations. It is therefore

impossible for Opposer to allege that such fame causes consumers to presume a

connection between NYMEX and Opposer. Opposer’s remaining allegations run contrary

to Board precedent and/or are not supported by the facts, and therefore should be ignored

in analyzing the sufficiency of Opposer’s allegations.
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1. Opposer Fails to Allege That “Brent” or “Brent Index” are Famous.

The words “fame” or “famous” do not appear anywhere in Opposer's Amended
Notice of Opposition. Therefore, it is impossible for Opposer to allege that such fame
causes consumers to presume a connection between NYMEX and Opposer. Instead,
Opposer simply alleges (without any further factual support or detail) that Opposer is of
sufficient reputation---again the focus is on Opposer, not “Brent” or “Brent Index”.
Opposer also alleges that investors have “familiarity” with “Brent” and “Brent Index”. Am.
Notice of Opp’n {24. However, familiarity is not the standard and NYMEX should not be
forced to defend a claim based on a mere allegation of familiarity.

2. Opposer’s Allegations Fail to Consider the Proper Consumer Response
and Are Irrelevant.

Board precedent holds that the focus of this final element is whether “[Opposer’s]
name or identity [is] of sufficient fame or reputation that when the [NYMEX’s] mark is used
on its goods or services, a connection with the [Opposer] would be presumed.” Lesley
Hornby a/k/a Lesley Lawson a/k/a Twiggy v. TUX Companies, Inc., 87 U.S.P.Q.2d 1411,
2008 WL 1808555 at * 14 (T.T.A.B. 2008). Thus, this element revolves around the impact
of NYMEX’s NYMEX BRENT mark on the relevant consumers, not on the impact of
“‘Brent” or “Brent Index” on the relevant consumers. Opposer’s asserts that “[w]hen
investors see reference to BRENT and BRENT INDEX they know these references relate
back to Opposer.” Am. Notice of Opp’n 924. The response of the relevant consumers
upon encountering “Brent” or “Brent Index” is irrelevant under the Board precedent and
should be ignored in analyzing the sufficiency of Opposer’s allegations. Instead, the
proper focus is on the NYMEX BRENT mark. Again, Opposer has used the wrong

standard, thus its allegations fail.
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3. Opposer Asserts Common Law Rights, is Not Entitled Any Presumption
of Rights, and Failed to Allege Sufficient Facts Regarding Any Fame For
“Brent” or “Brent Index”.

Opposer's Amended Notice of Opposition fails to plead any U.S. registrations or
applications owned by Opposer for “Brent” or “Brent Index”, and instead relies solely upon
allegations of Opposer’s self-proclaimed common law rights. Therefore, neither “Brent”
nor “Brent Index” are entitled to the presumption of rights conferred by registration on the
Principal Register, including the validity of the marks, Opposer’s ownership of the marks,
and Opposer’s exclusive right to use the marks. See Lanham Act § 33(a),15 U.S.C.
§1115. Moreover, Opposer failed to plead any relevant facts supporting an allegation
that “Brent” or “Brent Index” are famous or have a reputation. Therefore, Opposer failed
to properly plead this element.

IV. CONCLUSION

Opposer's Amended Notice of Opposition fails to state a claim upon which relief
may be granted for false suggestion of a connection even when all well-pleaded
allegations are accepted as true and Opposer's Amended Notice of Opposition is
construed in Opposer’s favor. Instead, Opposer attempts to disguise its likelihood of
confusion claim as an additional claim of false suggestion of connection, when one does
not exist. Simply stated, Opposer fails to offer plausible facts to supports its false
suggestion of a connection claim. Opposer has had two opportunities to sufficiently plead
its claim and it has continued to fail to do so. Therefore, NYMEX requests that Opposer’s

claim of false suggestion of a connection be dismissed with prejudice.

Respectfully submitted,

NEW YORK MERCANTILE
EXCHANGE, INC.
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Dated: February 12, 2018 By: /Joseph T. Kucala, Jr./

Joseph V. Norvell

Joseph T. Kucala

Sarah B. Kelleher

Michael J. Hirsch
NORVELL IP LLC

P.O. Box 2461

Chicago, lllinois 60690
Telephone:(888) 315-0732

Facsimile: (312) 268-5063
officeactions@norvellip.com

ATTORNEYS FOR NEW YORK
MERCANTILE EXCHANGE, INC.
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CERTIFICATE OF SERVICE

| hereby certify that a true and complete copy of the foregoing APPLICANT’'S
MOTION TO PARTIALLY DISMISS OPPOSER’S AMENDED NOTICE OF OPPOSITION
FOR FAILURE TO STATE A CLAIM UPON WHICH RELIEF CAN BE GRANTED has
been served upon counsel for Intercontinental Exchange Holdings, Inc. by mailing said

copy on February 12, 2018, via U.S. First Class Mail, postage prepaid to:

Richard L. Cruz
DLA Piper LLP
1650 Market Street, Suite 4900
Philadelphia, PA 19103
pto.phil@dlapiper.com

Dated: February 12, 2018 By: /Michael J. Hirsch/
Michael J. Hirsch




