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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition
Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Intercontinental Exchange Holdings, Inc.

Granted to Date 08/02/2017
of previous ex-
tension

Address 5660 New Northside Drive, 3rd Floor
Atlanta, GA 30328
UNITED STATES

Attorney informa- | Richard L. Cruz

tion DLA PIPER LLP (US)

1650 Market Street, Suite 4900
Philadelphia, PA 19103
UNITED STATES

Email: pto.phil@dlapiper.com

Applicant Information

Application No 86787611 Publication date 04/04/2017
Opposition Filing | 08/02/2017 Opposition Peri- 08/02/2017
Date od Ends

Applicant New York Mercantile Exchange, Inc.

World Financial Center
One North End Avenue
New York, NY 10282
UNITED STATES

Goods/Services Affected by Opposition

Class 036. First Use: 2001/07/11 First Use In Commerce: 2001/07/11
All goods and services in the class are opposed, namely: Financial exchange services relating to-
crude oil; providing information regarding the trading of financial derivativesrelating to crude oil

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)
Dilution by blurring Trademark Act Sections 2 and 43(c)
False suggestion of a connection with persons, Trademark Act Section 2(a)

living or dead, institutions, beliefs, or national
symbols, or brings them into contempt, or disrep-
ute

Deceptiveness Trademark Act Section 2(a)

Mark Cited by Opposer as Basis for Opposition


http://estta.uspto.gov

U.S. Application/ Registra-
tion No.

NONE Application Date NONE

Registration Date

NONE

Word Mark BRENT; BRENT INDEX

Goods/Services Financial exchange services relating to crude oil; providing informa-
tion regarding the trading of financial derivatives relating to crude oil

Attachments Notice of Opposition.pdf(96223 bytes )

Signature /Richard L. Cruz/

Name Richard L. Cruz

Date 08/02/2017




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Intercontinental Exchange Holdings, Inc. Opposition No.

Opposer, Application No. 86/787,611
Opposed Mark: NYMEX BRENT
V.

New York Mercantile Exchange, Inc.

Applicant.

NOTICE OF OPPOSITION

Opposer, Intercontinental Exchange Holdings, Inc., a Delaware corporation, having its
principal place of business at 5660 New Northside Drive, 3rd Floor, Atlanta, Georgia 30328
(“Opposer™), believes that it has been and/or will be damaged by the registration of Application
Serial No. 86/787,611 for NYMEX BRENT and hereby opposes the same.

As grounds for opposition, Opposer alleges that:

1. According to the Trademark Office records, on or about October 14, 2015,
Applicant New York Mercantile Exchange, Inc. (“Applicant”) filed a use-based application to
register NYMEX BRENT (“Applicant’s Mark™), which was subsequently assigned Application
Serial No. 86/787, 611 (the “Application”) for “financial exchange services relating to crude oil;
providing information regarding the trading of financial derivatives relating to crude oil” in Class

36 (“Applicant’s Goods”), claiming use in commerce since at least as early as July 11, 2001.
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2. The Application was published on April 4, 2017, and Opposer’s Request for
Extension Of Time to Oppose the Application was granted on April 18, 2017 until August 2,
2017, so this Notice of Opposition is timely filed.

3. Opposer is the owner of valid and substantial common law rights in both the
BRENT word mark (since at least as early as November 1, 1983) and the BRENT INDEX word
mark (since at least as early as June 23, 1988) in connection with a variety of financial products
(“Opposer’s Goods/Services”).

4. Opposer operates a number of financial exchanges and clearing houses, including
the New York Stock Exchange.

5. Opposer is the sole administrator of the BRENT INDEX. There is and can only
be one BRENT INDEX because “BRENT” identifies a specific financial benchmark that is
based on a methodology calculated by Opposer and regulated by the key financial regulator in
Europe, namely the Financial Conduct Authority, and it is Opposer who is held accountable to
financial regulators for this benchmark and for maintaining the consistent standards associated
therewith.

6. Further, it is the BRENT INDEX that is used to create other financial offerings
that also derive solely from Opposer. For instance, the BRENT NX Futures Contract is a
financial instrument offered by Opposer at least as early as 2011. This is prior to Applicant’s
launch of a NYMEX BRENT offering, and prior to filing of the application opposed herein.

7. When investors see references to the BRENT Marks they know that these
references relate back to Opposer. It is because of this familiarity that investors know what to

expect and therefore trust the Goods/Services associated with the BRENT Marks.
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8. Opposer’s BRENT Marks have acquired distinctiveness when used in connection
with Opposer’s Goods/Services long before Applicant sought registration for the mark opposed
herein.

0. The reliability of Opposer’s financial data—consistency of which is a requirement
in financial regulation—gives Opposer’s Goods/Services cache in the financial markets.

10.  Applicant’s Goods/Services and Opposer’s Goods/Services are identical,
competitive, overlapping and/or closely related, and are of the type which could be offered in
overlapping channels of trade and to the same prospective customers.

11.  Applicant’s Mark for Applicant’s Goods/Services is nearly identical and
confusingly similar to Opposer’s BRENT Marks for Opposer’s Goods/Services and is therefore
likely to cause confusion, mistake and deception among purchasers and users as to the source or
origin of Applicant’s Goods/Services, or their affiliation with or sponsorship by Opposer,
thereby causing loss, damage, and injury to Opposer and the public.

12.  If Applicant’s Mark is registered, the public will reasonably believe that
Applicant’s Goods/Services are provided, sponsored, or endorsed by Opposer, all to the
detriment of consumers and Opposer.

13. The granting of a trademark registration for Applicant's Mark would violate and
diminish the prior and superior rights of Opposer in Opposer’s BRENT Marks, and would be in
violation of 15 U.S.C. § 1052(d).

14. The granting of a trademark registration for Applicant’s Mark would also falsely
suggest a connection with an institution, namely with the regulated financial services of the

Intercontinental Exchange, and would be in violation of 15 U.S.C. §1052(a).
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15.  If Applicant is granted the registration herein opposed, Applicant would thereby
obtain a prima facie right to Applicant’s Mark. Such registration would be a source of damage
and injury to Opposer as Applicant is attempting to appropriate the cache of Opposer’s BRENT
Marks to name its own products.

WHEREFORE, Opposer prays that Application Serial No. 86/787,611 be rejected, that
no registration be issued thereon, and that this Opposition be sustained in favor of Opposer.

Please charge the filing fees of this Notice of Opposition to Deposit Acct. No. 19-4215.
Please charge any additional fees, or credit any overpayment, to Deposit Acct. No. 19-4215.
Dated: August 2, 2017

DLA PIPER LLP (US)

By: /s/ Richard Cruz

Richard Cruz

Gina Durham

Ashley Green

DLA PIPER LLP (US)

1650 Market Street, Suite 4900
Philadelphia, PA 19103
Telephone: (215) 656-2446

Attorneys for Opposer
Intercontinental Exchange Holdings, Inc.
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CERTIFICATE OF SERVICE BY MAIL

I hereby certify that a true and correct copy of the foregoing NOTICE OF OPPOSITION
is being served by First Class mail, postage prepaid and e-mail, this 2nd day of August, 2017, on
Applicant at:

J. RYAN HINSHAW
Norvell IP LLC

PO Box 2461

Chicago, IL 60690-2461

Executed this 2nd day of August 2017,

at Philadelphia, Pennsylvania.

/s/ Richard Cruz

Richard Cruz

Gina Durham

Ashley Green

DLA PIPER LLP (US)

1650 Market Street, Suite 4900
Philadelphia, PA 19103
Telephone: (215) 656-2446

Attorneys for Opposer
Intercontinental Exchange Holdings, Inc.
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