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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
In the Matter of App. Ser. No. 87/206,686 
for the mark: 

 
 
FOREVER 21, INC., 
 
   Opposer, 
 
 v. 
 
GUCCI AMERICA, INC. 
 
   Applicant. 

)
)
)
)
)
)
)
) 
)
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
Opposition No. 91-235735 
 
OPPOSER FOREVER 21, INC.’S 
MOTION TO SUSPEND AND 
CONSOLIDATE RELATED 
PROCEEDINGS PENDING 
DISPOSITION OF CIVIL ACTION  

Pursuant to TBMP § 511, Federal Rule of Civil Procedure (“Fed. R. Civ. P.”) 42(a),  and 

37 C.F.R. § 2.117(a), Opposer Forever 21 Inc. (“Opposer” or “Forever 21”), by and through its 

counsel, hereby moves to suspend and consolidate three related Board proceedings, namely, 

Opposition Nos. 91-235699, 91-235735, and 91-235736, for the reasons stated herein.   

In addition to these Board proceedings, Forever 21 and Applicant Gucci America, Inc. 

(“Applicant” or “Gucci”) are engaged in a civil action, designated as Case No. 2:17-cv-4706 SJO 

(Ex), which is pending in the U.S. District Court for the Central District of California (“Civil 

Action”).   

As explained further below, the Civil Action and these three Board proceedings involve 

the same parties and the same counsel, the same or similar and related marks, the same or similar 

and related goods, as well as many common, if not identical, issues of law and fact.   

One of the key issues in the Civil Action is whether the designs that are the subject of the 

opposed applications and Board Proceedings are distinctive, protectable, and registrable.  
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Moreover, Forever 21’s claims and prayer for relief in the Civil Action specifically seek denial 

of two of Gucci’s pending applications, which Forever 21 has opposed in these proceedings 

before the Board.  Thus, the Civil Action will be wholly dispositive of two of the three Board 

proceedings (namely, Opposition Nos. 91-235735, and 91-235736).     

Furthermore, the Civil Action will likely be adjudicated first—an outcome that would be 

binding on the Board and the parties in the three opposition proceedings—because important 

events in the Civil Action are scheduled to occur several months before they are to occur in the 

three Board proceedings.  For example, the jury trial in the Civil Action is scheduled to 

commence on October 23, 2018, which is several months before the equivalent time period for 

the parties to submit final briefs on the merits in the Board proceedings closes in late January of 

2019.  Forever 21 and Gucci are also scheduled to attend mediation next month, on March 13, 

2018.  Thus, suspension of the Board proceedings is proper to avoid the unnecessary duplication 

of efforts and expending of resources by the parties and the Board.   

The Civil Action will certainly have a bearing on the three proceedings, and will even be 

wholly dispositive of two of the Board proceedings.  The three Board proceedings are also 

clearly related, as they involve common issues of law and fact.  Notably, Gucci’s initial 

disclosures in the Civil Action and in all three Board proceedings identify the same four fact 

witnesses, and the discovery propounded by Gucci in the three Board proceedings thus far is 

encompassed by the substantially similar, if not identical, discovery requests propounded by 

Gucci in the Civil Action, all of which further underscores the duplicative and cumulative nature 

of the parallel proceedings.  Therefore, Opposition Nos. 91-235699, 91-235735, and 91-235736 

should be suspended pending disposition of the Civil Action, and consolidated, in the interest of 

judicial economy and to conserve administrative resources, to promote judicial efficiency, and to 

avoid inconsistent or conflicting outcomes and decisions by different tribunals.   
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This motion is supported by the Memorandum in Support of Motion to Suspend and 

Consolidate below and such other papers and arguments as may be presented to the Board.    

 

Dated:  February 21, 2018 Respectfully submitted, 

 SHEPPARD, MULLIN, RICHTER & HAMPTON LLP 

By  /s/ Laura L. Chapman  
  Laura L. Chapman 
  Toni Qiu 
  Attorneys for Opposer 
  FOREVER 21, INC. 

Four Embarcadero Center 
17th Floor 
San Francisco, CA 94111 
TEL: (415) 434-9100 
FAX: (415) 434-3947 
lchapman@sheppardmullin.com 
tqiu@sheppardmullin.com 
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MEMORANDUM IN SUPPORT OF MOTION TO SUSPEND AND CONSOLIDATE  

I. INTRODUCTION  

At issue in Opposition Nos. 91-235699, 91-235735, and 91-235736 (“Oppositions”) is 

whether Gucci is entitled to register the alternating stripe designs colored blue-red-blue and 

green-red-green (shown below) for use with clothing, footwear, accessories, and baby blankets. 

Opp. No. 91-235735 Opp. No. 91-235736 Opp. No. 91-235699 

 
App. Ser. No. 87/206,686 

 
I.C. 25: Clothing, namely, 
sweaters, shirts, tops, jackets, 
coats, skirts, pants, jeans, 
shorts, dresses, boots, 
sandals, sneakers, belts and 
hats 
 
Claimed First Use Date: 
19740000 
Claimed First Use in 
Commerce Date: 19740000 

 
App. Ser. No. 87/116,368 

 
I.C. 24: Baby blankets 
 
 
 
 
 
 
Claimed First Use Date: Jan. 
2016 
Claimed First Use in 
Commerce Date: Jan. 2016 

 
App. Ser. No. 87/116,786 

 
I.C. 24: Baby blankets 
 
 
 
 
 
 
Claimed First Use Date: Jan. 
2016 
Claimed First Use in 
Commerce Date: Jan. 2016 

In all three Oppositions, Forever 21 opposes registration of Gucci’s applied-for marks on 

the same grounds, namely, that colored stripe designs, particularly when used in connection with 

clothing, accessories, and related products, are not protectable trademarks because they do not 

identify a single source of a good or service.  Forever 21 opposes registration of Gucci’s applied-

for marks based on the evidence of third party use of colored stripes as decorative patterns.  

Third party use of colored stripes, as set forth below, shows that the applied-for marks lack 

secondary meaning, are generic, and/or are merely ornamental and aesthetically functional such 

that they do not function as a trademark, and therefore, are not protectable nor registrable. 
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Examples of Thir d Party Use of  
Blue-Red-Blue & Green-Red-Green Colored Stripes 

Tinsel 

 

Sanctuary at 
Bloomingdale’s 

 

Tommy Hilfiger 

 

J. Crew 

 

Anthropologie 

 

Cotton:On & Co. 

 
Ralph Lauren 

 

Tommy 
Hilfiger 

 

Paul 
Hewitt 

 

Lacoste 

 
Cara at Nordstrom 

 
Central Park West 

 

Missguided 

 

Akmipoem on Amazon 
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Forever 21 raises the same arguments in challenging Gucci’s claimed rights in these blue-

red-blue and green-red-green colored stripe designs in the Civil Action.  Indeed, in the operative 

complaint filed in the Civil Action, the Second Amended Complaint (“SAC”) filed by Forever 

21 on December 5, 2017, Forever 21 identifies more than 125 examples of third party use of 

blue-red-blue and green-red-green stripe designs, such as the examples on the previous page.  

(See Ex. A, 2d Am. Compl., ¶¶ 9-138.)   

In addition, the third cause of action alleged in Forever 21’s Second Amended Complaint 

requests that the district court order the U.S. Patent & Trademark Office (“USPTO”) to deny 

Gucci’s Application Serial Nos. 87/206,686 and 87/116,368 to register the blue-red-blue stripe 

design for use with clothing, footwear, accessories, and baby blankets, on the grounds that the 

designs are not distinctive because they lack secondary meaning, are generic, and/or are 

aesthetically functional.  Thus, the issues of law and fact are similar, if not identical, across the 

three proceedings, and the district court’s decision in the Civil Action will  have a bearing on, and 

will even be dispositive of, the proceedings.   

Accordingly, Forever 21’s motion to suspend and consolidate should be granted in full.   

II.  RELEVANT FACTUAL BACKGROUND  AND PROCEDURAL HISTORY  

A. Forever 21 Opposes Gucci’s Applications on the Grounds that the Applied-
For Colored Stripe Designs Are Not Distinctive 

1. Opposition No. 91-235699 for Application Serial No. 87/116,786  

On July 26, 2016, Gucci filed Application Serial No. 87/116,786 to register a green-red-

green colored striped design (“GRG”) for use in connection with “baby blankets” in International 

Class 24.  Gucci filed the application as a use-based application pursuant to § 1(a), claiming a 

date of first use and date of first use in commerce of January 2016.  The GRG design that is the 

subject of this application is shown below:  
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On November 9, 2016, the Examining Attorney issued an office action, refusing 

registration on the grounds that the applied-for mark “is merely a decorative or ornamental 

feature of the goods, and, thus, does not function as a trademark to indicate the source of 

applicant’s goods and to identify and distinguish them from others.”  (See Ex. B, p. 1.)  The 

application was later published for opposition on June 20, 2017, and Forever 21 timely filed a 

Notice of Opposition on July 20, 2017.  The Board instituted the opposition under proceeding 

No. 91-235699 and set a schedule for discovery and trial.  Discovery is scheduled to close on 

March 27, 2018.   

2. Opposition No. 91-235736 for Application Serial No. 87/116,368  

On July 26, 2016, Gucci also filed Application Serial No. 87/116,368 to register a blue-

red-blue colored striped design (“BRB”) for use in connection with “baby blankets” in 

International Class 24.  Gucci filed this application as a use-based application pursuant to § 1(a), 

also claiming a date of first use and date of first use in commerce of January 2016.  The BRB 

design that is the subject of this application is shown below:  

 

On November 9, 2016, the Examining Attorney issued a similar office action, refusing 

registration on the grounds that the applied-for mark “is merely a decorative or ornamental 

feature of the goods, and, thus, does not function as a trademark to indicate the source of 
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applicant’s goods and to identify and distinguish them from others.”  (See Ex. C, p. 1.)  The 

application was later published for opposition on May 23, 2017.  On June 22, 2017, Forever 21 

timely filed a Request for Extension of Time to oppose the application, which the Board granted 

that same day, extending the deadline for Forever 21 to oppose until July 24, 2017.1  Forever 21 

timely filed a Notice of Opposition on July 24, 2017 and the Board instituted the opposition 

under proceeding No. 91-235736, setting a schedule for discovery and trial.  Discovery is 

scheduled to close on April 1, 2018. 

3. Opposition No. 91-235735 for Application Serial No. 87/206,686  

On October 18, 2016, Gucci filed Application Serial No. 87/206,686 to register BRB for 

use in connection with “clothing, namely, sweaters, shirts, tops, jackets, coats, skirts, pants, 

jeans, shorts, dresses, boots, sandals, sneakers, belts and hats” in International Class 25.  Gucci 

filed this application as a use-based application pursuant to § 1(a), claiming a date of first use 

and date of first use in commerce of 1974.  The BRB design that is the subject of this application 

is shown below:  

 

On November 9, 2016, the Examining Attorney issued yet another similar office action, 

refusing registration on the grounds that the applied-for mark “is merely a decorative or 

ornamental feature of the goods, and, thus, does not function as a trademark to indicate the 

source of applicant’s goods and to identify and distinguish them from others.”  (See Ex. D, p. 1.)  

The application was later published for opposition on May 23, 2017.  On June 22, 2017, Forever 

                                                 
1 The Board extended the deadline to oppose until July 22, 2017, a Saturday, which extended the deadline for 
Forever 21 to oppose until the following business day, July 24, 2017, pursuant to 37 C.F.R. § 2.196.  
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21 timely filed a Request for Extension of Time to oppose the application, which the Board 

granted that same day, extending the deadline for Forever 21 to oppose until July 24, 2017.2  

Forever 21 timely filed a Notice of Opposition on July 24, 2017 and the Board instituted the 

opposition under proceeding No. 91-235735, setting a schedule for discovery and trial.  

Discovery is scheduled to close on April 1, 2018. 

The Oppositions are unquestionably related and involve many common, if not identical, 

issues of law and fact such that they should be consolidated into one proceeding.  As explained 

above, all of Gucci’s three applications were initially refused registration by the Examining 

Attorney for the same reasons, namely, that the applied-for marks are merely decorative and 

ornamental features of the specified goods.  The Examining Attorney’s position fits squarely 

with Forever 21’s claims in opposing Gucci’s applications.  As explained above, all of the 

Oppositions involve the same or similar and related colored striped designs, the same or similar 

and related classes of goods, the same issues and facts, as well as the same or closely similar 

discovery and trial schedules.  In addition, the evidence likely to be produced in discovery and 

presented for trial in these Oppositions will likely consist of the same or similar and related 

documents and testimony.  Accordingly, consolidation of the Oppositions is proper.     

B. In the Civil Action, Forever 21 Challenges Gucci’s Claimed Rights in the 
Colored Stripe Designs on the Grounds That They Are Not Distinctive 

1. The Civil Action Encompasses and Supersedes the Issues in the Board 
Proceedings 

The parties are also involved in the Civil Action, which commenced on June 26, 2017,   

when Forever 21 filed a complaint against Gucci for cancellation of certain of Gucci’s 

registrations for GRG and BRB, and denial of Gucci’s applications for GRG and BRB, including 

                                                 
2 See footnote 1, supra. 
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the three applications that are the subject of the Oppositions.3  In its complaint, Forever 21 also 

sought declaratory relief of non-infringement based, in part, on its decorative and ornamental use 

of colored stripes.   

On August 8, 2017, Gucci filed its answer to the complaint and its counterclaims.  (See 

Ex. F.)  In its counterclaim, Gucci alleges six counts of trademark infringement, unfair 

competition, and trademark dilution under federal, state, and common law based on its claimed 

rights in GRG and BRB.  (Id.)  Forever 21 filed its answer to Gucci’s counterclaims on 

September 14, 2017.  (See Ex. G.)   

On August 8, 2017, Gucci also filed a motion to dismiss Forever 21’s claims for 

cancellation of Gucci’s registrations and denial of Gucci’s applications for GRG and BRB.  

While Gucci’s motion to dismiss Forever 21’s complaint was pending before the district court, 

and on October 2, 2017, in connection with each of the Oppositions, Forever 21 submitted to the 

Board a Notice of All Related Pending Actions, informing the Board of the three opposition 

proceedings and the Civil Action, with an attachment of Forever 21’s complaint in the Civil 

Action.  On October 5, 2017, Gucci responded to Forever 21’s Notice and requested that the 

Board maintain the current trial schedule in each opposition proceeding.  The Board appears to 

have taken no action in response to the parties’ filings, and as of the filing of this motion, there is 

no subsequent procedural history in the opposition proceedings. 

In the interim, on November 6, 2017, the district court ordered that Forever 21 file an 

amended complaint, which Forever 21 did on November 17, 2017.  Thereafter, the parties 

stipulated to Forever 21 further amending the complaint, and Forever 21 timely filed a Second 

Amended Complaint on December 5, 2017.  (See Ex. A.)  The Second Amended Complaint 

                                                 
3 See Ex. E, a true and correct copy of the docket report for the Civil Action, current as of this filing and dated 
February 20, 2018. 
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asserts three causes of action, one of which seeks denial of Gucci’s Application Serial Nos. 

87/206,686 and 87/116,368 to register the blue-red-blue designs that are the subject of 

Opposition Nos. 91-235735 and 91-235736 currently pending before the Board.  (Id., p. 145.)   

2. The District Court in the Civil Action Recently Refused to Dismiss the 
Action 

On December 8, 2017, Gucci filed a partial motion to dismiss the Second Amended 

Complaint.  Gucci also later filed its partial answer to the Second Amended Complaint on 

December 19, 2017.  (See Ex. H.)  Gucci’s motion was not fully briefed and ripe for decision 

until January 11, 2018, and was originally set for hearing and oral argument on January 25, 2018.  

On January 23, 2018, the district court took the hearing off calendar based on its finding that 

Gucci’s motion to dismiss was suitable for disposition without oral argument.   

Recently, on February 9, 2018, the district court denied Gucci’s motion for partial 

dismissal of the Second Amended Complaint.  (See Ex. I.)  In denying Gucci’s motion, the 

district court found that it had jurisdiction and authority to “to make a determination regarding 

registrability” as to the applied-for blue-red-blue colored stripe designs currently pending in the 

opposition proceedings before the Board.  (Id., p. 5.)  In light of the district court’s recent order 

allowing Forever 21’s claims for denying registration of Gucci’s applications for BRB to 

proceed, the Civil Action will be wholly dispositive of Opposition Nos. 91-235735 and 91-

235736.  Thus, these opposition proceedings should be consolidated and suspended pending 

disposition of the Civil Action.   

While Forever 21’s Second Amended Complaint does not allege a claim for denial of 

Gucci’s applied-for GRG mark in Application Serial No. 87/116,786, the protectability and 

registrability of the GRG design will be a key issue litigated in the Civil Action.  The first cause 

of action in the Second Amended Complaint is a claim for declaratory relief of non-infringement 
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based on Forever 21’s sale of products featuring decorative and ornamental stripes colored green 

and red.  The issue of whether Gucci’s use of GRG is merely ornamental such that GRG does not 

serve a trademark function, and therefore, is not registrable, will be part and parcel of Forever 

21’s first cause of action.  Moreover, Gucci’s counterclaims allege claims for trademark 

infringement, unfair competition, and trademark dilution under federal, state, and common law 

based on its claimed rights in GRG.  (See Ex. F.)  Gucci also relies on certain of its existing 

registrations and applications for GRG in its counterclaims.  (Id., ¶¶ 28-30, 37-38.)  A significant 

amount of Forever 21’s arguments and defenses against Gucci’s claims will be focused on 

proving that Gucci’s applied-for GRG is not distinctive, and therefore is not protectable or 

registrable.  Thus, the Civil Action will have a bearing on, and may also be dispositive of, 

Opposition No. 91-235699 regarding Gucci’s application for GRG.  For this reason, Opposition 

No. 91-235699 should also be consolidated with the opposition proceedings regarding Gucci’s 

applied-for BRB mark, and suspended pending disposition of the Civil Action. 

III.  THE BOARD SHOULD SUSPEND AND CONSOLIDATE THE PROCEEDINGS 

A. The Oppositions Should Be Suspended Until Disposition of the Civil Action 

1. The Civil Action Will Have a Bearing on, and Be Dispositive of, the 
Proceedings  

The Oppositions should be suspended until disposition of the Civil Action, because the 

Civil Action will have a bearing on, and may even be wholly dispositive of, the proceedings.   

Under Trademark Rule 2.117(a), “[w]henever it shall come to the attention of the [Board] 

that a party or parties to a pending case are engaged in a civil action or another Board proceeding 

which may have a bearing on the case, proceedings before the Board may be suspended until 

termination of the civil action or the other Board proceeding.”  37 C.F.R. § 2.117(a); see also 

TBMP § 510.02(a).  “[T]he civil action does not have to be dispositive of the Board proceeding 

to warrant suspension, it need only have a bearing on the issues before the Board.”  New 
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Orleans Louisiana Saints LLC v. Who Dat? Inc., 99 USPQ2d 1550, 1552 (TTAB 2011) 

(emphasis added).   

Here, the Civil Action will not only have a bearing on the Oppositions, it will be 

dispositive of two of them (Opposition Nos. 91-235735 and 91-235736 for the applied-for BRB 

designs), because Forever 21’s Second Amended Complaint requests an order from the district 

court rejecting the applications that are the subject of these proceedings, which is the exact same 

remedy that Forever 21 seeks in these two opposition proceedings.  The Civil Action will also 

have a bearing on the third proceeding (Opposition No. 91-235699 for the applied-for GRG 

design), because the issues to be litigated and determined by the district court encompass and are 

virtually identical to those that will be determined by the Board, as explained above.   

2. The Civil Action Will Likely Be Decided First and Would Be Binding on 
the Board and the Parties in the Proceedings 

The jury trial in the Civil Action is scheduled to commence on October 23, 2018.  (See 

Ex. J.)  In Opposition No. 91-235699, the proceeding with the earliest case schedule, the parties’ 

briefs at final hearing are not scheduled to be completed until January 21, 2019, months later.   

Thus, the Civil Action is likely to be resolved before the Board proceedings, and the 

outcome in the Civil Action would be binding on the Board under the doctrines of res judicata 

and collateral estoppel.  Mother’s Restaurant Inc. v. Mama’s Pizza, Inc., 723 F.2d 1566, 1569-73 

(Fed. Cir. 1983) (collateral estoppel); Midland Cooperatives, Inc. v. Midland Int’l Corp., 421 

F.2d 754, 758-59 (C.C.P.A. 1970) (res judicata).  A finding in the Civil Action as to whether the 

disputed colored-stripe designs are distinctive will be binding on the parties and the Board in the 

proceedings.  B & B Hardware, Inc. v. Hargis Indus., Inc., 135 S. Ct. 1293, 1305-06 (2015) 

(“When a district court, as part of its judgment decides an issue that overlaps with part of the 

TTAB's analysis, the TTAB gives preclusive effect to the court's judgment.”); Zachary 
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Infrastructure, LLC v. Am. Infrastructure, Inc., 101 U.S.P.Q.2d 1249, 1254 (TTAB Dec. 30, 

2011) (district court’s finding that disputed mark was not distinctive was binding on the parties 

and on the Board); Igloo Prods. Corp. v. Kool Pak, Inc., 2008 TTAB LEXIS 547, at *9 (TTAB 

Nov. 21, 2008) (“To the extent that a civil action in a Federal district court involves issues in 

common with those in a proceeding before the Board, the decision of the Federal district court is 

binding upon the Board”).  Thus, the Board should grant Forever 21’s motion to suspend 

pending resolution of the Civil Action “to avoid duplication of effort and possible inconsistency 

in result which would result on the Board being overruled.”  Arcadia Grp. Brands Ltd. v. Studio 

Moderna SA, 99 U.S.P.Q.2d 1134, 1136 (TTAB Jan. 06, 2011). 

3. Suspending the Proceedings Will Conserve Resources and Promote 
Administrative and Judicial Efficiency  

The Board should also suspend the Oppositions to conserve resources for the Board, the 

federal courts, and the parties, and to promote administrative and judicial efficiency.  The Civil 

Action will resolve issues related to both the right to use and register the colored stripe designs at 

issue, as well as the monetary and equitable relief awardable to the parties, whereas the Board 

may only adjudicate the right to federal registration of the applied-for designs.  15 U.S.C. § 

1119; PHC, Inc. v. Pioneer Healthcare, Inc., 75 F.3d 75, 79 (1st Cir. 1996).  Because the 

fundamental issues in the Board proceedings are essentially identical to—and encompassed 

within—the issues in the Civil Action, the Board proceedings should be suspended so that all of 

the issues can be litigated and decided together at the same time in the district court.   

Suspension will also allow the parties themselves to resolve this dispute in the most 

efficient matter possible and to avoid unnecessarily expending resources fighting the proverbial 

“battle” on two “fronts” instead of just one.  Thus, suspension will not prejudice either party, as 

it will allow the parties to resolve their entire dispute while expending the least amount of 
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resources.  Finally, the Oppositions should be suspended to avoid the possibility of the Board 

later reaching a ruling that is inconsistent with the district court.  Accordingly, the Board should 

suspend the Oppositions until a final outcome in the Civil Action.    

B. The Oppositions Should Be Consolidated Due to the Common Issues of Law 
and Fact That Exist Across All Three Proceedings 

The Oppositions should also be consolidated under one “parent” proceeding, namely, the 

first-instituted proceeding, Opposition No. 91-235699, because the Oppositions involve common 

questions of law and fact.  Consolidation will save time and effort, and result in a coordinated 

case schedule across all three opposition proceedings.   

Where separate Board proceedings involve “common question[s] of law or fact,” the 

Board has authority to consolidate the proceedings.  TMBP § 511; Wise F&I, LLC, et al. v. 

Allstate Insurance Co., 120 USPQ2d 1103, 1105 (TTAB 2016) (acting sua sponte to consolidate 

two oppositions with common questions of law and fact regarding applied-for marks MILEWISE 

and ALLSTATE MILEWISE); Plus Prods. v. Medical Modalities Assocs., Inc., 211 USPQ 1199, 

1201 (TTAB 1981), set aside on other grounds and new decision entered, 217 USPQ 464 

(TTAB 1983) (consolidating three oppositions for Zn-PLUS, Mn-PLUS, and CA-PLUS, since 

“they presented common issues that could be determined on the basis of common facts”).  In 

determining whether to consolidate, the Board should “weigh the savings in time, effort, and 

expense, which may be gained from consolidation, against any prejudice or inconvenience that 

may be caused thereby.”  TBMP § 511. 

The Oppositions contain the same questions of law because Forever 21 has opposed 

registration on the same legal grounds in each proceeding, namely, that the applied-for GRG and 

BRB designs are not protectable because they do not distinguish a single source of the specified 

goods.  Specifically, Forever 21 opposes registration of the applied-for GRG and BRB designs 
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because they lack secondary meaning, are merely ornamental and aesthetically function, and/or 

are generic.  Moreover, Gucci filed substantially identical answers and alleged identical 

affirmative defenses in all three opposition proceedings. 

The Oppositions also contain common questions of fact.  Two of the applied-for marks 

are identical for the BRB design, and the third is a very similar GRG design.  In addition, two of 

the applied-for marks are for use in connection with the same goods, namely, “baby blankets” in 

International Class 24, based on the same claimed first use date of January 2016.  The evidence 

to be presented by the parties will also likely be the same.  For example, Gucci appears to sell 

and promote the specified “baby blankets” that it sells or intends to sell under the GRG and BRB 

designs under the same channels of trade, including on Gucci’s website, as shown below: 
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(See Ex. K, a true and correct copy of a web capture dated February 16, 2018 for Gucci’s website 

located at https://www.gucci.com/us/en/ca/children/baby/baby-accessories/baby-blankets-bath-c-

children-baby-accessories-blankets-and-bath.) 

Moreover, the parties and their legal counsel are the same, and the schedule for discovery 

and trial are very close in time.  Thus, there is no risk of prejudice or inconvenience that may be 

caused by consolidation.   

Accordingly, the Board should consolidate the Oppositions to save the parties and the 

Board time, effort, and expense. 

IV.  CONCLUSION 

For all of the foregoing reasons, Forever 21 respectfully requests that the Board 

consolidate Opposition Nos. 91-235735 , 91-235736, and 91-235699 into one proceeding under 

“parent” Proceeding No. 91-235699.  Forever 21 further respectfully requests that the Board 

suspend the proceedings pending disposition of the Civil Action. 

Should the Board deny this motion, Forever 21 respectfully requests that the Board reset 

all pending deadlines to run from the Board’s decision on this motion. 37 C.F.R. § 2.121(a)(1). 

Dated:  February 21, 2018 Respectfully submitted, 

 SHEPPARD, MULLIN, RICHTER & HAMPTON LLP 

By  /s/ Laura L. Chapman  
  Laura L. Chapman 
  Toni Qiu 
  Attorneys for Opposer 
  FOREVER 21, INC. 

 
Four Embarcadero Center 
17th Floor 
San Francisco, CA 94111 
TEL: (415) 434-9100 
FAX: (415) 434-3947 
lchapman@sheppardmullin.com 
tqiu@sheppardmullin.com 

https://www.gucci.com/us/en/ca/children/baby/baby-accessories/baby-blankets-bath-c-children-baby-accessories-blankets-and-bath
https://www.gucci.com/us/en/ca/children/baby/baby-accessories/baby-blankets-bath-c-children-baby-accessories-blankets-and-bath
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CERTIFICATE OF SERVICE  
 
 I hereby certify that a true and complete copy of the foregoing OPPOSER FOREVER 
21, INC.’S MOTION TO SUSPEND AND CONSOLIDATE RELATED PROCEEDINGS 
PENDING DISPOSITION OF CIVIL ACTION  is being deposited with the United States 
Postal Service, postage prepaid, first class mail, in an envelope addressed to:   

 
Robert L. Raskopf 
Todd Anten 
Jessica A. Rose 
Quinn Emanuel Urquhart & Sullivan, LLP 
51 Madison Avenue, 22nd Floor 
New York, New York 10010 
Telephone: (212) 849-7000 
Facsimile: (212) 849-7100 
Email: robertraskopf@quinnemanuel.com 
 toddanten@quinnemanuel.com 
 jessicarose@quinnemanuel.com 

 
 

 
 

on this 21st day of February, 2018. 
 

 
________________________________ 
Mary Tom-Hum 
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�6�$�'�'�/�(�6�����%�5�,�'�/�(�6�����:�$�/�.�,�1�*��
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�7�K�H���F�R�O�R�U���V�����*�5�(�(�1���D�Q�G���5�(�'���L�V���D�U�H��
�F�O�D�L�P�H�G���D�V���D���I�H�D�W�X�U�H���R�I���W�K�H���P�D�U�N�����7�K�H��
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�S�R�O�R���V�K�L�U�W�V�����V�K�L�U�W�V�����V�Z�H�D�W�H�U�V�����V�Z�H�D�W�V�K�L�U�W�V����
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���������� �*�X�F�F�L�¶�V���)�H�E�U�X�D�U�\���������'�H�P�D�Q�G���/�H�W�W�H�U���I�X�U�W�K�H�U���V�W�D�W�H�G�����³�:�H���P�X�V�W���K�H�D�U���I�U�R�P��

�\�R�X���R�U���\�R�X�U���F�R�X�Q�V�H�O���Z�L�W�K�L�Q���I�L�Y�H�����������E�X�V�L�Q�H�V�V���G�D�\�V���W�R���D�U�U�D�Q�J�H���)�R�U�H�Y�H�U�������¶�V��

�F�R�P�S�O�L�D�Q�F�H���Z�L�W�K���W�K�H���I�R�U�H�J�R�L�Q�J���´����

���������� �7�R���)�R�U�H�Y�H�U�������¶�V���N�Q�R�Z�O�H�G�J�H�����*�X�F�F�L���K�D�G���Q�R�W���\�H�W���I�L�O�H�G���V�X�L�W���D�J�D�L�Q�V�W��

�)�R�U�H�Y�H�U���������E�H�I�R�U�H���)�R�U�H�Y�H�U���������I�L�O�H�G���L�W�V���R�U�L�J�L�Q�D�O���F�R�P�S�O�D�L�Q�W���L�Q���W�K�L�V���D�F�W�L�R�Q�����D�Q�G���K�D�V���Q�R�W��

�Z�L�W�K�G�U�D�Z�Q���L�W�V���G�H�P�D�Q�G���D�J�D�L�Q�V�W���)�R�U�H�Y�H�U����������

���������� �$�O�O���R�I���W�K�H���*�X�F�F�L���5�H�J�L�V�W�U�D�W�L�R�Q�V���I�H�D�W�X�U�H���W�K�U�H�H���S�D�U�D�O�O�H�O���V�W�U�L�S�H�V���F�R�O�R�U�H�G��

�E�O�X�H���U�H�G���E�O�X�H���R�U���J�U�H�H�Q���U�H�G���J�U�H�H�Q����

���������� �0�D�Q�\���F�O�R�W�K�L�Q�J���D�Q�G���D�F�F�H�V�V�R�U�\���L�W�H�P�V���D�G�R�U�Q�H�G���Z�L�W�K���G�H�F�R�U�D�W�L�Y�H���V�W�U�L�S�H�V��

�F�R�O�R�U�H�G���E�O�X�H���U�H�G���E�O�X�H���R�U���J�U�H�H�Q���U�H�G���J�U�H�H�Q���D�U�H���V�R�O�G���E�\���F�R�X�Q�W�O�H�V�V���W�K�L�U�G���S�D�U�W�L�H�V����

���������� �*�X�F�F�L���V�K�R�X�O�G���Q�R�W���E�H���D�O�O�R�Z�H�G���W�R���F�O�D�L�P���W�K�D�W���*�X�F�F�L�����D�O�R�Q�H�����K�D�V���D��

�P�R�Q�R�S�R�O�\���R�Q���D�O�O���E�O�X�H���U�H�G���E�O�X�H���D�Q�G���J�U�H�H�Q���U�H�G���J�U�H�H�Q���V�W�U�L�S�H�G���F�O�R�W�K�L�Q�J���D�Q�G���D�F�F�H�V�V�R�U�\��

�L�W�H�P�V����

���������� �&�R�Q�V�X�P�H�U�V���D�U�H���Q�R�W���O�L�N�H�O�\���W�R���E�H���F�R�Q�I�X�V�H�G���L�Q�W�R���E�H�O�L�H�Y�L�Q�J���W�K�H���6�W�U�L�S�H�G��

�3�U�R�G�X�F�W�V���V�R�O�G���L�Q���)�R�U�H�Y�H�U�������¶�V���V�W�R�U�H�V���E�\���)�R�U�H�Y�H�U���������L�V���P�D�Q�X�I�D�F�W�X�U�H�G���E�\�����V�S�R�Q�V�R�U�H�G��

�E�\�����D�X�W�K�R�U�L�]�H�G���E�\�����R�U���R�W�K�H�U�Z�L�V�H���D�V�V�R�F�L�D�W�H�G���R�U���D�I�I�L�O�L�D�W�H�G���Z�L�W�K���*�X�F�F�L����

���������� �%�H�F�D�X�V�H���*�X�F�F�L���F�R�Q�W�L�Q�X�H�V���W�R���W�K�U�H�D�W�H�Q���W�R���V�X�H���)�R�U�H�Y�H�U���������L�I���)�R�U�H�Y�H�U��������

�K�D�V���Q�R�W���F�D�Y�H�G���W�R���*�X�F�F�L�¶�V���G�H�P�D�Q�G�V�����D�Q���L�P�P�H�G�L�D�W�H�����M�X�V�W�L�F�L�D�E�O�H���F�D�V�H���R�U���F�R�Q�W�U�R�Y�H�U�V�\��

�H�[�L�V�W�V���V�X�F�K���W�K�D�W���)�R�U�H�Y�H�U���������L�V���H�Q�W�L�W�O�H�G���W�R���V�H�H�N���D���G�H�F�O�D�U�D�W�R�U�\���M�X�G�J�P�H�Q�W���R�I���Q�R�Q��

�L�Q�I�U�L�Q�J�H�P�H�Q�W����
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�� ���������� �&�D�V�H���1�R���������������F�Y���������������)�0�2���(����
�6�0�5�+�������������������������� �6�(�&�2�1�'���$�0�(�1�'�(�'���&�2�0�3�/�$�,�1�7
��

�)�,�5�6�7���&�$�8�6�(���2�)���$�&�7�,�2�1��

���'�H�F�O�D�U�D�W�L�R�Q���R�I���1�R�Q���,�Q�I�U�L�Q�J�H�P�H�Q�W����

���������� �)�R�U�H�Y�H�U���������L�Q�F�R�U�S�R�U�D�W�H�V���S�D�U�D�J�U�D�S�K�V�������W�K�U�R�X�J�K�����������K�H�U�H�L�Q���E�\���U�H�I�H�U�H�Q�F�H����

���������� �)�R�U�H�Y�H�U�������¶�V���6�W�U�L�S�H�G���3�U�R�G�X�F�W�V���G�L�V�S�O�D�\���V�W�U�L�S�H�V���L�Q���D�Q���R�U�Q�D�P�H�Q�W�D�O����

�G�H�F�R�U�D�W�L�Y�H�����Q�R�Q���W�U�D�G�H�P�D�U�N���P�D�Q�Q�H�U�������1�R�Q�H���R�I���)�R�U�H�Y�H�U�������¶�V���6�W�U�L�S�H�G���3�U�R�G�X�F�W�V���L�V���O�L�N�H�O�\��

�W�R���F�D�X�V�H���F�R�Q�I�X�V�L�R�Q���D�V���W�R���W�K�H���V�R�X�U�F�H�����V�S�R�Q�V�R�U�V�K�L�S�����R�U���D�I�I�L�O�L�D�W�L�R�Q���R�I���W�K�H���)�R�U�H�Y�H�U��������

�S�U�R�G�X�F�W�V�������)�R�U�H�Y�H�U�������¶�V���6�W�U�L�S�H�G���3�U�R�G�X�F�W�V���L�W�H�P�V���G�R���Q�R�W���L�Q�I�U�L�Q�J�H���D�Q�\���R�I���W�K�H���*�X�F�F�L��

�5�H�J�L�V�W�U�D�W�L�R�Q�V���R�U���D�Q�\���R�W�K�H�U���W�U�D�G�H�P�D�U�N���U�L�J�K�W�V���R�Z�Q�H�G���E�\���*�X�F�F�L����

���������� �$�Q���D�F�W�X�D�O�����S�U�H�V�H�Q�W�����D�Q�G���M�X�V�W�L�F�L�D�E�O�H���F�R�Q�W�U�R�Y�H�U�V�\���K�D�V���D�U�L�V�H�Q���E�H�W�Z�H�H�Q��

�*�X�F�F�L���D�Q�G���)�R�U�H�Y�H�U���������F�R�Q�F�H�U�Q�L�Q�J���W�K�H���6�W�U�L�S�H�G���3�U�R�G�X�F�W�V�����*�X�F�F�L���D�Q�G���)�R�U�H�Y�H�U���������K�D�Y�H��

�D�G�Y�H�U�V�H���O�H�J�D�O���L�Q�W�H�U�H�V�W�V�����*�X�F�F�L���K�D�V���P�D�G�H���F�O�H�D�U���W�R���)�R�U�H�Y�H�U���������*�X�F�F�L�¶�V���E�H�O�L�H�I���W�K�D�W���L�W�V��

�F�O�D�L�P�H�G���W�U�D�G�H�P�D�U�N�V���D�U�H���F�X�U�U�H�Q�W�O�\���E�H�L�Q�J���L�Q�I�U�L�Q�J�H�G���E�\���)�R�U�H�Y�H�U�������¶�V���6�W�U�L�S�H�G���3�U�R�G�X�F�W�V����

�D�Q�G���)�R�U�H�Y�H�U���������K�D�V���G�H�Q�L�H�G���D�Q�\���Z�U�R�Q�J�G�R�L�Q�J�����7�K�H���G�L�V�S�X�W�H���E�H�W�Z�H�H�Q���)�R�U�H�Y�H�U���������D�Q�G��

�*�X�F�F�L���L�V���V�X�E�V�W�D�Q�W�L�D�O�����G�H�I�L�Q�L�W�H���D�Q�G���L�P�P�H�G�L�D�W�H�����D�Q�G���Q�R�W���K�\�S�R�W�K�H�W�L�F�D�O����

���������� �$���G�H�F�O�D�U�D�W�R�U�\���M�X�G�J�P�H�Q�W���R�I���Q�R�Q���L�Q�I�U�L�Q�J�H�P�H�Q�W���V�K�R�X�O�G���E�H���H�Q�W�H�U�H�G���L�Q��

�)�R�U�H�Y�H�U�������¶�V���I�D�Y�R�U���U�H�J�D�U�G�L�Q�J���W�K�H���E�O�X�H���U�H�G���E�O�X�H���D�Q�G���J�U�H�H�Q���U�H�G���J�U�H�H�Q���V�W�U�L�S�H�G���G�H�V�L�J�Q����

���������� �,�Q���R�U�G�H�U���W�R���U�H�V�R�O�Y�H���W�K�H���O�H�J�D�O���D�Q�G���I�D�F�W�X�D�O���T�X�H�V�W�L�R�Q�V���U�D�L�V�H�G���E�\���*�X�F�F�L���D�Q�G��

�W�R���D�I�I�R�U�G���U�H�O�L�H�I���I�U�R�P���W�K�H���X�Q�F�H�U�W�D�L�Q�W�\���D�Q�G���F�R�Q�W�U�R�Y�H�U�V�\���Z�K�L�F�K���*�X�F�F�L�¶�V���D�V�V�H�U�W�L�R�Q�V���K�D�Y�H��

�S�U�H�F�L�S�L�W�D�W�H�G�����)�R�U�H�Y�H�U���������L�V���H�Q�W�L�W�O�H�G���W�R���D���G�H�F�O�D�U�D�W�R�U�\���M�X�G�J�P�H�Q�W���R�I���L�W�V���U�L�J�K�W�V���X�Q�G�H�U��������

�8���6���&�����†�†��������������������

�6�(�&�2�1�'���&�$�8�6�(���2�)���$�&�7�,�2�1��

���&�D�Q�F�H�O�O�D�W�L�R�Q���R�I���)�H�G�H�U�D�O���5�H�J�L�V�W�U�D�W�L�R�Q���1�R�V�����������������������������������������������������������D�Q�G��

������������������

���������� �)�R�U�H�Y�H�U���������L�Q�F�R�U�S�R�U�D�W�H�V���S�D�U�D�J�U�D�S�K�V�������W�K�U�R�X�J�K�����������K�H�U�H�L�Q���E�\���U�H�I�H�U�H�Q�F�H����

���������� �)�R�U�H�Y�H�U���������E�H�O�L�H�Y�H�V���W�K�D�W���L�W���Z�L�O�O���E�H���G�D�P�D�J�H�G���E�\���W�K�H���F�R�Q�W�L�Q�X�H�G��

�U�H�J�L�V�W�U�D�W�L�R�Q���R�I���5�H�J�L�V�W�U�D�W�L�R�Q���1�R�V�����������������������������������������������������������D�Q�G���������������������D�Q�G��

�K�H�U�H�E�\���S�H�W�L�W�L�R�Q�V���W�R���F�D�Q�F�H�O���W�K�H�V�H���U�H�J�L�V�W�U�D�W�L�R�Q�V���R�Q���W�K�H���J�U�R�X�Q�G�V���W�K�D�W���W�K�H���P�D�U�N�V���W�K�D�W���D�U�H��

�W�K�H���V�X�E�M�H�F�W���R�I���W�K�H�V�H���U�H�J�L�V�W�U�D�W�L�R�Q�V���D�U�H���J�H�Q�H�U�L�F���D�Q�G���R�U���D�H�V�W�K�H�W�L�F�D�O�O�\���I�X�Q�F�W�L�R�Q�D�O���D�Q�G���R�U��
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� � � �� �� ����� �&�D�V�H���1�R���������������F�Y���������������)�0�2���(����
�6�0�5�+�������������������������� �6�(�&�2�1�'���$�0�(�1�'�(�'���&�2�0�3�/�$�,�1�7
��

�O�D�F�N���V�H�F�R�Q�G�D�U�\���P�H�D�Q�L�Q�J���E�H�F�D�X�V�H���R�I�����D�W���O�H�D�V�W�����W�K�H���O�D�F�N���R�I���H�[�F�O�X�V�L�Y�H���X�V�H���E�\���*�X�F�F�L���D�Q�G��

�W�K�H���W�K�L�U�G���S�D�U�W�\���X�V�H���R�I���W�K�H���F�O�D�L�P�H�G���G�H�V�L�J�Q�V���V�K�R�Z�Q���D�W���O�H�D�V�W���L�Q���S�D�U�D�J�U�D�S�K�V�������W�K�U�R�X�J�K����������

�D�E�R�Y�H�������/�D�F�N���R�I���H�[�F�O�X�V�L�Y�H���X�V�H���S�U�H�Y�H�Q�W�V���W�K�H���F�O�D�L�P�H�G���G�H�V�L�J�Q���I�U�R�P���D�F�W�L�Q�J���D�V���D��

�W�U�D�G�H�P�D�U�N���D�Q�G���I�R�U���W�K�L�V���U�H�D�V�R�Q���D�O�R�Q�H�����F�D�Q�Q�R�W���E�H���D���U�H�J�L�V�W�H�U�H�G���P�D�U�N�������,�Q���D�G�G�L�W�L�R�Q�����Z�L�W�K��

�U�H�J�D�U�G���W�R���D�H�V�W�K�H�W�L�F���I�X�Q�F�W�L�R�Q�D�O�L�W�\�����W�K�L�U�G���S�D�U�W�\���X�V�H���R�I���W�K�H���F�O�D�L�P�H�G���G�H�V�L�J�Q�����D�W���O�H�D�V�W����

�G�H�P�R�Q�V�W�U�D�W�H�V���W�K�D�W���)�R�U�H�Y�H�U���������Z�R�X�O�G���E�H���D�W���D���Q�R�Q���U�H�S�X�W�D�W�L�R�Q�D�O���G�L�V�D�G�Y�D�Q�W�D�J�H���L�I���L�W���Z�H�U�H��

�W�R���E�H���E�D�U�U�H�G���I�U�R�P���V�H�O�O�L�Q�J���W�K�H���F�O�D�L�P�H�G���G�H�V�L�J�Q���D�Q�G���I�X�U�W�K�H�U���V�K�R�Z�V���W�K�D�W���F�R�Q�V�X�P�H�U�V���Y�D�O�X�H��

�W�K�H���G�H�V�L�J�Q���D�V���D���G�H�V�L�J�Q���D�Q�G���Q�R�W���D�V���D���W�U�D�G�H�P�D�U�N�����E�\���Y�L�U�W�X�H���R�I���W�K�H���H�[�W�H�Q�W���R�I���L�W�V���H�[�L�V�W�H�Q�F�H��

�L�Q���W�K�H���P�D�U�N�H�W����

�7�+�,�5�'���&�$�8�6�(���2�)���$�&�7�,�2�1��

�����'�H�Q�L�D�O���R�I���)�H�G�H�U�D�O���5�H�J�L�V�W�U�D�W�L�R�Q���R�I���0�D�U�N�V���L�Q����

�8�6�3�7�2���$�S�S�O�L�F�D�W�L�R�Q���6�H�U�L�D�O���1�R�V�������������������������������������������D�Q�G����������������������

���������� �)�R�U�H�Y�H�U���������L�Q�F�R�U�S�R�U�D�W�H�V���S�D�U�D�J�U�D�S�K�V�������W�K�U�R�X�J�K�����������K�H�U�H�L�Q���E�\���U�H�I�H�U�H�Q�F�H����

���������� �7�K�H���G�L�V�W�U�L�F�W���F�R�X�U�W���P�D�\���G�H�W�H�U�P�L�Q�H���W�K�H���U�L�J�K�W���W�R���U�H�J�L�V�W�U�D�W�L�R�Q���R�I���D���P�D�U�N��������

Forschner Group v. B-Line A.G���������������)�����6�X�S�S�������������������������6���'���1���<�����������������G�L�V�W�U�L�F�W��

�F�R�X�U�W���K�D�V���V�X�E�M�H�F�W���P�D�W�W�H�U���M�X�U�L�V�G�L�F�W�L�R�Q���W�R���G�H�W�H�U�P�L�Q�H���W�K�H���U�H�J�L�V�W�U�D�E�L�O�L�W�\���R�I���G�H�I�H�Q�G�D�Q�W�¶�V��

�W�U�D�G�H�P�D�U�N���D�S�S�O�L�F�D�W�L�R�Q�V�����H�[�S�O�D�L�Q�L�Q�J���W�K�D�W���³�>�L�@�Q���W�U�D�G�H�P�D�U�N���L�Q�I�U�L�Q�J�H�P�H�Q�W���D�Q�G���X�Q�I�D�L�U��

�F�R�P�S�H�W�L�W�L�R�Q���F�D�V�H�V�����F�R�X�U�W�V���U�R�X�W�L�Q�H�O�\���S�H�U�I�R�U�P���H�V�V�H�Q�W�L�D�O�O�\���W�K�H���V�D�P�H���I�X�Q�F�W�L�R�Q���D�V���W�K�H���3�7�2��

�L�Q���G�H�F�L�G�L�Q�J���L�I���F�R�P�S�H�W�L�W�R�U�V�¶���P�D�U�N�V���D�U�H���F�R�Q�I�X�V�L�Q�J�O�\���V�L�P�L�O�D�U���´������see also Avon Shoe Co. 

v. David Crystal, Inc���������������)�����G�������������������������������G���&�L�U������������������

���������� �)�R�U�H�Y�H�U���������E�H�O�L�H�Y�H�V���W�K�D�W���L�W���Z�L�O�O���E�H���G�D�P�D�J�H�G���E�\���W�K�H���U�H�J�L�V�W�U�D�W�L�R�Q���R�I���W�K�H��

�P�D�U�N�V���W�K�D�W���D�U�H���W�K�H���V�X�E�M�H�F�W���R�I���8���6�����$�S�S�O�L�F�D�W�L�R�Q���6�H�U�L�D�O���1�R�V�������������������������������������������D�Q�G��

���������������������D�Q�G���K�H�U�H�E�\���V�H�H�N�V���G�H�Q�L�D�O���R�I���I�H�G�H�U�D�O���U�H�J�L�V�W�U�D�W�L�R�Q���R�I���W�K�H�V�H���P�D�U�N�V���R�Q���W�K�H��

�J�U�R�X�Q�G�V���W�K�D�W���W�K�H���P�D�U�N�V���W�K�D�W���D�U�H���W�K�H���V�X�E�M�H�F�W���R�I���W�K�H�V�H���D�S�S�O�L�F�D�W�L�R�Q�V���D�U�H���Q�R�W���U�H�J�L�V�W�U�D�E�O�H��

�I�R�U���O�D�F�N���R�I���V�H�F�R�Q�G�D�U�\���P�H�D�Q�L�Q�J���D�Q�G���R�U���E�H�F�D�X�V�H���W�K�H�\���D�U�H���J�H�Q�H�U�L�F���D�Q�G���R�U���E�H�F�D�X�V�H���W�K�H�\��

�D�U�H���D�H�V�W�K�H�W�L�F�D�O�O�\���I�X�Q�F�W�L�R�Q�D�O���E�H�F�D�X�V�H���R�I�����D�W���O�H�D�V�W�����W�K�H���O�D�F�N���R�I���H�[�F�O�X�V�L�Y�H���X�V�H���E�\���*�X�F�F�L��

�D�Q�G���W�K�H���W�K�L�U�G���S�D�U�W�\���X�V�H���R�I���W�K�H���F�O�D�L�P�H�G���G�H�V�L�J�Q�V���V�K�R�Z�Q���D�W���O�H�D�V�W���L�Q���S�D�U�D�J�U�D�S�K�V�������W�K�U�R�X�J�K��

���������D�E�R�Y�H�������/�D�F�N���R�I���H�[�F�O�X�V�L�Y�H���X�V�H���S�U�H�Y�H�Q�W�V���W�K�H���F�O�D�L�P�H�G���G�H�V�L�J�Q���I�U�R�P���D�F�W�L�Q�J���D�V���D��
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� � � �� �� ����� �&�D�V�H���1�R���������������F�Y���������������)�0�2���(����
�6�0�5�+�������������������������� �6�(�&�2�1�'���$�0�(�1�'�(�'���&�2�0�3�/�$�,�1�7
��

�W�U�D�G�H�P�D�U�N���D�Q�G���I�R�U���W�K�L�V���U�H�D�V�R�Q���D�O�R�Q�H�����F�D�Q�Q�R�W���E�H���D���U�H�J�L�V�W�H�U�H�G���P�D�U�N�������,�Q���D�G�G�L�W�L�R�Q�����Z�L�W�K��

�U�H�J�D�U�G���W�R���D�H�V�W�K�H�W�L�F���I�X�Q�F�W�L�R�Q�D�O�L�W�\�����W�K�L�U�G���S�D�U�W�\���X�V�H���R�I���W�K�H���F�O�D�L�P�H�G���G�H�V�L�J�Q�����D�W���O�H�D�V�W����

�G�H�P�R�Q�V�W�U�D�W�H�V���W�K�D�W���)�R�U�H�Y�H�U���������Z�R�X�O�G���E�H���D�W���D���Q�R�Q���U�H�S�X�W�D�W�L�R�Q�D�O���G�L�V�D�G�Y�D�Q�W�D�J�H���L�I���L�W���Z�H�U�H��

�W�R���E�H���E�D�U�U�H�G���I�U�R�P���V�H�O�O�L�Q�J���W�K�H���F�O�D�L�P�H�G���G�H�V�L�J�Q���D�Q�G���I�X�U�W�K�H�U���V�K�R�Z�V���W�K�D�W���F�R�Q�V�X�P�H�U�V���Y�D�O�X�H��

�W�K�H���G�H�V�L�J�Q���D�V���D���G�H�V�L�J�Q���D�Q�G���Q�R�W���D�V���D���W�U�D�G�H�P�D�U�N�����E�\���Y�L�U�W�X�H���R�I���W�K�H���H�[�W�H�Q�W���R�I���L�W�V���H�[�L�V�W�H�Q�F�H��

�L�Q���W�K�H���P�D�U�N�H�W����

�3�5�$�<�(�5���)�2�5���5�(�/�,�(�)��

�:�+�(�5�(�)�2�5�(�����)�R�U�H�Y�H�U���������S�U�D�\�V���I�R�U���W�K�H���I�R�O�O�R�Z�L�Q�J���U�H�O�L�H�I����

������ �$���M�X�G�J�P�H�Q�W���G�H�F�O�D�U�L�Q�J���W�K�D�W�����D�����W�K�H���E�O�X�H���U�H�G���E�O�X�H���D�Q�G���J�U�H�H�Q���U�H�G���J�U�H�H�Q��

�V�W�U�L�S�H�V���R�Q���)�R�U�H�Y�H�U�������¶�V���6�W�U�L�S�H�G���3�U�R�G�X�F�W�V���D�U�H���R�U�Q�D�P�H�Q�W�D�O���D�Q�G���G�R���Q�R�W���V�H�U�Y�H���D���V�R�X�U�F�H��

�L�G�H�Q�W�L�I�\�L�Q�J���I�X�Q�F�W�L�R�Q�����D�Q�G�����E�����)�R�U�H�Y�H�U�������¶�V���6�W�U�L�S�H�G���3�U�R�G�X�F�W�V���G�R���Q�R�W���L�Q�I�U�L�Q�J�H���D�Q�\��

�W�U�D�G�H�P�D�U�N���U�L�J�K�W�V���R�Z�Q�H�G���E�\���*�X�F�F�L����

������ �$���M�X�G�J�P�H�Q�W���G�H�F�O�D�U�L�Q�J���W�K�D�W���)�R�U�H�Y�H�U���������K�D�V���W�K�H���U�L�J�K�W���W�R���X�V�H���E�O�X�H���U�H�G���E�O�X�H��

�D�Q�G���J�U�H�H�Q���U�H�G���J�U�H�H�Q���V�W�U�L�S�H�V���R�Q���S�U�R�G�X�F�W�V���V�R�O�G���D�Q�G���R�I�I�H�U�H�G���I�R�U���V�D�O�H���E�\���)�R�U�H�Y�H�U�����������I�U�H�H��

�I�U�R�P���L�Q�W�H�U�I�H�U�H�Q�F�H���E�\���*�X�F�F�L�����L�W�V���R�I�I�L�F�H�U�V�����D�J�H�Q�W�V�����H�P�S�O�R�\�H�H�V�����D�W�W�R�U�Q�H�\�V�����S�U�L�Y�L�H�V����

�U�H�S�U�H�V�H�Q�W�D�W�L�Y�H�V�����V�X�F�F�H�V�V�R�U�V���D�Q�G���D�V�V�L�J�Q�V�����D�Q�G���D�Q�\���D�Q�G���D�O�O���S�H�U�V�R�Q�V���D�F�W�L�Q�J���L�Q���D�F�W�L�Y�H��

�F�R�Q�F�H�U�W���R�U���S�D�U�W�L�F�L�S�D�W�L�R�Q���Z�L�W�K���R�U���X�Q�G�H�U���D�X�W�K�R�U�L�W�\���I�U�R�P���*�X�F�F�L����

������ �$���M�X�G�J�P�H�Q�W���R�U�G�H�U�L�Q�J���W�K�D�W���*�X�F�F�L�����L�W�V���R�I�I�L�F�H�U�V�����D�J�H�Q�W�V�����H�P�S�O�R�\�H�H�V����

�D�W�W�R�U�Q�H�\�V�����S�U�L�Y�L�H�V�����U�H�S�U�H�V�H�Q�W�D�W�L�Y�H�V�����V�X�F�F�H�V�V�R�U�V���D�Q�G���D�V�V�L�J�Q�V�����D�Q�G���D�Q�\���D�Q�G���D�O�O���S�H�U�V�R�Q�V���L�Q��

�D�F�W�L�Y�H���F�R�Q�F�H�U�W���R�U���S�D�U�W�L�F�L�S�D�W�L�R�Q���Z�L�W�K���R�U���X�Q�G�H�U���D�X�W�K�R�U�L�W�\���I�U�R�P���*�X�F�F�L�����E�H���S�H�U�P�D�Q�H�Q�W�O�\��

�H�Q�M�R�L�Q�H�G���I�U�R�P����

�D���� �,�Q�W�H�U�I�H�U�L�Q�J���Z�L�W�K���R�U���W�K�U�H�D�W�H�Q�L�Q�J���W�R���L�Q�W�H�U�I�H�U�H���Z�L�W�K���W�K�H���X�V�H���R�I���E�O�X�H���U�H�G��

�E�O�X�H���D�Q�G���J�U�H�H�Q���U�H�G���J�U�H�H�Q���V�W�U�L�S�H�V���E�\���)�R�U�H�Y�H�U�����������L�W�V���U�H�O�D�W�H�G��

�F�R�P�S�D�Q�L�H�V�����V�X�F�F�H�V�V�R�U�V���R�U���D�V�V�L�J�Q�V�����L�Q���F�R�Q�Q�H�F�W�L�R�Q���Z�L�W�K���L�W�V���R�U���W�K�H�L�U��

�E�X�V�L�Q�H�V�V����

�E�����,�Q�V�W�L�W�X�W�L�Q�J���R�U���S�U�R�V�H�F�X�W�L�Q�J���D�Q�\���V�X�L�W���R�U���R�W�K�H�U���S�U�R�F�H�H�G�L�Q�J���S�O�D�F�L�Q�J���L�Q��

�L�V�V�X�H���W�K�H���U�L�J�K�W���R�I���)�R�U�H�Y�H�U���������R�U���V�D�L�G���U�H�O�D�W�H�G���F�R�P�S�D�Q�L�H�V�����V�X�F�F�H�V�V�R�U�V��
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� � � �� �� ����� �&�D�V�H���1�R���������������F�Y���������������)�0�2���(����
�6�0�5�+�������������������������� �6�(�&�2�1�'���$�0�(�1�'�(�'���&�2�0�3�/�$�,�1�7
��

�R�U���D�V�V�L�J�Q�V���W�R���X�V�H���W�K�H���E�O�X�H���U�H�G���E�O�X�H���D�Q�G���J�U�H�H�Q���U�H�G���J�U�H�H�Q���V�W�U�L�S�H�V���L�Q��

�F�R�Q�Q�H�F�W�L�R�Q���Z�L�W�K���S�U�R�G�X�F�W�V���V�R�O�G���R�U���R�I�I�H�U�H�G���I�R�U���V�D�O�H���E�\���)�R�U�H�Y�H�U����������

������ �$���M�X�G�J�P�H�Q�W���R�U�G�H�U�L�Q�J���W�K�H���F�D�Q�F�H�O�O�D�W�L�R�Q���R�I���5�H�J�L�V�W�U�D�W�L�R�Q���1�R�V����������������������

�������������������������������������D�Q�G��������������������

������ �$���M�X�G�J�P�H�Q�W���R�U�G�H�U�L�Q�J���W�K�H���G�H�Q�L�D�O���R�I���U�H�J�L�V�W�U�D�W�L�R�Q���R�I���$�S�S�O�L�F�D�W�L�R�Q���6�H�U�L�D�O��

�1�R�V���������������������������������������������D�Q�G����������������������

������ �$�Q���D�Z�D�U�G���R�I���F�R�V�W�V���L�Q���W�K�L�V���D�F�W�L�R�Q����

������ �$���I�L�Q�G�L�Q�J���W�K�D�W���W�K�L�V���F�D�V�H���L�V���³�H�[�F�H�S�W�L�R�Q�D�O�´���Z�L�W�K�L�Q���W�K�H���P�H�D�Q�L�Q�J���R�I��������

�8���6���&�����†�������������D�Q�G���D���F�R�U�U�H�V�S�R�Q�G�L�Q�J���D�Z�D�U�G���R�I���D�W�W�R�U�Q�H�\�V�¶���I�H�H�V���L�Q���)�R�U�H�Y�H�U�������¶�V���I�D�Y�R�U����

�D�Q�G�� ��

������ �)�R�U���V�X�F�K���R�W�K�H�U�����I�X�U�W�K�H�U�����R�U���G�L�I�I�H�U�H�Q�W���U�H�O�L�H�I���D�V���W�K�H���&�R�X�U�W���G�H�H�P�V���M�X�V�W���D�Q�G��

�S�U�R�S�H�U����

�'�(�0�$�1�'���)�2�5���-�8�5�<���7�5�,�$�/��

�� �3�O�D�L�Q�W�L�I�I���)�2�5�(�9�(�5�����������,�1�&�����G�H�P�D�Q�G�V���D���W�U�L�D�O���E�\���M�X�U�\���D�V���W�R���D�O�O���L�V�V�X�H�V���V�R��

�W�U�L�D�E�O�H������

��

�'�D�W�H�G�������'�H�F�H�P�E�H�U����������������

�� �6�+�(�3�3�$�5�'�����0�8�/�/�,�1�����5�,�&�+�7�(�5���	���+�$�0�3�7�2�1��

�/�/�3

�� ��
��
�%�\�� /s/ Laura L. Chapman

�� �/�$�8�5�$���/�����&�+�$�3�0�$�1��
��

�$�W�W�R�U�Q�H�\�V���I�R�U���3�O�D�L�Q�W�L�I�I����
�)�2�5�(�9�(�5�����������,�1�&��

� � � �
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� � � �� �� ����� �&�D�V�H���1�R���������������F�Y���������������)�0�2���(����
�6�0�5�+�������������������������� �6�(�&�2�1�'���$�0�(�1�'�(�'���&�2�0�3�/�$�,�1�7
��

�&�(�5�7�,�)�,�&�$�7�(���2�)���6�(�5�9�,�&�(��

�� �,���K�H�U�H�E�\���F�H�U�W�L�I�\���W�K�D�W���,���H�O�H�F�W�U�R�Q�L�F�D�O�O�\���I�L�O�H�G���W�K�H���G�R�F�X�P�H�Q�W���V�����Z�L�W�K���W�K�H���&�O�H�U�N���R�I��

�W�K�H���&�R�X�U�W���E�\���X�V�L�Q�J���W�K�H���&�0���(�&�)���V�\�V�W�H�P�������3�D�U�W�L�F�L�S�D�Q�W�V���L�Q���W�K�H���F�D�V�H���Z�K�R���D�U�H���U�H�J�L�V�W�H�U�H�G��

�&�0���(�&�)���X�V�H�U�V���Z�L�O�O���E�H���V�H�U�Y�H�G���E�\���W�K�H���&�0���(�&�)���V�\�V�W�H�P�������3�D�U�W�L�F�L�S�D�Q�W�V���L�Q���W�K�H���F�D�V�H���Z�K�R��
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To: Gucci America, Inc. (trademarks@kelleydrye.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87116786 - 021282-2205

Sent: 11/9/2016 4:23:14 PM

Sent As: ECOM106@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  87116786
 
MARK:
 

 
        

*87116786*
CORRESPONDENT ADDRESS:
       ANDREA L. CALVARUSO
       KELLEY DRYE & WARREN LLP
       101 PARK AVENUE
       NEW YORK, NY 10178
       

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE
 

APPLICANT: Gucci America, Inc.
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :  
       021282-2205
CORRESPONDENT E-MAIL ADDRESS:  
       trademarks@kelleydrye.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 11/9/2016
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to
the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.
 
SEARCH RESULTS
 
The trademark examining attorney has searched the Office’s database of registered and pending marks and has found no conflicting marks that
would bar registration under Trademark Act Section 2(d).  TMEP §704.02; see 15 U.S.C. §1052(d).
SUMMARY OF ISSUES:

ORNAMENTAL REFUSAL
 
 

SECTIONS 1, 2 AND 45 REFUSAL – MERELY ORNAMENTAL

 
Registration is refused because the applied-for mark as used on the specimen of record is merely a decorative or ornamental feature of the goods
and, thus, does not function as a trademark to indicate the source of applicant’s goods and to identify and distinguish them from others.  
Trademark Act Sections 1, 2, and 45, 15 U.S.C. §§1051-1052, 1127; see In re Villeroy & Boch S.A.R.L., 5 USPQ2d 1451, 1454 (TTAB 1987);
TMEP §§904.07(b), 1202.03 et seq.
 
The applied-for mark as used on the specimen would be perceived as merely a decorative or ornamental feature of the goods because of its
nature, stripes, and placement on the goods.
 
The following factors may apply when determining whether an ornamental mark is inherently distinctive:



 
(1)  Whether the design is a common basic shape or design;

 
(2)  Whether the design is unique or unusual in the field for the identified goods;

 
(3)  Whether the design is a mere refinement of a commonly adopted and well-known form of ornamentation for the particular class of
goods; and

 
(4)  Whether the design is capable of creating a commercial impression distinct from any accompanying matter (such as wording), if
presented together with text or other matter.

 
See Seabrook Foods, Inc. v. Bar-Well Foods, Ltd., 568 F.2d 1342, 1344, 196 USPQ 289, 291 (C.C.P.A. 1977); In re Right-On Co., 87 USPQ2d
1152 (TTAB 2008); In re F.C.F. Inc., 30 USPQ2d 1825, 1827 (TTAB 1994); In re Chung, Jeanne & Kim Co., 226 USPQ 938 (TTAB 1985);
TMEP §1202.03(b).
 
When evaluating a mark that appears to be ornamental, the size, location, dominance, and significance of the alleged mark as applied to the
goods are all relevant factors in determining the commercial impression of the applied-for mark.  See, e.g., In re Lululemon Athletica Can. Inc.,
105 USPQ2d 1684, 1687 (TTAB 2013) (quoting In re Right-On Co., 87 USPQ2d 1152, 1156 (TTAB 2008)); In re Dimitri’s Inc ., 9 USPQ2d
1666, 1667 (TTAB 1988); TMEP §1202.03(a).
 
In appropriate circumstances, applicant may overcome this refusal by satisfying one of the following options:
 
(1)       Submit a different specimen (a verified “substitute” specimen) that (a) was in actual use in commerce at least as early as the filing date of
the application (or prior to the filing of an amendment to allege use) and (b) shows proper trademark use for each international class identified in
the application or amendment to allege use.
 
(2)       Amend to the SupplementalRegister, which is a second trademark register for marks not yet eligible for registration on the Principal
Register, but which may become capable over time of functioning as source indicators. 
 
(3)       Claim acquired distinctiveness under Trademark Act Section 2(f) by submitting evidence that the applied-for mark has become distinctive
of applicant’s goods; that is, proof that applicant’s extensive use and promotion of the mark has allowed consumers now directly to associate the
mark with applicant as the source of the goods.
 
(4)       Submit evidence that the applied-for mark is an indicator of secondary source; that is, proof that the mark is already recognized as a
source indicator for other goods or services that applicant sells/offers.    
 
(5)       Amend the filing basis tointent to use under Section 1(b).  This option will later necessitate additional fee(s) and filing requirements.
 
For an overview of all response options referenced above and instructions on how to satisfy each option online using the Trademark Electronic
Application System (TEAS) form, please go to http://www.uspto.gov/trademarks/law/ornamental.jsp.
 
 
 
With respect to clothing, consumers may recognize small designs or discrete wording as trademarks, rather than as merely ornamental features,
when located, for example, on the pocket or breast area of a shirt.  See TMEP §1202.03(a).  Consumers may not, however, perceive larger
designs or slogans as trademarks when such matter is prominently displayed across the front of a t-shirt.  See In re Pro-Line Corp., 28 USPQ2d at
1142 (holding BLACKER THE COLLEGE SWEETER THE KNOWLEDGE centered in large letters across most of the upper half of a shirt, to
be a primarily ornamental slogan that was not likely to be perceived as a source indicator); In re Dimitri’s Inc. , 9 USPQ2d at 1667-68 (holding
SUMO used in connection with stylized depictions of sumo wrestlers and displayed in large lettering across the top-center portion of t-shirts and
caps, to be an ornamental feature of the goods that did not function as a trademark); TMEP §1202.03(a), (b), (f)(i), (f)(ii).
 
 
Consumers would view the applied-for mark as a decorative or ornamental feature of the goods, rather than as a trademark to indicate the source
of applicant’s goods and to distinguish them from others.
 
Although there is no prescribed method or place for affixation of a mark to goods, the location of a mark on the goods “is part of the
environment in which the [mark] is perceived by the public and . . . may influence how the [mark] is perceived.”   In re Tilcon Warren Inc., 221
USPQ 86, 88 (TTAB 1984); see In re Paramount Pictures Corp., 213 USPQ 1111, 1115 (TTAB 1982).  Thus, where consumers have been
conditioned to recognize trademarks in a certain location, as on the breast area of a shirt, ornamental matter placed in a different location is less
likely to be perceived as an indicator of source.  See TMEP §1202.03(a), (b).
 



RESPONSE GUIDELINES
 
For this application to proceed toward registration, applicant must explicitly address each refusal and/or requirement raised in this Office action. 
If the action includes a refusal, applicant may provide arguments and/or evidence as to why the refusal should be withdrawn and the mark should
register.  Applicant may also have other options for responding to a refusal and should consider such options carefully.  To respond to
requirements and certain refusal response options, applicant should set forth in writing the required changes or statements.   
 
If applicant does not respond to this Office action within six months of the issue/mailing date, or responds by expressly abandoning the
application, the application process will end, the trademark will fail to register, and the application fee will not be refunded.  See 15 U.S.C.
§1062(b); 37 C.F.R. §§2.65(a), 2.68(a), 2.209(a); TMEP §§405.04, 718.01, 718.02.  Where the application has been abandoned for failure to
respond to an Office action, applicant’s only option would be to file a timely petition to revive the application, which, if granted, would allow
the application to return to live status.  See 37 C.F.R. §2.66; TMEP §1714.  There is a $100 fee for such petitions.  See 37 C.F.R. §§2.6,
2.66(b)(1).
 
 
 
 
 
 
 
 
TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE:  Applicants who filed their application
online using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to
Office actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address;
and (3) agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application.  See 37 C.F.R. §§2.22(b),
2.23(b); TMEP §§819, 820.  TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional processing fee of
$50 per international class of goods and/or services.  37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04.  However, in certain
situations, TEAS Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by telephone or e-
mail without incurring this additional fee.  
 
 
 

/lindamickleburgh/
Linda Mickleburgh
Examining Attorney
Law Office 106
linda.mickleburgh@uspto.gov
571-272-9198
 

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. 
For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the
response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 



 



To: Gucci America, Inc. (trademarks@kelleydrye.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87116786 - 021282-2205

Sent: 11/9/2016 4:23:15 PM

Sent As: ECOM106@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 11/9/2016 FOR U.S. APPLICATION SERIAL NO. 87116786

 
Please follow the instructions below:
 
(1)  TO READ THE LETTER:   Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:   Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period.  Your response deadline will be calculated from11/9/2016(or sooner if specified in the Office action).  For information
regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp. 
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions.  Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System
(TEAS) response form located at http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney.  For
technicalassistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application. For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:   Private companiesnot associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations.  These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document.  Many solicitations require that you pay
“fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation.  All officialUSPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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To: Gucci America, Inc. (trademarks@kelleydrye.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87116368 - 021282-2204

Sent: 11/9/2016 4:22:26 PM

Sent As: ECOM106@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  87116368
 
MARK:
 

 
        

*87116368*
CORRESPONDENT ADDRESS:
       ANDREA L. CALVARUSO
       KELLEY DRYE & WARREN LLP
       101 PARK AVENUE
       NEW YORK, NY 10178
       

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE
 

APPLICANT: Gucci America, Inc.
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :  
       021282-2204
CORRESPONDENT E-MAIL ADDRESS:  
       trademarks@kelleydrye.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 11/9/2016
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to
the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.
 
SEARCH RESULTS
 
The trademark examining attorney has searched the Office’s database of registered and pending marks and has found no conflicting marks that
would bar registration under Trademark Act Section 2(d).  TMEP §704.02; see 15 U.S.C. §1052(d).
SUMMARY OF ISSUES:

ORNAMENTAL REFUSAL
 

SECTIONS 1, 2 AND 45 REFUSAL – MERELY ORNAMENTAL

 
Registration is refused because the applied-for mark as used on the specimen of record is merely a decorative or ornamental feature of the goods
and, thus, does not function as a trademark to indicate the source of applicant’s goods and to identify and distinguish them from others.  
Trademark Act Sections 1, 2, and 45, 15 U.S.C. §§1051-1052, 1127; see In re Villeroy & Boch S.A.R.L., 5 USPQ2d 1451, 1454 (TTAB 1987);
TMEP §§904.07(b), 1202.03 et seq.
 
The applied-for mark as used on the specimen would be perceived as merely a decorative or ornamental feature of the goods because of its
nature, stripes, and placement on the goods.
 
 
The following factors may apply when determining whether an ornamental mark is inherently distinctive:



 
(1)  Whether the design is a common basic shape or design;

 
(2)  Whether the design is unique or unusual in the field for the identified goods;

 
(3)  Whether the design is a mere refinement of a commonly adopted and well-known form of ornamentation for the particular class of
goods; and

 
(4)  Whether the design is capable of creating a commercial impression distinct from any accompanying matter (such as wording), if
presented together with text or other matter.

 
See Seabrook Foods, Inc. v. Bar-Well Foods, Ltd., 568 F.2d 1342, 1344, 196 USPQ 289, 291 (C.C.P.A. 1977); In re Right-On Co., 87 USPQ2d
1152 (TTAB 2008); In re F.C.F. Inc., 30 USPQ2d 1825, 1827 (TTAB 1994); In re Chung, Jeanne & Kim Co., 226 USPQ 938 (TTAB 1985);
TMEP §1202.03(b).
 
When evaluating a mark that appears to be ornamental, the size, location, dominance, and significance of the alleged mark as applied to the
goods are all relevant factors in determining the commercial impression of the applied-for mark.  See, e.g., In re Lululemon Athletica Can. Inc.,
105 USPQ2d 1684, 1687 (TTAB 2013) (quoting In re Right-On Co., 87 USPQ2d 1152, 1156 (TTAB 2008)); In re Dimitri’s Inc ., 9 USPQ2d
1666, 1667 (TTAB 1988); TMEP §1202.03(a).
 
In appropriate circumstances, applicant may overcome this refusal by satisfying one of the following options:
 
(1)       Submit a different specimen (a verified “substitute” specimen) that (a) was in actual use in commerce at least as early as the filing date of
the application (or prior to the filing of an amendment to allege use) and (b) shows proper trademark use for each international class identified in
the application or amendment to allege use.
 
(2)       Amend to the SupplementalRegister, which is a second trademark register for marks not yet eligible for registration on the Principal
Register, but which may become capable over time of functioning as source indicators. 
 
(3)       Claim acquired distinctiveness under Trademark Act Section 2(f) by submitting evidence that the applied-for mark has become distinctive
of applicant’s goods; that is, proof that applicant’s extensive use and promotion of the mark has allowed consumers now directly to associate the
mark with applicant as the source of the goods.
 
(4)       Submit evidence that the applied-for mark is an indicator of secondary source; that is, proof that the mark is already recognized as a
source indicator for other goods or services that applicant sells/offers.    
 
(5)       Amend the filing basis tointent to use under Section 1(b).  This option will later necessitate additional fee(s) and filing requirements.
 
For an overview of all response options referenced above and instructions on how to satisfy each option online using the Trademark Electronic
Application System (TEAS) form, please go to http://www.uspto.gov/trademarks/law/ornamental.jsp.
 
 
 
With respect to clothing, consumers may recognize small designs or discrete wording as trademarks, rather than as merely ornamental features,
when located, for example, on the pocket or breast area of a shirt.  See TMEP §1202.03(a).  Consumers may not, however, perceive larger
designs or slogans as trademarks when such matter is prominently displayed across the front of a t-shirt.  See In re Pro-Line Corp., 28 USPQ2d at
1142 (holding BLACKER THE COLLEGE SWEETER THE KNOWLEDGE centered in large letters across most of the upper half of a shirt, to
be a primarily ornamental slogan that was not likely to be perceived as a source indicator); In re Dimitri’s Inc. , 9 USPQ2d at 1667-68 (holding
SUMO used in connection with stylized depictions of sumo wrestlers and displayed in large lettering across the top-center portion of t-shirts and
caps, to be an ornamental feature of the goods that did not function as a trademark); TMEP §1202.03(a), (b), (f)(i), (f)(ii).
 
 
Consumers would view the applied-for mark as a decorative or ornamental feature of the goods, rather than as a trademark to indicate the source
of applicant’s goods and to distinguish them from others.
 
Although there is no prescribed method or place for affixation of a mark to goods, the location of a mark on the goods “is part of the
environment in which the [mark] is perceived by the public and . . . may influence how the [mark] is perceived.”   In re Tilcon Warren Inc., 221
USPQ 86, 88 (TTAB 1984); see In re Paramount Pictures Corp., 213 USPQ 1111, 1115 (TTAB 1982).  Thus, where consumers have been
conditioned to recognize trademarks in a certain location, as on the breast area of a shirt, ornamental matter placed in a different location is less
likely to be perceived as an indicator of source.  See TMEP §1202.03(a), (b).
 



 
RESPONSE GUIDELINES
 
For this application to proceed toward registration, applicant must explicitly address each refusal and/or requirement raised in this Office action. 
If the action includes a refusal, applicant may provide arguments and/or evidence as to why the refusal should be withdrawn and the mark should
register.  Applicant may also have other options for responding to a refusal and should consider such options carefully.  To respond to
requirements and certain refusal response options, applicant should set forth in writing the required changes or statements.   
 
If applicant does not respond to this Office action within six months of the issue/mailing date, or responds by expressly abandoning the
application, the application process will end, the trademark will fail to register, and the application fee will not be refunded.  See 15 U.S.C.
§1062(b); 37 C.F.R. §§2.65(a), 2.68(a), 2.209(a); TMEP §§405.04, 718.01, 718.02.  Where the application has been abandoned for failure to
respond to an Office action, applicant’s only option would be to file a timely petition to revive the application, which, if granted, would allow
the application to return to live status.  See 37 C.F.R. §2.66; TMEP §1714.  There is a $100 fee for such petitions.  See 37 C.F.R. §§2.6,
2.66(b)(1).
 
 
 
 
 
 
 
TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE:  Applicants who filed their application
online using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to
Office actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address;
and (3) agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application.  See 37 C.F.R. §§2.22(b),
2.23(b); TMEP §§819, 820.  TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional processing fee of
$50 per international class of goods and/or services.  37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04.  However, in certain
situations, TEAS Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by telephone or e-
mail without incurring this additional fee.  
 
 
 

/lindamickleburgh/
Linda Mickleburgh
Examining Attorney
Law Office 106
linda.mickleburgh@uspto.gov
571-272-9198
 

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. 
For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the
response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking
status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 



 



To: Gucci America, Inc. (trademarks@kelleydrye.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87116368 - 021282-2204

Sent: 11/9/2016 4:22:27 PM

Sent As: ECOM106@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 11/9/2016 FOR U.S. APPLICATION SERIAL NO. 87116368

 
Please follow the instructions below:
 
(1)  TO READ THE LETTER:   Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:   Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period.  Your response deadline will be calculated from11/9/2016(or sooner if specified in the Office action).  For information
regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp. 
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions.  Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System
(TEAS) response form located at http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney.  For
technicalassistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application. For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:   Private companiesnot associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations.  These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document.  Many solicitations require that you pay
“fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation.  All officialUSPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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To: Gucci America, Inc. (trademarks@kelleydrye.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87206686 - 021282-2214

Sent: 11/9/2016 4:31:48 PM

Sent As: ECOM106@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

 
U.S. APPLICATION SERIAL NO.  87206686
 
MARK:
 

 
        

*87206686*
CORRESPONDENT ADDRESS:
       ANDREA L. CALVARUSO
       KELLEY DRYE & WARREN LLP
       101 PARK AVENUE
       NEW YORK, NY 10178
       

 
CLICK HERE TO RESPOND TO THIS LETTER:
http://www.uspto.gov/trademarks/teas/response_forms.jsp

 
VIEW YOUR APPLICATION FILE
 

APPLICANT: Gucci America, Inc.
 

 
 

CORRESPONDENT’S REFERENCE/DOCKET NO :  
       021282-2214
CORRESPONDENT E-MAIL ADDRESS:  
       trademarks@kelleydrye.com

 

 
 

OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT’S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE: 11/9/2016
 
The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to
the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.
 
SEARCH RESULTS
 
The trademark examining attorney has searched the Office’s database of registered and pending marks and has found no conflicting marks that
would bar registration under Trademark Act Section 2(d).  TMEP §704.02; see 15 U.S.C. §1052(d).
SUMMARY OF ISSUES:

ORNAMENTAL REFUSAL
 

 
 
 

SECTIONS 1, 2 AND 45 REFUSAL – MERELY ORNAMENTAL

 
Registration is refused because the applied-for mark as used on the specimen of record is merely a decorative or ornamental feature of the goods
and, thus, does not function as a trademark to indicate the source of applicant’s goods and to identify and distinguish them from others.  
Trademark Act Sections 1, 2, and 45, 15 U.S.C. §§1051-1052, 1127; see In re Villeroy & Boch S.A.R.L., 5 USPQ2d 1451, 1454 (TTAB 1987);
TMEP §§904.07(b), 1202.03 et seq.
 
The applied-for mark as used on the specimen would be perceived as merely a decorative or ornamental feature of the goods because of its
nature, stripes, and placement on the goods.



 
 
The following factors may apply when determining whether an ornamental mark is inherently distinctive:
 

(1)  Whether the design is a common basic shape or design;
 

(2)  Whether the design is unique or unusual in the field for the identified goods;
 

(3)  Whether the design is a mere refinement of a commonly adopted and well-known form of ornamentation for the particular class of
goods; and

 
(4)  Whether the design is capable of creating a commercial impression distinct from any accompanying matter (such as wording), if
presented together with text or other matter.

 
See Seabrook Foods, Inc. v. Bar-Well Foods, Ltd., 568 F.2d 1342, 1344, 196 USPQ 289, 291 (C.C.P.A. 1977); In re Right-On Co., 87 USPQ2d
1152 (TTAB 2008); In re F.C.F. Inc., 30 USPQ2d 1825, 1827 (TTAB 1994); In re Chung, Jeanne & Kim Co., 226 USPQ 938 (TTAB 1985);
TMEP §1202.03(b).
 
When evaluating a mark that appears to be ornamental, the size, location, dominance, and significance of the alleged mark as applied to the
goods are all relevant factors in determining the commercial impression of the applied-for mark.  See, e.g., In re Lululemon Athletica Can. Inc.,
105 USPQ2d 1684, 1687 (TTAB 2013) (quoting In re Right-On Co., 87 USPQ2d 1152, 1156 (TTAB 2008)); In re Dimitri’s Inc ., 9 USPQ2d
1666, 1667 (TTAB 1988); TMEP §1202.03(a).
 
In appropriate circumstances, applicant may overcome this refusal by satisfying one of the following options:
 
(1)       Submit a different specimen (a verified “substitute” specimen) that (a) was in actual use in commerce at least as early as the filing date of
the application (or prior to the filing of an amendment to allege use) and (b) shows proper trademark use for each international class identified in
the application or amendment to allege use.
 
(2)       Amend to the SupplementalRegister, which is a second trademark register for marks not yet eligible for registration on the Principal
Register, but which may become capable over time of functioning as source indicators. 
 
(3)       Claim acquired distinctiveness under Trademark Act Section 2(f) by submitting evidence that the applied-for mark has become distinctive
of applicant’s goods; that is, proof that applicant’s extensive use and promotion of the mark has allowed consumers now directly to associate the
mark with applicant as the source of the goods.
 
(4)       Submit evidence that the applied-for mark is an indicator of secondary source; that is, proof that the mark is already recognized as a
source indicator for other goods or services that applicant sells/offers.    
 
(5)       Amend the filing basis tointent to use under Section 1(b).  This option will later necessitate additional fee(s) and filing requirements.
 
For an overview of all response options referenced above and instructions on how to satisfy each option online using the Trademark Electronic
Application System (TEAS) form, please go to http://www.uspto.gov/trademarks/law/ornamental.jsp.
 
 
 
With respect to clothing, consumers may recognize small designs or discrete wording as trademarks, rather than as merely ornamental features,
when located, for example, on the pocket or breast area of a shirt.  See TMEP §1202.03(a).  Consumers may not, however, perceive larger
designs or slogans as trademarks when such matter is prominently displayed across the front of a t-shirt.  See In re Pro-Line Corp., 28 USPQ2d at
1142 (holding BLACKER THE COLLEGE SWEETER THE KNOWLEDGE centered in large letters across most of the upper half of a shirt, to
be a primarily ornamental slogan that was not likely to be perceived as a source indicator); In re Dimitri’s Inc. , 9 USPQ2d at 1667-68 (holding
SUMO used in connection with stylized depictions of sumo wrestlers and displayed in large lettering across the top-center portion of t-shirts and
caps, to be an ornamental feature of the goods that did not function as a trademark); TMEP §1202.03(a), (b), (f)(i), (f)(ii).
 
 
Consumers would view the applied-for mark as a decorative or ornamental feature of the goods, rather than as a trademark to indicate the source
of applicant’s goods and to distinguish them from others.
 
Although there is no prescribed method or place for affixation of a mark to goods, the location of a mark on the goods “is part of the
environment in which the [mark] is perceived by the public and . . . may influence how the [mark] is perceived.”   In re Tilcon Warren Inc., 221
USPQ 86, 88 (TTAB 1984); see In re Paramount Pictures Corp., 213 USPQ 1111, 1115 (TTAB 1982).  Thus, where consumers have been



conditioned to recognize trademarks in a certain location, as on the breast area of a shirt, ornamental matter placed in a different location is less
likely to be perceived as an indicator of source.  See TMEP §1202.03(a), (b).
 
 
RESPONSE GUIDELINES
 
For this application to proceed toward registration, applicant must explicitly address each refusal and/or requirement raised in this Office action. 
If the action includes a refusal, applicant may provide arguments and/or evidence as to why the refusal should be withdrawn and the mark should
register.  Applicant may also have other options for responding to a refusal and should consider such options carefully.  To respond to
requirements and certain refusal response options, applicant should set forth in writing the required changes or statements.   
 
If applicant does not respond to this Office action within six months of the issue/mailing date, or responds by expressly abandoning the
application, the application process will end, the trademark will fail to register, and the application fee will not be refunded.  See 15 U.S.C.
§1062(b); 37 C.F.R. §§2.65(a), 2.68(a), 2.209(a); TMEP §§405.04, 718.01, 718.02.  Where the application has been abandoned for failure to
respond to an Office action, applicant’s only option would be to file a timely petition to revive the application, which, if granted, would allow
the application to return to live status.  See 37 C.F.R. §2.66; TMEP §1714.  There is a $100 fee for such petitions.  See 37 C.F.R. §§2.6,
2.66(b)(1).
 
 
 
 
 
 
 
 
TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS – TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE:  Applicants who filed their application
online using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to
Office actions (see TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address;
and (3) agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application.  See 37 C.F.R. §§2.22(b),
2.23(b); TMEP §§819, 820.  TEAS Plus or TEAS RF applicants who do not meet these requirements must submit an additional processing fee of
$50 per international class of goods and/or services.  37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04.  However, in certain
situations, TEAS Plus or TEAS RF applicants may respond to an Office action by authorizing an examiner’s amendment by telephone or e-
mail without incurring this additional fee.  
 
 
 

/lindamickleburgh/
Linda Mickleburgh
Examining Attorney
Law Office 106
linda.mickleburgh@uspto.gov
571-272-9198
 

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. 
For technical assistance with online forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i.e., a corporate officer, a general partner, all joint applicants).  If an applicant is represented by an attorney, the attorney must sign the
response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three to four months using the Trademark Status and Document Retrieval (TSDR) system at
http://tsdr.uspto.gov/.  Please keep a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-9199.  For more information on checking



status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at http://www.uspto.gov/trademarks/teas/correspondence.jsp.
 
 



To: Gucci America, Inc. (trademarks@kelleydrye.com)

Subject: U.S. TRADEMARK APPLICATION NO. 87206686 - 021282-2214

Sent: 11/9/2016 4:31:49 PM

Sent As: ECOM106@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
 
 

IMPORTANT NOTICE REGARDING YOUR
U.S. TRADEMARK APPLICATION

 
USPTO OFFICE ACTION (OFFICIAL LETTER) HAS ISSUED
ON 11/9/2016 FOR U.S. APPLICATION SERIAL NO. 87206686

 
Please follow the instructions below:
 
(1)  TO READ THE LETTER:   Click on this link or go to http://tsdr.uspto.gov, enter the U.S. application serial number, and click on
“Documents.”
 
The Office action may not be immediately viewable, to allow for necessary system updates of the application, but will be available within 24
hours of this e-mail notification.
 
(2)  TIMELY RESPONSE IS REQUIRED:   Please carefully review the Office action to determine (1) how to respond, and (2) the applicable
response time period.  Your response deadline will be calculated from11/9/2016(or sooner if specified in the Office action).  For information
regarding response time periods, see http://www.uspto.gov/trademarks/process/status/responsetime.jsp. 
 
Do NOT hit “Reply” to this e-mail notification, or otherwise e-mail your response because the USPTO does NOT accept e-mails as
responses to Office actions.  Instead, the USPTO recommends that you respond online using the Trademark Electronic Application System
(TEAS) response form located at http://www.uspto.gov/trademarks/teas/response_forms.jsp.
 
(3)  QUESTIONS:  For questions about the contents of the Office action itself, please contact the assigned trademark examining attorney.  For
technicalassistance in accessing or viewing the Office action in the Trademark Status and Document Retrieval (TSDR) system, please e-mail
TSDR@uspto.gov.

 
WARNING

 
Failure to file the required response by the applicable response deadline will result in the ABANDONMENT of your application. For
more information regarding abandonment, see http://www.uspto.gov/trademarks/basics/abandon.jsp.
 
PRIVATE COMPANY SOLICITATIONS REGARDING YOUR APPLICATION:   Private companiesnot associated with the USPTO are
using information provided in trademark applications to mail or e-mail trademark-related solicitations.  These companies often use names that
closely resemble the USPTO and their solicitations may look like an official government document.  Many solicitations require that you pay
“fees.”  
 
Please carefully review all correspondence you receive regarding this application to make sure that you are responding to an official document
from the USPTO rather than a private company solicitation.  All officialUSPTO correspondence will be mailed only from the “United States
Patent and Trademark Office” in Alexandria, VA; or sent by e-mail from the domain “@uspto.gov.”   For more information on how to handle
private company solicitations, see http://www.uspto.gov/trademarks/solicitation_warnings.jsp.
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ACCO,(Ex),AO120,DISCOVERY,MANADR,PROTORD
UNITED STATES DISTRICT COURT

CENTRAL DISTRICT OF CALIFORNIA (Western Division - Los Angeles)
CIVIL DOCKET FOR CASE #: 2:17-cv-04706-SJO-E

Forever 21, Inc. v. Gucci America, Inc. et al
Assigned to: Judge S. James Otero
Referred to: Magistrate Judge Charles F. Eick
Cause: 15:1114 Trademark Infringement

Date Filed: 06/26/2017
Jury Demand: Both
Nature of Suit: 840 Trademark
Jurisdiction: Federal Question

Plaintiff

Forever 21, Inc.
a Delaware corporation

represented byLaura L Chapman
Sheppard Mullin Richter and Hampton
LLP
4 Embarcadero Center 17th Floor
San Francisco, CA 94111-4109
415-434-9100
Fax: 415-434-3947
Email: lchapman@sheppardmullin.com
LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Seong Hwan Kim
Sheppard Mullin Richter and Hampton
LLP
1901 Avenue of the Stars 16th Floor
Los Angeles, CA 90067
310-228-3700
Fax: 310-228-3701
Email: shkim@sheppardmullin.com
LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Toni Qiu
Sheppard Mullin Richter and Hampton
LLP
Four Embarcadero Center 17th Floor
San Francisco, CA 94111-4109
415-434-9100
Fax: 415-434-3947
Email: tqiu@sheppardmullin.com
LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Kent R Raygor
Sheppard Mullin Richter and Hampton
LLP
1901 Avenue of the Stars 16th Floor
Los Angeles, CA 90067
310-228-3700
Fax: 310-228-3701
Email: kraygor@sheppardmullin.com
ATTORNEY TO BE NOTICED

V.

Defendant

Gucci America, Inc.
a New York corporation

represented byDaniel C Posner
Quinn Emanuel Urquhart and Sullivan LLP
865 South Figueroa Street 10th Floor
Los Angeles, CA 90017
213-443-3000

Case: 2:17-cv-04706-SJO-E   As of: 02/20/2018 07:43 PM PST   1 of 8



Fax: 213-443-3100
Email: danposner@quinnemanuel.com
ATTORNEY TO BE NOTICED

Robert L Raskopf
Quinn Emanuel Urquhart and Sullivan LLP
51 Madison Avenue 22nd Floor
New York, NY 10010
212-849-7000
Fax: 212-849-7100
Email: robertraskopf@quinnemanuel.com
PRO HAC VICE
ATTORNEY TO BE NOTICED

Susan Rachel Estrich
Quinn Emanuel Urquhart and Sullivan LLP
865 South Figueroa Street 10th Floor
Los Angeles, CA 90017-2543
213-443-3000
Fax: 213-443-3100
Email: susanestrich@quinnemanuel.com
ATTORNEY TO BE NOTICED

Zachary A Schenkkan
Quinn Emanuel Urquhart and Sullivan LLP
865 South Figueroa Street 10th Floor
Los Angeles, CA 90017
213-443-3000
Fax: 213-443-3100
Email: zackschenkkan@quinnemanuel.com
ATTORNEY TO BE NOTICED

Defendant

Guccio Gucci S.p.A.
an Italian entity
TERMINATED: 10/04/2017

Counter Claimant

Gucci America, Inc.
a New York corporation

represented byDaniel C Posner
(See above for address)
ATTORNEY TO BE NOTICED

Robert L Raskopf
(See above for address)
PRO HAC VICE
ATTORNEY TO BE NOTICED

Susan Rachel Estrich
(See above for address)
ATTORNEY TO BE NOTICED

Zachary A Schenkkan
(See above for address)
ATTORNEY TO BE NOTICED

V.

Counter Defendant

Forever 21, Inc.
a Delaware corporation

represented byLaura L Chapman
(See above for address)
LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Case: 2:17-cv-04706-SJO-E   As of: 02/20/2018 07:43 PM PST   2 of 8



Seong Hwan Kim
(See above for address)
LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Toni Qiu
(See above for address)
LEAD ATTORNEY
ATTORNEY TO BE NOTICED

Kent R Raygor
(See above for address)
ATTORNEY TO BE NOTICED

Date Filed # Docket Text

06/26/2017 1 COMPLAINT Receipt No: 0973-20082734 - Fee: $400, filed by Plaintiff Forever 21,
Inc.. (Attorney Laura L Chapman added to party Forever 21, Inc.(pty:pla))(Chapman,
Laura) (Entered: 06/26/2017)

06/26/2017 2 CIVIL COVER SHEET filed by Plaintiff Forever 21, Inc.. (Chapman, Laura)
(Entered: 06/26/2017)

06/26/2017 3 Request for Clerk to Issue Summons on Complaint (Attorney Civil Case Opening) 1
filed by Plaintiff Forever 21, Inc.. (Chapman, Laura) (Entered: 06/26/2017)

06/26/2017 4 Request for Clerk to Issue Summons on Complaint (Attorney Civil Case Opening) 1
filed by Plaintiff Forever 21, Inc.. (Chapman, Laura) (Entered: 06/26/2017)

06/26/2017 5 CERTIFICATE of Interested Parties filed by Plaintiff Forever 21, Inc., (Chapman,
Laura) (Entered: 06/26/2017)

06/26/2017 6 REPORT ON THE FILING OF AN ACTION Regarding a Patent or a Trademark
(Initial Notification) filed by Forever 21, Inc.. (Chapman, Laura) (Entered:
06/26/2017)

06/27/2017 7 NOTICE OF ASSIGNMENT to District Judge Fernando M. Olguin and Magistrate
Judge Charles F. Eick. (car) (Entered: 06/27/2017)

06/27/2017 8 NOTICE TO PARTIES OF COURT-DIRECTED ADR PROGRAM filed. (car)
(Entered: 06/27/2017)

06/27/2017 9 NOTICE OF DEFICIENCIES in Request to Issue Summons RE: Summons Request 4
, Summons Request 3 . The following error(s) was found: The name and address of the
attorney for plaintiff(s)must be entered in the appropriate field. The summons cannot
be issued until this defect has been corrected. Please correct the defect and re-file your
request. (car) (Entered: 06/27/2017)

06/27/2017 10 Request for Clerk to Issue Summons on Notice of Deficiency in Request to Issue
Summons, 9 , Complaint (Attorney Civil Case Opening) 1 filed by Plaintiff Forever
21, Inc.. (Chapman, Laura) (Entered: 06/27/2017)

06/27/2017 11 Request for Clerk to Issue Summons on Notice of Deficiency in Request to Issue
Summons, 9 , Complaint (Attorney Civil Case Opening) 1 filed by Plaintiff Forever
21, Inc.. (Chapman, Laura) (Entered: 06/27/2017)

06/28/2017 12 21 DAY Summons Issued re Complaint (Attorney Civil Case Opening) 1 as to
defendant Gucci America, Inc. (jp) (Entered: 06/28/2017)

06/28/2017 13 21 DAY Summons Issued re Complaint (Attorney Civil Case Opening) 1 as to
defendant Guccio Gucci S.p.A. (jp) (Entered: 06/28/2017)

06/30/2017 14 TEXT ONLY ENTRY by Chambers of Judge Fernando M. Olguin. This matter has
been assigned to District Judge Fernando M. Olguin. Judge Olguin requires mandatory
chambers copies of all e-filed documents no later than noon the following business
day. The Court refers counsel to the Court's Initial Standing Order found on the Court's
Website under Judge Olguin's Procedures and Schedules. Please read this Order

Case: 2:17-cv-04706-SJO-E   As of: 02/20/2018 07:43 PM PST   3 of 8



carefully.THERE IS NO PDF DOCUMENT ASSOCIATED WITH THIS ENTRY.
(vdr) TEXT ONLY ENTRY (Entered: 06/30/2017)

07/14/2017 15 Notice of Appearance or Withdrawal of Counsel: for attorney Zachary A Schenkkan
counsel for Defendant Gucci America, Inc.. Adding Zachary A. Schenkkan as counsel
of record for Gucci America for the reason indicated in the G-123 Notice. Filed by
Defendant Gucci America. (Attorney Zachary A Schenkkan added to party Gucci
America, Inc.(pty:dft))(Schenkkan, Zachary) (Entered: 07/14/2017)

07/14/2017 16 Notice of Appearance or Withdrawal of Counsel: for attorney Zachary A Schenkkan
counsel for Defendant Gucci America, Inc.. Adding Daniel C. Posner as counsel of
record for Gucci America for the reason indicated in the G-123 Notice. Filed by
Defendant Gucci America. (Schenkkan, Zachary) (Entered: 07/14/2017)

07/14/2017 17 Notice of Appearance or Withdrawal of Counsel: for attorney Zachary A Schenkkan
counsel for Defendant Gucci America, Inc.. Adding Susan R. Estrich as counsel of
record for Gucci America for the reason indicated in the G-123 Notice. Filed by
Defendant Gucci America. (Schenkkan, Zachary) (Entered: 07/14/2017)

07/14/2017 18 STIPULATION Extending Time to Answer the complaint as to Gucci America, Inc.
answer now due 8/9/2017, re Complaint (Attorney Civil Case Opening) 1 filed by
Defendant Gucci America, Inc..(Schenkkan, Zachary) (Entered: 07/14/2017)

07/28/2017 19 PROOF OF SERVICE filed by Plaintiff Forever 21, Inc., Initial Standing Order of
Judge Fernando M. Olguin served on 07/28/2017. (Chapman, Laura) (Entered:
07/28/2017)

08/08/2017 20 CERTIFICATE of Interested Parties filed by Defendant and Counterclaimant Gucci
America, Inc., (Schenkkan, Zachary) (Entered: 08/08/2017)

08/08/2017 21 NOTICE OF MOTION AND MOTION to Dismiss Count One of Complaint in Part;
Counts Two Through Five in Their Entirety filed by Defendant and Counterclaimant
Gucci America, Inc.. Motion set for hearing on 9/7/2017 at 10:00 AM before Judge
Fernando M. Olguin. (Attachments: # 1 Proposed Order) (Schenkkan, Zachary)
(Entered: 08/08/2017)

08/08/2017 22 ANSWER to Complaint (Attorney Civil Case Opening) 1 with JURY DEMAND,
COUNTERCLAIM against All Plaintiffs filed by Defendant and Counterclaimant
Gucci America, Inc.. (Attachments: # 1 Exhibit A, # 2 Exhibit B, # 3 Exhibit C, # 4
Exhibit D, # 5 Exhibit E, # 6 Exhibit F)(Schenkkan, Zachary) (Entered: 08/08/2017)

08/08/2017 23 APPLICATION of Non-Resident Attorney Robert L. Raskopf to Appear Pro Hac
Vice on behalf of Counter Claimant Gucci America, Inc., Defendant Gucci America,
Inc. (Pro Hac Vice Fee - Fee Paid, Receipt No. 0973-20313355) filed by Defedant
and Cou nterclaimant Gucci America, Inc.. (Attachments: # 1 Proposed Order)
(Schenkkan, Zachary) (Entered: 08/08/2017)

08/09/2017 24 ORDER SETTING SCHEDULING CONFERENCE by Judge Fernando M. Olguin.
Scheduling Conference set for 9/7/2017 at 10:00 AM before Judge Fernando M.
Olguin. (vdr) (Entered: 08/09/2017)

08/09/2017 25 ORDER ON APPLICATION OF NON-RESIDENT ATTORNEY TO APPEAR IN A
SPECIFIC CASE PRO HAC VICE by Judge Fernando M. Olguin: granting 23
Non-Resident Attorney Robert Raskopf APPLICATION to Appear Pro Hac Vice on
behalf of Defendant Gucci America Inc., designating Daniel C. Posner as local
counsel. (lt) (Entered: 08/10/2017)

08/14/2017 26 Joint STIPULATION to Continue Hearing Date and Scheduling Conference from
09/07/2017 to 09/21/2017 Re: NOTICE OF MOTION AND MOTION to Dismiss
Count One of Complaint in Part; Counts Two Through Five in Their Entirety 21 ,
Initial Order Setting R26 Scheduling Conference - form only 24 filed by Plaintiff and
Counter-Defendant Forever 21, Inc.. (Attachments: # 1 Proposed Order re Joint
Stipulation to Continue Hearing Date and Scheduling Conference Set for September 7,
2017)(Chapman, Laura) (Entered: 08/14/2017)

08/15/2017 27 ORDER RE: JOINT STIPULATION 26 by Judge Fernando M. Olguin. The
Scheduling Conference and Motion to Dismiss 21 are reset for hearing to 9/21/2017 at
10:00 AM before Judge Fernando M. Olguin. (vdr) (Entered: 08/15/2017)
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08/18/2017 28 PROOF OF SERVICE Executed by Plaintiff Forever 21, Inc., upon Defendant Gucci
America, Inc. served on 6/29/2017, answer due 8/9/2017. Service of the Summons and
Complaint were executed upon Defendant's Agent for Service of Process, CT
Corporation by Roopmattee Jairam, Person in Charge in compliance with Federal
Rules of Civil Procedure by service on a domestic corporation, unincorporated
association, or public entity.Original Summons NOT returned. (Chapman, Laura)
(Entered: 08/18/2017)

08/18/2017 29 PROOF OF SERVICE Executed by Plaintiff Forever 21, Inc., upon Defendant Guccio
Gucci S.p.A. served on 6/29/2017. Service of the Summons and Complaint were
executed upon Defendant's Agent for Service of Process, CT Corporation by
Roopmattee Jairam, Person in Charge in compliance with Federal Rules of Civil
Procedure by personal service.Original Summons NOT returned. (Chapman, Laura)
(Entered: 08/18/2017)

08/21/2017 30 Notice of Withdrawal of Service of Summons and Complaint Returned Executed (21
days), 29 filed by Plaintiff and Counter-Defendant Forever 21, Inc.. (Chapman, Laura)
(Entered: 08/21/2017)

08/24/2017 31 MEMORANDUM in Opposition to NOTICE OF MOTION AND MOTION to
Dismiss Count One of Complaint in Part; Counts Two Through Five in Their Entirety
21 filed by Plaintiff Forever 21, Inc., Counter Defendant Forever 21, Inc..
(Attachments: # 1 Proposed Order Denying Defendant and Counter-Claimant Gucci
America, Inc.'s Motion for Partial Dismissal of the Complaint)(Chapman, Laura)
(Entered: 08/24/2017)

09/07/2017 32 REPLY in Support of NOTICE OF MOTION AND MOTION to Dismiss Count One
of Complaint in Part; Counts Two Through Five in Their Entirety 21 filed by Counter
Claimant Gucci America, Inc., Defendant Gucci America, Inc.. (Schenkkan, Zachary)
(Entered: 09/07/2017)

09/07/2017 33 JOINT REPORT Rule 26(f) Discovery Plan Joint Report Rule 26(f) Report ; estimated
length of trial 10 days, filed by Plaintiff Forever 21, Inc., Counter Defendant Forever
21, Inc... (Chapman, Laura) (Entered: 09/07/2017)

09/14/2017 34 Plaintiff and Counter-Defendant Forever 21, Inc.'s Answer to Counterclaim - Jury
Trial Demanded ANSWER to Answer to Complaint (Attorney Civil Case Opening),,
Counterclaim, 22 filed by Plaintiff and Counter-Defendant Forever 21,
Inc..(Chapman, Laura) (Entered: 09/14/2017)

09/18/2017 35 TEXT ONLY ENTRY by Chambers of Judge Fernando M. Olguin. On the court's own
motion, the Motion to Dismiss 21 is taken off the 9/21/2017 calendar and placed under
submission. No appearances are required on 9/21/2017. An order with the court's
ruling will issue. THERE IS NO PDF DOCUMENT ASSOCIATED WITH THIS
ENTRY. (vdr) TEXT ONLY ENTRY (Entered: 09/18/2017)

09/18/2017 36 SCHEDULING AND CASE MANAGEMENT ORDER RE: JURY TRIAL by Judge
Fernando M. Olguin. The court deems a Scheduling Conference unnecessary and
hereby vacates the hearing. Jury Trial set for 10/23/2018 at 8:45 AM before Judge
Fernando M. Olguin. *See order for dates and deadlines imposed.* (vdr) (Entered:
09/18/2017)

09/18/2017 37 ORDER RE: SUMMARY JUDGMENT MOTIONS by Judge Fernando M. Olguin.
(vdr) (Entered: 09/18/2017)

09/27/2017 38 (IN CHAMBERS) ORDER TO SHOW CAUSE RE: DISMISSAL RE: LACK OF
PROSECUTION by Judge Fernando M. Olguin. Response to Order to Show Cause
due by 10/4/2017. (vdr) (Entered: 09/27/2017)

10/04/2017 39 STIPULATION to Dismiss Defendant Guccio Gucci S.p.A. filed by Plaintiff Forever
21, Inc..(Chapman, Laura) (Entered: 10/04/2017)

10/05/2017 40 TEXT ONLY ENTRY by Chambers of Judge Fernando M. Olguin. Pursuant to the
Stipulation Re Dismissal 39 , the Order to Show Cause 38 is hereby discharged.
THERE IS NO PDF DOCUMENT ASSOCIATED WITH THIS ENTRY. (vdr) TEXT
ONLY ENTRY (Entered: 10/05/2017)
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11/06/2017 41 ORDER by Judge Fernando M. Olguin, granting MOTION for Partial Dismissal 21 . If
plaintiff still wishes to pursue this action, it is granted until 11/17/2017, to file a first
amended complaint. (vdr) (Entered: 11/06/2017)

11/17/2017 42 First AMENDED COMPLAINT against Defendant Gucci America, Inc. amending
Complaint (Attorney Civil Case Opening) 1 JURY DEMAND, filed by Plaintiff
Forever 21, Inc.(Chapman, Laura) (Entered: 11/17/2017)

12/01/2017 43 Joint STIPULATION for Leave to File Second Amended Complaint and Motion to
Dismiss filed by Defendant and Counterclaimant Gucci America, Inc.. (Attachments: #
1 Proposed Order)(Schenkkan, Zachary) (Entered: 12/01/2017)

12/01/2017 44 NOTICE filed by Plaintiff Forever 21, Inc.. Notice of Submission of Second Amended
Complaint Pursuant to the Parties' Stipulation Filed as Document No. 43
(Attachments: # 1 Exhibit A - Second Amended Complaint, # 2 Appendix 1 -
Redlined Second Amended Complaint)(Chapman, Laura) (Entered: 12/01/2017)

12/04/2017 45 ORDER ON STIPULATION 43 by Judge Fernando M. Olguin. Plaintiff may file a
Second Amended Complaint by 12/5/2017. (vdr) (Entered: 12/04/2017)

12/05/2017 46 Notice of Appearance or Withdrawal of Counsel: for attorney Kent R Raygor counsel
for Plaintiff Forever 21, Inc., Counter Defendant Forever 21, Inc.. Adding Kent
Raygor as counsel of record for Forever 21, Inc. for the reason indicated in the G-123
Notice. Filed by Plaintiff and Counter-Defendant Forever 21, Inc.. (Attorney Kent R
Raygor added to party Forever 21, Inc.(pty:pla), Attorney Kent R Raygor added to
party Forever 21, Inc.(pty:cd))(Raygor, Kent) (Entered: 12/05/2017)

12/05/2017 47 Second AMENDED COMPLAINT against Defendant Gucci America, Inc. amending
Amended Complaint/Petition 42 , filed by Plaintiff Forever 21, Inc.(Chapman, Laura)
(Entered: 12/05/2017)

12/08/2017 48 NOTICE OF MOTION AND MOTION to Dismiss Count II (in part) and Count III of
Second Amended Complaint filed by Defendant and Counterclaimant Gucci America,
Inc.. Motion set for hearing on 1/25/2018 at 10:00 AM before Judge Fernando M.
Olguin. (Attachments: # 1 Proposed Order) (Schenkkan, Zachary) (Entered:
12/08/2017)

12/08/2017 49 DECLARATION of Daniel C. Posner in Support of Motion for Partial Dismissal of
Second Amended Complaint NOTICE OF MOTION AND MOTION to Dismiss
Count II (in part) and Count III of Second Amended Complaint 48 filed by Counter
Claimant Gucci America, Inc., Defendant Gucci America, Inc.. (Attachments: # 1
Exhibit A to E)(Schenkkan, Zachary) (Entered: 12/08/2017)

12/08/2017 50 NOTICE OF MOTION AND MOTION to Compel Discovery Responses , MOTION
for Protective Order filed by Defendant and Counterclaimant Gucci America, Inc..
Motion set for hearing on 1/5/2018 at 09:30 AM before Magistrate Judge Charles F.
Eick. (Schenkkan, Zachary) (Entered: 12/08/2017)

12/08/2017 51 JOINT STIPULATION to MOTION to Compel Discovery Responses MOTION for
Protective Order 50 filed by Counter Claimant Gucci America, Inc., Defendant Gucci
America, Inc.. (Attachments: # 1 Proposed Order)(Schenkkan, Zachary) (Entered:
12/08/2017)

12/08/2017 52 DECLARATION of Daniel C. Posner in Support of MOTION to Compel Discovery
Responses MOTION for Protective Order 50 filed by Counter Claimant Gucci
America, Inc., Defendant Gucci America, Inc.. (Attachments: # 1 Exhibit A, # 2
Exhibit B, # 3 Exhibit C, # 4 Exhibit D, # 5 Exhibit E, # 6 Exhibit F, # 7 Exhibit G, # 8
Exhibit H, # 9 Exhibit I, # 10 Exhibit J, # 11 Exhibit K, # 12 Exhibit L, # 13 Exhibit
M)(Schenkkan, Zachary) (Entered: 12/08/2017)

12/08/2017 53 DECLARATION of Toni Qiu in Opposition to MOTION to Compel Discovery
Responses MOTION for Protective Order 50 filed by Counter Claimant Gucci
America, Inc., Defendant Gucci America, Inc.. (Attachments: # 1 Exhibit A, # 2
Exhibit B, # 3 Exhibit C, # 4 Exhibit D, # 5 Exhibit E, # 6 Exhibit F, # 7 Exhibit
G)(Schenkkan, Zachary) (Entered: 12/08/2017)

12/08/2017 54 DECLARATION of Brooke Crescenti in Support of MOTION to Compel Discovery
Responses MOTION for Protective Order 50 filed by Counter Claimant Gucci
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America, Inc., Defendant Gucci America, Inc.. (Schenkkan, Zachary) (Entered:
12/08/2017)

12/08/2017 55 DECLARATION of Nicole Marra in Support of MOTION to Compel Discovery
Responses MOTION for Protective Order 50 filed by Counter Claimant Gucci
America, Inc., Defendant Gucci America, Inc.. (Schenkkan, Zachary) (Entered:
12/08/2017)

12/15/2017 56 ORDER TO REASSIGN CASE due to self-recusal pursuant to General Order 16-05
by Judge Fernando M. Olguin. Case transferred from Judge Fernando M. Olguin to the
calendar of Judge S. James Otero for all further proceedings. Case number now reads
as 2:17-cv-04706 SJO(Ex). (rn) (Entered: 12/15/2017)

12/18/2017 57 INITIAL STANDING ORDER upon filing of the complaint by Judge S. James Otero.
(vcr) (Entered: 12/18/2017)

12/19/2017 58 ANSWER to Amended Complaint/Petition 47 Gucci America's Answer to Second
Amended Complaint filed by Defendant and Counterclaimant Gucci America,
Inc..(Schenkkan, Zachary) (Entered: 12/19/2017)

12/22/2017 59 MEMORANDUM in Opposition to NOTICE OF MOTION AND MOTION to
Dismiss Count II (in part) and Count III of Second Amended Complaint 48 Forever
21, Inc.'s Opposition to Gucci America, Inc.'s Motion for Partial Dismissal of the
Second Amended Complaint filed by Plaintiff Forever 21, Inc., Counter Defendant
Forever 21, Inc.. (Attachments: # 1 Declaration of Toni Qiu in Support of Forever 21,
Inc.'s Opposition to Gucci America, Inc.'s Motion for Partial Dismissal of the Second
Amended Complaint, # 2 Exhibit A to Decl. of Toni Qiu)(Chapman, Laura) (Entered:
12/22/2017)

12/22/2017 60 SUPPLEMENT to MOTION to Compel Discovery Responses MOTION for
Protective Order 50 Supplemental Memorandum in Support of Motion to Compel and
For Entry of Protective Order filed by Counter Claimant Gucci America, Inc.,
Defendant Gucci America, Inc.. (Schenkkan, Zachary) (Entered: 12/22/2017)

12/22/2017 61 DECLARATION of Daniel C. Posner re Supplement(Motion related), 60 Declaration
of Daniel C. Posner in Support of Gucci America's Supplemental Memorandum filed
by Counter Claimant Gucci America, Inc., Defendant Gucci America, Inc..
(Attachments: # 1 Exhibit A, # 2 Exhibit B, # 3 Exhibit C)(Schenkkan, Zachary)
(Entered: 12/22/2017)

12/22/2017 62 SUPPLEMENT to MOTION to Compel Discovery Responses MOTION for
Protective Order 50 FOREVER 21, INC.'S SUPPLEMENTAL MEMORANDUM IN
OPPOSITION TO DEFENDANT AND COUNTER-CLAIMANT GUCCI AMERICA,
INC.S MOTION (1) TO COMPEL PLAINTIFF AND COUNTER-DEFENDANT
FOREVER 21, INC. TO PROVIDE DISCOVERY AND (2) FOR ENTRY OF
PROTECTIVE ORDER (DKT. NO. 51) filed by Plaintiff Forever 21, Inc., Counter
Defendant Forever 21, Inc.. (Attachments: # 1 Declaration Supplemental Declaration
of Toni Qiu in Opposition to Gucci America's Discovery Motion, # 2 Exhibit Exhibit
A to Supplemental Declaration of Toni Qiu in Opposition to Gucci America's
Discovery Motion)(Chapman, Laura) (Entered: 12/22/2017)

01/05/2018 63 MINUTES OF Defendant's Motion (1) to Compel Plaintiff and Counter-Defendant
Forever 21, Inc. to Provide Discovery and (2) for Entry of Protective Order Hearing
held before Magistrate Judge Charles F. Eick. Case called. Counsel make their
appearances. The Court hears argument. Matter is taken under submission. Court
Recorder: Courtsmart. (sp) (Entered: 01/05/2018)

01/05/2018 64 TRANSCRIPT ORDER as to Defendant and Counterclaimant Gucci America, Inc. for
Court Smart (CS). Court will contact Zachary Schenkkan at
zackschenkkan@quinnemanuel.com with further instructions regarding this order.
Transcript preparation will not begin until payment has been satisfied with the
transcription company. (Schenkkan, Zachary) (Entered: 01/05/2018)

01/05/2018 65 TRANSCRIPT ORDER as to Plaintiff Forever 21, Inc. for Court Smart (CS). Court
will contact Dorothy Gatmen at dgatmen@sheppardmullin.com with further
instructions regarding this order. Transcript preparation will not begin until payment
has been satisfied with the transcription company. (Chapman, Laura) (Entered:
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01/05/2018)

01/08/2018 66 MINUTES (IN CHAMBERS) by Magistrate Judge Charles F. Eick. The Court has
read and considered all papers filed in support of and in opposition to "Defendant and
Counter-Claimant Gucci America, Inc.'s Motion (1) to Compel Plaintiff and
Counter-Defendant Forever 21, Inc. to provide discovery and (2) for Entry of
Protective Order", filed 12/8/17. The Court heard oral argument on 1/5/18. (See
document for details). (sp) (Entered: 01/08/2018)

01/11/2018 67 REPLY in Support of NOTICE OF MOTION AND MOTION to Dismiss Count II (in
part) and Count III of Second Amended Complaint 48 filed by Counter Claimant
Gucci America, Inc., Defendant Gucci America, Inc.. (Schenkkan, Zachary) (Entered:
01/11/2018)

01/16/2018 68 TRANSCRIPT for proceedings held on 1/5/2018; 9:29 a.m. Court Reporter/Electronic
Court Recorder: Exceptional Reporting Services, inc., phone number (361) 949-2988.
Transcript may be viewed at the court public terminal or purchased through the Court
Reporter/Electronic Court Recorder before the deadline for Release of Transcript
Restriction. After that date it may be obtained through PACER. Notice of Intent to
Redact due within 7 days of this date. Redaction Request due 2/6/2018. Redacted
Transcript Deadline set for 2/16/2018. Release of Transcript Restriction set for
4/16/2018. (at) (Entered: 01/17/2018)

01/16/2018 69 NOTICE OF FILING TRANSCRIPT filed for proceedings 1/5/2018; 9:29 a.m. re
Transcript 68 THERE IS NO PDF DOCUMENT ASSOCIATED WITH THIS
ENTRY. (at) TEXT ONLY ENTRY (Entered: 01/17/2018)

01/23/2018 70 The Court finds the following motion suitable for disposition without oral argument
and vacates the MOTION to Dismiss Count II (in part) and Count III of Second
Amended Complaint filed by Defendant and Counterclaimant Gucci America, Inc.
[ECF #48]., set for hearing on January 25, 2018. See Fed. R. Civ. P. 78(b). No
appearance is required. The briefing schedule remains as set by Local Rule. THERE IS
NO PDF DOCUMENT ASSOCIATED WITH THIS ENTRY. (vcr) TEXT ONLY
ENTRY (Entered: 01/23/2018)

02/09/2018 71 MINUTES (IN CHAMBERS) by Judge S. James Otero: ORDER DENYING
DEFENDANT'S MOTION FOR PARTIAL DISMISSAL OF PLAINTIFFS SECOND
AMENDED COMPLAINT 48 . (lc) (Entered: 02/09/2018)
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1 Case No. CV 17-04706-FMO(Ex)

DEFENDANT GUCCI AMERICA, INC.’S
PARTIAL ANSWER, AFFIRMATIVE DEFENSES, AND COUNTERCLAIMS

QUINN EMANUEL URQUHART & SULLIVAN, LLP
Daniel C. Posner (Bar No. 232009)
danposner@quinnemanuel.com
Susan Estrich (Bar No. 124009)
susanestrich@quinnemanuel.com
Zack Schenkkan (Bar No. 304738)
zackschenkkan@quinnemanuel.com

865 South Figueroa Street, 10th Floor
Los Angeles, California 90017-2543
Telephone: (213) 443-3000
Facsimile: (213) 443-3100

QUINN EMANUEL URQUHART & SULLIVAN, LLP
Robert L. Raskopf (admissionpro hac vicepending)
(robertraskopf@quinnemanuel.com)
51 Madison Avenue, 22nd Floor
New York, New York 10010-1601
Telephone: (212) 849-7000
Facsimile: (212) 849-7100

Attorneys for Defendant and
Counterclaimant Gucci America, Inc.

UNITED STATES DISTRICT COURT

CENTRAL DISTRICT OF CALIFORNIA

WESTERN DIVISION

FOREVER 21, INC., a Delaware
corporation,

Plaintiff,

vs.

GUCCI AMERICA, INC., a New York
corporation, and GUCCIO GUCCI
S.P.A., an Italian entity,

Defendants.

CASE NO.CV 17-04706-FMO(Ex)

DEFENDANT GUCCI AMERICA,
INC.’S PARTIAL ANSWER,
AFFIRMATIVE DEFENSES, AND
COUNTERCLAIMS FOR

1. REGISTERED TRADEMARK
INFRINGEMENT

2. TRADEMARK INFRINGEMENT
AND FALSE DESIGNATION OF
ORIGIN
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DEFENDANT GUCCI AMERICA, INC.’S
PARTIAL ANSWER, AFFIRMATIVE DEFENSES, AND COUNTERCLAIMS

GUCCI AMERICA, INC., a New York
corporation,

Counterclaimant,

vs.

FOREVER 21, INC., a Delaware
corporation,

Counter-Defendant.

3. FEDERAL TRADEMARK
DILUTION

4. COMMON LAW TRADEMARK
INFRINGEMENT

5. STATE TRADEMARK
DILUTION

6. STATE UNFAIR COMPETITION

DEMAND FOR JURY TRIAL

Judge: Hon. Fernando M. Olguin

Trial Date: None Set
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DEFENDANT GUCCI AMERICA, INC.’S
PARTIAL ANSWER, AFFIRMATIVE DEFENSES, AND COUNTERCLAIMS

PARTIAL ANSWER

Defendant Gucci America, Inc. (“Gucci America”), by and through its

counsel, hereby answers each allegation of the Complaint of Forever 21,Inc.

(“Forever 21” or “Plaintiff”) that is not unique to the Second, Third, Fourth, and

Fifth claims for relief, which are subject to Gucci America’s pending Motion to

Dismiss, filed concurrently with this Partial Answer, as follows.

1. Answering paragraph 1 of the Complaint, Gucci America admits that it

has notified Forever 21 of its acts of trademark infringement, but otherwise denies

the allegations set forth therein.

2. Answering paragraph 2 of the Complaint, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein and, on that basis, denies them.

3. Answering paragraph 3 of the Complaint, Gucci America admits that it

is a New York corporation having a principal place of business at 195Broadway,

12th Floor, New York, New York 10007, and otherwise denies the allegations set

forth therein.

4. Answering paragraph 4 of the Complaint, Gucci America admits the

allegations set forth therein.

5. Answering paragraph 5 of the Complaint, Gucci America admits that it

is the owner of the U.S. trademark rights it has asserted against Forever21, but

denies that Guccio Gucci S.p.A. is an owner of those trademarks.

6. Answering paragraph 6 of the Complaint, Gucci America states thatthe

allegations contain legal conclusions to which no response is required; otherwise,

Gucci America denies the allegations set forth therein.

7. Answering paragraph 7 of the Complaint, Gucci America states thatthe

allegations contain legal conclusions to which no response is required; otherwise,

Gucci America denies the allegations set forth therein.
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DEFENDANT GUCCI AMERICA, INC.’S
PARTIAL ANSWER, AFFIRMATIVE DEFENSES, AND COUNTERCLAIMS

8. Answering paragraph 8 of the Complaint, Gucci America states thatthe

allegations contain legal conclusions to which no response is required; otherwise,

Gucci America denies the allegations set forth therein.

9. Answering paragraph 9 of the Complaint, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein and, on that basis, denies them.

10. Answering paragraph 10 of the Complaint, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein and, on that basis, denies them.

11. Answering paragraph 11 of the Complaint, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein and, on that basis, denies them.

12. Answering paragraph 12 of the Complaint, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein and, on that basis, denies them.

13. Answering paragraph 13 of the Complaint, Gucci America admits that

it sent letters to Forever 21 demanding that it cease its infringing activities, the

contents of which speak for themselves, and otherwise denies the allegations set

forth therein.

14. Answering paragraph 14 of the Complaint, Gucci America admits that

it sent letters to Forever 21 demanding that it cease its infringing activities, the

contents of which speak for themselves, and otherwise denies the allegations set

forth therein.

15. Answering paragraph 15 of the Complaint, Gucci America admits that

it sent letters to Forever 21 demanding that it cease its infringing activities, the

contents of which speak for themselves, and otherwise denies the allegations set

forth therein.
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DEFENDANT GUCCI AMERICA, INC.’S
PARTIAL ANSWER, AFFIRMATIVE DEFENSES, AND COUNTERCLAIMS

16. Answering paragraph 16 of the Complaint, Gucci America refers the

Court to the referenced document for its contents, and otherwise denies the

allegations set forth therein.

17. Answering paragraph 17 of the Complaint, Gucci America admits the

allegations set forth therein.

18. Answering paragraph 18 of the Complaint, Gucci America admits that

it asserted its trademark rights in various federal trademark registrations identified in

this paragraph of the Complaint, but otherwise denies the allegations set forth

therein.

19. No answer to the allegations in paragraph 19 of the Complaint is

required pursuant to Gucci America’s pending Motion to Dismiss.

20. Answering paragraph 20 of the Complaint, Gucci America states that

this paragraph does not contain allegations to which a response isrequired, and on

that basis it denies the allegations set forth therein.

21. No answer to the allegations in paragraph 21 of the Complaint is

required pursuant to Gucci America’s pending Motion to Dismiss.

22. Answering paragraph 22 of the Complaint, Gucci America admits that

it sent letters to Forever 21 demanding that it cease its infringing activities, the

contents of which speak for themselves, and otherwise denies the allegations set

forth therein.

23. Answering paragraph 23 of the Complaint, Gucci America admits that

it sent letters to Forever 21 demanding that it cease its infringing activities, the

contents of which speak for themselves, and otherwise denies the allegations set

forth therein.

24. Answering paragraph 24 of the Complaint, Gucci America admits the

allegations set forth therein.

25. Answering paragraph 25 of the Complaint, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the
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DEFENDANT GUCCI AMERICA, INC.’S
PARTIAL ANSWER, AFFIRMATIVE DEFENSES, AND COUNTERCLAIMS

allegations set forth therein relating to “Forever 21’s knowledge,”and, on that basis,

denies them.

26. Answering paragraph 26 of the Complaint, Gucci America admits that

it has federal trademark rights in the registrations referred to by Forever 21 as the

“Gucci Registrations,” but otherwise denies the allegations setforth therein.

27. Answering paragraph 27 of the Complaint, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein and, on that basis, denies them.

28. Answering paragraph 28 of the Complaint, Gucci America states that

the allegations set forth therein contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.

29. Answering paragraph 29 of the Complaint, Gucci America denies the

allegations set forth therein.

30. Answering paragraph 30 of the Complaint, Gucci America states that

the allegations set forth therein contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.

FIRST CAUSE OF ACTION

(Declaration of Non-Infringement)

31. Answering paragraph 31 of the Complaint, Gucci America incorporates

herein by reference its responses to the allegations in paragraphs 1through 18, 20,

and 22 through 30 of the Complaint as though fully set forth herein.

32. Answering paragraph 32 of the Complaint, Gucci America states that

the allegations set forth therein contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.

33. Answering paragraph 33 of the Complaint, Gucci America states that

the allegations set forth therein contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.
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34. Answering paragraph 34 of the Complaint, Gucci America states that

the allegations set forth therein contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.

35. Answering paragraph 35 of the Complaint, Gucci America states that

the allegations set forth therein contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.

36. Answering paragraph 36 of the Complaint, Gucci America states that

the allegations set forth therein contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.

SECOND CAUSE OF ACTION

(Cancellation of Federal Registration Nos. 4379039, 4563151,
and 4567112 for Lack of Secondary Meaning)

37. No answer to paragraph 37 is required pursuant to Gucci America’s

pending Motion to Dismiss.

38. No answer to paragraph 38 is required pursuant to Gucci America’s

pending Motion to Dismiss.

THIRD CAUSE OF ACTION

(Cancellation of Federal Registration Nos. 1495863, 1511774, 1520796, 1483526,
1123224, 1122780, 4379039, 4563151, and 4567112

for Aesthetic Functionality)

39. No answer to paragraph 39 is required pursuant to Gucci America’s

pending Motion to Dismiss.

40. No answer to paragraph 40 is required pursuant to Gucci America’s

pending Motion to Dismiss.

FOURTH CAUSE OF ACTION

(Cancellation of Federal Registration Nos. 1495863, 1511774, 1520796,
1483526, 1123224, 1122780, 4379039, 4563151, and 4567112

for Genericism)

41. No answer to paragraph 41 is required pursuant to Gucci America’s

pending Motion to Dismiss.
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42. No answer to paragraph 42 is required pursuant to Gucci America’s

pending Motion to Dismiss.

FIFTH CAUSE OF ACTION

(Denial of Federal Registration of Marks in USPTO Application Serial Nos.
87116786, 87206686, 87116368, 87390952, and 87391139)

43. No answer to paragraph 43 is required pursuant to Gucci America’s

pending Motion to Dismiss.

44. No answer to paragraph 44 is required pursuant to Gucci America’s

pending Motion to Dismiss.

45. No answer to paragraph 45 is required pursuant to Gucci America’s

pending Motion to Dismiss.

46. No answer to paragraph 46 is required pursuant to Gucci America’s

pending Motion to Dismiss.

PRAYER FOR RELIEF

Gucci denies that Forever 21 is entitled to any relief from Gucci Americaor

the Court.

AFFIRMATIVE DEFENSES

Gucci America asserts the following affirmative defenses as to each claim

alleged in the Complaint that is not otherwise subject to Gucci America’s pending

Motion to Dismiss, filed concurrently with this Partial Answer, without assuming

the burden of proof on such defenses that would otherwise fall on Forever 21.

Gucci America reserves the right to supplement and/or amend these defenses,

including to assert new defenses, as discovery is conducted.

FIRST AFFIRMATIVE DEFENSE

(Failure to State a Claim)

The Complaint fails to state a claim upon which relief can be granted.
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SECOND AFFIRMATIVE DEFENSE

(Infringement)

Forever 21 is not entitled to a declaration of non-infringement because its use

of Gucci America’s trademarks constitutes trademark infringement.

THIRD AFFIRMATIVE DEFENSE

(Waiver, Acquiescence, Estoppel)

Each of the purported claims set forth in the Complaint is barred by the

doctrines of waiver, acquiescence, and estoppel.

FOURTH AFFIRMATIVE DEFENSE

(Laches)

Forever 21’s claims are barred in whole or in part by laches, in that Forever

21 has unreasonably delayed to enforce its rights, if any, despite its full awareness of

Gucci America’s actions.

FIFTH AFFIRMATIVE DEFENSE

(Unclean Hands)

Forever 21’s claims are barred in whole or in part by the doctrine of unclean

hands.

SIXTH AFFIRMATIVE DEFENSE

(No Irreparable Harm )

Forever 21’s claims for injunctive relief are barred because Forever 21 cannot

show that it will suffer any irreparable harm from Gucci America’s alleged actions.

ADDITIONAL DEFENSES

Gucci America reserves the right to assert additional defenses.

WHEREFORE, Gucci America prays for judgment as follows:

1. That Forever 21 takes nothing by way of its Complaint;

2. That the Complaint, and each of its claims for relief, be dismissedwith

prejudice;
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3. That Gucci America be awarded its costs of suit incurred herein,

including attorneys’ fees and expenses; and

4. For such other and further relief as the Court deems just and proper.

[Remainder of Page Intentionally Left Blank]
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COUNTERCLAIMS

For its counterclaims of trademark infringement, trademark dilution,false

designation of origin, and unfair competition, defendant and counterclaimant Gucci

America, Inc. (“Gucci America”) complains and alleges as follows against plaintiff

and counter-defendant Forever 21, Inc. (“Forever 21”).

PRELIMINARY STATEMENT

1. Not content just to continue knocking-off famous fashion brands and

then settling with those who complain—all the while profiting handsomely by

flaunting the law—Forever 21 now brazenly masquerades as a victim of unfair

competition in search of legal redress in the courts. Specifically, despite Gucci

America’s repeated warnings to Forever 21 to cease and desist its piracyof some of

Gucci America’s most iconic and renowned trademarks, Forever 21 not only

continues to market and sell clothing and accessories that blatantly copy those marks,

but responded to Gucci America’s assertion of its rights by bringing suit to cancel

some of the most famous marks in the fashion world. Gucci America brings these

counterclaims because Forever 21 has challenged its most valuable andwidely

known marks, and further because Forever 21’s legal assault, like its business model,

is built on undermining the very notion of trademark protection, which is of critical

importance to Gucci America’s brand.

2. From its earliest roots almost a century ago as a purveyor of finely

crafted leather goods in Italy, the “Gucci” brand (“GUCCI”) has grown into one of

the best-known global brands for high-end fashion and accessories.Gucci America

has built and expanded its brand on the foundation of its high-quality luxury

products coupled with its consistent and prominent use of a number of logos and

designs that have become synonymous with the name “GUCCI” and the products it

offers. Among Gucci America’s most famous trademarks are its signature“green-

red-green” and “blue-red-blue” webbing trademarks, which have been featured on

countless GUCCI products for more than a half-century. These webbing trademarks
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remain tremendously popular and valuable, and Gucci America continues to use

them prominently in its products, making them instantly recognizable as GUCCI.

3. In stark contrast to the GUCCI brand’s reputation for innovationin

design and high-end fashion, Forever 21 has built its business on imitation. On

information and belief, this business model has resulted in Forever 21 being sued

dozens if not hundreds of times in recent years for infringements and other

violations of the intellectual property rights of designers andfamous brands, with

unknown additional claims of piracy that were resolved short of litigation.

4. Consistent with Forever 21’s standard practice of knocking off famous

brands, in or around December 2016, Gucci America discovered that Forever 21

was using Gucci America’s distinctive “green-red-green” and “blue-red-blue”

webbing trademarks on Forever 21’s own products, including as shown in the

following examples:

Gucci America’s Famous
Webbing Trademarks

Forever 21’s Infringing Uses
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Gucci America’s Famous
Webbing Trademarks

Forever 21’s Infringing Uses

5. Forever 21’s conduct has created a likelihood of substantial confusion

among consumers as to the source or origin of Forever 21’s products and has

deceived consumers into thinking that Forever 21 is affiliated with, sponsored by, or

endorsed by Gucci America. It is not. Gucci America has not and does notconsent

to Forever 21’s use of its marks on Forever 21 products. Further, Forever 21’s use

of Gucci America’s marks has damaged Gucci America by impinging on the

distinctiveness of the marks that consumers recognize as a designation of origin
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associated exclusively with the GUCCI brand, and by falsely associating Gucci

America’s symbol of quality in luxury goods and high-end fashionwith Forever

21’s brand of mass-produced designer “knock-offs.”

6. Forever 21 has initiated this action preemptively seeking to terminate

the very Gucci America trademarks that it has wrongfully misappropriated. Forever

21 surely knows how strong these trademarks are, and, in seeking to cancel them

nonetheless, is taking aim not only at Gucci America, but also at any other company

that has earned brand recognition through creativity, innovationand investment.

Gucci America’s trademarks rest on nearly a century of work in establishing and

maintaining the GUCCI brand’s reputation for high-quality goods that are instantly

recognizable to consumers as “GUCCI” brand products and that incorporate the

impeccable quality for which the GUCCI brand is known. Forever 21 cannot undo

the substantial consumer confusion it has created, or the resulting damages it has

caused, by wrongfully seeking to divest Gucci America of its famous trademarks.

7. Accordingly, by these Counterclaims, Gucci America seeks to recover

against Forever 21 for its willful and intentional trademark infringement and other

violations of Gucci America’s long-held exclusive rights in its iconic green-red-

green and blue-red-blue webbing trademarks. In doing so, Gucci America is

standing up again to assert its commitment to its customers thatit will protect the

value and quality of GUCCI products, and that it will not allow infringements of, or

attacks on, its signature trademarks.

THE PARTIES

8. Counterclaimant Gucci America, Inc. is a New York corporation,

having its principal place of business at 195 Broadway, 12th Floor, NewYork, New

York 10007.

9. Upon information and belief, counter-defendant Forever 21 is a

Delaware corporation and has its principal place of business at 3880N. Mission

Road, Los Angeles, California 90031.
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JURISDICTION AND VENUE

10. This is an action arising under the Trademark Act of 1946, 15 U.S.C.

§ 1051,et seq. (the “Lanham Act”), and the laws of the State of California.

11. This Court has original jurisdiction over the subject matter of this

action pursuant to 28 U.S.C. §§ 1331 and 1338(a) and (b). This Court has

supplemental jurisdiction over all other claims asserted herein under 28 U.S.C.

§ 1367(a). Alternatively, this Court has jurisdiction over thisaction pursuant to 28

U.S.C. § 1332 because the parties are citizens of different states and the amount in

controversy exceeds $75,000, exclusive of interest and costs.

12. This Court has personal jurisdiction over Forever 21 becauseForever

21 brought this action in this Court and thereby consented to its jurisdiction.

Alternatively, this Court has personal jurisdiction over Forever 21 because, among

other things, it is doing business in the State of California and, upon information and

belief, its principal place of business is in this district.

13. Venue is proper in this district because Forever 21 brought this action

in this Court and thereby consented to venue. Alternatively, venueis proper in this

district pursuant to 28 U.S.C. § 1391(b) and (c) because Forever 21 resides in and is

subject to personal jurisdiction in this district.

FACTUAL ALLEGATIONS

A. The GUCCI Brand and Gucci America’s Famous Green-Red-Green and

Blue-Red-Blue Webbing Logos

14. The GUCCI brand’s status as one of the world’s premier brands is the

result of nearly a century of excellence and innovation in luxury and leather goods,

fashion, and accessories. From its inspired beginnings in Florence, Italy in the

1920s, to its rise as a global fashion company in the second-half of the 20th century,

GUCCI has represented the pinnacle of Italian craftsmanship. Today, Gucci

America distributes, among other things, clothing, accessories, footwear, lifestyle
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products, jewelry and watches sold under the famous GUCCI brand namein the

United States.

15. The origin of the GUCCI brand stems from the inspirations that its

founder, Guccio Gucci, took from his time as a young boy in Florence and as a

porter in London during the early 20th Century. While in London,he dreamed of

opening a shop in Florence that would sell beautiful leather pieces like those he saw

hotel guests using. When he returned to Florence, he opened a leathergoods shop

on via Vigna Nuova. Behind the store was a small workshop where Guccio began

making fine luggage and handbags, using the highest quality leather from Tuscan,

German, and English manufacturers.

16. In the ensuing decades, the GUCCI brand expanded from a small

family business based in Italy to an international brand with a worldwide presence.

In 1953, Gucci America opened its first store in New York City on East 58th Street,

introducing Americans to Italian fashion. Throughout the second half of the 20th

century, the GUCCI brand continued to expand its presence across theglobe.

17. In the United States and Puerto Rico, Gucci America now has

approximately 100 GUCCI-branded and Gucci America-owned/operated retail

boutiques where it sells its products. Gucci America also sells its products through

its official website, www.gucci.com, as well as in several high-end retail department

stores, including Neiman Marcus, Saks Fifth Avenue, Bergdorf Goodman and

Nordstrom. Although GUCCI is a luxury brand, Gucci America markets and sells

products to customers in nearly every demographic, including teenagers and young

adults, offering products at a variety of price points.

18. Much of the GUCCI brand’s growth and success can be traced to its

long-standing and prominent use of its iconic trademarks on its high-quality goods,

such that customers instantaneously know that such products areGUCCI. Among

its most famous marks, and those at issue in this lawsuit, are GucciAmerica’s

signature webbing trademarks consisting of three bands in green-red-green (“GRG
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Webbing Logo”) and blue-red-blue (“BRB Webbing Logo”) color combinations

(together, the “Webbing Logos”), as depicted below:

The GRG Webbing Logo The BRB Webbing Logo

19. Gucci America has consistently used the Webbing Logos in commerce

since the 1960s. The Webbing Logos are inherently distinctiveand, through Gucci

America’s decades of use of the Webbing Logos across a variety of luxury goods,

have acquired distinctiveness.

20. Gucci America’s famous Webbing Logos are instantly recognizable

and are known by the American consuming public as designating GUCCI as the

origin of the products on which they are displayed. Products bearingthe Webbing

Logos are sought after by consumers because, among other reasons, they represent

the high quality in luxury goods and high-end fashion for which GUCCI is known.

Gucci America uses the Webbing Logos in connection with the promotion and sale

of clothing, footwear, handbags, fashion accessories, and many other categories of

goods and services. By way of example only, below are some of the products Gucci

America has sold using the Webbing Logos:
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“Stretch Viscose Dress with Web” “Ruffle Leather Bomber Jacket”

“Stretch Viscose Legging with
Web” and “Wool Cropped Pant”

“Felted Jersey Wrap Skirt”

“Dionysus Medium Leather Hobo”
and “Leather Duffle”

“Ace Leather Sneaker”
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Gucci Watch (GRG) Gucci Watch (BRB)

21. Gucci America has established valuable trademark rights in the U.S.,

and significant goodwill among U.S. consumers, in its Webbing Logos by virtue of

its long-standing use of them in commerce.

22. Every year, Gucci America spends tens of millions of dollars on

advertising. As part of its effort to reach a broad range of customers, Gucci

America advertises in a variety of publications, including fashionmagazines like

Vogue, Harper’s Bazaar, Elle, Marie Claire, W Magazine, GQ and Esquire, and

lifestyle magazines such asVanity Fair andThe New Yorker. Gucci America also

advertises on billboards, in malls, and on telephone kiosks andtaxi tops, as well as

through a host of online media sources, including social media platforms such as

Facebook and Instagram. GUCCI has consistently been recognized as a top global

brand and a top luxury brand. For example, GUCCI is presently in the top 50 of

Forbes’ list of The World’s Most Valuable Brands.1 In 2016, Interbrand Best

1 See https://www.forbes.com/powerful-brands/list/#tab:rank(“The World’s
Most Valuable Brands”) (2017 rankings).
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Global Brandsdesignated GUCCI as one of the Top Global 100 brands and has, for

the past 17 years, named GUCCI as the #1 Italian brand in the ranking.2

23. Additionally, over the course of decades, Gucci America has invested

substantially in the promotion and marketing of goods bearing the Webbing Logos.

Since 2003 alone, Gucci America has spent more than $20 million on advertising

featuring the Webbing Logos in the United States. A compilationof examples of

Gucci America’s advertising of goods bearing the Webbing Logos in recent years is

attached hereto asExhibit A . Because of Gucci America’s long-standing and

widespread use of the Webbing Logos, those logos have become essential to, and

representative of, GUCCI’s brand identity.

24. Independent of Gucci America’s own advertising efforts, GUCCI

products bearing the Webbing Logos have received significant acclaim and attention

from third-parties, including exposure in national media and the marketplace.

Examples of editorial coverage of GUCCI products bearing the Webbing Logos are

included in Exhibit B . Indeed, a Gucci men’s suit—properly identified as

“Gucci”—that prominently features the GRG Webbing Logo was displayed just a

few weeks ago on the front page of the July 14, 2017New York Times, and also

displayed, full-page, as the lead photo for the cover story of itsMen’s Stylesection

in the same issue:

2 See Best Global Grands 2016 Rankings, INTERBRAND,
http://interbrand.com/best-brands/best-global-brands/2016/ranking/; Best Global
Grands 2016 Rankings: Italy, INTERBRAND, http://interbrand.com/best-brands/best-
global-brands/2016/ranking/#?filter=Italy.
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July 14, 2017New York Times

25. Gucci America’s use of the Webbing Logos has resulted in substantial

sales of GUCCI products under the Webbing Logos by Gucci America everyyear.

In the last 14 years alone, Gucci America has sold more than half a billiondollars’

worth of products bearing the GRG and/or BRB Webbing Logos.
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26. As a result of Gucci America’s long-standing use of the Webbing

Logos, its substantial investment of resources in advertising and promoting the

Webbing Logos over time, and the Webbing Logos’ popularity inAmerican culture

and among consumers, the Webbing Logos have achieved widespreadrecognition

among the general consuming public of the United States and around the world as

distinctive source-identifiers for GUCCI. The GRG and BRB Webbing Logosare

synonymous with GUCCI across the general consuming public. Indeed, Judge

Scheindlin of the Southern District of New York concluded that the GRG Webbing

Logo was a famous mark within the meaning of the Trademark Dilution Revision

Act of 2006, stating that it was a “strong, famous” mark “entitled to the strictest

protection the law affords.” Gucci Am., Inc. v. Guess?, Inc., 868 F. Supp.2d 207,

246 (S.D.N.Y. 2012) (emphasis added).

27. Other courts—including the Ninth Circuit Court of Appeals andcourts

in this district—have similarly recognized the distinctivenessand strength of Gucci

America’s GRG Webbing Logo.See, e.g., Manetti-Farrow, Inc. v. Gucci Am., Inc.,

858 F.2d 509, 511 (9th Cir. 1988) (the “red and green Gucci stripe” is “distinctive”);

Gucci Am., Inc. v. Los Altos Boots, Inc., 2014 WL 12561613, at *5 (C.D. Cal. Aug.

27, 2014) (finding “sufficient” evidence that GRG Webbing Logo “has acquired

secondary meaning because the company has spent substantial time, skill, and

money to develop, advertise, and promote the Gucci Mark, leading to its widespread

recognition among consumers”);Gucci Am., Inc. v. Super Star Int’l, Inc., 2013 WL

12114741, at *3 (C.D. Cal. Nov. 8, 2013) (“The strength of the Gucci [GRG

Webbing] Marks makes confusion more likely.”);Gucci Am., Inc. v. Gucci, 2009

WL 8531026, at *14 (S.D.N.Y. Aug. 5, 2009) (finding that Gucci America “has

shown that its marks are valid trademarks”);Gucci Am., Inc. v. Action Activewear,

Inc., 759 F. Supp. 1060, 1064 (S.D.N.Y. 1991) (finding it “clear that plaintiffs’

marks,” including GRG Webbing Logo, “have acquired secondary meaning in the

minds of the public, identifying plaintiffs as the source of goodsbearing those
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marks”);Gucci Am., Inc. v. Dart, Inc., 715 F. Supp. 566, 568 (S.D.N.Y. 1989) (“The

green-red-green stripe device is a strong mark.”).

28. Gucci America owns several valid and subsisting United States

trademark registrations for its GRG and BRB Webbing Logos. The GRG Webbing

Logo design mark is the subject of several registrations on the Principal Register in

the United States Patent and Trademark Office (the “USPTO”), including the

following federal registration:

Mark Reg. No. Reg. Date First Use in
Commerce Goods/Services (Class)

4379039 8/6/2013 1967 Shorts, pants, jeans,
leggings, t-shirts, polo
shirts, shirts, sweaters,
sweatshirts, dresses, skirts,
swimwear, one piece
garments for infants and
toddlers, cloth bibs, scarves,
ties, hats, gloves,
suspenders, belts. (25)

29. A copy of the trademark registration for Registration No. 4379039is

attached hereto asExhibit C .

30. Additionally, Gucci America owns and maintains common law

trademark rights to the GRG Webbing Logo by virtue of its use in commerce

throughout the United States (collectively, with Gucci America’s rights in the mark

bearing Registration No. 4379039, the “GRG Webbing Marks”).

31. The BRB Webbing Logo design mark, likewise, is the subject of

several registrations on the Principal Register in the USPTO, including the

following federal registration:
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Mark Reg. No. Reg. Date First Use in
Commerce

Goods/Services (Class)

(Blue-Red-Blue)

1520796 1/17/1989 1967 Goods made or coated with
precious metal – namely
candle holders, watches,
cufflinks, bracelets,
pendants, key rings, paper-
weights, earrings, rings,
necklaces, ice buckets,
goblets, and stylized animal
containers. (14)

32. A copy of the trademark registration for Registration No. 1520796is

attached hereto asExhibit D .

33. Gucci America’s Registration No. 1520796 has become incontestable

pursuant to 15 U.S.C. § 1065 because the trademark it covers “has beenin

continuous use for five consecutive years subsequent to the date ofsuch registration

and is still in use in commerce.”

34. Additionally, Gucci America owns and maintains common law

trademark rights to the BRB Webbing Logo by virtue of its use of it incommerce

throughout the United States (collectively, with Gucci America’s rights in the mark

bearing Registration No. 1520796, the “BRB Webbing Marks,” and collectively

with the GRG Webbing Marks, the “GRG and BRB Webbing Marks” or simply the

“Webbing Marks”).

35. From their inception decades ago, and throughout their continuous use

by Gucci America since then, the GRG and BRB Webbing Marks have been non-

functional and have served to distinguish GUCCI products bearing those marks

from the products of Gucci America’s competitors and to identify the GUCCIbrand

as the source of those products.

36. Gucci America expends significant resources in carefully and closely

monitoring and policing the use of its iconic marks, includingthe GRG and BRB

Webbing Marks, by third parties, and in enforcing its trademark rights throughout
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the United States. Gucci America does not permit third parties to use the Webbing

Marks, absent a license, which it selectively grants to a very limited number of

licensees. In fact, currently, Gucci America has only two authorizedlicensees.

Gucci America actively enforces its federal and common law trademark rightsin the

Webbing Marks to safeguard the immense value and consumer goodwill it has

engendered in those marks, and to preserve the exclusivity of the Webbing Marks to

Gucci America.

37. Gucci America’s GRG and BRB Webbing Marks are famous, having

acquired widespread recognition among the general consuming publicof the United

States and around the world as distinctive source-identifiers for GUCCI. The fame

that Gucci America’s Webbing Marks have achieved is further evidenced bythe

numerous trademark registrations on the Principal Register of the USPTO that

Gucci America has obtained for the GRG and BRB Webbing Marks over the years.

For example, in addition to Registration No. 4379039, Gucci America owns the

following federal registrations for the GRG Webbing Logo:

Mark Reg. No. Reg. Date First Use in
Commerce Goods/Services (Class)

(Green-Red-Green)

1122780 7/24/1979 1963 Wallets, purses,
handbags, shoulder bags,
clutch bags, tote bags,
card cases, passport cases,
cosmetic cases, attaché
cases, valises, suitcases,
duffles, necktie cases,
umbrellas, saddles,
bridles, walking sticks,
canes, and key cases. (18)
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Mark Reg. No. Reg. Date First Use in
Commerce Goods/Services (Class)

(Green-Red-Green)

1483526 4/5/1988 1967 Footwear.(25)

(Green-Red-Green)

1123224 7/31/1979 1967 Goods made or coated
with precious metal –
namely candle holders,
watches, cufflinks,
bracelets, pendants, key
rings, paperweights,
earrings, rings, necklaces,
ice buckets, goblets,
stylized animal containers
and letter openers. (14)

4567112 7/15/2014 2010

2010

2010

Eyeglasses and
sunglasses and cases
therefor; protective
covers and cases for
mobile electronic
communication devices
and computers; cell
phone straps; computer
carrying cases. (9)

Jewelry and key rings of
precious metal. (14)

Cosmetic cases sold
empty, suitcases, luggage,
duffle bags, diaper bags
partly and wholly of
leather; pet accessories,
namely, carriers, collars
and leashes.(18)

38. The foregoing trademark registrations are attached hereto asExhibit E .

39. In addition to Registration No. 1520796, Gucci owns the following

federal registrations for the BRB Webbing Logo:
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Mark Reg. No. Reg. Date First Use in
Commerce

Goods/Services(Class)

4563151 7/8/2014 1963 Gym bags, wallets,
cosmetic cases sold
empty. (18)

(Blue-Red-Blue)

1511774 11/8/1988 1963 Wallets, purses,
handbags, shoulder bags,
clutch bags, tote bags,
business card cases,
credit card cases,
passport cases, cosmetic
cases sold empty,
attaché cases, valises,
suitcases, duffle bags,
necktie cases, umbrellas,
saddles, bridles, walking
sticks, canes and key
cases.(18)

(Blue-Red-Blue)

1495863 7/12/1988 1967 Footwear. (25)

40. The foregoing trademark registrations are attached hereto asExhibit F .

41. In addition to its existing registrations, Gucci America continues to

prosecute additional trademark applications for federal registrationof the BRB and

GRG Webbing Marks in the USPTO.

B. Forever 21’s Willful Misappropriation of Gucci America’s Famous

Webbing Marks

42. Plaintiff and counter-defendant Forever 21 is a nationwide clothing

retailer whose offerings are inexpensive “knock-offs” of the mostfashionable
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designers. Being sued for thefts of intellectual property is apparently just a cost of

doing business for it, and one which does not interfere with its overall business

model, which is behind the company’s growth into a $4 billion business with more

than 500 retail stores and an active e-commerce website.

43. Forever 21 has a well-documented history of infringing the trademarks,

trade dress, copyrights, and designs of successful fashion brands. Inthis district

alone, upon information and belief, more than a hundred cases for infringement of

copyright or trademark rights have been brought against Forever 21 in the past

decade. As Magistrate Judge Dolinger of the Southern District of NewYork has

noted, “the extraordinary litigating history of [Forever 21] . . . raises the most

serious question as to whether it is a business that is predicated in large measure

on the systematic infringement of competitors’ intellectual property.”

Anthropologie, Inc. v. Forever 21, Inc., 2009 WL 690239, at *4 (S.D.N.Y. Mar. 13,

2009) (emphasis added).

44. Upon information and belief, in or around December 2016, if not

earlier, and continuing to the present, Forever 21 began attempting to profit from the

considerable consumer goodwill attendant to Gucci America’s GRGand BRB

Webbing Marks by selling products bearing marks identical and/or confusingly

similar to the Webbing Marks (the “Infringing Products”).

45. The Infringing Products offered by Forever 21 include, but are not

necessarily limited to, the products depicted below, which are shown side-by-side

with a genuine Gucci America product, and which bear the same or confusingly

similar marks:
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Gucci America’s Use Of Its
GRG And BRB Webbing Marks

Forever 21’s Infringing Products

“Crackle Leather Bomber Jacket” “Metallic Faux Leather Bomber”

“Acid Blooms Print Bomber” and
“Blooming in Your Garden Floral Silk

Bomber”
“Floral Bomber Jacket”
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Gucci America’s Use Of Its
GRG And BRB Webbing Marks

Forever 21’s Infringing Products

“Viscose Stretch Knit Top” “Long-Sleeve Striped Cuff Tee”

“Embroidered Bonded Cotton Top” “Cherry Paris Butterfly Sweater”
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Gucci America’s Use Of Its
GRG And BRB Webbing Marks

Forever 21’s Infringing Products

“Tech Jersey Bomber with Embroidery” “Embroidered Satin Bomber Jacket”

“JerseyStirrup Legging with Floral
Embroidery” and “Tech Jersey Jogging

Pant”
“Private Academy Sweatpants”
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Gucci America’s Use Of Its
GRG And BRB Webbing Marks

Forever 21’s Infringing Products

“Shine Jersey V-Neck Dress” “Tiger Embroidery Stripe Sweater”

“Web Grosgrain Bow Brooch” “Striped Choker”

46. Forever 21’s use of reproductions, counterfeits, copies, or colorable

imitations of Gucci America’s GRG and BRB Webbing Marks (the “Infringing

Designations”) has created a likelihood of substantial confusion and mistake among

consumers as to the source or origin of the Infringing Products andas to Gucci

America’s connection or affiliation with, or endorsement of, the Infringing Products

and Forever 21.
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47. Further, Forever 21’s use of the Infringing Designations on the

Infringing Products diminishes the distinctiveness of the Webbing Marks insofar as

it reduces the exclusivity that the Webbing Marks carry by virtue of their association

with Gucci America. Forever 21’s use of the Infringing Designations further dilutes

the value of the Webbing Marks by associating the Webbing Marks with Forever 21,

which is known as a purveyor of imitation designer apparel, as contrasted with the

GUCCI brand, which is known for innovative design, high fashion andunparalleled

quality.

48. Upon information and belief, Forever 21’s infringement of Gucci

America’s Webbing Marks was and continues to be willful and intended to cause

confusion or mistake among consumers for Forever 21’s benefit. Forever 21’s acts

in deceiving consumers into believing that Gucci America products could be

purchased at Forever 21 was not an innocent coincidence: it occurred at the very

same time that Gucci America was seeing, and continues to see, record performance

in sales flowing from the new creative direction of the GUCCI brand underthe helm

of its creative director, Alessandro Michele.GQ magazine recently declared

GUCCI “the hottest label on earth right now,” commenting that stores “can’t seem

to keep anything in stock longer than a couple of days. All hail the new king of

cool.”3 Significantly, this new creative direction has, among other things, expanded

the prominence of the Webbing Logos in GUCCI’s apparel line, helpingto make the

GUCCI brand—and Webbing Logos in particular—more popular than ever. Upon

information and belief, Forever 21’s actions in infringing Gucci America’s GRG

and BRB Webbing Marks—which coincide with GUCCI’s expansion of the

prominence of the Webbing Marks in its fashion line—is a deliberate effort to trade

on the popularity of the Webbing Marks that Gucci America has achieved through

substantial investment and innovation.

3 Why Gucci Is The Hottest Label On Earth Right Now, GQ (Aug. 27, 2016)
http://www.gq.com/story/gucci-alessandro-michele-loafers-embroidery.
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49. Forever 21’s willfulness in infringing the Webbing Marks is evident

not only from its blatant copying of the Webbing Logos and othersource-identifying

features of popular GUCCI products at the height of the brand’s popularity, but also

from its continued sale of the Infringing Products even after Gucci notified Forever

21 that its sales were in violation of Gucci America’s rights in its Webbing Marks.

50. Specifically, on or about December 7, 2016, Gucci America wrote to

Forever 21 demanding that it cease and desist from,inter alia, infringement of the

BRB Webbing Marks. Forever 21 failed to provide any substantive response,

requiring Gucci America to send additional letters on January 6 and February 13,

2017, in which Gucci America repeated its demand that Forever 21 cease anddesist

from selling products that infringed on,inter alia, Gucci America’s BRB Webbing

Logo Registration No. 1520796, as well as its GRG Webbing Logo Registration No.

4379039, and identified further examples of Infringing Products thathad come to

Gucci America’s attention in the interim.

51. Upon information and belief, Forever 21’s failure to timely and

meaningfully respond to Gucci America’s demands was an intentional delay tactic

designed to avoid taking responsibility for its infringing conduct, all the while

continuing to sell and profit from the Infringing Products.

52. Despite having been on notice for months that its conduct infringed

Gucci America’s rights in its Webbing Marks, upon information and belief, Forever

21 nonetheless continues to market and sell Infringing Products.

FIRST CAUSE OF ACTION

Infringement of Registered Trademarks Under
Section 32 of the Lanham Act, 15 U.S.C. § 1114

53. The foregoing allegations are incorporated as if re-alleged herein.

54. Gucci America owns federal trademark registrations bearing

Registration Nos. 4379039 and 1520796.
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55. In the sale, offering for sale, distribution, and advertising of the

Infringing Products, Forever 21 uses in commerce a reproduction, counterfeit, copy,

or colorable imitation of the Webbing Marks registered by Registration Nos.

4379039 and 1520796.

56. Upon information and belief, Forever 21’s sale, offering for sale,

distribution, and advertising of the Infringing Products bearing the Infringing

Designations have caused, are likely to continue to cause, and are intended to cause

confusion and mistake among, or to deceive, consumers and the trade.

57. Forever 21’s marketing and sale of the Infringing Products bearing the

Infringing Designations constitute infringement of the Webbing Marks registered by

Registration Nos. 4379039 and 1520796 in violation of Section 32 of the Lanham

Act, 15 U.S.C. § 1114.

58. Forever 21’s acts of trademark infringement have caused and, unless

restrained, will continue to cause great and irreparable injury to Gucci America and

to the substantial consumer goodwill that Gucci America has engendered, in an

amount that cannot be ascertained at this time, leaving Gucci America with no

adequate remedy at law.

59. Accordingly, Gucci America is entitled to injunctive relief against

Forever 21, restraining it from any further infringement of the WebbingMarks

registered by Registration Nos. 4379039 and 1520796 and, after trial, recovery of

any damages proven to have been caused by reason of Forever 21’s infringement of

those Webbing Marks.

SECOND CAUSE OF ACTION

Trademark Infringement and False Designation of Origin Under
Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a)

60. The foregoing allegations are incorporated as if re-alleged herein.

61. Forever 21’s actions, including, but not limited to, its unauthorized use

of the Infringing Designations in commerce in connection with the Infringing
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Products, constitutes a false designation of origin, false and misleading

representations of fact, and false and misleading descriptions of fact, which have

caused, and are likely to cause, confusion, mistake, and deception in violation of

Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a).

62. Forever 21’s promotion, distribution, sale and offering for sale of the

Infringing Products bearing the Infringing Designations is intended to cause, has

caused, and is likely to cause, confusion, mistake, or deceit as to the affiliation,

connection, or association of Forever 21 and the Infringing Products with Gucci

America, or as to the origin, sponsorship, approval of Forever 21’sgoods, services,

or commercial activities by Gucci America.

63. Forever 21’s deceptive promotion, distribution, sale and offering for

sale of the Infringing Products bearing the Infringing Designations constitute a false

designation of origin and false and misleading descriptions and representations of

fact in violation of Section 43(a) of the Lanham Act (15 U.S.C. § 1125(a)).

64. Accordingly, Gucci America is entitled to injunctive relief against

Forever 21, restraining it from any further infringement of the Webbing Marks and,

after trial, recovery of any damages proven to have been caused by reason of

Forever 21’s infringement of the Webbing Marks.

THIRD CAUSE OF ACTION

Trademark Dilution, 15 U.S.C. § 1125(c)

65. The foregoing allegations are incorporated as if re-alleged herein.

66. Gucci America is the exclusive owner of the GRG and BRB Webbing

Marks in the United States, which are inherently distinctive and haveacquired a

high degree of distinctiveness through Gucci America’s use of the Webbing Marks

in commerce for many years.

67. The Webbing Marks have achieved wide recognition and fame among

the general consuming public of the United States as a designation of source of the

goods or services of Gucci America.
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68. Forever 21’s use of the Infringing Designations in connection with the

marketing and sale of the Infringing Products, without Gucci America’s

authorization, is likely to cause dilution by blurring and tarnishment of, and does, in

fact, dilute and detract from the distinctiveness of, the famous Webbing Marks, with

consequent damage to Gucci America and to its substantial business and goodwill

symbolized by the Webbing Marks in violation of the Trademark Dilution Revision

Act of 2006, 15 U.S.C. § 1125(c).

69. Upon information and belief, Forever 21 willfully intended to trade on

the recognition of the Webbing Marks.

70. Forever 21’s willful acts of trademark dilution have caused and, unless

restrained, will continue to cause, great and irreparable injury to Gucci America and

to the substantial consumer goodwill that Gucci America has engendered, in an

amount that cannot be ascertained at this time, leaving Gucci America with no

adequate remedy at law.

71. Accordingly, Gucci America is entitled to injunctive relief against

Forever 21, restraining it from any further acts of trademark dilution and, after trial,

recovery of any damages proven to have been caused by reason of Forever 21’s acts

of trademark dilution.

FOURTH CAUSE OF ACTION

Common Law Trademark Infringement

72. The foregoing allegations are incorporated as if re-alleged herein.

73. In the sale, offering for sale, distribution, and advertising of the

Infringing Products, Forever 21 uses the Infringing Designations without Gucci

America’s authorization.

74. Forever 21’s actions, including, but not limited to, its unauthorized use

of the Infringing Designations in commerce in connection with the Infringing

Products, constitute trademark infringement which has caused, and is likely to cause,
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confusion, mistake, and deception in violation of Gucci America’scommon law

rights to the Webbing Marks.

75. Forever 21’s promotion, distribution, sale and offering for sale of the

Infringing Products bearing the Infringing Designations is intended to cause, has

caused, and is likely to cause confusion, or mistake, or deceive as to the affiliation,

connection, or association of Forever 21 and the Infringing Products with Gucci

America, or as to the origin, sponsorship, approval of Forever 21’sgoods, services,

or commercial activities by Gucci America.

76. Forever 21’s acts, as described above, constitute common law

trademark infringement.

77. Accordingly, Gucci America is entitled to injunctive relief against

Forever 21, restraining it from any further infringement of the Webbing Marks and,

after trial, recovery of any damages proven to have been caused by reason of

Forever 21’s infringement of the Webbing Marks.

FIFTH CAUSE OF ACTION

Trademark Dilution, California Business & Professions Code § 14247

78. The foregoing allegations are incorporated as if re-alleged herein.

79. Gucci America is the exclusive owner of the GRG and BRB Webbing

Marks in California, which marks have achieved wide recognition by the general

consuming public of California as a designation of source of the goods of Gucci

America through Gucci America’s long-time and extensive promotionand use of

the Webbing Marks in California in connection with substantial sales of Gucci

America products in California.

80. Forever 21’s intentional use of the Infringing Designations in

commerce in connection with the marketing and sale of the Infringing Products,

without Gucci America’s authorization, is a commercial use of the Webbing Marks

that is likely to cause dilution of the Webbing Marks, with consequent damage to
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Gucci America and its substantial business and goodwill symbolized by the

Webbing Marks.

81. Forever 21’s acts constitute trademark dilution under California

Business & Professions Code § 14247.

SIXTH CAUSE OF ACTION

Unfair Competition Under California Common Law and
California Business & Professions Code § 17200,et seq.

82. The foregoing allegations are incorporated as if re-alleged herein.

83. By the conduct alleged above, Forever 21 has intentionally and

willfully engaged in unlawful, unfair, and/or fraudulent methodsof competition, and

unfair or deceptive acts or practices in violation of California Business &

Professional Code § 17200 and the common law.

84. Forever 21’s actions, including, but not limited to, its unauthorized use

of the Infringing Designations in commerce in connection with the marketing and

sale of the Infringing Products, constitutes an unlawful, unfair orfraudulent business

act or practice and unfair, deceptive, untrue or misleading advertising.

85. Forever 21’s actions are likely to cause confusion, misrepresentation,

and/or to cause mistake or to deceive the public as to the affiliation, approval,

sponsorship or connection between Forever 21 and Gucci America, and constitute

unfair competition at common law and under California Business &Professions

Code § 17200.

86. Upon information and belief, unless restrained by this Court, Forever

21 will continue to infringe Gucci America’s Webbing Marks, and tradeunfairly in

connection therewith, such that money damages will not afford Gucci America

adequate relief for the injury to Gucci America’s goodwill sustainedby such actions.

87. Upon information and belief, Forever 21 has the purpose or intent to

injure Gucci America, a competitor, or to destroy competition.

Case 2:17-cv-04706-FMO-E   Document 22   Filed 08/08/17   Page 39 of 41   Page ID #:120



1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28
-38- Case No. CV 17-04706-FMO(Ex)

DEFENDANT GUCCI AMERICA, INC.’S
PARTIAL ANSWER, AFFIRMATIVE DEFENSES, AND COUNTERCLAIMS

88. Forever 21’s actions have resulted in direct and proximate damageto

Gucci America.

89. Forever 21 has been unjustly enriched as a direct result of its wrongful

acts, and Gucci America is entitled to restitution, in an amount to be determined a

trial.

PRAYER FOR RELIEF

WHEREFORE, Gucci America prays for judgment and relief against Forever

21 as follows:

1. Injunctive relief where appropriate;

2. An accounting by Forever 21 of its profits for all infringement of Gucci

America’s Webbing Marks;

3. Actual damages in an amount to be proven at trial;

4. Punitive or exemplary damages where appropriate;

5. Reasonable costs and attorneys’ fees pursuant to applicable law;

6. Pre and post-judgment interest as applicable; and

7. Any other relief the Court deems appropriate.

DEMAND FOR A JURY TRIAL

Defendant and counterclaimant Gucci America hereby demands a jury trial of

all issues in these Counterclaims which are triable to a jury.
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DATED: August 7, 2017 QUINN EMANUEL URQUHART &
SULLIVAN, LLP

By /s/ Daniel C. Posner
Daniel C. Posner
Susan R. Estrich
Zack Schenkkan
865 South Figueroa Street, 10th Floor
Los Angeles, California 90017-2543
Telephone: (213) 443-3000
Facsimile: (213) 443-3100

Robert L. Raskopf (pro hac vicepending)
51 Madison Avenue, 22nd Floor
New York, New York 10010
Telephone: (212) 849-7000
Facsimile: (212) 849-7100

Attorneys forDefendant and
Counterclaimant Gucci America, Inc.
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SHEPPARD, MULLIN, RICHTER & HAMPTON LLP 
A Limited Liability Partnership 
Including Professional Corporations 

SEONG KIM, Cal. Bar No. 166604 
shkim@sheppardmullin.com 
1901 Avenue of the Stars, 16th Floor 
Los Angeles, California 90067 
Telephone: 310.228.3700 
Facsimile: 310.228.3701 
 
LAURA L. CHAPMAN, Cal. Bar No. 167249 
lchapman@sheppardmullin.com 
TONI QIU, Cal. Bar No. 302268 
tqiu@sheppardmullin.com 
Four Embarcadero Center, 17th Floor 
San Francisco, California 94111-4109 
Telephone: 415.434.9100 
Facsimile: 415.434.3947 
 
Attorneys for Plaintiff and Counter-Defendant 
FOREVER 21, INC. 
 
 
 

UNITED STATES DISTRICT COURT 

CENTRAL DISTRICT OF CALIFORNIA 

WESTERN DIVISION 

 

FOREVER 21, INC., a Delaware 
corporation, 
 

   Plaintiff, 
 

v. 
 
GUCCI AMERICA, INC., a New York 
corporation, and GUCCIO GUCCI 
S.p.A., an Italian entity, 
 

   Defendants. 
 

 Case No. ���������í�F�Y�í�����������)�0�2�����(�[�� 
 
PLAINTIFF AND COUNTER -
DEFENDANT FOREVER 21, INC.’S 
ANSWER TO COUNTERCLAIM  
 
JURY TRIAL DEMANDED  
 
Complaint Filed: June 27, 2017 
Counterclaim Filed: August 8, 2017 
Trial Date: None Set 
Judge: Hon. Fernando M. Olguin 
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GUCCI AMERICA, INC., a New York 
corporation, 
 
   Counterclaimant, 
 
 v. 
 
FOREVER 21, INC., a Delaware 
corporation, 
 
   Counter-Defendant. 
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ANSWER TO COUNTERCLAIM  AND AFFIRMATIVE DEFENSES  

 In response to Defendant and Counterclaimant Gucci America, Inc.’s Partial 

Answer, Affirmative Defenses, and Counterclaims, Plaintiff and Counter-Defendant 

Forever 21, Inc. (“Forever 21”) admits, denies, and avers as follows: 

PRELIMINARY STATEMENT  

1. Forever 21 denies the allegations in paragraph 1 of the Counterclaims. 

2. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 2 of the 

Counterclaims, and on that basis, denies them. 

3. Forever 21 denies the allegations in paragraph 3 of the Counterclaims. 

4. Forever 21 admits selling the products depicted in paragraph 4 of the 

Counterclaims, but denies infringement and the remaining allegations in that 

paragraph. 

5. Forever 21 denies the allegations in paragraph 5 of the Counterclaims. 

6. Forever 21 admits filing the action, as alleged in paragraph 6 of the 

Counterclaims, but denies the remaining allegations in that paragraph. 

7. Forever 21 admits that Gucci filed Counterclaims but denies 

infringement and the remaining allegations in paragraph 7 of the Counterclaims. 

THE PARTIES 

8. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 8 of the 

Counterclaims, and on that basis, denies them. 

9. Forever 21 admits the allegations in paragraph 9. 

/ / / 

/ / / 

/ / / 

/ / / 

/ / / 
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JURISDICTION AND VENUE  

10. The allegations in paragraph 10 of the Counterclaims contain legal 

conclusions to which no response is required; otherwise, Forever 21 admits that this 

action is brought pursuant to the Lanham Act and the laws of the State of California. 

11. The allegations in paragraph 11 of the Counterclaims contain legal 

conclusions to which no response is required; otherwise, Forever 21 admits that 

there is original jurisdiction over the Lanham Act claims and denies that the court 

should exercise supplemental jurisdiction over the state law claims. 

12. The allegations in paragraph 12 of the Counterclaims contain legal 

conclusions to which no response is required; otherwise, Forever 21 admits that this 

Court has personal jurisdiction over Forever 21. 

13. The allegations in paragraph 13 of the Counterclaims contain legal 

conclusions to which no response is required; otherwise, Forever 21 admits that 

venue is proper in this district. 

FACTUAL ALLEGATIONS  

A. The GUCCI Brand and GUCCI America’s Famous Green-Red-Green 

and Blue-Red-Blue Webbing Logos 

14. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 14 of the 

Counterclaims, and on that basis, denies them. 

15. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 15 of the 

Counterclaims, and on that basis, denies them. 

16. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 16 of the 

Counterclaims, and on that basis, denies them. 

/ / / 

/ / / 
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17. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 17 of the 

Counterclaims, and on that basis, denies them. 

18. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 18 of the 

Counterclaims, and on that basis, denies them. 

19. Forever 21 denies the allegations regarding inherent distinctiveness and 

acquired distinctiveness set forth in paragraph 19 of the Counterclaims.  Forever 21 

is without knowledge or information sufficient to form a belief as to the truth or 

falsity of the remaining allegations set forth in paragraph 19 of the Counterclaims, 

and on that basis, denies them. 

20. Forever 21 denies the allegations regarding instant recognition set forth 

in paragraph 20 of the Counterclaims.  Forever 21 is without knowledge or 

information sufficient to form a belief as to the truth or falsity of the remaining 

allegations set forth in paragraph 20 of the Counterclaims, and on that basis, denies 

them. 

21. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 21 of the 

Counterclaims, and on that basis, denies them.  To the extent Gucci alleges that it 

has trademark rights in stripes on clothing, Forever 21 denies such allegations. 

22. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 22 of the 

Counterclaims, and on that basis, denies them.   

23. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 23 of the 

Counterclaims, and on that basis, denies them.   

/ / / 

/ / / 
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24. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 24of the 

Counterclaims, and on that basis, denies them.   

25. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 25 of the 

Counterclaims, and on that basis, denies them.   

26. Forever 21 denies the allegations in paragraph 26 of the Counterclaims.   

27. Forever 21 denies that the stripes claimed by Gucci as a trademark are 

capable of functioning as a trademark, at least with regard to clothing, as alleged in 

paragraph 27 of the Counterclaims. 

28. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 28 of the 

Counterclaims, and on that basis, denies them.  Forever 21 denies that the stripes 

claimed by Gucci as a trademark are capable of functioning as a trademark, at least 

with regard to clothing. 

29. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 29 of the 

Counterclaims, and on that basis, denies them. 

30. Forever 21 denies the allegations set forth in paragraph 30 of the 

Counterclaims. 

31. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 31 of the 

Counterclaims, and on that basis, denies them.  Forever 21 denies that the stripes 

claimed by Gucci as a trademark are capable of functioning as a trademark, at least 

with regard to clothing. 

32. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 32 of the 

Counterclaims, and on that basis, denies them. 
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33. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 33 of the 

Counterclaims, and on that basis, denies them. 

34. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 34 of the 

Counterclaims, and on that basis, denies them. Forever 21 denies that the stripes 

claimed by Gucci as a trademark are capable of functioning as a trademark, at least 

with regard to clothing. 

35. Forever 21 denies the allegations set forth in paragraph 35 of the 

Counterclaims. 

36. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 36 of the 

Counterclaims, and on that basis, denies them.  

37. Forever 21 denies the allegations regarding fame in paragraph 37  of 

the Counterclaims and is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the remaining allegations set forth in paragraph 37 

of the Counterclaims, and on that basis, denies them. 

38. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 38 of the 

Counterclaims, and on that basis, denies them.  

39. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 39 of the 

Counterclaims, and on that basis, denies them.  

40. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 40 of the 

Counterclaims, and on that basis, denies them.  

/ / / 

/ / / 
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41. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations set forth in paragraph 41 of the 

Counterclaims, and on that basis, denies them.  

B. Forever 21’s Willful Mi sappropriation of Gucci America’s Famous 

Webbing Marks 

42. Forever 21 admits it is a nationwide clothing retailer.  Forever 21 

denies the remaining allegations of paragraph 42 of the Counterclaims. 

43. Forever 21 admits that the statement quoted appears in the opinion 

cited.  Forever 21 denies the remaining allegations in paragraph 43 of the 

Counterclaims. 

44. Forever 21 denies the allegations set forth in paragraph 44 of the 

Counterclaims.  

45. Forever 21 denies the allegations set forth in paragraph 45 of the 

Counterclaims.  

46. Forever 21 denies the allegations set forth in paragraph 46 of the 

Counterclaims.  

47. Forever 21 denies the allegations set forth in paragraph 47 of the 

Counterclaims.  

48. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations regarding its sales performance set 

forth in paragraph 48 of the Counterclaims, and on that basis, denies them.  Forever 

21 denies the remaining allegations of willful infringement and confusion set forth 

in paragraph 48 of the Counterclaims. 

49. Forever 21 denies the allegations set forth in paragraph 49 of the 

Counterclaims. 

50. Forever 21 admits that Gucci America, Inc. and Guccio Gucci S.P.A. 

wrote to Forever 21 and denies the remaining allegations in paragraph 50 of the 

Counterclaims. 
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51. Forever 21 denies the allegations set forth in paragraph 51 of the 

Counterclaims.  

52. Forever 21 denies infringement. 

FIRST CAUSE OF ACTION 

Infringement of Registered Trademarks Under 

Section 32 of the Lanham Act, 15 U.S.C. § 1114 

53. The foregoing responses are incorporated as if re-alleged herein. 

54. Forever 21 is without knowledge or information sufficient to form a 

belief as to the truth or falsity of the allegations regarding its sales performance set 

forth in paragraph 54 of the Counterclaims, and on that basis, denies them.   

55. Forever 21 denies the allegations set forth in paragraph 55 of the 

Counterclaims. 

56. Forever 21 denies the allegations set forth in paragraph 56 of the 

Counterclaims. 

57. Forever 21 denies the allegations set forth in paragraph 57 of the 

Counterclaims. 

58. Forever 21 denies the allegations set forth in paragraph 58 of the 

Counterclaims. 

59. Forever 21 denies the allegations set forth in paragraph 59 of the 

Counterclaims. 

SECOND CAUSE OF ACTION 

Trademark Infringement and False Designation of Origin Under 

Section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a) 

60. The foregoing responses are incorporated as if re-alleged herein. 

61. Forever 21 denies the allegations set forth in paragraph 61 of the 

Counterclaims. 

62. Forever 21 denies the allegations set forth in paragraph 62 of the 

Counterclaims. 
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63. Forever 21 denies the allegations set forth in paragraph 63 of the 

Counterclaims. 

64. Forever 21 denies the allegations set forth in paragraph 64 of the 

Counterclaims. 

THIRD CAUSE OF ACTION  

Trademark Dilution, 15 U.S.C. § 1125(c) 

65. The foregoing responses are incorporated as if re-alleged herein. 

66. Forever 21 denies the allegations set forth in paragraph 66 of the 

Counterclaims. 

67. Forever 21 denies the allegations set forth in paragraph 67 of the 

Counterclaims. 

68. Forever 21 denies the allegations set forth in paragraph 68 of the 

Counterclaims. 

69. Forever 21 denies the allegations set forth in paragraph 69 of the 

Counterclaims. 

70. Forever 21 denies the allegations set forth in paragraph 70 of the 

Counterclaims. 

71. Forever 21 denies the allegations set forth in paragraph 71 of the 

Counterclaims. 

FOURTH CAUSE OF ACTION  

Common Law Trademark Infringement 

72. The foregoing responses are incorporated as if re-alleged herein. 

73. Forever 21 denies any need to obtain authorization of Gucci America as 

set forth in paragraph 73 of the Counterclaims. 

74. Forever 21 denies the allegations set forth in paragraph 74 of the 

Counterclaims. 

75. Forever 21 denies the allegations set forth in paragraph 75 of the 

Counterclaims. 
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76. Forever 21 denies the allegations set forth in paragraph 76 of the 

Counterclaims. 

77. Forever 21 denies the allegations set forth in paragraph 77 of the 

Counterclaims. 

FIFTH CAUSE OF ACTION  

Trademark Dilution, California Business & Professions Code § 14247 

78. The foregoing responses are incorporated as if re-alleged herein. 

79. Forever 21 denies the allegations set forth in paragraph 80 of the 

Counterclaims. 

80. Forever 21 denies the allegations set forth in paragraph 81 of the 

Counterclaims. 

SIXTH CAUSE OF ACTION  

Unfair Competition Under California Common Law and 

California Business & Professions Code § 17200, et seq. 

81. The foregoing responses are incorporated as if re-alleged herein. 

82. Forever 21 denies the allegations set forth in paragraph 83 of the 

Counterclaims. 

83. Forever 21 denies the allegations set forth in paragraph 84 of the 

Counterclaims. 

84. Forever 21 denies the allegations set forth in paragraph 85 of the 

Counterclaims. 

85. Forever 21 denies the allegations set forth in paragraph 86 of the 

Counterclaims. 

86. Forever 21 denies the allegations set forth in paragraph 87 of the 

Counterclaims. 

87. Forever 21 denies the allegations set forth in paragraph 88 of the 

Counterclaims. 

/ / / 
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88. Forever 21 denies the allegations set forth in paragraph 89 of the 

Counterclaims. 

PRAYER FOR RELIEF  

 WHEREFORE, Forever 21 prays for judgment and relief against Gucci 

America as follows: 

1. That the Counterclaim be dismissed; 

2. That Counterclaimant take nothing; 

3. That attorneys’ fees be awarded to Forever 21. 

AFFIRMATIVE AND OTHER DEFENSES 

FIRST DEFENSE 

(Failure to State a Claim) 

The Counterclaims fail to state a claim upon which relief can be granted. 

SECOND AFFIRMATIVE DEFENSE  

(Waiver, Acquiescence, Estoppel) 

Each of the purported claims set forth in the Counterclaims are barred by the 

doctrines of waiver, acquiescence and/or estoppel. 

THIRD AFFIRMATIVE DEFENSE  

(Laches) 

Each of the purported claims set forth in the Counterclaims is barred by the 

doctrine of laches. 

FOURTH AFFIRMATIVE DEFENSE  

(Unclean Hands) 

Each of the purported claims set forth in the Counterclaims is barred by the 

doctrine of unclean hands. 

ADDITIONAL DEFENSES  

Forever 21 reserves the right to assert additional defenses. 

/ / / 

/ / / 
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PRAYER FOR RELIEF  

 WHEREFORE, Forever 21 prays for judgment as follows: 

1. That Counterclaimant take nothing by way of its Counterclaims; 

2. That the Counterclaims, and each claim for relief therein, be dismissed 

with prejudice;  

3. That Forever 21 be awarded attorneys’ fees, expenses and costs of suit 

incurred herein; 

4. For such other and further relief as the Court deems just and proper. 

Dated:  September 14, 2017 

 SHEPPARD, MULLIN, RICHTER & HAMPTON 
LLP 

  
 
By /s/ Laura L. Chapman 

 SEONG KIM 
LAURA L. CHAPMAN 

TONI QIU 
Attorneys for Plaintiff and Counter-Defendant 

FOREVER 21, INC. 
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JURY DEMAND  

 Forever 21, Inc. demands a trial by jury on all issues so triable. 
 
 
Dated:  September 14, 2017 

 SHEPPARD, MULLIN, RICHTER & HAMPTON 
LLP 

  
 
By /s/ Laura L. Chapman 

 SEONG KIM 
LAURA L. CHAPMAN 

TONI QIU 
Attorneys for Plaintiff and Counter-Defendant 

FOREVER 21, INC. 
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CERTIFICATE OF SERVICE 

 I hereby certify that I electronically filed the document(s) with the Clerk of 

the Court by using the CM/ECF system.  Participants in the case who are registered 

CM/ECF users will be served by the CM/ECF system.  Participants in the case who 

are not registered CM/ECF users will be served by mail or by other means permitted 

by the court rules. 

 I declare under penalty of perjury under the laws of the United States of 

America that the foregoing is true and correct. 

 

Dated:  September 14, 2017 

 SHEPPARD, MULLIN, RICHTER & HAMPTON LLP 
  

 
By /s/ Laura L. Chapman 

 LAURA L. CHAPMAN 
 

Attorneys for Plaintiff and Counter-Defendant 
FOREVER 21 
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1 Case No. CV 17-04706-SJO (Ex)

DEFENDANT GUCCI AMERICA, INC.’S
ANSWER AND AFFIRMATIVE DEFENSES TO SECOND AMENDED COMPLAINT

QUINN EMANUEL URQUHART & SULLIVAN, LLP
Daniel C. Posner (Bar No. 232009)
danposner@quinnemanuel.com
Susan Estrich (Bar No. 124009)
susanestrich@quinnemanuel.com
Zack Schenkkan (Bar No. 304738)
zackschenkkan@quinnemanuel.com

865 South Figueroa Street, 10th Floor
Los Angeles, California 90017-2543
Telephone: (213) 443-3000
Facsimile: (213) 443-3100

QUINN EMANUEL URQUHART & SULLIVAN, LLP
Robert L. Raskopf (pro hac vice)
(robertraskopf@quinnemanuel.com)
51 Madison Avenue, 22nd Floor
New York, New York 10010-1601
Telephone: (212) 849-7000
Facsimile: (212) 849-7100

Attorneys for Defendant and
Counterclaimant Gucci America, Inc.

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

WESTERN DIVISION

FOREVER 21, INC., aDelaware
corporation,

Plaintiff,

vs.

GUCCI AMERICA, INC., a New York
corporation,

Defendant.

CASE NO.CV 17-04706-SJO(Ex)

DEFENDANT GUCCI AMERICA,
INC.’S ANSWER AND
AFFIRMATIVE DEFENSES TO
SECOND AMENDED COMPLAINT

DEMAND FOR JURY TRIAL

Judge: Hon. S. James Otero

Trial Date: None SetGUCCI AMERICA, INC., a New York
corporation,

Counterclaimant,

vs.

FOREVER 21, INC., a Delaware
corporation,

Counter-Defendant.
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1 Case No. CV 17-04706-SJO(Ex)

DEFENDANT GUCCI AMERICA, INC.’S
ANSWER AND AFFIRMATIVE DEFENSES TO SECOND AMENDED COMPLAINT

ANSWER

Defendant Gucci America, Inc. (“Gucci America”), by and through its

counsel, hereby answers each allegation of the Second Amended Complaint (the

“SAC”) of Forever 21, Inc. (“Forever 21” or “Plaintiff”) that is not uniqueto the

Third claim for relief, which is subject to Gucci America’s pending Motion for

Partial Dismissal of Forever 21’s Second Amended Complaint, filed on December 8,

2017 (the “Motion to Dismiss”), as follows.

1. Answering paragraph 1 of the SAC, Gucci America admits that it has

notified Forever 21 of its acts of trademark infringement, but otherwise denies the

allegations set forth therein.

2. Answering paragraph 2 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein and, on that basis, denies them.

3. Answering paragraph 3 of the SAC, Gucci America admits that it is a

New York corporation having a principal place of business at 195 Broadway, 12th

Floor, New York, New York 10007, and otherwise denies the allegationsset forth

therein.

4. Answering paragraph 4 of the SAC, Gucci America admits that it is the

owner of the U.S. trademark rights it has asserted against Forever 21.

5. Answering paragraph 5 of the SAC, Gucci America states that the

allegations contain legal conclusions to which no response is required; otherwise,

Gucci America denies the allegations set forth therein.

6. Answering paragraph 6 of the SAC, Gucci America states that the

allegations contain legal conclusions to which no response is required; otherwise,

Gucci America denies the allegations set forth therein.

7. Answering paragraph 7 of the SAC, Gucci America states that the

allegations contain legal conclusions to which no response is required; otherwise,

Gucci America denies the allegations set forth therein.
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DEFENDANT GUCCI AMERICA, INC.’S
ANSWER AND AFFIRMATIVE DEFENSES TO SECOND AMENDED COMPLAINT

8. Answering the first three sentences of paragraph 8 of the SAC, Gucci

America is without knowledge or information sufficient to form a belief as to the

truth or falsity of the allegations set forth therein, and on that basis, denies

them. Answering the fourth sentence of paragraph 8 of the SAC, Gucci America

admits that it sent letters to Forever 21 demanding that it cease its infringing

activities and filed counterclaims against Forever 21 detailing Forever 21’s

infringing activities, the contents of which speak for themselves. In addition, the

allegations set forth in paragraph 8 of the SAC contain legal conclusions to which

no response is required; otherwise, Gucci America denies the allegations set forth

therein.

9. Answering paragraph 9 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

10. Answering paragraph 10 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

11. Answering paragraph 11 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.
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DEFENDANT GUCCI AMERICA, INC.’S
ANSWER AND AFFIRMATIVE DEFENSES TO SECOND AMENDED COMPLAINT

12. Answering paragraph 12 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

13. Answering paragraph 13 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

14. Answering paragraph 14 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

15. Answering paragraph 15 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

16. Answering paragraph 16 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal
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conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

17. Answering paragraph 17 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

18. Answering paragraph 18 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

19. Answering paragraph 19 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

20. Answering paragraph 20 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

21. Answering paragraph 21 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the
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allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

22. Answering paragraph 22 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

23. Answering paragraph 23 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

24. Answering paragraph 24 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

25. Answering paragraph 25 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.
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26. Answering paragraph 26 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

27. Answering paragraph 27 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

28. Answering paragraph 28 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

29. Answering paragraph 29 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

30. Answering paragraph 30 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal
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conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

31. Answering paragraph 31 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

32. Answering paragraph 32 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

33. Answering paragraph 33 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

34. Answering paragraph 34 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

35. Answering paragraph 35 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the
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allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

36. Answering paragraph 36 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

37. Answering paragraph 37 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

38. Answering paragraph 38 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

39. Answering paragraph 39 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.
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40. Answering paragraph 40 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

41. Answering paragraph 41 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

42. Answering paragraph 42 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

43. Answering paragraph 43 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

44. Answering paragraph 44 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal
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conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

45. Answering paragraph 45 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

46. Answering paragraph 46 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

47. Answering paragraph 47 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

48. Answering paragraph 48 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

49. Answering paragraph 49 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the
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allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

50. Answering paragraph 50 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

51. Answering paragraph 51 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

52. Answering paragraph 52 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

53. Answering paragraph 53 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.
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54. Answering paragraph 54 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

55. Answering paragraph 55 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

56. Answering paragraph 56 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

57. Answering paragraph 57 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

58. Answering paragraph 58 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal
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conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

59. Answering paragraph 59 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

60. Answering paragraph 60 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

61. Answering paragraph 61 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

62. Answering paragraph 62 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

63. Answering paragraph 63 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the
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allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

64. Answering paragraph 64 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

65. Answering paragraph 65 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

66. Answering paragraph 66 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

67. Answering paragraph 67 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.
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68. Answering paragraph 68 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

69. Answering paragraph 69 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

70. Answering paragraph 70 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

71. Answering paragraph 71 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

72. Answering paragraph 72 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal
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conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

73. Answering paragraph 73 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

74. Answering paragraph 74 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

75. Answering paragraph 75 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

76. Answering paragraph 76 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

77. Answering paragraph 77 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the
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allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

78. Answering paragraph 78 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

79. Answering paragraph 79 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

80. Answering paragraph 80 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

81. Answering paragraph 81 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.
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82. Answering paragraph 82 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

83. Answering paragraph 83 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

84. Answering paragraph 84 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

85. Answering paragraph 85 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

86. Answering paragraph 86 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal
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conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

87. Answering paragraph 87 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

88. Answering paragraph 88 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

89. Answering paragraph 89 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

90. Answering paragraph 90 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

91. Answering paragraph 91 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the
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allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

92. Answering paragraph 92 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

93. Answering paragraph 93 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

94. Answering paragraph 94 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

95. Answering paragraph 95 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.
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96. Answering paragraph 96 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

97. Answering paragraph 97 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

98. Answering paragraph 98 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

99. Answering paragraph 99 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

100. Answering paragraph 100 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal
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conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

101. Answering paragraph 101 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

102. Answering paragraph 102 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

103. Answering paragraph 103 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

104. Answering paragraph 104 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

105. Answering paragraph 105 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the
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allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

106. Answering paragraph 106 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

107. Answering paragraph 107 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

108. Answering paragraph 108 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

109. Answering paragraph 109 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.
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110. Answering paragraph 110 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

111. Answering paragraph 111 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

112. Answering paragraph 112 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

113. Answering paragraph 113 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

114. Answering paragraph 114 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal
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conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

115. Answering paragraph 115 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

116. Answering paragraph 116 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

117. Answering paragraph 117 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

118. Answering paragraph 118 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

119. Answering paragraph 119 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the
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allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

120. Answering paragraph 120 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

121. Answering paragraph 121 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

122. Answering paragraph 122 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

123. Answering paragraph 123 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.
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124. Answering paragraph 124 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

125. Answering paragraph 125 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

126. Answering paragraph 126 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

127. Answering paragraph 127 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

128. Answering paragraph 128 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal
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conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

129. Answering paragraph 129 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

130. Answering paragraph 130 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

131. Answering paragraph 131 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

132. Answering paragraph 132 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

133. Answering paragraph 133 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the
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allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

134. Answering paragraph 134 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

135. Answering paragraph 135 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

136. Answering paragraph 136 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

137. Answering paragraph 137 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

Case 2:17-cv-04706-SJO-E   Document 58   Filed 12/19/17   Page 30 of 38   Page ID #:1443



1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28
-30- Case No. CV 17-04706-SJO(Ex)

DEFENDANT GUCCI AMERICA, INC.’S
ANSWER AND AFFIRMATIVE DEFENSES TO SECOND AMENDED COMPLAINT

138. Answering paragraph 138 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the image speaks for itself and that the allegations contain legal

conclusions to which no response is required; otherwise, Gucci America denies the

allegations set forth therein.

139. Answering paragraph 139 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein, and on that basis, denies them. In addition, Gucci

America states that the allegations contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.

140. Answering paragraph 140 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein and, on that basis, denies them.

141. Answering paragraph 141 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein and, on that basis, denies them.

142. Answering paragraph 142 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein and, on that basis, denies them.

143. Answering paragraph 143 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein and, on that basis, denies them.

144. Answering paragraph 144 of the SAC, Gucci America admits that it

sent letters to Forever 21 demanding that it cease its infringing activities, the

contents of which speak for themselves, and otherwise denies the allegations set

forth therein.
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145. Answering paragraph 145 of the SAC, Gucci America admits that it

sent letters to Forever 21 demanding that it cease its infringing activities, the

contents of which speak for themselves, and otherwise denies the allegations set

forth therein.

146. Answering paragraph 146 of the SAC, Gucci America admits that it

sent letters to Forever 21 demanding that it cease its infringing activities, the

contents of which speak for themselves, and otherwise denies the allegations set

forth therein.

147. Answering paragraph 147 of the SAC, Gucci America refers the Court

to the referenced document for its contents, and otherwise denies theallegations set

forth therein.

148. Answering paragraph 148 of the SAC, Gucci America admits the

allegations set forth therein.

149. Answering paragraph 149 of the SAC, Gucci America admits that it

asserted its trademark rights in various federal trademark registrations identified in

this paragraph of the SAC, refers the Court to the referenced documents and

registrations for their contents, and otherwise denies the allegations set forth therein.

150. Answering paragraph 150 of the SAC, Gucci America states that this

paragraph does not contain allegations to which a response is required, and on that

basis it denies the allegations set forth therein.

151. No answer to the allegations in paragraph 151 of the SAC is required

pursuant to Gucci America’s pending Motion to Dismiss. To the extent that any

response is otherwise required, Gucci America admits that it has applied for the

trademark registrations identified in paragraph 151, the contents of which speak for

themselves.

152. Answering paragraph 152 of the SAC, Gucci America admits that it

sent letters to Forever 21 demanding that it cease its infringing activities, the
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contents of which speak for themselves, and otherwise denies the allegations set

forth therein.

153. Answering paragraph 153 of the SAC, Gucci America admits that it

sent letters to Forever 21 demanding that it cease its infringing activities, the

contents of which speak for themselves, and otherwise denies the allegations set

forth therein.

154. Answering paragraph 154 of the SAC, Gucci America admits the

allegations set forth therein.

155. Answering paragraph 155 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein relating to “Forever 21’s knowledge,”and, on that basis,

denies them.

156. Answering paragraph 156 of the SAC, Gucci America admits that it has

federal trademark rights in the registrations referred to by Forever 21 as the “Gucci

Registrations,” but otherwise denies the allegations set forth therein.

157. Answering paragraph 157 of the SAC, Gucci America is without

knowledge or information sufficient to form a belief as to the truth or falsity of the

allegations set forth therein and, on that basis, denies them.

158. Answering paragraph 158 of the SAC, Gucci America states that the

allegations set forth therein contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.

159. Answering paragraph 159 of the SAC, Gucci America denies the

allegations set forth therein.

160. Answering paragraph 160 of the SAC, Gucci America states that the

allegations set forth therein contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.
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FIRST CAUSE OF ACTION

(Declaration of Non-Infringement)

161. Answering paragraph 161 of the SAC, Gucci America incorporates

herein by reference its responses to the allegations in paragraphs 1 through 160 of

the SAC as though fully set forth herein.

162. Answering paragraph 162 of the SAC, Gucci America states that the

allegations set forth therein contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.

163. Answering paragraph 163 of the SAC, Gucci America states that the

allegations set forth therein contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.

164. Answering paragraph 164 of the SAC, Gucci America states that the

allegations set forth therein contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.

165. Answering paragraph 165 of the SAC, Gucci America states that the

allegations set forth therein contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.

SECOND CAUSE OF ACTION

(Cancellation of Federal Registration Nos. 1520796, 4563151, 1495863, and
1511774)

166. Answering paragraph 166 of the SAC, Gucci America incorporates

herein by reference its responses to the allegations in paragraphs 1 through 165 of

the SAC as though fully set forth herein.

167. Answering paragraph 167 of the SAC, Gucci America states that the

allegations set forth therein contain legal conclusions to which no response is

required; otherwise, Gucci America denies the allegations set forth therein.
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THIRD CAUSE OF ACTION

(Denial of Federal Registration of Marks in USPTO Applications Serial Nos.
87206686, 87116368 and 87391139)

168. No answer to paragraph 168 is required pursuant to Gucci America’s

pending Motion to Dismiss. To the extent that any response is otherwise required,

Gucci America incorporates by reference its responses to the allegations in

paragraphs 1 through 167 of the SAC as though fully set forth herein.

169. No answer to paragraph 169 is required pursuant to Gucci America’s

pending Motion to Dismiss. To the extent that any response is otherwise required,

Gucci America states that the allegations set forth therein contain legal conclusions

to which no response is required; otherwise, Gucci America denies the allegations

set forth therein.

170. No answer to paragraph 170 is required pursuant to Gucci America’s

pending Motion to Dismiss. To the extent that any response is otherwise required,

Gucci America states that the allegations set forth therein contain legal conclusions

to which no response is required; otherwise, Gucci America denies the allegations

set forth therein.

PRAYER FOR RELIEF

Gucci denies that Forever 21 is entitled to any relief from Gucci Americaor

the Court.

AFFIRMATIVE DEFENSES

Gucci America asserts the following affirmative defenses as to each claim

alleged in the SAC that is not otherwise subject to Gucci America’s pending Motion

to Dismiss and without assuming the burden of proof on such defensesthat would

otherwise fall on Forever 21. Gucci America reserves the right to supplement

and/or amend these defenses, including to assert new defenses, as discovery is

conducted.
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FIRST AFFIRMATIVE DEFENSE

(Failure to State a Claim)

The SAC fails to state a claim upon which relief can be granted.

SECOND AFFIRMATIVE DEFENSE

(Infringement)

Forever 21 is not entitled to a declaration of non-infringement because its use

of Gucci America’s trademarks constitutes trademark infringement.

THIRD AFFIRMATIVE DEFENSE

(Waiver, Acquiescence, Estoppel)

Each of the purported claims set forth in the SAC is barred by the doctrines of

waiver, acquiescence, and estoppel.

FOURTH AFFIRMATIVE DEFENSE

(Laches)

Forever 21’s claims are barred in whole or in part by laches, in that Forever

21 has unreasonably delayed to enforce its rights, if any, despite its full awareness of

Gucci America’s actions.

FIFTH AFFIRMATIVE DEFENSE

(Unclean Hands)

Forever 21’s claims are barred in whole or in part by the doctrine of unclean

hands.

SIXTH AFFIRMATIVE DEFENSE

(No Irreparable Harm )

Forever 21’s claims for injunctive relief are barred because Forever 21 cannot

show that it will suffer any irreparable harm from Gucci America’s alleged actions.

ADDITIONAL DEFENSES

Gucci America reserves the right to assert additional defenses.
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WHEREFORE, Gucci America prays for judgment as follows:

1. That Forever 21 takes nothing by way of the SAC;

2. That the SAC, and each of its claims for relief, be dismissed with

prejudice;

3. That Gucci America be awarded its costs of suit incurred herein,

including attorneys’ fees and expenses; and

4. For such other and further relief as the Court deems just and proper.

[Remainder of Page Intentionally Left Blank]
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DATED: December 19, 2017 QUINN EMANUEL URQUHART &
SULLIVAN, LLP

By /s/ Daniel C. Posner
Daniel C. Posner
Susan R. Estrich
Zack Schenkkan
865 South Figueroa Street, 10th Floor
Los Angeles, California 90017-2543
Telephone: (213) 443-3000
Facsimile: (213) 443-3100

Robert L. Raskopf (pro hac vicepending)
51 Madison Avenue, 22nd Floor
New York, New York 10010
Telephone: (212) 849-7000
Facsimile: (212) 849-7100

Attorneys for Defendant and
Counterclaimant Gucci America, Inc.
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UNITED STATES DISTRICT COURT

CENTRAL DISTRICT OF CALIFORNIA

FOREVER 21 INC., A Delaware
corporation,

Plaintiff,

v.

GUCCI AMERICA, INC., a New York
corporation, and GUCCIO GUCCI S.p.A.,
an Italian entity

Defendants.

)
)
)
)
)
)
)
)
)
)
)
)
)
)

Case No. CV 17-4706 FMO (Ex)

SCHEDULING AND CASE MANAGEMENT
ORDER RE: JURY TRIAL

PLEASE READ THIS ORDER CAREFULLY.  IT GOVERNS THIS CASE AND DIFFERS

IN SOME RESPECTS FROM THE LOCAL RULES.

The term “Counsel,” as used in this Order, includes parties appearing pro  se.

The court has scheduled the dates set forth on the last two pages of this Order after review

of the parties’ Joint Rule 26(f) Report.  Therefore, the court deems a Scheduling Conference

unnecessary and hereby vacates  the hearing.  The dates and requirements set forth in this Order

are firm.  The court is unlikely to grant continuances, even if stipulated by the parties, unless the

parties establish good cause through a proper showing.

In an effort to comply with Fed. R. Civ. P. 1’s mandate “to secure the just, speedy, and

inexpensive determination of every action[,]” the court orders  as follows.
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I. JOINDER OF PARTIES AND AMENDMENT OF PLEADINGS.

Any stipulation or motion to amend as to any claims, defenses, or parties shall be filed by

the deadline set forth in the attached schedule, failing which it shall be deemed that the party has

waived any such amendments.  All unserved parties not timely served shall be dismissed without

prejudice.  In addition, all “Doe” defendants are to be identified and named on or before the date

set forth below, on which date all remaining “Doe” defendants will be dismissed, unless otherwise

ordered by the court upon a showing of good cause.

II. DISCOVERY.

A. Generally.

Discovery is governed by the Federal Rules of Civil Procedure and applicable Local Rules

of the Central District of California.  Pro se litigants are entitled to discovery to the same extent as

are litigants represented by counsel.  The court allows discovery to commence as soon as the first

answer or motion to dismiss is filed.  The parties should note that absent exceptional

circumstances, discovery shall not be stayed  while any motion is pending, including any motion

to dismiss or motion for protective order.  The parties are directed to conduct any necessary

discovery as soon as possible, as th e court is not inclined to grant any extensions of the

discovery  or other case-related deadlines .

Counsel are expected to comply with the Federal Rules of Civil Procedure and all Local

Rules concerning discovery.  Whenever possible, the court expects counsel to resolve discovery

disputes among themselves in a courteous, reasonable and professional manner.  The court

expects that counsel will adhere strictly to the Civility and Professionalism Guidelines (available

on the Central District’s website under Information for Attorneys > Attorney Admissions).

B. Discovery Cut-Off.

The court has established a cut-off date for discovery, including expert discovery, if

applicable.  This is not the date by which discovery requests must be served; it is the date by

which all discovery, including all hearings on any related motions , is to be completed.

C. Discovery Motions.

Any motion relating to a deposition or challenging the adequacy of discovery responses

2
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must be filed, served, and calendared sufficiently in advance of the discovery cut-off date to permit

the responses to be obtained and the deposition to be completed before the discovery cut-off if

the motion is granted.  Given the requirements set forth in the Local Rules (e.g., “meet and confer”

and preparation of the Joint Stipulation), any party seeking to file a discovery motion must usually

initiate meet and confer discussions at least seven (7) weeks before the discovery cut-off, i.e., by

preparing and serving the letter required by Local Rule 37-1.

D. Expert Discovery.

All disclosures must be made in writing.  The parties should begin expert discovery shortly

after the initial designation of experts.  The final pretrial conference and trial dates will not be

continued because expert discovery is not completed.  Failure to comply with these or any other

orders concerning expert discovery may result in the expert being excluded as a witness.

III. MOTIONS.

The court has established a cut-off date for the filing and service of motions for the court’s

law and motion calendar.  Counsel should consult the court’s Initial Standing Order and related

procedures, located on the Central District’s website,1 to determine the court’s requirements

concerning motions and other matters.  Any motion that is noticed more than 42 days beyond the

date the motion is filed shall be stricken or advanced to an earlier motion date.  If the motion is

advanced to an earlier motion date, counsel shall comply with the briefing scheduled dictated by

the new hearing date.  See Local Rules 7-9 & 7-10.

If documentary evidence in support of or in opposition to a motion exceeds 50 pages, the

evidence must be separately bound and tabbed and include an index.  If such evidence exceeds

300 pages , the documents shall be placed in a three-ring binder , with an index and with each

item of evidence separated by a tab divider on the right side.  In addition, counsel shall provide

an electronic copy (i.e., cd, dvd, or flash drive) of the documents in a single, OCR-scanned PDF

file with each item of evidence separated by labeled bookmarks. Counsel shall ensure that all

     1  http://www.cacd.uscourts.gov > Judges’ Requirements > Judges’ Procedures and Schedules
> Hon. Fernando M. Olguin (http://www.cacd.uscourts.gov/honorable-fernando-m-olguin).
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documents are legible.  Counsel are strongly encouraged to cite docket numbers (and sub-

numbers) when citing to the record.

IV. SETTLEMENT.

Pursuant to Local Rule 16-15, the parties must complete a settlement conference.  No case

will proceed to trial unless all parties, including the principals of all corporate parties, have

appeared personally at a settlement conference .

If the case settles, counsel shall file a Notice of Settlement no later than 24 hours after the

case is settled, stating when they expect to file their dismissal papers.  Otherwise, the parties

must, no later than 48 hours after the settlement proceeding is completed, file a Status

Report Re: Settlement in accordance with the requirements set forth on the last two pages of this

Order.

V. TRIAL PREPARATION.

A. Final Pretrial Conference.

Unless excused for good cause, each party appearing in this action shall be represented

at the final pretrial conference by the attorney who is to serve as lead trial counsel.  Counsel must

be prepared to discuss streamlining the trial, including presentation of testimony by deposition

excerpts or summaries, time limits, stipulations as to undisputed facts, and qualification of experts

by admitted resumes.

B. Pretrial Documents.

The filing schedule for pretrial documents is set forth on the last two pages of this Order.

Unless otherwise indicated, compliance with Lo cal Rule 16 is required.  The court does not

exempt pro  se parties from the requirements of this Order or Local Rule 16 .  Carefully

prepared memoranda of contentions of fact and law, witness lists, a pretrial exhibit stipulation, and

a proposed pretrial conference order shall be submitted in accordance with the Local Rules and

the requirements set forth in this Order.  All pretrial document copies shall be delivered to the court

“binder-ready” (three-hole punched on the left side, without blue-backs, and stapled only in the top

left corner).  Failure to comply with these requirements may result in the imposition of sanctions

as well as the pretrial conference being taken off-calendar or continued.

4
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1. Witness Lists .

In addition to the requirements of Local Rule 16-5, the witness lists must include a brief

description (one or two paragraphs) of the testimony and a time estimate for both direct and cross-

examination (separately stated).

2. Pretrial Exhibit Stipulation .2

No later than fourteen (14) days before the deadline set forth below to file the Pretrial

Exhibit Stipulation, counsel shall conduct a good faith meet and confer in person to discuss all the

trial exhibits and each party’s position with respect to the admissibility of each exhibit.  The Pretrial

Exhibit Stipulation shall contain each party’s numbered list of trial exhibits, with objections, if any,

to each exhibit, including the basis of the objection and the offering party’s brief response.  All

exhibits to which there is no objection shall be deemed admitted.  The parties shall stipulate to the

authenticity and foundation of exhibits whenever possible, and the Pretrial Exhibit Stipulation shall

identify any exhibits to which authenticity or foundation have not been stipulated and the specific

reasons for the parties’ failure to stipulate.

The Pretrial Exhibit Stipulation shall be substantially in the following form:

Pretrial Exhibit Stipulation

Plaintiff(s)’/Defendant(s)’ Exhibits

Exhibit No. Description Stip.  to Adm.? 3 Objection Response to Objection

Failure to comply with this section may be deemed a waiver of all objections.  Each

objection must include the grounds for the objection (e.g., a Federal Rule of Evidence) and an

explanation of why the disputed exhibit is not admissible.  Do not submit  blanket or boilerplate

objections to the opposing  party’s exhibits.  These will be disregarded and overruled.

     2  It is not necessary to file the Joint Exhibit List required by Local Rule 16-6.1.

     3  The Pretrial Exhibit Stipulation shall indicate in this column whether an exhibit is admitted for
identification purposes only.
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3. Proposed Pretrial Conference Order .

The format of the proposed final pretrial conference order shall conform to the format set

forth in Appendix A to the Local Rules.  In drafting the proposed pretrial conference order, the

parties shall attempt to agree on and set forth as many undisputed facts as possible.  The court

will usually read the undisputed facts to the jury at the start of trial.  A carefully drafted and

comprehensively stated stipulation of facts will reduce the length of trial and increase the jury’s

understanding of the case.

C. Joint Statement of the Case.

No later than the date set forth below, counsel shall file an objective, non-argumentative

statement of the case, which the court shall read to all prospective jurors at the beginning of voir

dire.  The statement should not exceed one page.

D. Motions in Limine.

Each party is allowed a maximum of five motions in limine, which must filed no later than

the deadline set forth below.  In the event a party believes that more than five motions in limine

are necessary, the party must obtain leave of court to file additional motions in limine. The court

will not hear or resolve motions in limine that are disguised summary judgment motions.

Before filing any motion in limine, counsel for the parties shall confer in a good faith effort

to eliminate the necessity for the filing of the motion in limine or to eliminate as many of the

disputes as possible.  Counsel for the moving party shall be responsible for arranging this

conference.  The conference shall take place in person, with a court reporter present, within seven

(7) calendar days of service upon opposing counsel of a letter requesting such conference, but

in no event later than fourteen (14) days before the deadline for filing motions in limine.  Unless

counsel agree otherwise, the conference shall take place at the office of counsel for the moving

party.  The moving party’s letter shall: identify the testimony, exhibits, or other specific matters

alleged to be admissible or inadmissible; state thoroughly with respect to each such matter the

moving party’s position (and provide any legal authority which the moving party believes is

dispositive); and specify the terms of the order to be sought.

If counsel are unable to resolve their differences, they shall prepare and file a separate,

6
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sequentially numbered joint motion in limine for each issue in dispute.  Each joint motion in limine

shall consist of one document signed by all counsel.  The joint motion in limine shall contain a

clear identification of the testimony, exhibits, or other specific matters alleged to be admissible or

inadmissible, and a statement of the specific prejudice that the moving party will suffer if the

motion is not granted.  The identification of the matters in dispute shall be followed by each party’s

contentions and each party’s memorandum of points and authorities.  The title page of the joint

motion in limine must contain a clear caption identifying the moving party and the nature of the

dispute (e.g., “Plaintiff’s Motion in Limine No. 1 to Exclude the Testimony of Defendant’s Expert”)

and state the pretrial conference date, hearing date for the motion, and trial date.

Each separately-represented party shall be limited to ten (10) pages, exclusive of tables

of contents and authorities.  Repetition shall be avoided and, as always, brevity is preferred. 

Leave for additional space will be given only in extraordinary cases.  The excessive use of

footnotes in an attempt to avoid the page limitation shall not be tolerated.  All substantive material,

other than brief argument on tangential issues, shall be in the body of the brief.

The moving party must provide its portion of the joint motion in limine to the nonmoving

party, via e-mail, no later than nine (9) days before the deadline set forth below for filing motions

in limine.  The nonmoving party shall then provide the integrated joint motion in limine, along with

any exhibits, to the moving party no later than two (2) days before the filing deadline.  The moving

party may not make any further revisions to the joint motion in limine other than finalizing it for

filing.  The moving party shall be responsible for filing the joint motion in limine and preparing and

filing any supporting exhibits.

The moving party may file a reply memorandum of points and authorities no later than the

deadline set forth below.  The reply memorandum shall not exceed five pages, unless otherwise

ordered by the court.

A motion in limine made for the purpose of precluding the mention or display of inadmissible

matter in the presence of the jury shall be accompanied by a declaration that includes the

following: (A) a clear identification of the specific matter alleged to be inadmissible; (B) a

representation to the court that the subject of the motion in limine has been discussed with

7
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opposing counsel, and that opposing counsel has either indicated that such matter will be

mentioned or displayed in the presence of the jury before it is admitted in evidence or that counsel

has refused to stipulate that such matter will not be mentioned or displayed in the presence of the

jury unless and until it is admitted in evidence; and (C) a statement of the specific prejudice that

will be suffered by the moving party if the motion in limine is not granted.

Any challenge to expert testimony pursuant to Daubert v. Merrell Dow Pharm., 509 U.S.

579, 113 S.Ct. 2786 (1993), or Federal Rules of Evidence 702-704, must be lodged in the form

of a joint motion in limine.  The court generally does not hold Daubert hearings.

The mandatory chambers copy of all evidence in support of or in opposition to a motion in

limine, including declarations and exhibits to declarations, shall be submitted in a separately bound

volume and shall include a Table of Contents.  The transcript of the meet and confer session

shall be included as an exhibit to the motion in limine .  If the supporting evidence exceeds 50

pages, then each copy of the supporting evidence shall be placed in a three-ring binder with each

item of evidence separated by a tab divider on the right side, and shall include a label on the spine

of the binder identifying its contents.

The court will not consider any motion in limine in the absence of a joint motion or a

declaration from counsel for the moving party establishing that opposing counsel: (A) failed to

confer in a timely manner; (B) failed to provide the opposing party’s portion of the joint motion in

a timely manner; or (C) refused to sign and return the joint motion after the opposing party’s

portion was added.

E. Jury Instructions and Verdict Forms.

1. No later than thirty-five (35) days before the deadline to file the required jury

instructions and verdict forms, the parties shall exchange their respective proposed jury

instructions and verdict forms.  No later than twenty-eight (28) days before the filing

deadline, each party shall serve objections to the other party’s instructions and verdict

forms.  No later than twenty-one (21) days before the deadline to file the required jury

instructions and verdict forms, lead counsel for the parties shall meet and confer in person

at an agreed-upon location within the Central District of California and attempt to come to

8
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agreement on the proposed jury instructions and verdict forms.

2. No later than the deadline set forth below, counsel shall submit both general

and substantive jury instructions in the form described below.  Counsel must provide the

documents described below in WordPerfect (the court’s preference) or Word format.  The

parties should use the most recent version of the Ninth Circuit’s Manual of Model Civil Jury

Instructions, which is available on the Ninth Circuit’s website,4 for all applicable jury

instructions.  If there is no applicable Ninth Circuit model jury instruction, the parties should

consult the current edition of O'Malley, et al., Federal Jury Practice and Instructions.  If

neither the Ninth Circuit nor O’Malley provides an applicable jury instruction, the parties

should consult the model jury instructions published by other Circuit Courts of Appeal. 

Where California law applies, counsel should use the current edition of the Judicial Council

of California Civil Jury Instructions (“CACI”), which is available on the California Judicial

Branch website.5  The parties shall not modify or supplement a model instruction’s

statement of applicable law unless absolutely necessary and strongly supported by

controlling case law or other persuasive authority.  Each requested instruction shall: (a) cite

the authority or source of the instruction; (b) be set forth in full; (c) be on a separate page;

(d) be numbered; (e) cover only one subject or principle of law; and (f) not repeat principles

of law contained in any other requested instruction.

The proposed jury instructions shall be submitted as follows:

a. Joint Jury Instructions:  Counsel shall file a joint set of jury

instructions  on which the parties agree.  Model jury instructions should be modified

as necessary to fit the facts of the case, i.e., inserting names of defendant(s) or

witness(es) to whom an instruction applies.  Where language appears in brackets

in the model instruction, counsel shall select the appropriate text and eliminate the

inapplicable bracketed text. The court expects counsel to agree on the substantial

     4  http://www3.ce9.uscourts.gov/jury-instructions/model-civil.

     5  http://www.courts.ca.gov/partners/317.htm/civiljuryinstructions/.
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majority of jury instructions, particularly when pattern or model instructions provide

a statement of applicable law.  If one party fails to comply with the provisions of this

section, the other party must file a unilateral set of jury instructions.

b. Disputed Jury Instructions: Counsel shall file a separate joint set

of disputed jury instructions propounded by one party to which another party

objects.  On a separate page following each disputed jury instruction, the party

opposing the instruction shall briefly state the basis for the objection, any authority

in support thereof and, if applicable, an alternative instruction.  On the following

page, the party proposing the disputed instruction shall briefly state its response to

the objection, and any authority in support of the instruction.  Each requested jury

instruction shall be numbered and set forth in full on a separate page, citing the

authority or source of the requested instruction.

3. For both the Joint Jury Instructions and Disputed Jury Instructions, counsel

must provide an index of all instructions submitted, which must include the following:

a. the number of the instruction;

b. the title of the instruction;

c. the source of the instruction and any relevant case citations; and

d. the page number of the instruction.

For example:

Number Title Source Page Number

1 Trademark-Defined 9th Cir. 8.5.1 1
(15 U.S.C. § 1127)

F. Voir Dire.

1. The court will conduct the voir dire.  Counsel may, but are not required to, file

a list of proposed case-specific voir dire questions no later than the date set forth below.

2. In most cases, the court will conduct its initial voir dire of 16 prospective jurors

who will be seated in the jury box.  Generally, the court will select eight jurors.

3. Each side will have three peremptory challenges.  After all peremptory

10
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challenges have been exercised, the eight jurors in the lowest numbered seats will be the

jury.  The court will not necessarily accept a stipulation to a challenge for cause.  If one or

more challenges for cause are accepted, and all six peremptory challenges are exercised,

the court may decide to proceed with six or seven jurors.

G. Trial Exhibits.

Exhibits must be placed in three-ring binders indexed by exhibit number with tabs or

dividers on the right side.  The spine portion of the binder shall indicate the volume number and

contain an index of each exhibit included in the volume.  Plaintiff shall be responsible for

submitting hard copies of all trial exhibits as follows:

1. On the first day of trial , plaintiff shall submit to the Courtroom Deputy Clerk

(“CRD”) one (1) three-ring binder containing all original exhibits to be used at trial (except

those to be used for impeachment only) with official exhibit tags attached and bearing the

same number shown on the exhibit list.

2. Plaintiff shall also submit to the CRD two (2) three-ring binders with copies

of each exhibit, tabbed with exhibit numbers, for use by the court and the witness.

3. Exhibit tags may be obtained from the Clerk’s Office, located on the fourth

floor of the First Street Courthouse.  Plaintiff shall use yellow tags and defendant shall use

blue tags.  Digital exhibit tags are also available on the Court’s website under Court Forms

> General forms > Form G-14A (plaintiff) and G-14B (defendant).  Digital exhibit tags may

be used in lieu of tags available from the Clerk’s Office.  The tags shall be stapled to the

upper right-hand corner of each exhibit with the case number, case name, and exhibit

number placed on each tag. Exhibits shall be numbered 1, 2, 3, etc., not  1.1, 1.2, 1.3, etc. 

The defense exhibit numbers shall not duplicate plaintiff’s numbers.  Counsel shall

designate any “blow-up” enlargement of an existing exhibit with the number of the original

exhibit followed by an “A.”

4. Admitted exhibits will be given to the jury during deliberations.  Counsel shall

review all admitted exhibits with the CRD before the jury retires to begin deliberations.

5. Where a significant number of exhibits will be admitted, the court encourages

11
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counsel, preferably by agreement, to consider ways in which testimony about exhibits may

be made intelligible to the jury while it is presented.  For example, counsel should consider

using courtroom technology or other devices, such as jury notebooks for admitted exhibits. 

Information concerning the availability, training, and use of courtroom technology is

available on the Central District’s website.  The court does not permit exhibits to be

“published” by passing them up and down the jury box.  Exhibits may be displayed briefly

using the screens in the courtroom, unless the process becomes too time-consuming.

VI. JURY TRIAL.

A. Generally.

On the first day of trial, counsel must appear at 8:45 a.m. to discuss preliminary matters

with the court.  The jury panel will be called when the court is satisfied that the matter is ready for

trial.  Jury selection usually takes only a few hours.  Counsel should be prepared to proceed with

opening statements and witness examination immediately after jury selection. 

B. Advance Notice of Unusual or Difficult Issues.

If any counsel have reason to anticipate that a difficult question of law or evidence will

necessitate legal argument requiring research or briefing, counsel must give the court advance

notice.  Counsel are directed to notify the CRD at the day’s adjournment if an unexpected legal

issue arises that could not have been foreseen and addressed by a motion in limine.  See Fed.

R. Evid. 103.  Counsel must also advise the CRD at the end of each trial day of any issues that

must be addressed outside the presence of the jury, so that there is no interruption of the trial. 

The court will not keep jurors waiting .

C. Opening Statements, Examining Witnesses and Summation.

1. Counsel must use the lectern at all times.

2. Counsel shall not discuss the law or argue the case in opening statements.

3. Counsel must not consume time by writing out words, drawing charts or

diagrams, etc.  Counsel must prepare such materials in advance.

4. The court will honor (and may establish) reasonable time estimates for

opening and closing arguments, examination of witnesses, etc.

12
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D. Objections to Questions.

1. Counsel must not use objections to make a speech, recapitulate testimony,

or attempt to guide the witness.

2. When objecting, counsel must rise to state the objection and state only that

counsel objects and the legal ground of objection.  If counsel wishes to argue an objection

further, counsel must ask for permission to do so.

E. General Decorum.

1. Counsel should not approach the CRD or the witness box, or enter the well

of the court, without specific permission and must return to the lectern when the purpose

for approaching has been accomplished.

2. Counsel should rise when addressing the court and when the court or the jury

enters or leaves the courtroom, unless directed otherwise.

3. Counsel should address all remarks to the court.  Counsel are not to address

the CRD, the court reporter, persons in the audience, or opposing counsel.  If counsel wish

to speak with opposing counsel, counsel must ask permission to do so.  Any request for

the re-reading of questions or answers or to have an exhibit placed in front of a witness

shall be addressed to the court.

4. Counsel should not address or refer to witnesses or parties by first names

alone, with the exception of witnesses under 14 years of age.

5. Counsel must not offer a stipulation unless counsel have conferred with

opposing counsel and have verified that the stipulation will be acceptable.

6. While court is in session, counsel must not leave the counsel table to confer

with any person in the back of the courtroom unless permission has been granted in

advance.

7. Counsel shall not make facial expressions; nod or shake their heads;

comment; or otherwise exhibit in any way any agreement, disagreement, or other opinion

or belief concerning the testimony of a witness.  Counsel shall admonish their clients and

witnesses not to engage in such conduct.

13
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8. Counsel should not talk to jurors at all, and should not talk to co-counsel,

opposing counsel, witnesses, or clients where the conversation can be overheard by jurors. 

Each counsel should admonish counsel’s own clients and witnesses to avoid such conduct. 

9. Where a party has more than one lawyer, only one may conduct the direct

or cross-examination of a particular witness, or make objections as to that witness.

10. Water is permitted in the courtroom.  Food is not permitted in the courtroom.

F. Promptness of Counsel and Witnesses.

1. Promptness is expected from counsel and witnesses.  Once counsel are

engaged in trial, this trial is counsel’s first priority.  The court will not delay the trial or

inconvenience jurors.

2. If a witness was on the stand at a recess or adjournment, counsel who called

the witness shall ensure the witness is back on the stand and ready to proceed when trial

resumes.

3. Counsel must notify the CRD in advance if any witness needs to be

accommodated based on a disability or for other reasons.

4. No presenting party may be without a witness.  If a party’s remaining

witnesses are not immediately available and there is more than a brief delay, the court may

deem that party to have rested.

5. The court attempts to cooperate with professional witnesses and will, except

in extraordinary circumstances, accommodate them by permitting them to be called out of

sequence.  Counsel must anticipate any such possibility and discuss it with opposing

counsel.  If there is an objection, counsel must confer with the court in advance.

G. Exhibits.

1. Each counsel should keep counsel’s own list of exhibits and should note

when each exhibit has been admitted into evidence (if not already admitted pursuant to the

pretrial exhibit stipulation).

2. Each counsel is responsible for any exhibits that counsel secures from the

CRD and must return them before leaving the courtroom at the end of the session.
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3. An exhibit not previously marked should, at the time of its first mention, be

accompanied by a request that it be marked for identification.  Counsel must show a new

exhibit to opposing counsel before the court session in which it is mentioned.

4. Counsel are to advise the CRD of any agreements with respect to the

proposed exhibits and as to those exhibits that may be received without further motion.

5. When referring to an exhibit, counsel should refer to its exhibit number. 

Witnesses should be asked to do the same.

6. Counsel must neither ask witnesses to draw charts or diagrams nor ask the

court’s permission for a witness to do so.  Any graphic aids must be fully prepared before

the court session starts.

H. Depositions.

1. The parties shall submit to the CRD all depositions that they intend to use as

substantive evidence at trial (i.e., not merely for impeachment purposes) on the first day

of trial or such earlier da te as the court may order , with all objections noted in the

margins.  Counsel should verify with the CRD that the relevant deposition is in the CRD’s

possession.

2. In using depositions of an adverse party for impeachment, either one of the

following procedures may be adopted:

a. If counsel wishes to read the questions and answers as alleged

impeachment and ask the witness no further questions on that subject, counsel shall

first state the page and line where the reading begins and the page and line where

the reading ends, and allow time for any objection.  Counsel may then read the

portions of the deposition into the record.

b. If counsel wishes to ask the witness further questions on the subject

matter, the deposition shall be placed in front of the witness and the witness shall

be told to read the relevant pages and lines silently.  Then counsel may: (a) ask the

witness further questions on the matter and thereafter read the quotations; or (b)

read the quotations and thereafter ask further questions.  Counsel should have an
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extra copy of the deposition for this purpose.

3. Where a witness is absent and the witness’s testimony is offered by

deposition, counsel may: (a) have a reader occupy the witness chair and read the

testimony of the witness while the examining lawyer asks the questions; or (b) have

counsel read both the questions and answers.

I. Interrogatories and Requests for Admissions.

Whenever counsel expects to offer a group of answers to interrogatories or requests for

admissions extracted from one or more lengthy documents, counsel must prepare a new

document listing each question and answer and identifying the document from which it has been

extracted.  Copies of this new document should be given to the court and opposing counsel.

VII. COMPLIANCE WITH THIS ORDER, THE LOCAL RULES, AND THE FEDERAL RULES

OF CIVIL PROCEDURE.

All parties and their counsel are ordered to become familiar with the Federal Rules of Civil

Procedure, the Local Rules of the Central District of California, and the court’s standing orders.

The failure of any party or attorney to comply with the requirements of this Order, the Local Rules,

or the Federal Rules of Civil Procedure may result in sanctions being imposed.

/ / /

/ / /

/ / /
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Forever 21, Inc. v. Gucci America, Inc., et al. 
Case No. CV 17-4706 FMO (Ex)

CASE DEADLINES

The court hereby enters the following scheduling order:

1.  Any stipulation or motion to amend as to any claims, defenses and/or parties shall be

lodged/filed no later than November 9, 2017 , failing which it shall be deemed that party’s waiver

of any such amendments in this action.  All “Doe” defendants are to be identified and named on

or before November 9, 2017 , on which date all remaining “Doe” defendants will be dismissed,

unless otherwise ordered by the court upon a showing of good cause.

2.  All fact discovery shall be completed no later than March 30, 2018 .

3.  All expert discovery shall be completed by June 18, 2018 .  The parties must serve their

Initial Expert Witness Disclosures no later than April 13, 2018 .  Rebuttal Expert Witness

Disclosures shall be served no later than May 14, 2018.  The parties should commence expert

discovery shortly after the initial designation of experts, because Local Rules 7-3 and 37-1 require

ample time to meet and confer as well as brief the matters, and because the final pretrial

conference and trial dates will not be continued merely because expert discovery is still underway.

4.  The parties shall complete their settlement conference before a private mediator

(“settlement officer”) no later than March 30, 2018 .  Plaintiff’s counsel shall contact the settlement

officer with enough time so that the settlement conference date is early enough to comply with the

settlement completion deadline imposed by this court.  After obtaining available dates from the

settlement officer, counsel for the parties shall confer and select one of the proposed dates. 

Plaintiff’s counsel shall then advise the settlement officer of the settlement conference date

selected by parties.  If the case settles, counsel shall file a Notice of Settlement no later than 24

hours after the case is settled, stating when they expect to file their dismissal papers.  Otherwise,

the parties must, no later than 48 hours after the settlement conference is completed, file

a Status Report Re: Settlement .  The Status Report shall not disclose the parties’ settlement

positions, i.e., the terms of any offers or demands.  The Status Report shall describe the efforts

made by the parties to resolve the dispute informally, i.e., the occasions and dates when the
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parties participated in mediation or settlement conferences.  The Status Report shall also include

the name of the settlement officer who assisted the parties with their settlement conference.

5.  Any motion for summary judgment or other potentially dispositive motion shall be filed

no later than July 19, 2018 , and noticed for hearing regularly under the Local Rules.  Any untimely

or non-conforming motion will be denied.  All potentially dispositive motions shall comply with the

requirements set forth in the Court’s Order Re: Summary Judgment Motions issued

contemporaneously with the filing of this Order.  Each party is allowed one potentially dispositive

motion.

  6.  The parties shall file memoranda of contentions of fact and law; witness lists; the Pretrial

Exhibit Stipulation; and joint motions in limine no later than September 14, 2018 .

7.  The parties shall lodge their proposed Pretrial Conference Order and file the Joint Jury

Instructions; Disputed Jury Instructions; a joint proposed verdict form; a joint statement of the

case; proposed additional voir dire questions, if desired; and reply memoranda to motions in limine

no later than September 21, 2018 .  

The parties shall also send copies of the proposed Pretrial Conference Order; Joint Jury

Instructions; Disputed Jury Instructions; the joint proposed verdict form; the joint statement of the

case; and any proposed additional voir dire questions, to the chambers e-mail address

(fmo_chambers@cacd.uscourts.gov) in WordPerfect (the court’s preference) or Word format.

8.  The final pretrial conference and hearing on motions in limine is scheduled for October

5, 2018, at 10:00 a.m.

9.  The trial is scheduled to begin on Tuesday, October 23, 2018 , at 9:00 a.m.  On the first

day of trial, counsel must appear at 8:45 a.m.  to discuss preliminary matters with the court.

Dated this 18th day of September, 2017.

                                      /s/
         Fernando M. Olguin

             United States District Judge
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