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v. 

PAFtec Technologies Pty Ltd 

 

 

Lawrence T. Stanley, Jr., Interlocutory Attorney: 

On October 25, 2021, at Opposer/Petitioner Drayson Technologies (Europe) 

Limited’s (“Opposer”) request, the Board participated in the parties’ telephonic 

discovery conference mandated under Fed. R. Civ. P. 26(f) and Trademark Rule 

2.120(a). During the telephone conference, the Board also addressed Opposer’s 

motions to strike, filed September 29, 2021 in both Opposition No. 91234747 (“the 

’747 Opposition”) and Cancellation No. 92066758 (“the ’758 Cancellation”). The 

participants were Robert Horowitz and Lesley Grossberg, counsel for Opposer, 

Frederick Meyers, Thomas Gardiner, and Hamza Jaka, counsel for 

Applicant/Respondent PAFtec Technologies Pty Ltd (“Applicant”), and Lawrence T. 

Stanley, Jr., Interlocutory Attorney for the Board.1 

                                            
1 Opposer’s notice of appearance, filed October 4, 2021, and Applicant’s notices of appearance, 

filed October 5, 2021, are noted, and the Board’s records have been updated accordingly. 
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I. Related Proceedings 

Proceeding dates for the ’747 Opposition and ’758 Cancellation were extended or 

suspended for settlement for approximately two years. The proceedings were then 

suspended, by consent, for an opposition proceeding pending before the European 

Union Intellectual Property Office (“EUIPO”) for more than two years. Both 

proceedings, however, resumed after the parties failed to inform the Board of the 

status of the EUIPO proceeding. During the telephone conference, the parties advised 

the Board that the EUIPO proceeding is resolved. The parties were advised that they 

will need to bring an appropriate motion to the extent they believe the resolution of 

the EUIPO proceeding impacts these proceedings. 

The parties confirmed that they are not currently involved in any other litigation 

concerning the marks at issue in this proceeding. As set forth in the institution order, 

the parties must notify the Board promptly in writing if they become parties to 

another Board proceeding, or a civil action, which involves the same or related marks 

or issues of law or fact which overlap with this case. 

II. Claims, Defenses, and Opposer’s Motions to Strike 

Because one of the requirements for the discovery conference (under Fed. R. Civ. 

P. 26(f)) is to discuss the parties’ claims and defenses, the Board turned first to 

Opposer’s notice of opposition and amended petition to cancel, Applicant’s answers 

thereto, and Opposer’s motions to strike.  

Applicant, an Australian limited company, is the applicant for application Serial 

No. 79186065, filed under Section 66(a) of the Trademark Act, for the mark 
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CLEANSPACE for a variety of goods in International Classes 9 and 10 (i.e., the 

involved application in the ’747 Opposition). Applicant is also the owner of 

Registration No. 4801619 for the mark CLEANSPACE, in standard characters, for a 

variety of goods in International Class 9 (i.e., the involved registration in the ’758 

Cancellation). 

Opposer, a UK limited company, opposes the involved application on the basis of 

likelihood of confusion and lack of a bona fide intent to use the mark in commerce 

(’747 Opposition, 1 TTABVUE) and seeks cancellation of the involved registration on 

the basis of fraud and partial cancellation via a restriction under Section 18 of the 

Trademark Act (’758 Cancellation, 28 TTABVUE). In its notice of opposition and 

amended petition to cancel, Opposer pleads ownership of application Serial No. 

79179572, filed under Section 66(a) of the Trademark Act, for the mark 

CLEANSPACE, in standard characters, for a variety of goods and services in 

International Classes 9, 35, 36, 37, 38, 39, 42, 44, and 45. 

In its answer to the notice of opposition, filed September 9, 2021, Applicant denies 

the salient allegations of the notice of opposition, and asserts three affirmative 

defenses (’747 Opposition, 31 TTABVUE), and in its answer to the amended petition 

to cancel, filed September 11, 2021, Applicant denies the salient allegations of the 

notice of opposition, and asserts three affirmative defenses (’758 Cancellation, 30 

TTABVUE). On September 29, 2021, Opposer filed a motion to strike Applicant’s 

affirmative defenses in both proceedings (’747 Opposition, 32 TTABVUE and ’758 

Cancellation, 31 TTABVUE), and in said motions, Opposer requested Board 
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participation in the parties’ discovery conference. On October 18, 2021, Applicant 

filed oppositions to the motion to strike in each proceeding. ’747 Opposition, 37 

TTABVUE and ’758 Cancellation, 36 TTABVUE. 

The Board reviewed Opposer’s notice of opposition and amended petition to cancel, 

Applicant’s answers thereto, and Opposer’s motions to strike. As discussed further 

below, Opposer’s motions to strike were granted, in part and denied, in part. 

A. Opposer’s Notice of Opposition in the ’747 Opposition 

1. Entitlement to a Statutory Cause of Action 

Opposer has sufficiently pleaded its entitlement to a statutory cause of action, 

formerly referred to as standing, in the notice of opposition by alleging prior rights in 

the mark CLEANSPACE for a variety of goods and services in International Classes 

9, 35, 36, 37, 38, 39, 42, 44, and 45 and the alleged damage that will occur by 

registration of Applicant’s mark. ’747 Opposition, 1 TTABVUE. 

2. Likelihood of Confusion 

Opposer has pleaded a claim for likelihood of confusion in that Opposer alleges 

that it has priority in its CLEANSPACE mark and that Applicant’s applied-for mark 

is confusingly similar to Opposer’s pleaded mark. Id. at 27-28, ¶¶ 13-17. 

3. Lack of a Bona Fide Intent to Use 

Opposer has sufficiently pleaded a claim for lack of bona fide intent to use the 

applied-for mark in that Opposer alleges that “Applicant has not commenced using 

in interstate commerce the CleanSpace Mark for any of the goods identified in the 

[subject] Application” (1 TTABVUE 26, ¶ 8) and that “Applicant lacked a bona fide 
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intention to use the CleanSpace Mark in commerce with all of the goods identified in 

the [subject] Application at the time that application was filed” (id. at 28, ¶ 20).  

B. Opposer’s Amended Petition to Cancel in the ’758 Cancellation 

1. Entitlement to a Statutory Cause of Action 

Opposer has sufficiently pleaded its entitlement to a statutory cause of action in 

the amended petition to cancel by alleging that is pleaded application was rejected in 

part under Section 2(d) of the Trademark Act in view of Applicant’s involved 

registration. ’758 Cancellation, 28 TTABVUE 7-8, ¶ 6. 

2. Partial Restriction  

A claim for partial cancellation or restriction of a registration under Section 18 in 

order to avoid a likelihood of confusion is in the nature of an equitable remedy and 

does not constitute an attack on the validity of a registration or have to be tied to a 

properly pleaded ground for opposition or cancellation.  See Dak Indus., Inc. v. Daiichi 

Kosho Co., 35 USPQ2d 1434, 1437 (TTAB 1995) (“a claim for cancellation by 

restriction or modification …is an equitable remedy …, not tied to a ground to 

cancel”); Eurostar, Inc. v. “Euro-Star” Reitmoden GmbH & Co. KG, 34 USPQ2d 1266, 

1271 n.3 (TTAB 1995) (“Eurostar”) (“[t]he restriction provisions of Section 18 are in 

the nature of an equitable remedy”); see also TBMP § 309.03(d).  

To determine whether Opposer has set forth a sufficient claim for partial 

cancellation or restriction of Applicant’s involved registration under Section 18 of the 

Trademark Act, the Board looks to Eurostar, 34 USPQ2d at 1271. In Eurostar, the 

Board stated that a plaintiff must plead (1) that the proposed restriction will avoid a 
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likelihood of confusion and (2) that the defending party is not using the mark on the 

goods or services being “effectively excluded” from the registration. Id.; see also 

IdeasOne, Inc. v. Nationwide Better Health, Inc., 89 USPQ2d 1952, 1953 (TTAB 2009). 

For pleading purposes, a Section 18 claim or defense must also be specific enough in 

nature so that the adverse party has fair notice of the restriction being sought. 

Eurostar, 34 USPQ2d at 1272; see also IdeasOne, Inc., 89 USPQ2d at 1953-54. 

Here, Opposer requests that the description of certain services in Applicant’s 

involved registration, namely “personal pollution protection devices, namely air 

pollution sensors,” be restricted by adding the phrase “for industrial, not personal, 

use and to be advertised and sold in channels to industrial users, not the general 

consuming public.” 28 TTABVUE 9, ¶ 13. Opposer alleges that the addition of the 

restriction will not result in a likelihood of confusion with Applicant’s use and 

registration of the involved mark and that Opposer is being damages by citation of 

that language in the recitation of services against Opposer’s pleaded application. Id. 

at 9-11, ¶¶ 13-15. 

Opposer further alleges that: (1) Applicant’s “personal pollution protection 

devices, namely air pollution sensors” in the involved registration “are for industrial 

use, and will not be advertised and sold in channels appropriate to the general 

consuming public” (id. at 8-9, ¶ 7); (2) Applicant “is not using its [involved] mark for 

‘personal pollution protection devices, namely, air pollution sensors’” (id. at 9, ¶ 8); 

(3) Applicant “has no intention of using its [involved] mark for ‘personal pollution 

protection devices, namely, air pollution sensors’ for general consumer use” (id. at 9, 
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¶ 9); and (4) “the channels of advertising and trade for the ‘personal pollution 

protection devices, namely, air pollution sensors’ in the [involved] registration are for 

industrial users, which are separate and distinct from those for the general 

consuming public” (id. at 9, ¶ 10). 

In view of Opposer’s allegations in toto, the Board finds that Opposer has pleaded 

sufficient facts which, if proven at trial, would establish the necessary elements for a 

Section 18 claim. 

3. Fraud  

Fraud in procuring or maintaining a trademark registration occurs when an 

applicant knowingly makes a specific false, material representation of fact in 

connection with an application or registration with the intent of obtaining or 

maintaining a registration to which it is otherwise not entitled. See In re Bose Corp., 

580 F.3d 1240, 91 USPQ2d 1938, 1939 (Fed. Cir. 2009); Qualcomm Inc. v. FLO Corp., 

93 USPQ2d 1768, 1770 (TTAB 2010). A fraud claim must set forth all elements of the 

claim with a heightened degree of particularity in compliance with Fed. R. Civ. P. 

9(b). See Asian and W. Classics B.V. v. Selkow, 92 USPQ2d 1478, 1478-79 (TTAB 

2009). In addition, intent to deceive the USPTO is a specific element of a fraud claim, 

and must be sufficiently pleaded. In re Bose, 91 USPQ2d at 1939-40; Asian and W. 

Classics, 92 USPQ2d at 1479. 

Opposer’s fraud claim is based on a lack of a bona fide intent to use. Opposer 

alleges that Applicant lacked a bona fide intention to use the involved mark with all 

of the goods identified in the application at the time of filing and did not possess a 
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bona fide intent to use the involved mark with the goods that ultimately appeared in 

the registration. ’758 Cancellation, 28 TTABVUE 12-13, ¶ 22. 

Opposer further alleges in Paragraphs 24-30 that Applicant knew that it did not 

have the requisite bona fide intent to the use the mark for all of the goods, Applicant 

knowingly made false and material representations of fact that it had a bona fide 

intent to the use the mark for all of the goods, Applicant intended to mislead the 

USPTO in granting the involved registration, and the USPTO relied upon Applicant’s 

false and material representations of fact that it had a bona fide intent to the use the 

mark for all of the goods. Id. at 13, ¶¶ 24-30. 

These allegations are sufficient to plead a claim of fraud. 

C. Applicant’s Answers and Opposer’s Motions to Strike 

In its answer to the notice of opposition, filed September 9, 2021, Applicant denies 

the salient allegations of the notice of opposition, and asserts three affirmative 

defenses. ’747 Opposition, 31 TTABVUE. In its answer to the amended petition to 

cancel, filed September 11, 2021, Applicant denies the salient allegations of the 

amended petition to cancel, and asserts three affirmative defenses. ’758 Cancellation, 

30 TTABVUE. On September 29, 2021, Opposer filed a motion to strike Applicant’s 

affirmative defenses in both proceedings (’747 Opposition, 32 TTABVUE and ’758 

Cancellation, 31 TTABVUE), and in said motions, Opposer requested Board 

participation in the parties’ discovery conference. On October 18, 2021, Applicant 

filed oppositions to the motion to strike in each proceeding. ’747 Opposition, 37 

TTABVUE and ’758 Cancellation, 36 TTABVUE.  
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The Board may strike from a pleading any insufficient defense, or any redundant, 

immaterial, impertinent or scandalous matter. See Fed. R. Civ. P. 12(f); Am. Vitamin 

Prods. Inc. v. DowBrands Inc., 22 USPQ2d 1313, 1314 (TTAB 1992); TRADEMARK 

TRIAL AND APPEAL BOARD MANUAL OF PROCEDURE (TBMP) § 506.01 (2021). A defense 

will not be stricken as insufficient if the insufficiency is not clearly apparent, or if it 

raises factual issues that should be determined on the merits. TBMP § 506.01 

Moreover, the primary purpose of the pleadings is to give fair notice of the claims or 

defenses asserted. Ohio State Univ. v. Ohio Univ., 51 USPQ2d 1289, 1292 (TTAB 

1999). Thus, the Board may decline to strike even objectionable pleadings where their 

inclusion will not prejudice the adverse party, but rather will provide fuller notice of 

the basis for a claim or defense. See e.g., id.; Harsco Corp. v. Elec. Scis. Inc., 9 USPQ2d 

1570, 1571-72 (TTAB 1988). 

1. First Affirmative Defense in Both Proceedings: Amplification of 

Denials 

For its first affirmative defense in both proceedings, “Applicant denies each and 

every allegation of the [operative complaint] not specifically admitted herein.” ’747 

Opposition, 31 TTABVUE 4; ’758 Cancellation, 30 TTABVUE 4. This is not a true 

affirmative defense but rather is merely an amplification of Applicant’s denials, and 

therefore, the motion to strike the first affirmative defense in both proceedings is 

denied. 
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2. Second Affirmative Defense in Both Proceedings: Estoppel, Waiver, 

Acquiescence and Laches, and Third Affirmative Defense in the 

’747 Opposition: Unclean Hands 

For its second affirmative defense in both proceedings, Applicant asserts that 

“[Plaintiff’s] claims are barred in whole or in part under the doctrines of estoppel, 

waiver, acquiescence and/or laches” (’747 Opposition, 31 TTABVUE 4; ’758 

Cancellation, 30 TTABVUE 4), and for its third affirmative defense in response to the 

notice of opposition, Applicant alleges that “Opposer’s claims are barred under the 

doctrine of unclean hands” (’747 Opposition, 31 TTABVUE 4). 

The defenses of estoppel, waiver, acquiescence, laches, and unclean hands are 

separate and distinguishable affirmative defenses that must be pleaded with 

sufficient particularity to place Opposer on notice of the basis for such affirmative 

defenses. See, e.g., IdeasOne Inc., 89 USPQ2d at 1953; Fair Indigo LLC v. Style 

Conscience, 85 USPQ2d 1536, 1538 (TTAB 2007); Midwest Plastic Fabricators, Inc. v. 

Underwriters Labs. Inc., 5 USPQ2d 1067, 1069 (TTAB 1980); see also TBMP 

§ 311.02(b) (“The elements of a defense should be stated simply, concisely, and 

directly. However, the pleading should include enough detail to give the plaintiff fair 

notice of the basis for the defense.”). Applicant has done no more than list the defenses 

of estoppel, waiver, acquiescence, laches, and unclean hands by name.  Applicant has 

provided no further facts upon which any of these affirmative defenses might 

plausibly be based.  

Furthermore, the affirmative defenses of estoppel, waiver, acquiescence, and 

laches generally are not applicable in opposition proceedings because these defenses 

start to run from the time a mark is published for opposition, not from the time of 
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knowledge of use. Nat’l Cable Television Ass’n Inc. v. Am. Cinema Editors Inc., 937 

F.2d 1572, 19 USPQ2d 1424, 1432 (Fed. Cir. 1991); Barbara’s Bakery, Inc. v. 

Landesman, 82 USPQ 1283, 1292, n.14 (TTAB 2007). 

Applicant has not alleged any facts or events occurring between the time its mark 

was published for opposition and the filing of the notice of opposition. Inasmuch as 

the opposition was filed within the time allowed therefore, Applicant has not alleged 

a plausible defense of estoppel, waiver, acquiescence, or laches, and it does not appear 

that such an affirmative defenses is available to Applicant. 

As such, Opposer’s motion to strike Applicant’s second affirmative defense in both 

proceedings and third affirmative defense in the ’747 Opposition is granted, and 

Applicant’s second affirmative defense in both proceedings and third affirmative 

defense in the ’747 Opposition are stricken. 

3. Third Affirmative Defense in the ’758 Cancellation: Amplification 

of Denials 

For its third affirmative defense in response to the amended petition to cancel, 

Applicant asserts that: “[Plaintiff’s] claims are unfounded and unsupported. 

[Plaintiff] cannot show, by clear and convincing evidence, that the Registrant 

knowingly made a false, material  representation with the intent to deceive the 

USPTO.” ’758 Cancellation, 30 TTABVUE 4. This too is not a true affirmative defense 

but rather is merely an amplification of Applicant’s denials, and therefore, the motion 

to strike the third affirmative defense in the answer to the petition to cancel is 

denied. 
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It is the Board’s policy to allow amendment of defective pleadings, particularly 

where the offending pleading is the initial pleading. See, e.g., Intellimedia Sports Inc. 

v. Intellimedia Corp., 43 USPQ2d 1203, 1208 (TTAB 1997). As such, Applicant is 

allowed until November 15, 2021 in which to file and serve an amended answer in 

the ’747 Opposition and/or ’758 Cancellation which sufficiently sets forth, with 

plausible factual support, revised affirmative defenses to the extent that any such 

defenses may be properly asserted based on the circumstances of the case, failing 

which the proceedings will move forward only on Applicant’s denials of Opposer’s 

pleaded claims. Any subsequent requests to amend the pleadings must be resolved 

by way of a motion for leave to amend. 

III. Consolidation 

When cases involving common questions of law or fact are pending before the 

Board, the Board may order consolidation of the cases. See Fed. R. Civ. P. 42(a); Wis. 

Cheese Grp., LLC v. Comercializadora de Lacteos y Derivados, S.A. de C.V., 118 

USPQ2d 1262, 1264 (TTAB 2016); Venture Out Props. LLC v. Wynn Resorts Holding 

LLC, 81 USPQ2d 1887, 1889 (TTAB 2007); TBMP § 511. Consolidation is 

discretionary with the Board. See, e.g., Wis. Cheese Grp., LLC, 118 USPQ2d at 1264. 

In determining whether to consolidate proceedings, the Board will weigh the savings 

in time, effort, and expense which may be gained from consolidation, against any 

prejudice or inconvenience which may be caused thereby. See World Hockey Ass’n v. 

Tudor Metal Prods. Corp., 185 USPQ 246, 248 (TTAB 1975); TBMP § 511.  



Opposition No. 91234747 and Cancellation No. 92066758 

 

 13 

The ’747 Opposition and ’758 Cancellation involve the same parties represented 

by the same counsel, related marks, and similar claims. Accordingly, it is foreseeable 

that the cases may involve overlapping discovery, witnesses, and evidence. 

Consolidation should create efficiencies and conserve the resources of the parties and 

the Board. The analysis of the pleaded claims may not be identical in both 

proceedings, but the Board will take into account such differences at final decision 

rendering a separate judgment in each case. 

Accordingly, the Board finds that consolidation is appropriate. Venture Out Props., 

81 USPQ2d at 1889. The ’747 Opposition and ’758 Cancellation are consolidated and 

may be presented on the same record and briefs. See Hilson Research Inc. v. Soc’y for 

Human Res. Mgmt., 27 USPQ2d 1423 (TTAB 1993); Helene Curtis Indus. Inc. v. 

Suave Shoe Corp., 13 USPQ2d 1618 (TTAB 1989). 

The Board file will be maintained in the ’747 Opposition as the “parent case.” From 

this point on, a single copy of submissions should be filed in the parent case only.2 

Each submission should bear the case caption set forth above with the proceeding 

numbers listed in ascending order and the parent case designated as such by 

following the case number with “(parent)”.  

Despite being consolidated, each proceeding retains its separate character and 

requires entry of a separate judgment.3 The decision on the consolidated cases shall 

                                            
2 If Applicant files an amended answer consistent with the leave provided herein, the 

amended answer should be filed in the proceeding for which the answer applies. 

3 Trademark Rule 2.107(b) sets forth restrictions on amendments to notices of opposition 

against Trademark Act § 66(a) applications. Consolidation of proceedings does not impact 

application of that rule. See Prosper Business Dev. Corp. v. Int’l Bus. Machs., 113 USPQ2d 

1148, 1151 (TTAB 2014) 
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take into account any differences in the issues raised by the respective pleadings; a 

copy of the decision shall be placed in each proceeding file. Dating DNA LLC v. 

Imagini Holdings Ltd., 94 USPQ2d 1889, 1893 (TTAB 2010). 

IV. Settlement 

The parties indicated that their foreign counsel and/or principals have discussed 

settlement, but there presently is no agreement as to potential terms for a settlement. 

The Board is liberal in granting stipulations to suspend proceedings to allow 

settlement discussions. Stipulations to suspend a proceeding should be filed promptly 

because, absent suspension, the Board expects the parties to adhere to the proceeding 

deadlines set by the Board. See Atlanta-Fulton County Zoo Inc. v. De Palma, 45 

USPQ2d 1858, 1859 (TTAB 1998) (“[I]t is well established that the mere existence of 

settlement negotiations alone does not justify a party’s inaction or delay.”). 

V. Accelerated Case Resolution (ACR) Procedures 

The Board briefly addressed how cases can be streamlined using Accelerated Case 

Resolution (“ACR”). In a traditional ACR proceeding, parties forego a formal trial in 

favor of submitting briefs with attached evidence, and agreeing that the Board may 

resolve any genuine disputes of material fact raised by the parties’ filings or the 

record, and issue a final decision. See, e.g., Chanel Inc. v. Makarczyk, 106 USPQ2d 

1774, 1776 (TTAB 2013). Short of traditional ACR, parties may stipulate to various 

facts and procedures. Target Brands, Inc. v. Hughes, 85 USPQ2d 1676, 1678 (TTAB 

2007) (parties stipulated to entire record of the case including business records, public 

records, government documents, marketing materials and materials obtained from 
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the Internet as well as thirteen paragraphs of facts; the parties agreed to reserve the 

right to object to such facts and documents on the bases of relevance, materiality and 

weight). 

The following materials provide additional information regarding ACR: 

1. General description of ACR: 

https://www.uspto.gov/sites/default/files/trademarks/process/appeal/Accelerated_

Case_Resolution__ACR__notice_from_TTAB_webpage_12_22_11.pdf.  

2. FAQs on ACR: 

https://www.uspto.gov/sites/default/files/documents/acr-faq-updates.doc.  

3. TBMP §§ 528.05(a)(2), 702.04 and 705. 

The assigned Interlocutory Attorney is available for telephone conferences to 

further discuss ACR and to assist the parties in crafting an ACR stipulation, if the 

parties are interested. 

VI. Arrangements for Disclosure, Discovery, and Trial 

The Board expects cooperation from the parties throughout disclosures, discovery, 

and trial. 

Pursuant to Trademark Rule 2.116(g), the Board’s standard protective order is 

automatically in effect for this proceeding and may be accessed here: 

https://www.uspto.gov/trademarks-application-process/appealing-trademark-

decisions/standard-documents-and-guidelines-0.  

Since the Board’s standard protective order automatically applies, parties cannot 

withhold properly discoverable information on the basis of confidentiality. Amazon 

Techs., Inc. v. Wax, 93 USPQ2d 1702, 1706 n.6 (TTAB 2009); TBMP §412.01.  

https://www.uspto.gov/sites/default/files/trademarks/process/appeal/Accelerated_Case_Resolution__ACR__notice_from_TTAB_webpage_12_22_11.pdf
https://www.uspto.gov/sites/default/files/trademarks/process/appeal/Accelerated_Case_Resolution__ACR__notice_from_TTAB_webpage_12_22_11.pdf
https://www.uspto.gov/sites/default/files/documents/acr-faq-updates.doc
https://www.uspto.gov/trademarks-application-process/appealing-trademark-decisions/standard-documents-and-guidelines-0
https://www.uspto.gov/trademarks-application-process/appealing-trademark-decisions/standard-documents-and-guidelines-0
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The parties may seek only discovery that is relevant to the disputed issues and 

proportional to the needs of the case. Fed. R. Civ. P. 26(b)(1). The parties should not 

assert boilerplate or blanket objections in response to discovery requests. Fed. R. Civ. 

P. 34(b)(2)(B) (party responding to a document request must “state with specificity 

the grounds for objecting to [a] request, including the reasons”); Medtronic, Inc. v. 

Pacesetter Sys., Inc., 222 USPQ 80, 83 (TTAB 1984) (“[I]t is incumbent upon a party 

who has been served with interrogatories to respond by articulating his objections 

(with particularity) to those interrogatories which he believes to be objectionable, and 

by providing the information sought in those interrogatories which he believes to be 

proper.”). If a party withholds information or documents in response to a discovery 

request based on the attorney/client privilege and/or work product doctrine, the party 

must produce a privilege log. Amazon Techs. Inc., 93 USPQ2d at 1706 n.6; No Fear 

Inc. v. Rule, 54 USPQ2d 1551, 1556 (TTAB 2000). 

VII. Proceeding Dates 

Dates are reset as follows: 

Initial Disclosures Due 12/10/2021 

Expert Disclosures Due 4/9/2022 

Discovery Closes 5/9/2022 

Plaintiff’s Pretrial Disclosures Due 6/23/2022 

Plaintiff’s 30-day Trial Period Ends 8/7/2022 

Defendant’s Pretrial Disclosures Due 8/22/2022 

Defendant’s 30-day Trial Period Ends 10/6/2022 

Plaintiff’s Rebuttal Disclosures Due 10/21/2022 

Plaintiff’s 15-day Rebuttal Period Ends 11/20/2022 

Plaintiff’s Opening Brief Due 1/19/2023 

Defendant’s Brief Due 2/18/2023 
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Plaintiff's Reply Brief Due 3/5/2023 

Request for Oral Hearing (optional) Due 3/15/2023 

 

Generally, the Federal Rules of Evidence apply to Board trials. Trial testimony is 

taken and introduced out of the presence of the Board during the assigned testimony 

periods. The parties may stipulate to a wide variety of matters, and many 

requirements relevant to the trial phase of Board proceedings are set forth in 

Trademark Rules 2.121 through 2.125. These include pretrial disclosures, the 

manner and timing of taking testimony, matters in evidence, and the procedures for 

submitting and serving testimony and other evidence, including affidavits, 

declarations, deposition transcripts and stipulated evidence. Trial briefs shall be 

submitted in accordance with Trademark Rules 2.128(a) and (b). Oral argument at 

final hearing will be scheduled only upon the timely submission of a separate notice 

as allowed by Trademark Rule 2.129(a). 


