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Drayson Technologies (Europe) Limited,
Opposition No.
Opposer, : 91234747
V.
PAFtec Technologies Pty Ltd,
Applicant.
_________________________________ X

MOTION TO RECONSIDER APPLICANT’S STIPULATED MOTION TO SUSPEND

1. Applicant filed a stipulated Motion on March 22, 2019 to further suspend this
proceeding. However, the Board noted the parties did not comply with the Board’s prior
requirement regarding progress reports and in view thereof, the March 22, 2019 stipulated
Motion was denied. Reconsideration on the following grounds is respectfully requested.

2. The Parties to this opposition are currently engaged in related opposition
proceedings before the European Union Intellectual Property Office [EUIPO] in relation to case
no. R 2591/2017-2 [hereafter “the European Proceedings™]. The official status of the proceedings
in the EUTPO database remains “Application Opposed” which I appreciate is broad, but we are
currently awaiting further action on these Proceedings.

3. The European Proceedings have been pending as of a date prior to the current
proceedings before the TTAB, and involve the substantially the same issues as those currently at
issue in the current proceedings. Without going into detail, the Examination Division of the
EUIPO initially dismissed an opposition filed June 29, 2015 by PAFtec Technologies against
application 13758801 CLEANSPACE by virtue of an error, and this dismissal was appealed to
the EUIPO Board of Appeals on December 6, 2017. The Board issued a decision last October.


http://tsdr.uspto.gov/#caseNumber=79179572&caseType=SERIAL_NO&searchType=statusSearch

4. I have attached as Exhibit 1 a copy of the decision of the EUIPO Board of
Appeals dated 9 October 2018 in relation to case no. 2591/2017-2 (the “Decision”), and draw
your attention to the last page of the Decision, numbered Paragraph 38, in which the EUTPO
Board of Appeal ruled that the case to be remitted back down to the Opposition Division for re-
examination.

5. Accordingly, we are currently waiting for the Examination Division of the EUIPO
to issue a decision regarding PAFtec Technologies Pty Limited’s trade mark opposition against
Drayson Technologies (Europe) Limited’s EU trade mark application no. 13758801 seeking
registration of the mark CLEANSPACE.

6. Both Parties to this pending opposition concur that the outcome of The European
Proceedings will have a direct and material impact upon ongoing settlement negotiations in
Europe, the United States and elsewhere and will serve as a catalyst to compel the parties to
agree to terms of a comprehensive trans national settlement agreement.

7. Applicant apologizes for failure to comply with the Board’s prior requirement
regarding progress reports. This was inadvertent. However, the Parties jointly agree that these
proceedings before the TTAB should be suspended while awaiting the outcome of The European
Proceedings, which are proceeding apace. Applicant pledges to keep the Board advised as to
progress with The European Proceedings, progress with negotiations tied to the outcome of The
European Proceedings in general, and in particular to notify the Board when the Examination
Division of the EUIPO renders its decision. We have no insight as to when this will occur but
are hopeful it will issue in the not-to-distant future.

8. Applicant has notified all Parties of this Motion. Opposer, by and through their
counsel, EXPRESSLY CONSENTS TO THIS MOTION.

WHEREFORE, Applicant requests that the Board reconsider its decision dated April 16, 2019 to
deny the stipulated Motion to Suspend, and suspend proceedings pending disposition of the
pending case before the Examination Division of the EUIPO.

Dated: April 25, 2019

Chicago, Illinois
Respectfully submitted,
IPSolved, LLC

e

Frederick W. Meyers
53 West Jackson Blvd., Suite 950

Chicago, IL. 60604



(312) 898-8377
fredwmeyers@ipsolved.com
Attorneys for Applicant



EXHIBIT 1

COPY OF THE DECISION OF THE EUIPO BOARD OF APPEAL DATED 9 OCTOBER
2018 IN RELATION TO CASE NO. 2591/2017-2






. EURCPEAN UNION
; INTELLECTUAL PROPERTY OFFICE

THE BOARDS OF APPEAL
The Registry

'R420A

Alicante, 15/11/2018
R2591/2017-2

D YOUNG & COLLP
120 Holborn

London ECIN 2DY
REINO UNIDO

Subject; Appeal No. R2591/2017-2 CLEANSPACE / CleanSpace
Your ref: ICS/AZR/O050884

Notification of a decision of the Boards of Appeal

Please find enclosed the decision of the Second Board of Appeal dated 09/10/2018
concerning the appeal R2591/2017-2.

Article 72 EUTMR provides that an action may be brought before the General Court
against decisions of the Boards of Appeal. The action shall be brought within two
months from the date of notification of the decision of the Board of Appeal.

Please be informed that the texts governing the procedure before the General Court, in
particular the Rules of Procedure and the Decision on the lodging and service of
procedural documents by electronic means (e-Curia) may be consulted on the Curia
website at http://curia.eur wicms/jems/Jo2 7040/ .

To the extent that you are adversely affected by the attached decision and you
nonetheless decide not to challenge it, please inform us accordingly as soon as possible.

Registry
On behalf of Anke KROLZIK

Enc.: 1 (14 pages)

Avenida de Europa, 4 + E - 03008 - Alicante, Spain
Tel. +34 965139100 « WWW. Uipo. europa. ey




EUROPEAN UNION
INTELLECTUAL PROPERT Y OFFICE

R EVIPO

THE BOARDS OF APPEAL

DECISION
of the Second Board of Appeal
of 9 October 2018

In case R 2591/2017-2

PAFtec Technologies Pty Limited

c/o Hodgkinson McInnes Patents

Level 21

201 Elizabeth Street

Sydney NSW 2000

Australia Opponent / Appellant

represented by D YOUNG & CO LLP, 120 Holborn, London ECIN 2DY, United
Kingdom

A%

Drayson Technologies (Europe) Limited

Unit 29, Chancerygate Business Centre

Langford Lane

Kidlington, Oxfordshire OX5 1FQ

United Kingdom Applicant / Defendant

represented by J A KEMP, 14 South Square Gray's Inn, London WCIR 5JJ, United
Kingdom

APPEAL relating to Opposition Proceedings No B 2 546 029 (European Union trade
mark application No 13 758 801)

THE SECOND BOARD OF APPEAL

composed of S. Stiirmann (Chairperson and Rapporteur), C. Negro (Member) and
S. Martin (Member)

Registrar: H. Dijkema

gives the following

Language of the case: English
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Decision

Summary of the facts

By an application filed on 20 February 2015, Drayson Technologies (Europe)
Limited, formerly known as Drayson Wireless Limited (‘the applicant’) sought to
register the word mark

CLEANSPACE

for the following list of goods and services:

Class 9 — Monitors, testers and systems used for measuring and/or recording and/or transmitting
data; computer software and interfaces for the aforesaid goods; apparatus for recording,
transmission and/or reproduction of sound or images or other data; data processin £ equipment;
telephone-based information retrieval software and hardware: electronic communication
equipment and instruments; telecommunications apparatus and instruments; magnetic, optical,
and clectronic data storage materials and devices; apparatus for data storage; portable digital
electronic devices for data processing, information processing, storing and displaying data,
transmitting and receiving data, transmission of data between computers, and software related
thereto; downloadable publications; magnetic cards; RFID tags and associated software; software
for use in advertising; software relating to the organisation, operation and supervision of sales
and promotional incentive schemes and promotional services; electronic apparatus for wireless
reception, storage and transmission of data; wireless receivers: wireless transmitters; wireless
local area network devices; wireless charging apparatus; wireless energy scavenging apparatus
and devices; wireless energy transfer device; wireless device for recording and sharing real time
data; computer software for customer reward and incentive programmes, databases and data
related to customer reward and incentive programmes and related database management
software; computers, computer terminals, and computer software used for authentication,
authorization, clearing, and settlement of financial transactions; computer software for
commerce over a global communications network: wearable electronic devices capable of
wireless communication, namely devices worn on the body such as glasses, watches, wristbands,
armbands, patches, and badges and/or integrated with wearable goods such as footwear,
headwear, belts, gloves, and clothing; wireless electronic devices for monitoring the environment
and collecting environmental data, namely air pollution monitoring; electronic wireless
communication devices employing energy harvesting and wireless energy transfer devices
enabling the provision of wireless electronic services, namely financial transactions in the field
of customer reward programmes, data collection and storage, data retrieval, location and time
monitoring, and promotional and advertising services in the field of customer reward
programmes; computers, computer software, and wireless electronic devices integrated in a
global computer network enabling customer reward programme members to accumulate reward
points as a function of the distance and time travelled by the member, dependent on the
emissions produced by the member's selected mode of transportation;

Class 16 — Printed matter, publications, newspapers, magazines and periodicals; promotional
material, brochures and pamphlets; vouchers; cards for use in connection with sales and
promotional incentive schemes and promotional services: gift cards and gift vouchers printed
forms; instructional and teaching material:

Class 35 — Advertising; promotion; organisation, management, operation and supervision of

promotional incentive schemes; management, operation and supervision of customer reward
schemes; provision of business information; conducting market surveys and issuing reports: on-
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line administration and supervision of a discount, special offer and gift voucher scheme;
organisation, operation and supervision of reward and incentive schemes via the internet and
mobile devices; reward card services; reward scheme services: business consultancy; business
information; management of computer databases; compilation of information onto computer
databases; organisation of exhibitions or trade fairs for commercial advertising purposes;
creating indexes of online information, sites and other resources available on global computer
networks for others; providing business and commercial information over computer networks
and global communication networks; business services, namely, providing computer databases
regarding the purchase and sale of a wide variety of products and services of others; business
services, namely, dissemination of advertising for others via computer networks and global
communication networks; electronic commerce services, namely providing information about
products via the Internet or telecommunication networks for advertising, promotional, and sales

purposes;

Class 36 — Issuing tokens and vouchers of value; issuing tokens of value in relation to customer
reward schemes; the issuing of vouchers including for restaurants and cafés, entertainment
events, cinema, television, on-demand television, online media, online content, hotels,
accommodation, flights, travel, holidays, theatre, theme parks and activity days; financial
services relating to the provision of vouchers for the purchase of goods and services; payment
services provided through wireless devices; currency exchange services: currency trading;
currency transfer services; financial services, namely, providing a virtual currency for use by
members of an on-line community via a global computer network; electronic financial
transaction processing for customer reward programme members and participating merchants,
namely, electronic funds transfer, electronic cash transactions, electronic debit transactions, and
assisting others with the completion of financial transactions in the field of customer reward
programmes;

Class 37 — Installation of electronic wireless communication devices employing energy
harvesting and wireless energy transfer devices enabling the provision of wireless electronic
services, namely financial transactions in the field of customer reward programmes, data
collection and storage, data retrieval, location and time monitoring, air pollution monitoring,
and promotional and advertising services in the field of customer reward programmes;

Class 38 — Telecommunications;  communication and telecommunication services;
telecommunication access services; communications by computer; communications by tablet
computer; communication between computers; electronic sending of data and documentation via
the Internet or other databases; supply of data and news by electronic transmission; providing
access to websites and electronic news services online allowing the download of information and
data; providing access to web sites on the Internet: serving and transmitting audio, video,
multimedia, and advertising content to computers, mobile telephones, media players, wearable
electronic devices capable of wireless communication, and other mobile digital devices;
electronic transmission of streamed and downloadable audio and video files via computer and
other communications networks; webcasting services (transmission); delivery of messages by
clectronic transmission; provision of connectivity services and access fo electronic
communications networks, for transmission or reception of audio, video or multimedia content:
provision of telecommunications connections to electronic communication networksprovision of
access time to web-sites featuring multimedia materials; providing users with access time to
electronic communications networks with means of identifying, locating, grouping, distributing,
and managing data and links to third-party computer servers, computer processors and computer
users; providing computer data bases in the nature of a bulletin board; rental of wireless
communication systems; providing a platform for a customer reward programme in a computer
network, especially the Internet;

Class 39 - Advisory and consultancy services in relation to transport, namely low-carbon or
zero-emission means of transportation;
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Class 41 = Education; providing of training; entertainment; sporting and cultural activities;

Class 42 — Scientific and technological services and research and design relating thereto;
industrial analysis and research services; design and development of computer hardware and
software; software as a service; maintaining websites; application service provider (ASP);
application service provider (ASP) featuring software for receiving, transmitting and displaying
vouchers and receiving and transmitting data for the purchase of goods and services; application
service provider (ASP) featuring software for providing consumers with information regarding
discounts, vouchers and special offers for the goods or services of others; application service
provider services regarding social networking software; provision of an Internet platform for
social networking services; hosting of digital content online; hosting (providing) a website that
features technology that enables the donation of money and gifts to charitable organisations;
environmental surveys; environmental advisory services; environmental research and technical
consultancy information, consultancy and advisory services for all the aforesaid services;
research, development, and design of an Internet platform for customer reward programmes and
electronic commerce using a virtual currency for use by programme members and participating
merchants of an on-line community via a global computer network;

Class 44 — The provision of healthcare and wellness information services in particular,
healthcare and wellness information services based upon location and environmental data; the
provision of healthcare and wellness information targeted to individuals based upon their
location and associated environmental data;

Class 45 — Licensing of Internet platforms for customer reward programmes and electronic
commerce using a virtual currency for use by programme members and participating merchants
of an on-line community via a global computer network.

The application was published on 31 March 2015.

On 29 June 2015, PAFtec Technologies Pty Limited (‘the opponent’) filed an
opposition against the registration of the published trade mark application for all
the above goods and services. The grounds of opposition were those laid down in
Article 8(1)(a) and (b) and Articles 8(4) and (5) EUTMR,

The opposition was based on earlier International registration No 1 139 618
CleanSpace

filed and registered on 4 October 2012 for the following goods:

Class 9 — Breathing apparatus; self-contained breathing apparatus other than for artificial
respiration; portable breathing apparatus other than for artificial respiration; apparatus to
prevent the inhalation of noxious substances; personal pollution protection devices; breathing
apparatus for protective purposes; breathing masks other than for artificial respiration; protective
breathing masks other than for artificial respiration; breathing assistance and breathing therapy
apparatus other than for artificial respiration; apparatus other than artificial respiration
apparatus for the alleviation and treatment of breathing difficulties; respirators other than for
artificial respiration; air purifying respirators other than for artificial respiration; parts, fittings
and connections for breathing apparatus, respirators and masks.

It was also based on an identical non-registered trade mark used in relation to the
same products as covered in the above international registration.
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On 19 October 2017, ruling on opposition B 2 546 029, the Opposition Division
issued its decision (‘the contested decision’) which rejected the opposition in its
entirety.

The reasoning of the contested decision can be summarized as follows:

Substantiation of earlier International Trade Mark Registration No 1 139 618
designating the European Union

According to Article 95(1) EUTMR. in proceedings before it the Office will
examine the facts of its own motion; however, in proceedings relating to
relative grounds for refusal of registration, the Office is restricted in this
examination to the facts, evidence and arguments submitted by the parties and
the relief sought. It follows that the Office cannot take into account any
alleged rights for which the opponent does not submit appropriate evidence.

According to Rule 19(1), the Office will give the opposing party the
opportunity to submit the facts, evidence and arguments in support of its
opposition or to complete any facts, evidence or arguments that have already
been submitted together with the notice of opposition, within a time limit
specified by the Office.

According to Rule 19(2) CTMIR, within the period referred to above, the
opposing party must also file evidence of the existence, validity and scope of
protection of its earlier mark or earlier right, as well as evidence proving its
entitlement to file the opposition.

In particular, if the opposition is based on a registered trade mark that is not a
European Union trade mark, the opposing party must submit a copy of the
relevant registration certificate and, as the case may be, of the latest renewal
certificate, showing that the term of protection of the trade mark extends
beyond the time limit referred to in paragraph 1 and any extension thereof, or
equivalent documents emanating from the administration by which the trade
mark was registered — Rule 19(2)(a)(ii) CTMIR.

In the present case, the evidence submitted by the opponent with the notice
Of opposition in relation to earlier international trade mark registration
No 1139 618 consists of an extract from the eSearch plus database of the
EUIPO, concerning the designation of the European Union of earlier
international trade mark registration No 1 139 618.

On 10 July 2015 the opponent was given two months, commencing after the
ending of the cooling-off period, to submit the required evidence. Following a
suspension based on ongoing negotiations, the subsequent opting out of the
applicant and an extension of the time limit, this time limit expired on
5 October 2016.

On 5 October 2016, the opponent submitted additional observations in
support of its opposition. It also submitted documents in relation to other
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rights of the opponent not invoked as bases of the present opposition
(Exhibits 4 and 5). However, in relation to earlier international trade mark
registration No 1 139 618 designating the European Union, the opponent did
not submit any additional evidence; instead, it simply submitted again an
extract from the eSearch plus database of the EUIPO (Annex 1 of its
submissions).

The eSearch plus database extracts submitted emanate not from the
administration by which the trade mark was registered, namely the WIPO, but
from the EUTPO. The Office used to accept printouts from the eSearch plus
database (previously CTM-Online) for the purposes of substantiating
international registrations designating the EU, but it changed its practice on
1 July 2012 to the extent that no exception to Rule 19(2)(a) CTMIR is
provided in Title XIIT of the EUTMR.

As regards the use of database extracts for substantiation purposes concerning
international registrations, the accepted databases are the WIPO’s ROMARIN
database and TMview, and such extracts are acceptable as long as they
contain all the relevant data, since extracts from these databases reflect the
information obtained directly from the WIPO database. This new practice has
been confirmed by the General Court (26/1 1/2014, T-240/13, Alifoods,
EU:T:2014:994).

Therefore, the evidence mentioned above is not sufficient to substantiate the
opponent’s earlier international trade mark registration No 1139 618
designating the European Union.

According to Rule 20(1) CTMIR, if until expiry of the period referred to in
Rule 19(1) EUTMIR, the opposing party has not proven the existence,
validity and scope of protection of its earlier mark or earlier right, as well as
its entitlement to file the opposition, the opposition will be rejected as
unfounded.

The opposition must therefore be rejected as unfounded, as far as it is based
on earlier international trade mark registration No 1 139 618 designating the
European Union.

Non-Registered mark or another Sign Used in the Course of Trade -
Article 8(4) EUTMR

The grounds of refusal of Article 8(4) EUTMR are subject to the following
requirements: the earlier sign must have been used in the course of trade of
more than local significance prior to the filing of the contested trade mark:
pursuant to the law governing it, prior to the filing of the contested trade
mark, the opponent acquired rights to the sign on which the opposition is
based, including the right to prohibit the use of a subsequent trade mark; the
conditions under which the use of a subsequent trade mark may be prohibited
are fulfilled in respect of the contested trade mark.
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These conditions are cumulative. Therefore, where a sign does not satisfy one
of those conditions, the opposition based on a non-registered trade mark or
other signs used in the course of trade within the meaning of
Article 8(4) EUTMR cannot succeed.

The contested trade mark was filed on 20 February 2015. Therefore, the
opponent was required to prove that the sign on which the opposition is based
was used in the course of trade of more than local significance in the United
Kingdom prior to that date. The evidence must also show that the opponent’s
sign has been used in the course of trade for ‘breathing apparatus; self
contained breathing apparatus other than for artificial respiration; portable
breathing apparatus other than for artificial respiration; apparatus to prevent
the inhalation of noxious substances; personal pollution protection devices;
breathing apparatus for protective purposes; breathing masks other than for
artificial respiration; protective breathing masks other than for artificial
respiration; breathing assistance and breathing therapy apparatus other than
for artificial respiration; apparatus other than artificial respiration apparatus
for the alleviation and treatment of breathing difficulties: respirators other
than for artificial respiration; air purifying respirators other than for artificial
respiration; parts, fittings and connections for breathing apparatus, respirators
and masks’.

The opponent must provide evidence of the acquisition, continued existence
and scope of protection of that right. In the present case, the documents
submitted demonstrate that the opponent is an Australian private company
producing breathing masks and apparatus under the signs ‘CleanSpace’ and
‘CleanSpace2’. However, there are no independent documents providing
information concerning the commercial volume, the duration, the territorial
scope or the frequency of use of the sign for the goods in relation to which
the opponent has claimed that it has used the sign *CleanSpace’ in the United
Kingdom.

The opponent has not demonstrated use of the mark as an important and
significant business identifier used by it in the United Kingdom. A right of
opposition of that kind must be reserved to signs with a real and actual
presence on their relevant market.

On 4 July 2017, after expiry of the time limit, the opponent submitted
additional evidence. Although these documents were filed after the relevant
period, for the sake of completeness the Opposition Division notes that they
do not contain any additional indications of trade activities or market presence
of the opponent’s goods in the relevant market and do not give any
information on the possible extent of use in that market.

Considering all the above, the Opposition Division concludes that the
evidence submitted by the opponent is insufficient to prove that the earlier
sign was used in the course of trade of more than local significance in
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connection with the goods on which the opposition was based before the
relevant date and in the relevant territory.

= As one of the necessary requirements of Article 8(4) EUTMR is not met, the
opposition must be rejected as unfounded.

On 5 December 2017, the opponent filed a notice of appeal against the contested
decision in part. In particular, it appealed only against that part of the contested
decision which rejected the opposition under Article 8(1)(a) and (b) EUTMR.

On 19 February 2018, the opponent filed its grounds of appeal, including a WIPO
Madrid Monitor extract as proof of substantiation of its earlier IR.

On 17 April 2018, the applicant filed its observations on the grounds of appeal.

Submissions and arguments of the parties

The opponent requests that the Board annul the contested decision insofar as it
found the earlier opposing IR unsubstantiated. It requests further that the
opposition under Article 8(1)(a) and (b) EUTMR be examined on its merits. Its
reasons can be summarized as follows:

—  The Opposition Division erred in not accepting the eSearch extract as proof
of substantiation of the earlier opposing IR. It should have refrained from
examining the facts under its own motion, since the fact of substantiation was
never disputed by the applicant.

— The Madrid Monitor extract submitted on appeal should now be taken into
account. It is supplementary and not additional

—  The opposition shall now be examined on its merits.

The applicant’s observations on the grounds of appeal can be summarized as
follows:

—  The opponent’s representatives are a well-established and experienced firm of
trade mark attorneys. They should have been well aware of the procedures
put in place by the Office and be aware of the relevant Office guidelines.

— By producing a printout from EUIPO’s database, the opponent failed to
comply with the rules and guidelines.

— In previous decisions of the Boards, a copy of an Office database cannot be
considered valid evidence of substantiation. The exact requirements were laid
out by an information sheet sent to the opponent.

— If the Board exercised its discretion in favour of the opponent, it would
seriously prejudice the applicant’s own rights.
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— An appeal proceedings in the United States of America between the parties is

on hold, pending the outcome of these proceedings. These proceedings are
deemed to have ‘collateral impact” on those in the United States of America.

— The opponent referenced the current opposition proceedings with a view to
influencing the outcome in connection with a ‘spurious and baseless’
opposition proceedings in Singapore, where the applicant possesses earlier
rights. Such prejudice should militate against the exercise of discretion in
favour of the opponent.

Reasons
Preliminary remarks

All references made in this decision should be seen as references to the EUTMR
(EU) No 2017/1001 (OJ 2017 L 154, p. 1), codifying Regulation (EC)
No 207/2009 as amended, unless specifically stated otherwise in this decision.

According to Article 80 EUTMDR, the CTMIR was repealed. However, as a
transitional measure, Article 80 EUTMDR foresees that the CTMIR shall continue
to apply to ongoing proceedings until such proceedings are completed, provided
that the EUTMDR does not apply in accordance with Article 81 thereof.

According to Article 81(2)(a), (d) and (j) EUTMDR, in the present case the
CTMIR is to be applied.

Admissibility

The appeal complies with Articles 66, 67 and 68(1) EUTMR. It is, therefore,
admissible.

Scope of appeal

The opponent only appeals against that part of the contested decision which
rejected the opposition under Article 8(1)(a) and (b) EUTMR for an alleged
breach of procedural rules with regards to the substantiation of the earlier
opposing right, IR 1139618 ‘CleanSpace’, designating the European Union.

Substantiation of the earlier opposing International registration

According to Rule 37(b)(i)) CTMIR, in the case of an invalidity application
pursuant to Article 60(1) EUTMR, the cancellation applicant has to provide
particulars of the right on which the application for a declaration of invalidity is
based and if necessary, particulars showing that the applicant is entitled to adduce
the earlier right as grounds for invalidity.

Article 46(4) EUTMR provides that ‘within a period fixed by the Office, the
opponent may submit in support of his case facts, evidence and arguments’.
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Rule 19(1) and (2) CTMIR provide that:

‘(1) The Office shall give the opposing party the opportunity to present the facts,
cvidence and arguments in support of his opposition or to complete any facts,
evidence or arguments that have already been submitted pursuant to Rule 15(3)
CTMIR, within a time limit specified by it and which shall be at least two months
starting on the date on which the opposition proceedings shall be deemed to
commence in accordance with Rule 18(1) CTMIR.

(2) Within the period referred to in paragraph 1, the opposing party shall also file
proof of the existence, validity and scope of protection of his earlier mark or
earlier right, as well as evidence proving his entitlement to file the opposition. In
particular, the opposing party shall provide the following evidence:

(a) if the opposition is based on a trade mark which is not a Community trade
mark, evidence of its filing or registration, by submitting:

(i) if the trade mark is registered, a copy of the relevant registration
certificate and, as the case may be, of the latest renewal certificate (...), or
equivalent documents emanating from the administration by which the trade
mark was registered.

(3) The information and evidence referred to in paragraphs 1 and 2 shall be in the
language of the proceedings or accompanied by a translation. The translation shall
be submitted within the time limit specified for submitting the original document.

(4) The Office shall not take into account written submissions or documents, or
parts thereof, that have not been submitted, or that have not been translated into
the language of proceedings, within the time-limit set by the Office.

Rule 20(1) CTMIR, provides that:

“if until the expiry of the period referred to in Rule 19(1) CTMIR the opposing
party has not proven the existence, validity and scope of protection of his earlier
mark or earlier right, as well as his entitlement to file the opposition, the
opposition shall be rejected as unfounded’,

Furthermore, Rule 20(6), second sentence, CTMIR provides that ‘In no case shall
the Office be required to inform the parties which facts or evidence could be or
have not been submitted’.

It follows from Rule 19(2)(a)(ii) CTMIR that if the opposition is based on a mark
which is not a European Union trade mark, the opponent has to submit, in
particular, a copy of the relevant registration certificate or an equivalent document
emanating from the administration by which the trade mark was registered.

Proof of the validity and scope of protection of the earlier right, and the translation
thereof, are not a matter of the admissibility of the opposition, but a matter of the
substantiation of the opposition, failing which the opposition is to be rejected as
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unfounded without any previous notice (13/06/2002, T-232/00, Chef,
EU.T:2002:157, §33, 36; 17/06/2008, T-420/03, Boomerang TV,
EU:T:2008:203, § 65; 30/06/2004, T-107/02, Biomate, EU:T:2004:196, § 72-74).

Furthermore, it should be noted that time-limits are a matter of public policy and
rigorous compliance with them is enforced to ensure clarity and legal certainty.
They are not subject to the will or discretion of the parties and it is not for the
parties to extend them at their own convenience (04/11/2015, R 2617/2014-2, X
SOCKS (fig.) / X-SOXS (fig.) et al.,, § 33; 30/05/2018, R 1514/2017-2, Tino's /
BODEGAS LOS TINOS, § 27).

It is not disputed that the opponent failed to provide within the set time limit a
copy of the IR registration certificate, which derived from the relevant
administrative body (WIPO), or equivalent document. Instead, it merely submitted
an extract from the Office’s own database (eSearch plus) which gave details of the
IR, believing that to be sufficient for substantiation purposes.

However, the opponent errs when it insists that marks filed via the Madrid
Protocol system designating the European Union—as in this instance—should be
treated the same as marks filed directly at the Office, and that a mere extract from
the Office database provided all the necessary information in the form required. On
the contrary the Court has already held that the Office is not responsible for
managing international registrations and it is not the administration by which the
trade mark was registered. For the purposes of Rule 19(2)(a)(ii) CTMIR, it is
therefore necessary, even in the case of an international registration, to submit the
relevant registration certificate or equivalent document (26/11/2014, T—-240/ 13,
Alifoods, EU:T:2014:994, § 28).

Therefore, the Board concurs with the Opposition Division’s finding that the
opposition must be rejected as unfounded pursuant to Rule 20(1) CTMIR owing
to the opponent’s failure to prove the existence, validity and scope of protection
of the earlier mark (see, in particular, 13/06/2002, T-232/00. Chef,
EU:T:2002:157, § 44; 30/06/2004, T-107/02, Biomate, EU:T:2004:196, § 73).

On the belated WIPO extract filed on appeal

The question now arises whether this belated evidence, consisting of an extract
from the Madrid Monitor, the WIPO portal for following the status of
international applications or trademark registrations, can be admitted.

The extract, clearly ‘emanating from the administration by which the trade mark
was registered’, rectifies the deficiency in substantiation of the earlier right.

From Article 95(2) EUTMR, it follows that as a general Rule and unless otherwise
specified, the submission of facts and evidence by the parties remains possible after
the expiry of the time-limits to which such submission is subject and that the
Office is in no way prohibited from taking account of facts and evidence which are
submitted or produced late (13/03/2007, C-29/05P, ARCOL / CAPOL,
EU:C:2007:162, § 42).
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The Court of Justice has held, in judgment C-120/12 P (03/10/2013, C-120/12 B
Proti Snack, EU:C:2013:638, § 33), that Rule 20(1) CTMIR does not preclude
the Board from using its discretion in order to take account of facts and evidence
submitted or produced late.

In this case, the Board takes account of the fact that the data extracted from the
Office’s own eSearch plus database, which the opponent submitted in support of
its opposition, included all the relevant information on the earlier trade mark.

Taking into account all the facts surrounding the late submission, the Board
considers it equitable to exercise its discretion under Article 95(2) EUTMR to
admit the extract from the WIPO database filed on appeal. The Board emphases
that the extract is not ‘new’, but ‘supplementary’, since the opponent provided in
due time all the data to substantiate the earlier mark, although not in the format
required by the rules or of the required provenance. In such circumstances,
nevertheless, the Boards generally admit the belated submission of documents
(see, for instance, 11/10/2017, R 11/2017-1, FENTYC / FENTICER (fig.);
27/11/2017, R 1083/2017-2, Sofia Ballet (fig.) / Sofia Ballet); 21/09/2017,
R 2157/2016-1, GOGO 21 / GOGO et al; 02/07/2018, R 2174/2017-2, UP
UltraProperty (fig.) / UP upmarket properties (fig.)).

The applicant refers to the case-law of the Boards in order to demonstrate that late
evidence of substantiation of an earlier right is not, as a rule, admissible. However,
in the decisions which it specifically cites, namely 09/12/2016, R 1063/2016-4,
Stratus (fig.) / Stratic and 28/06/2017, R 2117/2016-2, TWISTPOT / QuickPot
(fig.), it is clear that, unlike in these proceedings, the belated evidence was new
and not merely additional, since no evidence at all was filed in in the first instance
proceedings (see § 20 and § 27 of those decisions respectively). Moreover, the
applicant fatally undermines its own position in citing 21/09/2017, R 2157/2016-1,
GOGO 21 / GOGO et al, since the belated evidence there was accepted in a
situation identical to that in these proceedings where an eSearch extract was
found insufficient to substantiate an earlier right, but on appeal a WIPO extract
was admitted and the deficiency rectified (see § 22 of the decision).

Finally, the fact that the applicant is embroiled in other trade mark disputes with
the opponent in the United States and Singapore has no genuine bearing on the
case at hand.

Therefore, for all the aforesaid reasons, the appeal is allowed and the contested
decision, rejecting the opposition because of the failure to substantiate the earlier
mark, is annulled.

According to Article 71(1) EUTMR, the Board of Appeal may exercise any power
within the competence of the department which was responsible for the decision
appealed or remit the case to the department responsible for that decision. In this
instance, the Board finds it apposite to remit back to the Opposition Division for
examination of the opposition on substance.
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39 Pursuant to Article 109(2) EUTMR the Board considers it equitable that each
party bear its own representation costs in the present appeal proceedings.
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Order
On those grounds,
THE BOARD
hereby:
1. Annuls the contested decision;

2. Remits the case to Opposition Division for examination of the opposition
on substance;

3. Orders the parties to bear their own costs incurred in the appeal

proceedings.
Signed Signed Signed
S. Stiirmann C. Negro S. Martin

Registrar: Q

Signed

H.Dijkema
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