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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INOVOBIOLOGIC INC., Opposition No.: 91234540

Opposer,

Application Serial No. 87125746
v. Mark: OGX

ORGANO GOLD HOLDINGS, LTD.,

Applicant.

ORGANO GOLD HOLDINGS, LTD.’S PARTIAL
MOTION TO DISMISS OPPOSER’S NOTICE OF OPPOSITION

Applicant Organo Gold Holdings, Ltd. (“Organo” or “Applicant”) moves to dismiss
Inovobiologic Inc.’s (“Inovobiologic” or “Opposer”) claim, under 15 U.S.C.§ 1052(a), that
Applicant’s mark falsely suggests a connection with Opposer for failure to state a claim pursuant
to Fed. R. Civ. P. 12(b)(6) and Sections 309.03 and 503 of the Trademark Trial and Appeal

Board Manual of Procedure.

I. INTRODUCTION

Opposer’s Section 2(a) Claim rests entirely on its threadbare assertion that Opposer’s
OGX mark falsely suggests a connection with Opposer based upon its erroneous assumption that
its Section 2(a) Claim can be premised on its PGX trademarks rather than its corporate identity.
In fact, Opposer’s name, InovoBiologic, is worlds apart from the applied-for OGX mark.
Moreover, Opposer cannot credibly claim that the applied-for mark OGX uniquely and
unmistakably points to InovoBiologic, and cannot plausibly allege its own fame in order to

support its false association claim. Finally, Opposer does not and cannot allege Applicant’s bad




faith in adopting its OGX mark given that the OGX mark is clearly derived from Applicant’s
longstanding OG brand (and name Organo Gold). See Registration Nos. 4444638, 4444639, and
5056335.

Opposer’s Section 2(a) Claim is fatally deficient and should be dismissed with prejudice.

II. RELEVANT FACTUAL BACKGROUND

On May 12, 2017, Opposer filed its Notice of Opposition against Application Serial No.
87125746 for the mark OGX for nutritional products and preparations in Classes 5 and 32. As
grounds for its opposition, Opposer asserts two separate and independent claims, namely,
likelihood of confusion under Section 2(d), 15 U.S.C. § 1052(d) between Applicant’s OGX mark
and Opposer’s twelve (12) pleaded registrations for various PGX-formative marks (Notice of
Opposition (“TTABVUE 1) 4 23), and false suggestion of a connection with Opposer under 15
U.S.C. § 1052(a) (TTABVUE 1 9 24). Applicant has duly answered Opposer’s likelihood of
confusion claim and seeks dismissal of Opposer’s claim under Section 2(a) of the Act for failure

to state a claim upon which relief can be granted.

III. ARGUMENT

Under Federal Rule of Civil Procedure 8(a)(2), a pleading must contain a “short and plain
statement of the claim showing that the pleader is entitled to relief.” This standard “does not
unlock the doors of discovery for a plaintiff armed with nothing more than conclusions.”
Ashcroft v. Igbal, 556 U.S. 662, 678-79 (2009). Rule 8 requires a claim to relief that is not just
possible, but “plausible on its face.” Igbal, 556 U.S. at 678 (quoting Bell Atl. Corp. v. Twombly,

550 U.S. 544, 570 (2007)). “A pleading that offers ‘labels and conclusions’ or ‘a formulaic



recitation of the elements of a cause of action will not do.”” Id. (quoting Twombly, 550 U.S. at
555). And while all material factual allegations must be taken as true and construed most
favorably to the nonmoving party, “[c]onclusory allegations and unreasonable inferences ... are
insufficient to defeat a motion to dismiss.” Sanders v. Brown, 504 F.3d 903, 910 (9th Cir. 2007).

The false suggestion prong of Section 2(a) is the “statutory implementation of the rights
of privacy and publicity, the elements of which are distinctly different from elements of a
trademark or trade name infringement claim which are the essence of Section 2(d).” 3
McCarthy, J. Thomas, McCarthy on Trademarks and Unfair Competition (“McCarthy”) § 19:76
(4th ed. 2007). Unlike the likelihood of confusion analysis, see TBMP § 309.03(c) n. 51, each
prong of the section 2(a) test must be met. McCarthy § 19:76. “The issue in a § 2(a) case is not
whether consumers would believe that the defendant's goods emanate from the plaintiff” but
“whether consumers would falsely assume the goods had some connection with plaintiff.” Id.

When pleading a false suggestion of a connection under Section 2(a), an Opposer must
allege (and ultimately prove) the following four elements, namely, that:

(1) the applied-for mark is a “simulation of [Opposer’s] corporate identity or ‘persona’”’;
see Springs Indus., Inc. v. Bumblebee Di Stefano Ottina & C.S.A4.S., 222 USPQ 512, 514 (TTAB
1984);

(2) the applied-for mark uniquely and unmistakably points to Opposer itself; Nike, Inc.
v. Palm Beach Crossfit Inc., 116 USPQ2d 1025, 1031 (TTAB 2015);

(3) Opposer is not connected with the Applicant’s applied-for goods or services; and

(4) As aresult of Opposer’s fame, consumers encountering Applicant’s mark will cause

consumers to erroneously believe that the applied-for mark is related to Opposer. /d.



While a court may not normally consider matters outside the pleadings on a motion to
dismiss, items subject to judicial notice and matters of public record may be considered. 5B
Charles A. Wright & Arthur R. Miller, Federal Practice and Procedure § 1357 (3d ed. 2015).
Judicial notice may be taken of internet search results. See U.S. v. Bari, 599 F.3d 176 (2d Cir.
2010). Matters integral to the claims at issue may also be considered. Anderson v. Kimberly-
Clark Corp., 570 F.App'x 927 (Fed. Cir. 2014)).

A. OGX Is Not the Same As Or A “Close Approximation” Of Opposer’s
Corporate Identity or Persona

In support of its Section 2(a) Claim, Opposer alleges only that the OGX and PGX marks
are confusingly similar. TTABVUE 1 § 24. But confusing similarity between two marks is not
the standard for establishing a claim under Section 2(a). Unlike a Section 2(d) likelihood of
confusion claim, a Section 2(a) claim is based upon trading off not another’s trademark, but
rather its corporate identity:

[t]he right protected by this portion of Section 2(a)] is a right to control the use of

one's identity. * * * Under concepts of the protection of one’s “identity,” * * * *

the initial and critical requirement is that the name (or an equivalent thereof)

claimed to be appropriated by another must be unmistakably associated with a

particular personality or “persona.”

Univ. of Notre Dame du Lac v. J.C. Gourmet Food Imports Co., Inc., 217 USPQ 505, 508 (Fed.
Cir. 1983) (the purpose of the false association language of 2(a) is to protect “the name of an
individual or institution which was not a ‘technical’ trademark or ‘trade name’ upon which an
objection could be made under Section 2(d).”) (emphasis added).

As noted above, pleading and proving a Section 2(a) claim requires recitation and proof
of four separate and independent requirements. The first element, as to which Opposer’s

pleading is entirely silent, is that Applicant’s OGX mark is a “close approximation” of its

persona or corporate identity. Opposer offers no such allegation, because it cannot do so with



any degree of credibility. Simply put, the mark “OGX” is not even remotely similar to
Opposer’s name, InovoBiologic. See Mcdonnell Douglas Corp., 228 USPQ 45 (TTAB 1985)
(“Since the mark sought to be canceled is ‘DataStat’, which does not remotely resemble
petitioner's corporate name, McDonnell Douglas, it is highly questionable whether any such
connection could be alleged.”); see also Springs Indus., Inc. v. Bumblebee Di Stefano Ottina &
C.S5.4.5.,222 USPQ 512 (TTAB 1984).

The Board’s determination in Spring Industries is instructive. There, the Board granted
respondent’s converted motion to dismiss petitioner’s claim that respondent’s mark “PUNCH”
and design for clothing items falsely suggested a connection with petitioner’s mark “PUNCH”
for fabric. Granting the motion to dismiss, the Board reasoned that petitioner’s allegations were
sufficient to support a 2(d) claim but not a 2(a) claim, finding that PUNCH “quite clearly, does
not remotely resemble petitioner's corporate name, Springs Industries, Inc.” Springs Indus., Inc.,
222 USPQ 512 *4 (TTAB 1984).

As in Spring Industries, here Opposer attempts to recast its likelihood of confusion claim
as a false association claim under 2(a). Yet Opposer has no legitimate interest in protecting its
“persona” by opposing registration of OGX. Such mark is not even remotely similar to
“InovoBiologic,” much less a “close approximation” thereof. Because Opposer does not
plausibly state an entitlement to relief under section 2(a) such claim should be dismissed with
prejudice.

B. OGX Does Not Uniquely and Unmistakably Point to InovoBiologic

Opposer’s pleading is likewise deficient in failing to allege the second fundamental
requirement of a Section 2(a) claim, namely, that the applied-for mark OGX points uniquely to
Opposer. Section 2(a) claims are routinely dismissed where mere association between the

applied-for mark and the opposer’s identity falls short of the requisite connection. Boston
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Athletic Association v. Velocity, LLC, 117 USPQ2d 1492, 1495 (TTAB 2015) (“It has not been
shown that MARATHON MONDAY is a recognized name of the commercial entity responsible
for the Boston Marathon.”); see also In re Kayser-Roth Corp., 29 USPQ2d 1379 (TTAB 1993)
(registration of mark “Olympic Champion” for clothing did not point uniquely and unmistakably
to U.S. Olympic Committee); Ritz Hotel Ltd. v. Ritz Closet Seat Corp., 17 USPQ2d 1466, 1471
(TTAB 1990) (RIT-Z for toilet seats did not point uniquely to Opposer); Calvin Klein Indus. Inc.
v. Calvins Pharm. Inc., 8 USPQ2d 1269, 1272 (TTAB 1988) (evidence failed to establish that
“Calvins” or “Calvin” was associated solely with opposer); NASA v. Bully Hill Vineyards, Inc., 3
USPQ2d 1671, 1676 (TTAB 1987) (the term SPACE SHUTTLE did not point uniquely and
unmistakably to NASA).

Thus, even if Opposer were to somehow plausibly allege that OGX is a “close
approximation” of InovoBiologic’s persona, it cannot avoid the fact that such argument must
also apply to its predecessor-in-interest, Natural Factors Nutritional Products, Ltd. Such
company is not only the original applicant for the PGX word mark, Reg. No. 2950112, but

remains very closely associated with the PGX name, which a simple Google search reveals:

GO gle pgx Q

All Shopping News Videos Books More Settings Tools

About 3,190,000 results (0.38 seconds)

Shop for pgx on Google Sponsored

| DAILY | '
- @& - |
Natural Factors Natural Factors Natural Factors Natural Factors Natural Factors
WellBetX PGX ... PGX Daily ... SlimStyles ... PGX Daily ... PGX Daily
$24.47 $52.46 $18.82 $52.46 $29.96
Natural Healthy Natural Healthy Swanson Healt. Vitacost. com Vitamin Shoppe
% F Ak (42) * %%k % & (5) % Special offer % %% % (53) % Special offer



Given this fact, it is unclear how PGX could possibly point uniquely and unmistakably to
Opposer alone, and how this would not be fatal to its Section 2(a) Claim. See The Institut Nat'l
Des Appellations D'origine & the Bureau Nat'l Interprofessionel Du Cognac v. Brown-Forman
Corp., Opp. No. 97417, 1998 WL 285158, at *11 (TTAB 1998) (where opposer asserted that
applicant’s mark pointed not only to opposer but “growers, producers and merchants of Cognac
brandy” it was an admission that applicant's mark “does not point uniquely and unmistakably to
opposers, and is in itself sufficient to defeat opposers’ Section 2(a) claim.”)

Even assuming Opposer were to amend its pleading to expressly include the requisite
language, and even construing those allegations most favorably to Opposer, the PGX mark
cannot point solely and uniquely to InovoBiologic and, accordingly, such a claim must
necessarily fail.

C. Opposer Lacks The Fame Required to Support A Presumption of Association
with the OGX Mark

A successful claim under Section 2(a) also requires that Opposer allege facts which, if
proved, would establish that Opposer’s corporate name or identity enjoys sufficient fame or
reputation that, when the mark is used on respondent's goods, a connection with petitioner would
be presumed. Springs Indus., Inc., 222 USPQ 512 *3 (TTAB 1984). Yet Opposer has not
alleged a single fact that, even if proved, would establish any degree of fame or reputation, let
alone the level of fame sufficient to cause consumers to presume a connection between
Applicant’s products and Opposer.

That a certain degree of fame is required to support Opposer’s Section 2(a) Claim is
axiomatic. See In re Pedersen, 109 USPQ 2d 1185, 1188-89 (TTAB 2013) (LAKOTA falsely
suggests a connection with the Lakota Native American people). See also In re Nieves & Nieves

LLC, 113 USPQ2d 1629 (TTAB 2015) (PRINCESS KATE falsely suggests a connection with



Catherine, Duchess of Cambridge, i.e. “Kate Middleton”); In re Cotter & Co., 228 USPQ 202,
204 (TTAB 1985) (WESTPOINT falsely suggests a connection with an institution, namely, the
United States Military Academy); and Buffett v. Chi-Chi's, Inc., 226 USPQ 428, 429 (TTAB
1985) (MARGARITAVILLE falsely suggests a connection with musician Jimmy Buffett).
Moreover, the bar to prove fame sufficient to support a Section 2(a) claim is fairly high.
Thus, in United States Postal Serv., 2867278, 2013 WL 5407282, at *13 (June 17, 2013), despite
the fact that the plaintiff demonstrated use of its REGISTERED MAIL mark for over 150 years,
together with steady revenues and extensive presence in the paper mail delivery market, the
Board nevertheless found plaintiff's REGISTERED MAIL mark not to be famous. And it is
important to keep in mind that the fame that must be both alleged and proved must reside not in

in some trademark that Opposer owns but rather in Opposer’s persona itself. /d.

In its fatally deficient pleading, Opposer does not allege the existence of a corporate
persona, does not allege that Applicant’s OGX mark is a close approximation to that persona,
and does not allege that either Opposer or its PGX trademark is famous. Even if Opposer
could somehow amend its pleading to rectify these fatal infirmities (which, for the reasons
stated above, it cannot do with any degree of credibility) such contentions would need to hinge
on allegations that its mark PGX is synonymous with its corporate identity InovoBiologic.

Any such allegation could not meet the plausibility threshold of Rule 8. As noted above, the

PGX mark has an equal, if not stronger association with the original registrant, Natural Factors
Nutritional Products, Ltd. PGX is just one of many products that InovoBiologic manufactures,
and is almost impossible to locate on Opposer’s website. See www.inovobiologic.com. For all

of these reasons, Opposer cannot show that PGX is so closely connected with Opposer that it is



“synonymous with its identity such that the requisite connection would be presumed” and its
claim must, therefore, fail. Id.

D. Opposer Cannot Plausibly Claim Applicant Intends to Trade on Its
Goodwill

Finally, Opposer can neither viably assert nor prove that Applicant selected its OGX
mark with the intention of trading upon Opposer’s established goodwill -- the hallmark of a
false association claim. Univ. of Notre Dame Du Lac v. J.C. Gourmet Food Imports Co., 703
F.2d 1372, 1376 (Fed. Cir. 1983); Springs Indus., Inc., 222 USPQ 512 *3 (TTAB 1984).
While not required, evidence of intent to trade upon another’s goodwill is “highly persuasive,”
and its absence has been found to weigh against a claim under Section 2(a). Association Pour
La Defense et La Promotion De Loeuvre De Marc Chagall Dite Comite Marc Chagall v.
Bondarchuk, 82 U.S.P.Q.2d 1838 *5 (TTAB 2007).

In this case, Opposer does not and cannot viably allege or prove Applicant adopted the
OGX mark with any intent to trade on Opposer’s goodwill for several reasons. First, OGX bears
no resemblance to Opposer’s name or identity. Second, the OGX mark is a clear derivative of
Applicant’s long established and long used and registered OG brand (and Organo Gold name) as

memorialized by Applicant’s prior Registration Nos. 4444638, 4444639, and 5056335.

III. CONCLUSION
In sum, Opposer has neither alleged, nor can it prove, the fundamental elements required

to make out a successful claim for relief under Section 2(a) of the Act. For all of these reasons,



Opposer respectfully requests that the Board dismiss Opposer’s Section 2(a) Claim with

prejudice.

Respectfully submitted,

Dated: June 26, 2017 By:
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