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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

INOVOBIOLOGIC INC., Opposition No.: 91234540

Opposer,

Application Serial No. 87125746
v. Mark: OGX

ORGANO GOLD HOLDINGS, LTD.,

Applicant.

ORGANO GOLD HOLDINGS, LTD.’S ANSWER TO
AMENDED NOTICE OF OPPOSITION AND COUNTERCLAIMS

Applicant Organo Gold Holdings, Ltd. (“Applicant”) answers Inovobiologic Inc.’s
(“Opposer”) Amended Notice of Opposition (“Notice”) as follows:

With respect to the preamble to the Notice, Applicant is without knowledge or
information sufficient to form a belief about Opposer’s organizational status or address.
Applicant denies Opposer’s statement that it will be damaged by the registration of
Applicant’s mark shown in Application Serial No. 87125746.

With respect to the numbered Paragraphs in the Notice, Applicant answers as

follows:
1. Admitted.
2. Admitted.
3. Applicant is without knowledge or information sufficient to form a belief as to

the truth or falsity of the allegations in Paragraph 3, and therefore denies them.

4. Applicant is without knowledge or information sufficient to form a belief as to

the truth or falsity of the allegations in Paragraph 4, and therefore denies them.

5. Applicant denies that Opposer owns any substantive rights in a family of

PGX-formative marks because the registrations Opposer proffers in support of such family
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were obtained fraudulently for the reasons alleged in Applicant’s counterclaim for
cancellation, and because Opposer cannot otherwise satisfy the legal requirements for
establishing a family of marks. As to the remaining allegations in Paragraph 5, Applicant is
without knowledge or information sufficient to form a belief as to the truth or falsity of such

allegations and therefore denies them.

6. Applicant denies Opposer’s allegation that Opposer adopted and used the marks
set forth in paragraphs 8 through 18 at least as early as January 31, 2004. As to the remaining
allegations in Paragraph 6, Applicant is without knowledge or information sufficient to form a

belief as to the truth or falsity of such allegations and therefore denies them.

7. As shown in Exhibit A to the Notice, the details of U.S. Registration No.
2950112 are public record and speak for themselves, and thus require neither an admission nor
adenial. Applicant denies that Opposer owns this registration as the registration was obtained
fraudulently for the reasons alleged in Applicant’s counterclaim for cancellation. As to the
remaining allegations in Paragraph 7, Applicant is without knowledge or information sufficient

to form a belief as to the truth or falsity of such allegations and therefore denies them.

8. As shown in Exhibit B to the Notice, the details of U.S. Registration No.
3238779 are public record and speak for themselves, and thus require neither an admission nor
adenial. Applicant denies that Opposer owns this registration as the registration was obtained
fraudulently for the reasons alleged in Applicant’s counterclaim for cancellation. As to the
remaining allegations in Paragraph 8, Applicant is without knowledge or information sufficient

to form a belief as to the truth or falsity of such allegations and therefore denies them.

9. As shown in Exhibit C to the Notice, the details of U.S. Registration No.
3614494 are public record and speak for themselves, and thus require neither an admission nor
adenial. Applicant denies that Opposer owns this registration as the registration was obtained

fraudulently for the reasons alleged in Applicant’s counterclaim for cancellation. As to the



Opposition No. 91234540
Applicant’s Answer to Amended
Notice of Opposition and Counterclaims

remaining allegations in Paragraph 9, Applicant is without knowledge or information sufficient

to form a belief as to the truth or falsity of such allegations and therefore denies them.

10.  As shown in Exhibit D to the Notice, the details of U.S. Registration No.
4060851 are public record and speak for themselves, and thus require neither an admission nor
adenial. Applicant denies that Opposer owns this registration as the registration was obtained
fraudulently for the reasons alleged in Applicant’s counterclaim for cancellation. As to the
remaining allegations in Paragraph 10, Applicant is without knowledge or information

sufficient to form a belief as to the truth or falsity of such allegations and therefore denies them.

11. As shown in Exhibit E to the Notice, the details of U.S. Registration No.
4222096 are public record and speak for themselves, and thus require neither an admission nor
adenial. Applicant denies that Opposer owns this registration as the registration was obtained
fraudulently for the reasons alleged in Applicant’s counterclaim for cancellation. As to the
remaining allegations in Paragraph 11, Applicant is without knowledge or information

sufficient to form a belief as to the truth or falsity of such allegations and therefore denies them.

12.  As shown in Exhibit F to the Notice, the details of U.S. Registration No.
4617777 are public record and speak for themselves, and thus require neither an admission nor
adenial. Applicant denies that Opposer owns this registration as the registration was obtained
fraudulently for the reasons alleged in Applicant’s counterclaim for cancellation. As to the
remaining allegations in Paragraph 12, Applicant is without knowledge or information

sufficient to form a belief as to the truth or falsity of such allegations and therefore denies them.

13. As shown in Exhibit G to the Notice, the details of U.S. Registration No.
5045927 are public record and speak for themselves, and thus require neither an admission nor
a denial. As to the remaining allegations in Paragraph 13, Applicant is without knowledge or
information sufficient to form a belief as to the truth or falsity of such allegations and therefore

denies them.
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14. Applicant is without knowledge or information sufficient to form a belief as to

the truth or falsity of the allegations in Paragraph 14, and therefore denies them.

15.  Applicant is without knowledge or information sufficient to form a belief as to

the truth or falsity of the allegations in Paragraph 15, and therefore denies them.

16.  Applicant is without knowledge or information sufficient to form a belief as to

the truth or falsity of the allegations in Paragraph 16, and therefore denies them.

17.  Applicant is without knowledge or information sufficient to form a belief as to

the truth or falsity of the allegations in Paragraph 17, and therefore denies them.

18. Applicant is without knowledge or information sufficient to form a belief as to

the truth or falsity of the allegations in Paragraph 18, and therefore denies them.

19. Denied.

20.  Applicant is without knowledge or information sufficient to form a belief as to

the truth or falsity of the allegations in Paragraph 20, and therefore denies them.

21.  Applicant is without knowledge or information sufficient to form a belief as to

the truth or falsity of the allegations in Paragraph 21, and therefore denies them.

22. Applicant denies the existence of Opposer’s family of PGX-formative marks,
and denies that Opposer’s alleged use of the mark PGX targets the same class of consumers as
Applicant’s applied-for mark. As to the remaining allegations in Paragraph 22, Applicant is
without knowledge or information sufficient to form a belief as to the truth or falsity of such

allegations and therefore denies them.

23. Denied.

24.  Applicant denies that Opposer will be damaged by registration of the subject
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Application, denies that Applicant is not entitled to the full scope of the applied-for rights, and
denies that Opposer’s alleged use of the mark PGX targets the same class of consumers as
Applicant’s applied-for mark. As to the remaining allegations in Paragraph 24, Applicant is
without knowledge or information sufficient to form a belief as to the truth or falsity of such

allegations and therefore denies them.

25. Denied.

WHEREFORE, Applicant prays that judgment be entered in its favor in this case, and
that the Notice of Opposition against Applicant’s Application Serial No. 87125746 be

dismissed with prejudice.

COUNTERCLAIM

Organo Gold Holdings, Limited, a corporation organized and existing under the laws of
Hong Kong, having a principal place of business at 401 Jardine House, 1 Connaught Place,
Central Hong Kong, China, believes that it is being damaged, and will be damaged, by the
continued registration of the registered marks pled in paragraphs 7 through 12 of the Notice,
and petitions to cancel the same. As grounds for cancellation, Applicant alleges that, upon
actual knowledge with respect to Applicant’s own acts, and upon information and belief as to

other matters:
Factual Background

26. Opposer is a corporation organized and existing under the laws of Canada, with

an address of Suite 409, 104-1240 Kensington Rd. NW, Calgary, Alberta T2N 4X7.

217. Opposer purports to own Registration No. 2950112 for the mark PGX
(hereinafter the “ ‘112 Registration”) and purports to own registrations for other
PGX-formative marks as pled in paragraphs 8 through 12 of the Notice (collectively, the

“Fraudulent PGX Registrations.”)
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Opposer’s Claims In Signing, Filing, and
Prosecuting The Fraudulent PGX Registrations

28. On July 7, 2003, Opposer’s predecessor-in-interest, Natural Factors Nutritional
Products, Inc., filed an application to register the PGX word mark for “dietary and nutritional
supplements” in Class 5. That application, Serial No. 78271089, matured into the ‘112

Registration on May 10, 2005.

29. Opposer and Natural Factors Nutritional Products, Inc. were alter egos of one
another during prosecution of the ‘112 Registration, and were complicit together in the

fraudulent prosecution of the ‘112 Registration.

30. On May 25, 2004 in response to a January 21, 2004 Priority Action inquiring
into the significance of the PGX mark in relation to the covered goods for purposes of
registrability, Opposer, through its predecessor-in-interest, responded with the knowingly false
and misleading statement that “PGX is a coined mark and has no significance as applied to the

goods or in the relevant trade or industry” (hereinafter the “Fraudulent Statement”).

31. In fact, PGX is an abbreviation for the term “polyglycoplex,” which describes
the ingredients in each of the dietary supplements and products covered by the ‘112

Registration and each of Opposer’s Fraudulent PGX Registrations.

32. As aresult of Opposer’s own product packaging and marketing materials, PGX
is readily understood by the relevant purchasers as substantially synonymous with
polyglocoplex and, accordingly, as descriptive of the ingredients in each of the goods covered
by the ‘112 Registration and each of the Fraudulent PGX Registrations. See

http://www.pgx.cony/.

33. The Fraudulent Statement was a false representation of fact because it stated
that PGX had no significance in the relevant industry, and was not descriptive of “dietary and

nutritional supplements,” when in fact it was descriptive of such goods.
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34. The Fraudulent Statement was made knowingly and intentionally and with

actual knowledge of its falsity.

35. The Fraudulent Statement was made with the specific intent to mislead the PTO
regarding the meaning of PGX and to obtain a registration on the Principal Register to which

Opposer was not otherwise entitled.

36. The PTO relied on the Fraudulent Statement when it issued the ‘112

Registration and each of the subsequent and derivative PGX Fraudulent Registrations.

37. But for the Fraudulent Statement, the ‘112 Registration and each of the

subsequent and derivative PGX Fraudulent Registrations would not have issued.

38. The signatory for the ‘112 Registration is also the signatory for each of the

subsequent and derivative Fraudulent PGX Registrations.

39. Opposer failed to correct the Fraudulent Statement in the prosecution of each of
the subsequent and derivative Fraudulent PGX Registrations with the specific intent to mislead
the PTO and procure registrations on the Principal Register to which it was not otherwise

entitled.

40. But for Opposer’s failure to correct the Fraudulent Statement, none of the

Fraudulent PGX Registrations would have matured to registration.

41. Applicant is being damaged, and will be damaged, by the continued registration
of the 112 Registration and each of the subsequent and derivative Fraudulent PGX
Registrations and hereby petitions to cancel same.

Count I: Cancellation of Registration
No. 2950112 for Fraudulent Procurement of Registration

42.  Applicant repeats and realleges each and every allegation above.
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43. Opposer, through its predecessor in interest, obtained the ‘112 Registration

based upon the Fraudulent Statement.

44. The PTO relied on the Fraudulent Statement when it issued the ‘112

Registration.

45. But for the Fraudulent Statement the PTO would have refused registration of

the ‘112 Registration on mere descriptiveness grounds.

46. Opposer, through its predecessor in interest, obtained the ‘112 Registration, as a
result of the Fraudulent Statement made in prosecuting the ‘112 Registration and with the
purpose and intention of procuring a registration to which it was not entitled, and thus

committed fraud on the PTO.

Count II: Cancellation of Registration
No. 3238779 for Fraudulent Procurement of Registration

47.  Applicant repeats and realleges each and every allegation above.

48. Opposer obtained ‘112 Registration based on fraud, and such fraud formed the

basis to register Registration No. 3238779 (the ““779 Registration™).

49. The PTO relied upon the registrability of the mark PGX as contained in the ‘112

registration in its decision to register the ‘779 Registration.

50. But for the Fraudulent Statement and/or Opposer’s failure to correct it, the PTO

would have refused to register the ‘779 Registration on mere descriptiveness grounds.

51. Opposer, through its predecessor in interest, obtained the ‘779 Registration, as a
result of the Fraudulent Statement made in prosecuting the ‘112 Registration and failed to
correct such statement with the purpose and intention of procuring a registration to which it

was not entitled, and thus committed fraud on the PTO.
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Count III: Cancellation of Registration
No. 3614494 for Fraudulent Procurement of Registration

52.  Applicant repeats and realleges each and every allegation above.

53. Opposer obtained ‘112 Registration based on fraud, and such fraud formed the

basis to register Registration No. 3614494 (the “‘494 Registration”).

54. The PTO relied upon the registrability of the mark PGX as contained in the ‘112

registration in its decision to register the ‘494 Registration.

55. But for the Fraudulent Statement and/or Opposer’s failure to correct it, the PTO

would have refused to register the ‘494 Registration on mere descriptiveness grounds.

56. Opposer, through its predecessor in interest, obtained the ‘494 Registration, as a
result of the Fraudulent Statement made in prosecuting the ‘112 Registration and failed to
correct such statement, with the purpose and intention of procuring a registration to which it

was not entitled, and thus committed fraud on the PTO.

Count I'V: Cancellation of Registration
No. 4060851 for Fraudulent Procurement of Registration

57. Applicant repeats and realleges each and every allegation above.

58. Opposer obtained ‘112 Registration based on fraud, and such fraud formed the

basis to register Registration No. 4060851 (the “‘851 Registration™).

59. The PTO relied upon the registrability of the mark PGX as contained in the ‘112

registration in its decision to register the ‘851 Registration.

60. But for the Fraudulent Statement and/or Opposer’s failure to correct it, the PTO

would have refused to register the ‘851 Registration on mere descriptiveness grounds.

61. Opposer, through its predecessor in interest, obtained the ‘851 Registration, as a

result of the Fraudulent Statement made in prosecuting the ‘112 Registration and failed to
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correct such statement with the purpose and intention of procuring a registration to which it

was not entitled, and thus committed fraud on the PTO.

Count V: Cancellation of Registration
No. 4222096 for Fraudulent Procurement of Registration

62.  Applicant repeats and realleges each and every allegation above.

63. Opposer obtained ‘112 Registration based on fraud, and such fraud formed the

basis to register Registration No. 4222096 (the “‘096 Registration™).

64. The PTO relied upon the registrability of the mark PGX as contained in the ‘112

registration in its decision to register the ‘096 Registration.

65. But for the Fraudulent Statement and/or Opposer’s failure to correct it, the PTO

would have refused to register ‘096 Registration on mere descriptiveness grounds.

66. Opposer, through its predecessor in interest, obtained the ‘096 Registration, as a
result of the Fraudulent Statement made in prosecuting the ‘112 Registration and failed to
correct such statement, with the purpose and intention of procuring a registration to which it

was not entitled, and thus committed fraud on the PTO.

Count VI: Cancellation of Registration
No. 4617777 for Fraudulent Procurement of Registration

67. Applicant repeats and realleges each and every allegation above.

68. Opposer obtained ‘112 Registration based on fraud, and such fraud formed the

basis to register Registration No. 4617777 (the ““777 Registration™).

69. The PTO relied upon the registrability of the mark PGX as contained in the ‘112

registration in its decision to register the ‘777 Registration.

70. But for the Fraudulent Statement and/or Opposer’s failure to correct it, the PTO

would have refused to register the ‘777 Registration on mere descriptiveness grounds.

10
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71. Opposer, through its predecessor in interest, obtained the ‘777 Registration, as a
result of the Fraudulent Statement made in prosecuting the 112 Registration and failed to
correct such statement, with the purpose and intention of procuring a registration to which it

was not entitled, and thus committed fraud on the PTO.

Count VII: Partial Cancellation of Registration Nos.
2950112, 3238779, 3614494, 4060851, 4222096, 4617777, 5045927, 5186276
Under § 18 of the Lanham Act, 15 U.S.C. § 1068

72.  Applicant repeats and realleges each and every allegation above.

73. Applicant believes that it is being, and will be damaged by the continued
presence on the Register of the unrestricted Fraudulent PGX Registrations because Opposer

has pled those registrations in opposing Applicant’s Trademark Application No. 87125746.

74. Where a registration covers goods and services without limitation as to channels
of trade it is presumed that the registration encompasses all goods or services of the type

described and that they move in all normal channels of trade. TMEP § 1207.01(a)(iii).

75. Opposer’s PGX-formative registrations currently cover “dietary and nutritional
supplements” in Class 5 without any limitation on the trade channels and methods of

distribution for such goods.

76. Upon information and belief, Opposer sells its PGX-branded products
exclusively through independent retailers including big box stores, pharmacies, and specialty

stores such as health food stores.

77.  Upon information and belief, Opposer does not own or operate its own retail
stores, does not maintain an independent sales force, does not engage in direct-to-consumer
sales, and does not sell its products through authorized direct-to-consumer sales
representatives. Applicant, on the other hand, does not sell its products through independent

retailers or fixed retail locations. Applicant’s products are available exclusively through its

11
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own website and through its direct-to-consumer independent dealer network.

78. Opposer should not be entitled to maintain its Fraudulent PGX Registrations
with unrestricted trade channels as same are overbroad and do not accurately reflect the true
nature of the trade channels in which Opposer’s goods travel and the circumstances under

which consumers can view and purchase Opposer’s products.

79.  Opposer’s Fraudulent PGX Registrations should be partially cancelled and/or
restricted to accurately reflect the true nature of the trade channels in which its products are

actually offered.

80. A partial cancellation and/or restriction of the Fraudulent PGX Registrations to
clarify that Opposer’s goods are available exclusively through third party retailers and to
specifically exclude “direct-to-consumer sales” in Opposer’s PGX-formative registrations,
together with an appropriate limitation to Applicant’s Application to specify that its products
are available exclusively through Applicant’s website and its direct-to-consumer independent
dealer network would serve the interests of justice and equity and would avoid a likelihood of

confusion.

WHEREFORE, Applicant respectfully requests that Opposition No. 91234540 be
dismissed with prejudice, and that the U.S. Patent and Trademark Office allow Application

Serial No. 87125746 to issue into a registration.

Further, Applicant respectfully requests that its counterclaims for cancellation against
Registration Nos. 2950112 for the mark PGX (registered on May 10, 2005), No. 3238779 for
the mark PGX (stylized) (registered on May 8, 2007), No. 3614494 for the mark PGX DAILY
(registered on May 5, 2009), No. 4060851 for the mark PGX ULTRA MATRIX PLUS
SOOTHE DIGEST (registered on November 22, 2011), No. 4222096 for the mark PGX
DAILY SOFTGEL ULTRA MATRIX SOFTGELS750 MG - 120 SOFTGELS PGX PATENT
PENDING (registered on October 9, 2012), No. 4617777 for the mark PGX ULTRA MATRIX

12
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SOFTGELS PLUS MULBERRY (registered on October 7, 2014), No. 5045927 for the mark
PGX PROGRAM (registered on September 20, 2016), No. 5186276 for the mark PGX WILL
CHANGE YOR LIFE (registered on April 18, 2017) (collectively, the “PGX Registrations™)

be sustained, and that the Fraudulent PGX Registrations be canceled on account of having been

obtained through fraud.

Finally, Applicant respectfully requests that its counterclaim for partial cancellation
under Section 18 be granted and that the Fraudulent PGX Registrations be partially
cancelled/restricted by including a limitation on the covered trade channels to specifically

exclude direct-to-consumer sales.

A filing fee has been submitted electronically. If the filing fee is found to be

insufficient for any reason, please charge such deficiency to our Deposit Account No. 06-0916.

Respectfully Submitted,

Dated: July 18, 2017 By: _/Julia Anne Matheson/

Julia Anne Matheson

Samuel V. Eichner

FINNEGAN HENDERSON FARABOW
GARRETT & DUNNER, LLP

901 New York Avenue, N.W.

Washington, D.C. 20001-4413

Telephone:  (202) 408-4000

docketing@finnegan.com
julia.matheson@finnegan.com
samuel.eichner@finnegan.com
TTAB-Legal-Assistants@finnegan.com

Attorneys for Applicant
ORGANO GOLD HOLDINGS, LTD.
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