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Applicant BGK Trademark Holdings, LLC (“BGK” or “Applicant”) hereby submits its
trial brief in support of its registration of the mark BLUE IVY CARTER (“BGK Mark” or “BGK’s
Mark™), as shown in U.S. Application Serial No. 86/883,293 (the “Application”), and in response
to the August 23, 2019 trial brief submitted by Opposer Veronica Morales d/b/a Blue Ivy
(“Opposer”) in support of its May 10, 2017 Notice of Opposition (Dkt. No. 1)! (“Opposition™).

I INTRODUCTION

The Opposition, which claims that consumers are likely to be confused between a boutique
wedding event planning business and Blue Ivy Carter, the daughter of two of the most famous
performers in the world, is frivolous and should be refused in its entirety. Opposer has
demonstrated repeatedly that it is not at all concerned about how the presence of the BLUE IVY
CARTER trademark in the marketplace will impact its own BLUE IVY trademark (“Opposer’s
Mark™). Rather, Opposer has exhibited a pattern and practice of affirmatively attempting to
connect its brand with Blue Ivy Carter to increase its exposure and drum up business. Having
engaged in behavior amounting to an admission that the BLUE IVY CARTER trademark poses
no threat of harm or damage to it, Opposer may not now seek to deny Applicant of its requested
trademark.

Beyond Opposer’s lack of the requisite belief that it will be damaged by BGK’s Mark,
Opposer’s arguments against the Application are entirely meritless. First, Opposer’s claim
regarding the likelihood of confusion ignores the myriad differences between the marks. Most
significantly, BGK’s Mark contains the word “CARTER,” which distinguishes it both visually and
audibly from Opposer’s Mark. Moreover, the presence of the word “CARTER” ties the

commercial impression of BGK’s Mark to the celebrity Blue Ivy Carter rather than Opposer’s

! All “Dkt. No.” references are to the TTABVUE file number for this Opposition.
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regional event planning business. Additionally, the goods and services covered by BGK’s Mark
and Opposer’s Mark reflect almost no overlap, and any facial similarities are dispelled by the
separate trade channels and markets through which the parties’ marks are directed. Finally, the
minimal strength of Opposer’s Mark also reduces any risk of consumer confusion. As such, based
on a holistic analysis, there is no risk that consumers will confuse the BLUE IVY CARTER and
BLUE IVY trademarks.

Opposer’s argument regarding lack of bona fide intent is similarly deficient. Opposer
primarily argues that Applicant’s lack of bona fide intent is demonstrated by the lack of
documentary evidence reflecting Applicant’s concrete plans to use the BLUE IVY CARTER mark.
However, the lack of such evidence, standing alone, is not enough to fulfill Opposer’s burden to
prove a lack of intent.> Indeed, the circumstantial evidence, including Blue Ivy Carter’s fame, her
interest in fashion and design, and her familial relationship with two of the most famous performers
in the world all support BGK’s intent to use the BLUE IVY CATER trademark in connection with
building a brand consistent with Blue Ivy Carter’s interests and skills.

Similarly, Opposer has not come close to meeting its burden to establish its claim of fraud
on the Board. The extent of Opposer’s evidence in support of its theory of fraud is a hearsay
article, published in 2013, that features an interview with Shawn Corey Carter (“Mr. Carter”), who
is not a member or owner of BGK. The interview, which is not admissible to prove the truth of
the matter asserted, reflects Mr. Carter’s personal views about a prior trademark application. It

has no bearing on the current trademark application or BGK’s intent to use BGK’s Mark.

2 In any event, the lack of documentary evidence in this case was largely driven by Opposer’s
harassing discovery tactics, which were designed to intimidate Mrs. Carter.
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Opposer’s remaining circumstantial evidence does not constitute the “clear and convincing”
evidence necessary to establish a fraud claim.

Given that Opposer has not carried its burden with respect to any of its three claims against
Applicant, Opposer respectfully requests that the Board refuse the Opposition in its entirety.

I1. STATEMENT OF THE ISSUES

The issues for consideration before the Board are: (1) whether Opposer has standing with
respect to the present proceeding; (2) whether Opposer has proven that the use and registration of
BGK’s Mark is likely to cause confusion, mistake, or deception in relation to Opposer’s Mark;
(3) whether Opposer has proven that, at the time BGK filed its Application, BGK lacked a bona
fide intent to use the BGK Mark in commerce for identified goods or services; and (4) whether
Opposer has proven that BGK committed fraud on the USPTO.

III.  DESCRIPTION OF THE RECORD

The record includes the pleadings and the Application file, as well as the following
evidence submitted by the parties.

A. Opposer’s Record Evidence

Without conceding that Opposer’s proffered evidence is admissible or relevant, BGK
describes the record presented by Opposer as comprising the following Notices of Reliance
(hereinafter, “NOR”) with their attached corresponding exhibits submitted by Opposer on March
11, 2019: (i) Opposer’s Corrected NOR Upon Opposer’s First Set of Interrogatories to Applicant
(Dkt. No. 38) (“Opp. NOR A”); (i) Opposer’s Corrected NOR Upon Opposer’s First Set of
Requests for Production of Documents and Things to Applicant (Dkt. No. 39) (“Opp. NOR B”);
(i11) Opposer’s NOR Upon Applicant’s Responses and Objections to Opposer’s First Set of
Requests for Production of Documents and Things (Dkt. No. 32); (iv) Opposer’s NOR Upon

Applicant’s First Supplemental Responses and Objections to Opposer’s First Set of Requests for



Production of Documents and Things (Dkt. No. 33); (v) Opposer’s NOR Upon Applicant’s
Responses and Objections to Opposer’s First Set of Requests for Interrogatories (Dkt. No. 34);
(vi) Opposer’s NOR Upon Applicant’s First Supplemental Responses and Objections to Opposer’s
First Set of Requests for Interrogatories (Dkt. No. 35); (vii) Opposer’s NOR Upon Internet
Materials (Dkt. No. 36) (“Opp. NOR G”); and (viii) Opposer’s NOR Upon Official Records of
Registrations and Applications not Subject of Proceeding (Dkt. No. 37).

B. Applicant’s Record Evidence

BGK’s presented evidentiary record is a May 9, 2019 NOR with its attached corresponding
exhibits (Dkt. Nos. 40 & 43) (“BGK NOR”) and the May 9, 2019 expert declaration of Bruce G.
Silverman, signed May 7, 2019, with its accompanying Exhibit 1 (Dkt. Nos. 41 & 42) (cites to this
Exhibit 1, “Silverman Decl.”).

IV. STATEMENT OF FACTS
A. Opposer And Opposer’s Mark

Opposer Blue Ivy, founded by Ms. Veronica Morales, is a Boston-based “‘lifestyle’ event
planning firm” that serves the New England, South Florida, and Southern California regions.
(BGK NOR, Ex. 2 at 18.) Opposer offers event planning services related to personal events, such
as weddings, anniversaries, birthdays, and baby showers, as well as corporate events. (Id. at 3-8.)

On February 8, 2012, Ms. Morales filed an application for the trademark BLUE IVY. (/d.,
Ex. 21 at22.) On October 16,2012, Opposer’s Mark was registered on the principal register. (Id.
at 2.) The registration encompasses services related to and in support of personal and corporate
event planning:

. International Class 35: Event planning and management for marketing, branding,

promoting or advertising the goods and services of others; Special event planning

for business purposes; Special event planning for commercial, promotional or
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advertising purposes; Online retail store services and retail store services featuring
paintings, wedding portraits and invitations; Personal management services for
promotional, corporate and party entertainers.
. International Class 41: Consultation in the field of special event planning for social
entertainment purposes; Special event planning for social entertainment purposes;
Party and wedding planning and coordination services; Party and wedding planning
consultation services; Providing information in the field of wedding party planning;
Rental of party decorations and wedding decorations.
(Id. at 3.)
On May 10, 2017, Ms. Morales filed its Opposition against registration of the Application,
citing U.S. Registration No. 4224833 (i.e., Opposer’s Mark) as the basis for the Opposition.

B. BGK And BGK’s Mark

BGK is a Delaware limited liability company. (Dkt. No. 7, Answer and Affirmative
Defenses of BGK Trademark Holdings, LLC (“Answer”) 49.) BGK is wholly owned by Beyoncé
Giselle Knowles-Carter (“Mrs. Carter”), who is the parent and legal guardian of Blue Ivy Carter.?
(Id. at 99 11-12.) Blue Ivy Carter is a cultural icon who has been described as a “mini style star”
and has been celebrated for her “fashion moments” overs the years. (BGK NOR, Ex. 8 at 1-18.)
Her life and activities are followed extensively by the media and the public. (Silverman Decl. at
15-16.)

On January 22, 2016, BGK filed the Application, seeking registration of the BLUE IVY

CARTER mark. (Application at 1.) The Application includes International Classes 3, 6, 9, 10,

3 Mr. Carter, who is professionally known as “Jay-Z,” is also Blue Ivy Carter’s parent and legal
guardian. (Answer atq 12.) He is not a member or owner of BGK. (/d. atq 11.)
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12, 16, 18, 20, 21, 24, 26, 28, 35, and 41. (Id. at 1-3.) The goods covered by Application include
fragrances, cosmetics, and skin care products, metal key chains and metal key rings, DVDs, CDs,
and audio and visual sound recordings featuring musical performances, baby teething rings, baby
carriages, and baby strollers, books in the field of music, motion pictures, and musical performers,
bags, plastic key chains and plastic key rings, mugs, banners of cloth and nylon, hair accessories,
playing cards and balls. (Id.) The services covered by these International Classes include product
merchandising and online retail store services featuring music, musical records, motion pictures,
clothing and clothing accessories, entertainment marketing services, and entertainment services,
“namely, providing online video games, dance events by a recording artist, multimedia production
services” and “in the nature of live musical performances; production of motion picture films,
[and] fan clubs.” (Id. at 3.)

C. Opposer’s Harassing Discovery Tactics

Following initiation of these proceedings, Opposer commenced a campaign of harassment
against Applicant, serving burdensome discovery requests frequently targeted at unnecessary and
personal information regarding Mrs. Carter. (See Dkt. No. 13, September 21, 2017 Opposition to
Motion to Compel Discovery Responses and Deposition of Beyoncé Knowles-Carter (“Opp. to
Motion to Compel”) at 4-7; see also Opp. NOR A; Opp. NOR B.) As one example, Opposer
served discovery requests seeking information regarding Mrs. Carter’s personal address. (Opp. to
Motion to Compel at 6.) Moreover, in attempting to depose Mrs. Carter, Opposer refused to keep
the location and date of the deposition confidential and effectively threatened to disclose the
information to the press. (Dkt. No. 9, Motion for Entry of Protective Order at 3.) In this way,
Opposer structured the discovery process not as a legitimate and frank exchange of information,

but as a method of harassing and intimidating Mrs. Carter.
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On September 1, 2017, Opposer filed a motion to compel with respect to its discovery
requests and deposition notice of Mrs. Carter. (Dkt. No. 10, Blue Ivy’s Motion to Compel
Discovery Responses and Deposition of Beyoncé Knowles-Carter.) On December 26, 2017, the
Board denied Opposer’s motion to compel, explaining “[t]he evidence of record and Opposer’s
actions do not persuade the Board that Opposer made sufficient efforts to resolve the parties’
dispute.” (Dkt. No. 16, Order of the Board at 7.) Thereafter, Opposer filed no further motions to
compel Applicant’s discovery responses.

V. ARGUMENT
A. The Opposition Must Be Dismissed Because Opposer Lacks Standing

Under Section 13 of the Lanham Act, only a “person who believes that he would be
damaged by the registration of a mark” may file an opposition. 15 U.S.C. § 1063(a). The courts
have clarified however, that “in addition to meeting the broad requirements of Section 13, an
opposer must meet two judicially-created requirements in order to have standing—the opposer
must have a ‘real interest’ in the proceedings and must have a ‘reasonable’ basis for his belief of
damage.” Ritchie v. Simpson, 170 F.3d 1092, 1095 (Fed. Cir. 1999). BGK does not dispute that,
as the owner of its mark, Opposer has a “direct and personal stake in the outcome of th[is]
opposition” and thus meets the “real interest” prong. See id. However, Opposer has not even
attempted to establish how the second prong has been met, nor would Opposer be able to do so.
Under the reasonable basis for belief test, “[t]he crux of the matter” is whether “one’s belief that
one will be damaged by the registration . . . is reasonable and reflects a real interest in the issue.”
Id. at 1097. This requires “more than a subjective belief,” meaning “[t]he belief must have a
reasonable basis in fact.” Id. at 1098 (internal quotations omitted).

The sole basis for Opposer’s alleged belief that it will be damaged by registration of BGK’s

Mark is Opposer’s likelihood of confusion claim. (Dkt. No. 45, Opposer Blue Ivy’s Trial Brief
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(“Opposer’s Brief”) at 7.) In its Notice of Opposition (“Opposition”), Opposer alleges that BGK’s
“use and registration of BLUE IVY CARTER is likely to cause confusion, deception, and/or
mistake with Opposer’s BLUE IVY Mark™ and that “[i]f allowed to proceed, [BGK’s] use and
registration of BLUE IVY CARTER will interfere with Opposer’s BLUE IVY Mark, and damage
Opposer, its business and its goodwill.” (Opposition at ] 42-43.) Opposer alleged no other facts
or evidence supporting its belief that it will be damaged by the registration of BGK’s Mark. (See
Opposer’s Brief at 7.)

In actuality, as explained in Section V.B., infra, Opposer has (and had) no reasonable basis
to believe it might be damaged as a result of a likelihood of confusion between its own mark and
BGK’s Mark, because no such likelihood exists. Under such conditions, where Opposer’s
allegations of likelihood of confusion are baseless and entirely frivolous, the standing requirement
is not met. TeleOne, Inc. v. Teleone Corp., 2009 WL 625590, at *3 (TTAB Feb. 23, 2009) (not
precedential) (to satisfy standing, there must be a finding “that opposer’s likelihood of confusion
claim is not frivolous™); see also Lipton Indus., Inc. v. Ralston Purina Co., 670 F.2d 1024, 1029
(CCPA 1982) (“To establish a reasonable basis for a belief that one is damaged by the registration
..., apetition may assert a likelihood of confusion which is not wholly without merit[.]”).*

Moreover, Ms. Morales has actually expressed her belief that association of her BLUE IVY
trademark with BGK’s BLUE IVY CARTER mark would kelp her business. Shortly after Blue
Ivy Carter was born, Ms. Morales appeared as a guest on the Tiffany-Michael Morning Show radio

program to discuss the effect of Blue Ivy Carter’s birth on her business. (BGK NOR, Ex. 3.) Ms.

4 The standing requirement is applied consistently with respect to opposers in opposition
proceedings and petitioners in cancellation proceedings. See Ritchie, 170 F.3d at 1095 n.2.
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Morales stated that she was “actually honestly very flattered” that Blue Ivy Carter’s name was
similar to the name of her business. She went on to say:

I mean it’s just such a bizarre concept to even name your daughter something that

has two words that don’t even make sense together. So, and that was kind of like

we’re an event planning company, so for us it was about showing edge. ‘Cause our

meaning is like the blue represents something blue in the wedding tradition, when

they do something borrowed something blue. So that’s where our blue comes from.

And then ivy has to do with the fact that it’s a romantic experience that they actually

intertwine when they grow on buildings.
(Id.) When the radio show host asked when her “[FJacebook page or [T]witter account start[ed]
burning up” Ms. Morales responded:

As far as the Beyoncé thing, it was pretty much immediate . . . that’s kind of when

it became really apparent when suddenly we grew up like you know 10% in 5

seconds and then, you know, I’d get weird emails and funny phone calls, and people

asking me if we’re doing, you know, baby Blue Ivy birthdays and of course we

were like absolutely! You know first thing I thought of was we might as well do

Blue Ivy every event and on top of that I might have her be my spokes girl!
(Id.) The radio show host then asked Ms. Morales whether she planned “to reach out to Beyoncé
and Jay Z,” and Ms. Morales replied, “I’'m definitely gonna reach out to her agent, I actually called
yesterday but her agent wasn’tin....” (Id.)

Following Opposer’s initial public admission that association between BGK’s Mark and
Opposer’s Mark is actually good for Opposer’s business, Opposer continued to flaunt its

connection with the BGK Mark. Specifically, to “celebrate” Blue Ivy Carter’s first birthday,
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Opposer offered a “one-day discount” to its customers. (BGK NOR, Ex. 2 at 28.) It is striking
that a company that believes the trademark “BLUE IVY CARTER” is harmful to its business
would nevertheless intentionally connect its promotions to the progenitor of that mark.

Given Ms. Morales’s statements regarding her belief in the positive effects of BGK’s Mark
on her brand and her intentional efforts to connect Opposer’s Mark with BGK’s Mark, Ms. Morales
cannot now establish a “reasonable” belief that she would be damaged by BGK’s Mark. Ritchie,
170 F.3d at 1095.

Standing is “an essential element of petitioner’s case which, if it is not proved at trial,
defeats petitioner’s claim.” Nobelle.com LLC v. Qwest Commc’ns Int’l Inc., 66 U.S.P.Q.2d 1300,
1303 (TTAB 2003); see also Lipton Indus., Inc., 670 F.2d at 1028 (CCPA 1982) (“The facts
regarding standing, we hold, are part of a petitioner’s case and must be affirmatively proved.
Accordingly, appellee is not entitled to standing solely because of the allegations in its petition.”).
Because the facts actually demonstrate that Opposer believes associating its brand with the BGK
Mark is helpful, not harmful, Opposer lacks standing to oppose registration of BGK’s Mark. All
claims in the present Opposition, thus, should be dismissed.

B. There Is No Likelihood Of Confusion Between BGK’s Mark And Opposer’s
Mark

“The ultimate question of the likelihood of consumer confusion has been termed a question
of fact.” Application of E. I. DuPont DeNemours & Co., 476 F.2d 1357, 1361 (CCPA 1973)
(“DuPont”). Likelihood of confusion is determined on a case-by-case basis through application
of the non-exclusive DuPont factors. “Not all of the DuPont factors are relevant to every case,
and only factors of significance to the particular mark need be considered.” In re Mighty Leaf Tea,
601 F.3d 1342, 1346 (Fed. Cir. 2010). “For example, the Board can ‘focus . . . on dispositive
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factors, such as similarity of the marks and relatedness of the goods. Coach Servs., Inc. v.
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Triumph Learning LLC, 668 F.3d 1356, 1366 (Fed. Cir. 2012) (quoting Herbko Int’l, Inc. v. Kappa
Books, Inc., 308 F.3d 1156, 1164 (Fed. Cir. 2002)). Applying the relevant DuPont factors to the
facts at hand demonstrates that there is (1) dissimilarity of the marks with respect to their
appearances, connotations, and commercial impressions; (2) dissimilarity regarding the nature of
the goods and services covered by each mark; (3) dissimilarity of trade channels; (4) distinct
conditions under which and buyers to whom sales are made; and (5) a lack of strenth with respect
to the BLUE IVY trademark. Taken together, these factors all point toward the absence of any
likelihood of confusion between BGK’s Mark and Opposer’s Mark.

1. The Marks Are Different In Appearance, Sound, And Connotation,
And They Convey Distinct Commercial Impressions

The first DuPont factor considers “the similarity or dissimilarity of the marks in their
entireties as to appearance, sound, connotation[,] and commercial impression.” DuPont, 476 F.2d
at 1361. BGK concedes that both parties’ marks contain the words “Blue” and “Ivy,” but that is
the beginning and end of the similarities. Indeed, when viewed within their commercial contexts
in connection with their respective goods and services, the two marks convey completely different
commercial impressions. See Coach Servs., Inc., 668 F.3d at 1368 (“It is well-established that it
is improper to dissect a mark, and that marks must be viewed in their entireties.”). Thus “[t]he
proper test is not”—as Opposer suggests—“a side-by-side comparison of the marks, but instead
‘whether the marks are sufficiently similar in terms of their commercial impression’ such that
persons who encounter the marks would be likely to assume a connection between the parties.”
Id. (emphasis added) (quoting Leading Jewelers Guild, Inc. v. Ljow Holdings, LLC, 82 U.S.P.Q.
2d 1901, 1905 (TTAB 2007)). Indeed, in purporting to apply an incorrect word-for-word
comparison test, Opposer ignores the holdings of its own cases. (See Opposer’s Brief at 12-13.)

In Palm Bay Imports., Incorporated v. Veuve Clicquot Ponsardin Maison Fondee en 1772, the
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same word, VEUVE (meaning “window”), appeared in a portion of the marks at issue. Palm Bay
Imps. Inc., 396 F.3d 1369, 1372 (Fed. Cir. 2005). Yet, the only reason the court emphasized the
common word within the marks in its finding of likelihood of confusion was due to the overall
connotation and commercial impression of the word VEUVE. The court pointed out that “VEUVE
is an arbitrary term as applied to champagne and sparkling wine,” and thus more “source-
indicating” and contributory “to commercial impression” than the other word in the mark at issue.
Id.

Similarly, in In re Integrated Embedded, the court noted that “BARR,” which appeared in
both of the marks at issue, was significant because “the term BARR has no meaning or connotation
other than that of a surname.” Integrated Embedded, 120 U.S.P.Q.2d 1504, 1513 (TTAB 2016).
The Board then proceeded to find that “the marks, when viewed as a whole, [were] also highly
similar in connotation and convey[ed] commercial impressions that [were] far more similar than
dissimilar.” Id.

Likewise, in Presto Products Incorporated v. Nice-Pak Products Incorporated, where the
word “KID” was the common first term in the two marks KIDWIPES and KID STUFF, the Board
considered the marks “in relation to the goods or services to which [they are] applied, and the
context in which [they are] used[.]” Presto Prods. Inc., 9 U.S.P.Q.2d 1895, 1897 (TTAB 1988).
The Board found likelihood of confusion because the marks were used on “identical goods” that
were “sold through the same types of retail outlets . . . to the same classes of purchasers (primarily,
mothers of young children)[,]” and both conveyed the same impression of towelettes or wipes
“intended for kids.” Id. at 1895-97. The same is true for all the other cases Opposer cites, which
reflect that “commercial impression” and “connotation” driven by a holistic analysis of the specific

goods and services at issue and the markets at play dictate the likelihood of confusion analysis
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rather than a simple “side-by-side” comparison of the words. See Canadian Imperial Bank of
Commerce v. Wells Fargo Bank, Nat’l Ass’n, 811 F.2d 1490, 1495 (Fed. Cir. 1987) (finding
COMMCASH and COMMUNICASH confusingly similar, in large part, because the trademarks
both involved identical “banking services” presumed to be offered to the general public); In re
Corning Glass Works, 229 U.S.P.Q. 65, 66 (TTAB 1985) (finding CONFIRM and
CONFIRMCELLS confusingly similar because they both revolved around similar products for
analyzing blood samples and would likely to be bought by the same class of hospital laboratory
personnel); In re Pellerin Milnor Corp., 221 U.S.P.Q. 558, 559 (TTAB 1983) (finding MILTRON
and MILLTRONICS confusingly similar because both trademarks applied to electronic control
devices to regulate certain machinery, and as such, purchasers “might assume a common origin or
source association when confronted with the same or similar marks thereon). Thus, the Board
here must consider the overall connotation and commercial impressions of Opposer’s Mark and
BGK’s Mark in assessing likelihood of confusion.

Differing connotations alone can be determinative in finding no likelihood of confusion,
even where identical words with identical meanings are used. For example, in Coach Services,
Incorporated v. Triumph Learning LLC, the two marks at issue both displayed the sole word
“COACH.” Coach Serv., Inc., 668 F.3d at 1369. Even though “the word marks for both parties
[were] identical in sound and appearance,” the court found no likelihood of confusion because “the
marks ha[d] different meanings and create[d] distinct commercial impressions.” Id. The court
determined this finding was “particularly true” in part because the word “coach” is “a common
English word.” Id. The court pointed out that “when applied to fashion accessories” in the
opposer’s mark, the word “coach” was “clearly either arbitrary or suggestive of carriage or travel

accommodations . . . thereby engendering the commercial impression of a traveling bag.” Id. Such
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commercial impression was clearly distinct from the use of the word “coach” in the applicant’s
mark, which “call[ed] to mind a tutor who prepares a student for an examination.” Id.

Similarly, the words “blue” and “ivy” are each common English words often used in a
variety of different contexts. BGK’s Mark denotes a particular human being, namely, the celebrity
Blue Ivy Carter. On the other hand, and as Ms. Morales herself has publicly explained on the
radio, the word “blue” in Opposer’s Mark “represents something blue in the wedding tradition”
and the word “ivy” signifies that weddings are “a romantic experience” since ivy “intertwine[s]
when [it] grow[s] on buildings.” (BGK NOR, Ex. 3 at 1:10-1:25.)

The two marks’ distinct connotations then in turn, provide for distinct commercial
impressions. The BGK Mark brings to mind a famous child who is listed in the IMDb database,
reported on by popular press, and whose name generates millions of hits on a Google search.
(Silverman Decl. at 17-18.) The commercial impression of Opposer’s Mark is not a human being.
Instead, its commercial impression is an event planning business. (See id.)

Due to this drastic difference in connotations and commercial impressions, there is no
likelihood of confusion between Opposer’s Mark and BGK’s Mark. See, e.g., Blue Man Prods.
Inc. v. Tarmann, 75 U.S.P.Q.2d 1811, 1820-21 (TTAB 2005) (BLUE MAN GROUP “has the
connotation of the appearance of the performers” while applicant’s BLUEMAN mark ‘“has no such
connotation for cigarettes or tobacco. Thus, the marks differ in their connotations and commercial
impressions.”); In re Sears, Roebuck & Co.,2 U.S.P.Q.2d 1312, 1314 (TTAB 1987) (considering
CROSSOVER for brassieres and CROSSOVER for ladies’ sportswear and finding, “[a]s a result
of their different meanings when applied to the goods of applicant and registrant, the two marks
create different commercial impressions, notwithstanding the fact that they are legally identical in

sound and appearance”).
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Moreover, even under Opposer’s improper side-by-side comparison test of the marks, the
differences are obvious. Importantly, Opposer’s Mark is comprised of two words, while BGK’s
Mark is comprised of three. See Franklin Mint Corp. v. Master Mfg. Co., 667 F.2d 1005, 1007
(CCPA 1981) (“It is axiomatic that a mark should not be dissected and considered piecemeal;
rather, it must be considered as a whole in determining likelihood of confusion.”); In re Nat’l Data
Corp., 753 F.2d 1056, 1058 (Fed. Cir. 1985) (“[L]ikelihood of confusion cannot be predicated on
dissection of a mark, that is, on only part of a mark.”). Opposer outright ignores the impact that
the word “CARTER” has in terms of distinguishing Opposer’s Mark from BGK’s Mark. As
BGK’s expert, Mr. Silverman, explained, “the inclusion of the word ‘Carter’ in Applicant’s
proposed mark makes all the difference in the world from the standpoint of appearance, sound,
connotation and commercial impression.” (See Silverman Decl. at 17.) The existence of the word
“CARTER?” causes the two marks to sound nothing at all alike and also associates BGK’s Mark
with a famous individual, rather than Opposer’s event planning boutique. (Id. at 17-18.)

Additionally, the Board must consider “illustrations of the mark as actually used” because
“such illustrations may assist the [Board] in visualizing other forms in which the mark might
appear.” Joseph Phelps Vineyards, LLC v. Fairmont Holdings, LLC, 857 F.3d 1323, 1327 (Fed.
Cir. 2017). Such visualization is significant because “the likelihood of confusion inquiry is viewed
through the eyes of a consumer to determine the commercial impression of the mark.” Id. at 1328.
Opposer’s Mark, when used in the course of Opposer’s business, has a distinct appearance: the
word “Ivy” is displayed directly below the word “Blue” with ivy appearing to grow out of the ends
of some of the letters. (See BGK NOR, Ex. 1.) This distinct manner in which Opposer’s Mark is
consistently presented distinguishes it from BGK’s Mark, which is merely a word mark without

further design or embellishment. (See Application at 1.)
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In sum, Opposer’s Mark and BGK’s Mark differ significantly in appearance, sound,
connotation, and commercial impression, which all militate against a finding of likelihood of
confusion.

2. BGK’s Applied-For Goods And Services Are Not Related To
Opposer’s Services

The second DuPont factor considers the “similarity or dissimilarity [in] nature of the goods
[and] services as described in an application or registration or in connection with which a prior
mark is in use.” DuPont, 476 F.2d at 1361. “[I]t is the opposer’s burden to prove that the goods
[or services] of the parties are related in some manner or that the conditions surrounding the
marketing thereof are such that they would be likely to be encountered by the same persons under
circumstances that give rise to the mistaken belief that they originate with the same source.” BFS
Diversified Prods., LLC v. L & P Prop. Mgmt. Co., 2007 WL 1676783, at *6 (TTAB May 23,
2007) (not precedential).

Opposer incorrectly contends that there’s substantial overlap between the classes
designated under Opposer’s Mark and those designated under BGK’s Mark. (Opposer’s Brief, at
15 (“There is substantial overlap between the classes of the BLUE IVY Mark and the Applicant’s
identified classes.”).) However, the proper analysis here is not overlap between the parties’
designated classes, but rather the relatedness of the parties’ respective goods and services from a
consumer’s point of view. See Inter-IKEA Sys. B.V. v. Akea, LLC, 110 U.S.P.Q. 2d 1734, 1740
(TTAB 2014) (noting that a likelihood of confusion inquiry focuses on the general impression of
the average purchaser of the products at issue); see also DuPont, 476 F.2d at 1360 (“the question
of confusion is related not to the nature of the mark but to its effect ‘when applied to the goods of
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the applicant.””) (emphasis in original). In that regard, Opposer unsuccessfully attempts to

demonstrate purported “overlap” by arguing that BGK’s “Broad designations” and “broad
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category of party favors” . . . “overlap[s] with registered goods and services, including online retail
store services and retail store services featuring paintings, wedding portraits, invitations, party
favors and party furniture, and with rental of party decorations and wedding decorations.”
(Opposer’s Brief'at 15.) This argument is nonsensical. Contrary to Opposer’s assertion, Opposer’s
Registration does not include “party favors.”> (BGK NOR, Ex. 21 at 3.) Similarly, BGK’s
Application does not reference “party favors” with respect to any of the classes involved.
(Application at 1-3.) As such, there is no overlap with respect to the term “party favors.”
Moreover, the remainder of Opposer’s argument regarding overlap between the parties’
goods and services is even more absurd. Opposer simply lists the identified goods in classes 3, 6,
10, 12, 16, 18, 20, 21, 24, 26, and 28 of the Application without any further analysis or argument.
See Opposer’s Brief at 15-16. It appears that Opposer is essentially suggesting that everything in
the Application, from “portable media players,” to “baby strollers,” to “towels,” is sufficiently

2 e

similar to either “party favors,” “retail services featuring paintings, wedding portraits, [and]
invitations,” or “party decorations and wedding decorations” to cause consumer confusion. This
argument is simply irrational. Suggesting that such extremely unrelated goods and services
“overlap” would make futile the practice of specifically listing out specific classes, goods, and
services covered by a trademark application.

In any event, application of the correct standard to analyze the relatedness of the parties’
respective goods and services demonstrates that BGK’s applied for goods and services are highly

distinct from Opposer’s registered services. First, Opposer’s Mark is only registered in

conjunction with personal and business event planning services and under just two classes:

> In its original application, Opposer had initially used the term “party favor” in identifying its
International Class 35 services. (BGK NOR, Ex. 21 at 23.) However, Opposer later amended its
application and removed that term. (Id. at 25.)
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International Classes 35 and 41. It is not registered for the sale of any goods at all. See Canadian
Imperial Bank of Commerce, 811 F.2d at 1493 (“In determining likelihood of confusion in an
opposition, it is the mark as shown in the application and as used on the goods [and services]
described in the application which must be considered[.]”); (see also Silverman Decl. at 19 (“It
does not appear that Opposer is, or intends to be, involved in developing, marketing, producing or
being involved in any way with the goods and/or services described in [BGK’s] list.”)).

Second, Opposer’s Mark is not registered for any entertainment services related to music
or motion pictures, which are specified services for use with BGK’s Mark. Opposer describes its
International Classes 35 and 41 registrations as services related to “special event planning for

99 ¢c

social entertainment purposes,” such as “part[ies],” “wedding[s],” or “corporate” events. (BGK
NOR, Ex. 21 at 3.) BGK’s Mark, on the other hand, encompasses “[e¢]ntertainement marketing
services, namely, marketing, promotion and advertising for recording and performing artists.”
(Application at 3.) Similarly, Opposer’s Mark covers retail store services featuring “paintings,
wedding portraits [and] invitations.” (BGK NOR, Ex. 21 at 3.) By contrast, BGK’s Mark includes
online retail store services featuring “music, musical recordings, motion pictures, clothing and
clothing accessories, novelty items.” (Application at 3.)

In addition, while both parties’ services are within the realm of entertainment (in the
broadest possible sense of that term), BGK’s Mark specifically lists its “[e]ntertainment services”
as those “in the nature of live musical performances; production of motion picture films, fan
clubs.” (Id.) As Mr. Silverman summarized, Opposer “is not an entertainment producer. . . . Itis

not likely to ever be involved in planning and producing a pop concert featuring a megastar or a

movie or a pop single or album; that is not its business.” (Silverman Decl. at 19.)
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Even with respect to the services offered by Opposer that appear, at first blush, to be similar
to services encompassed by BGK’s Mark, Opposer fails to present evidence that consumers would
actually assume that such services come from the same source. Under Section 2(d) of the
Trademark Act, confusion, mistake, or deception must be “likely,” not merely “possible.” Sears
Roebuck & Co. v. Allstate Life Ins. Co., 246 F.2d 161, 168 (5th Cir. 1957); see also In re Hughes
Aircraft Co., 222 US.P.Q. 263, 264 (TTAB 1984) (“the Trademark Act does not preclude
registration of a mark where there is a possibility of confusion as to source or origin, only where
such confusion is likely”) (emphasis added). Opposer could not plausibly argue that someone
searching for help with planning a wedding, reunion, or other social or business gathering will
somehow instead stumble upon a famous celebrity’s brand and confuse BGK’s Mark with
Opposer’s Mark. See Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 1103
(CCPA 1976) (“Nobody, during the course of this proceeding, has asserted that the utilities of
opposer’s toilet tissue and appellant's aluminum foil, plastic bags, and sponges are even remotely
associated by the consumer, nor has it been asserted that, under these circumstances, a consumer
might pick up sponges or aluminum foil when he really wanted toilet tissue. Opposer has failed to
adduce any evidence of a nexus between these products in the mind of the consumer which would
negate the above-noted obvious dissimilarities.”); In re St. Helena Hosp., 774 F.3d 747, 754 (Fed.
Cir. 2014) (substantial evidence did not support relatedness of hospital-based residential weight
and lifestyle program and printed materials dealing with physical activity and fitness); In re Coors
Brewing Co., 343 F.3d 1340, 1345-46 (Fed. Cir. 2003) (when comparing services such as
“restaurant services” with less apparently related goods such as “beer,” or “cooking classes” with

99 ¢¢

“kitchen towels,” “something more”—beyond the fact that the goods are used in the provision of
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the services—must be shown to indicate that consumers would understand such services and goods
to emanate from the same source.).

As Mr. Silverman explained, “[i]t is impossible for a company that plans weddings and
parties and business events to share the same perceptual space in the mind of a consumer as a
human being whose name is associated with a variety of entertainment-related services.
(Silverman Decl. at 19.) The mere fact that the two marks encompass services sharing a few
similar, broad words such as “marketing” (see Opposer’s Brief at 16-17) is not sufficient to bridge
this perceptual chasm.

3. BGK’s Applied For Goods Will Be Marketed And Sold Through
Different Channels Of Trade To Distinct Customer Bases

Opposer argues, “the identified services are presumed to travel to the same channels of
trade to the same class of purchasers,” thereby increasing the likelihood of confusion. (Opposer’s
Brief at 14.) Yet, this “presumption” does not survive the actual evidence in this case, which
demonstrates that there is little similarity with respect to the means by which Opposer and
Applicant market their goods and services and the consumers interested in obtaining those goods
and services.

Given the nature of Applicant’s goods, they would be sold primarily by “mass market on-
line and/or brick and mortar retailers.” (Silverman Decl. at 19.) In addition, Applicant’s services
are directed at the music, motion picture, and entertainment industries and are related to significant
creative endeavors in those industries, such as producing a concert. (See Application 1-3; see also
Silverman Decl. at 18-20.) Opposer, by contrast, offers event planning services to a very narrow

market — those looking to plan a wedding or a small personal or business event — using a website,’

6 “[TThe mere fact that goods and services may both be advertised and offered through the Internet

is not a sufficient basis to find that they are sold through the same channels of trade.” Parfums de
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as well as pamphlets and flyers in wedding magazines, blogs, and similar publications. (BGK
NOR, Ex. 21 at 3; see also BGK NOR, Ex. 2 at 1-10, 15-17, 26-29, 53-55.) BGK and Opposer
have entirely different sales models and strategies that are targeted at very different audiences,
which dispels any concern over consumer confusion. See M2 Software, Inc. v. M2 Commc’ns,
Inc., 450 F.3d 1378, 1383 (Fed. Cir. 2006) (no overlap of trade channels where all of opposer’s
“known customers [were] in the music or entertainment industries [and] its marketing target[ed]
those industries,” but the applicant “deal[t] only with pharmaceutical and medical customers, and
all of its marketing [wa]s directed towards those fields.”). Moreover, Applicant’s goods and
services and Opposer’s services are so different as to essentially negate any risk that consumers
might “cross-shop” Applicant and Opposer. As Mr. Silverman explained, “[c]Jonsumers seeking
event planning services are simply not likely to call Applicant. Conversely, entertainment industry
professionals looking for expertise in production planning are not likely to call Opposer. There is
a semantic similarity but not a practical similarity.” (Silverman Decl. at 20.)

Further, the targeted nature of Opposer’s services, and the expense and care that goes into
planning a wedding or business event, both reduce the likelihood of confusion. It is well settled
that even if there is overlap in the potential market, confusion is not likely if the goods or services
are marketed and sold to discrete purchasers within that market. See, e.g., Elec. Design & Sales,
Inc. v. Electronic Data Systems Corp., 954 F.2d 713, 716-18 (Fed. Cir. 1992); see also In re Thor

Tech, Inc., 113 U.S.P.Q.2d 1546, 1551 (TTAB 2015) (finding use of identical marks for towable

Coeur, Ltd. v. Lory Lazarus, 83 U.S.P.Q.2d 1012, 1021(TTAB 2007); see also Network
Automation, Inc. v. Advanced Sys. Concepts, Inc., 638 F.3d 1137, 1151 (9th Cir. 2011) (“Today,
it would be the rare commercial retailer that did not advertise online, and the shared use of a
ubiquitous marketing channel does not shed much light on the likelihood of consumer
confusion.”); Groupion, LLC v. Groupon, Inc., 826 F. Supp. 2d 1156, 1164 (N.D. Cal. 2011)
(“[T]he shared use of the internet as a marketing channel is ubiquitous and, thus, does not shed
much light on the likelihood of consumer confusion.”).
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trailers and trucks not likely to cause confusion given the difference in the nature of the goods and
their channels of trade and the high degree of consumer care likely to be exercised by the relevant
consumers.). An individual interested in planning a personal event such as a wedding is likely to
exercise extreme care and consideration in selecting a planner, and would not be quick to confuse
Blue Ivy Carter with an event planning boutique. See Walter Baker & Co. v. Altamay Chocolate
Co., 37 F.2d 957, 958 (CCPA 1930) (no likelihood of confusion where differing levels of “care
and discrimination” would be “exercised by an ordinary purchaser” of the parties’ respective goods
and services).

4. Opposer’s Mark Is Not A Strong Or Famous Mark, Which Reduces
The Risk Of Likelihood Of Confusion

The fifth DuPont factor, which considers the fame or strength of Opposer’s mark, also
favors BGK. The strength of a mark rests on the extent to which “a significant portion of the
relevant consuming public . . . recognizes the mark as a source indicator.” Tao Licensing, LLC v.
Bender Consulting Ltd., 125 U.S.P.Q. 2d 1043, 1056 (TTAB 2017). “A very strong mark receives
a wider latitude of legal protection in the likelihood of confusion analysis” while a very weak mark
receives a narrower scope of protection. Id. Opposer’s Mark is very weak, and is therefore is
entitled to only a narrow scope of protection.

“Strength may be measured indirectly by the volume of sales and advertising expenditures
in connection with the services sold under the mark, and other factors such as length of time of use
of the mark; widespread critical assessments; notice by independent sources of the services
identified by the marks; and the general reputation of the [goods or] services.” Id. Because
evidence of the strength of Opposer’s Mark is “of record, [this factor] must be considered[.]”

DuPont, 476 F.2d at 1361.
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Opposer is a small business, with just three regional offices and a handful of employees.
(See BGK NOR, Ex. 2 at 18.) As would be expected of such a small business, Opposer produces
a low volume of advertisements, since Ms. Morales is the only person involved in its marketing,
promotions, and sales. (See BGK NOR Ex. 6 at 22 (Response to Interrogatory 3).) Opposer
primarily promotes and offers its services through its website, www.blueivyevents.com, and on its
three social media accounts. (Id. at 23 (Response to Interrogatory 4).) However, as demonstrated
by Mr. Silverman, Opposer’s online presence is very weak. According to Mr. Silverman,
Opposer’s website is infrequently visited by consumers.” (Silverman Decl. at 23.) Similarly,
Opposer’s social media accounts are poorly subscribed. For instance, as of September 2017, only
915 accounts followed Opposer’s Twitter page, and as of August 2018, fewer than 3,000 accounts
followed Opposer’s Facebook page. (Id. at 25; see BGK NOR, Ex. 7.)

Also telling of the minimal strength of Opposer’s brand is Opposer’s failure to respond to
BGK’s Interrogatory regarding Opposer’s sales. Specifically, in response to BGK’s request for
the sales volume in each category of Opposer’s disclosed categories of services, Opposer
responded that it was “currently investigating whether it ha[d] information regarding its monthly
sales volume by unit” and that it would “supplement this response with further information.”
(BGK NOR, Ex. 6 at 24.) In what can only be assumed to be an attempt to deflect attention from
the weakness of its Mark, Opposer never provided a supplemental response with its sales volume.

The strength of a trademark matters in the likelihood of confusion analysis because “[t]he

fame of a trademark may affect the likelihood purchasers will be confused inasmuch as less care

7Tt is worth noting that the immediate results of Opposer’s own Google search of the terms “blue
ivy” were only those depicting Blue Ivy Carter. (BGK NOR, Ex. 19.) On the other hand, the
immediate resulting hits from Opposer’s search of the terms “blue ivy events” were related both
to Opposer’s business and to Blue Ivy Carter. (/d.)
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may be taken in purchasing a product under a famous name.” Specialty Brands, Inc. v. Coffee
Bean Distributors, Inc., 748 F.2d 669, 675 (Fed. Cir. 1984). Here, Opposer’s Mark is so weak,
especially in comparison to Blue Ivy Carter’s fame, that there is no risk whatsoever of a consumer
who comes across BGK’s goods and services assuming that they come from a little-know event
planning boutique.

Ultimately, Opposer is the one who bears the burden of establishing likelihood of
confusion, and Opposer has failed to meet this burden. The vastly distinct meanings and
commercial impressions of the marks, the different goods and services offered by the parties, the
differing channels of trade, and the weakness of Opposer’s brand ensure that no likelihood of
confusion will be created by the registration of BGK’s mark.

C. BGK Had A Bona Fide Intent To Use The BGK Mark At The Time Of Filing
The Application

“Congress . . . purposely omitted a statutory definition of the term ‘bona fide’ as used in
the phrase ‘bona fide intention,’ in the interest of preserving ‘the flexibility which is vital to the
proper operation of the trademark registration system.”” Lane Ltd. v. Jackson Int’l Trading Co.,
33 U.S.P.Q.2d 1351, 1355 (October 21, 1994) (quoting S.Rep. No. 100-1028 at 24, 100th Cong.2d
Sess. (1988) (“S.Rep.”)). A bona fide intent to use “require[s], based on an objective view of the
circumstances, a good faith intention to eventually use the mark in a real and legitimate
commercial sense.” Id. (quoting H.Rep. No. 100-1028 at 8-9, 100th Cong.2d Sess. (1988)
(emphasis added). “Obviously, what is real and legitimate will vary depending on the practices of
the industry involved, and should be determined based on the standards of that particular industry.”
ld.

Opposer has the “initial burden of demonstrating by a preponderance of the evidence that

applicant lacked a bona fide intent to use the mark on the identified goods.” Swiss Grill Ltd. v.
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Wolf Steel Ltd., 115 U.S.P.Q.2d 2001, 2008 (TTAB 2001) (internal quotations omitted) (citing
Boston Red Sox Baseball Club LP v. Sherman, 88 U.S.P.Q. 2d 1581, 1587 (TTAB 2008)). Opposer
cannot meet that initial burden because the only piece of evidence it has introduced in support of
this claim is a hearsay interview with Mr. Carter, who has no relationship to BGK and therefore
cannot speak to BGK’s intent. (See Dkt. No. 45, Opposer’s. Brief at 17-18); see also Section V.D.,
infra. Beyond this objectionable piece of evidence, Opposer’s only other support for its claim of
lack of intent is that BGK failed to produce documentary evidence showing its intent to use its
mark. (Id. at 9.) However, such an absence of documentary evidence is nof sufficient if “other
facts are presented which adequately explain or outweigh applicant's failure to provide such
documentary evidence.” Swatch Ag (Swatch Sa) (Swatch Ltd.) v. M. Z. Berger & Co., Inc., 108
U.S.P.Q.2d 1463 (TTAB 2013); see also S.Rep. at 23 (“A statement of intent to use a mark on
specifically identified products in the future may be sufficient. An applicant may safely make this
statement in its original application without having taken concrete steps to create and introduce a
new product, provided that in fact it intends to use the mark.”).

Here, “other facts” demonstrate BGK’s intent to use the BLUE IVY CARTER mark. Most
significantly, Blue Ivy Carter has achieved a significant amount of fame, particularly at such a
young age. (Silverman Decl. at 15-17.). She also has a noted and well-chronicled interest in
fashion. (Id. at 15-16; BGK NOR, Ex. 8.) Given these factors, Blue Ivy Carter is capable of and
interested in becoming the face of a brand. (Silverman Decl. at 15-16.) For this reason, the factual
context demonstrates that BGK filed the Application with the intent to build a brand around Blue
Ivy Carter and her public reputation and renown.

Opposer’s finger-pointing with respect to the lack of documentary evidence obscures the

reason for the lack of such evidence. As explained in Section IV.C., supra, the discovery process
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in this action broke down as a result of Opposer’s misconduct. Opposer used its discovery requests
as a weapon to pry into the personal life of Mrs. Carter and to threaten and intimidate her. That
BGK was unwilling to engage in such an abusive process should not somehow now be twisted in
Opposer’s favor to support a finding that Opposer lacked bona fide intent.

In sum, the factual context surrounding Blue Ivy Carter’s fame and brand power, coupled
with a reasonable explanation for Opposer’s refusal to produce documentary evidence overcome
Opposer’s arguments regarding lack of intent.

D. Opposer Has Not Met The Heavy Burden Of Proving That BGK Committed
Fraud On The USPTO

Opposer’s fraud case relies on a single hearsay article in an online magazine reflecting an
interview with a third party who has no relationship to and does not speak for BGK. This single
piece of faulty, objectionable evidence is insufficient to prove Opposer’s baseless allegations of
fraud.

“A trademark applicant commits fraud in procuring a registration when it makes material
representations of fact in its declaration which it knows or should know to be false or misleading.”
In re Bose Corp., 580 F.3d 1240, 1244 (Fed. Cir. 2009). The party asserting such a charge carries
a heavy burden of proof that requires “clear and convincing evidence.” Id. at 1243. In analyzing
an assertion of fraud, “[t]here is no room for speculation, inference or surmise and, obviously, any
doubt must be resolved against the charging party.” Id. “Subjective intent to deceive . . . is an
indispensable element in the analysis.” Id. at 1245. Instances where evidence was deemed
sufficient to establish fraud are exceedingly rare. In fact, the only case Opposer quotes from in
support of its fraud case is one in which fraud was not found. Id. at 1246 (cited in Opposer’s Brief

at 17.).
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Opposer’s key (and sole) evidence supporting its allegation that Applicant committed fraud
on the USPTO is a 2013 article appearing on Vanity Fair’s website and featuring an interview with
Mr. Carter. In that interview, Mr. Carter indicated that BGK’s primary intent in filing its original
2012 application for BLUE IVY CARTER (which is not at issue in this proceeding) was to protect
Blue Ivy Carter from commercial exploitation by others. (Opp. NOR G at 32.) This article,
however, does nothing to advance Opposer’s fraud case.

First, this article is entirely objectionable as hearsay and cannot be cited for the truth of the
matter asserted. See WeaponX Performance Prods. Ltd. v. Weapon X Motorsports, Inc., 126
U.S.P.Q.2d 1034, 1038 (TTAB 2018) (“[B]oth parties, by way of notices of reliance, submitted
printouts from various websites downloaded from the Internet. Although admissible for what they
show on their face . . . this evidence also constitutes hearsay and may not be relied upon for the
truth of the matters asserted therein.”); see also Trademark Trial and Appeal Board Manual of
Procedure § 704.08(b). As such, the statements reflected in the Vanity Fair article simply cannot
be relied upon to demonstrate that BGK lacked the requisite intent when it filed its 2012 (or 2016)
trademark applications.

Second, even if Opposer’s evidence did not constitute hearsay, it would still be irrelevant
to BGK’s intent to use the BGK Mark. Mr. Carter, the subject of the Vanity Fair interview, is not
a member or owner of BGK. See Section IV.B., supra. As such, his statements cannot be imputed
to BGK and do not reflect upon BGK’s intent to use the BLUE IVY CARTER mark. Such
statements from a third party, who does not possess authority to speak for BGK, are not the “clear
and convincing” evidence necessary to establish fraud. See Bose Corp., 580 F.3d at 1244.

Beyond the Vanity Fair article featuring Mr. Carter, Opposer’s only other “evidence” of

fraud is Applicant’s “refusal to respond to any discovery responses” and the fact that BGK
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previously filed another trademark application, which it eventually abandoned. (Opposer’s Brief
at 17-18.) As explained above, BGK’s decision to refuse to respond to certain discovery requests
was driven by Opposer’s harassing tactics, which were directed at Mrs. Carter personally. See
Section IV.C., supra. In addition, BGK’s prior trademark application does not reflect a lack of
bona fide intent with respect to BGK’s current Application. Opposer’s only case law at all relevant
to this assertion is Loreal S.A. and Loreal USA, Inc. v. Marcon, 102 U.S.P.Q.2d 1434 (2012).
However, in Loreal, the Board noted that an applicant’s history of filing “an excessive number of
intent-to-use applications to register marks which ultimately were not actually used” may be
probative of a lack of bona fide intent to use. Id. at 1444. Here, by contrast, Opposer has pointed
to a single prior application rather than an “excessive number” of such applications. This sole
prior application is not probative of lack of intent to use and certainly does not constitute fraud on
the USPTO. Standing alone, Opposer’s “own belief does not establish [BGK’s] intent to deceive
the Office.” A & M Wings, Inc. v. Glenn Thompson, Cancellation No. 92064044 (Feb. 14, 2019)
(not precedential). As such, Opposer’s circumstantial evidence does not in any way point towards
fraud or deceit.

In sum, Opposer’s meager, objectionable, and circumstantial evidence is insufficient to
establish a case of fraud against BGK. See Bose, 580 F.3d at 1246 (“Unless the challenger can
point to evidence to support an inference of deceptive intent, it has failed to satisfy the clear and
convincing evidence standard required to establish a fraud claim.”).

VI. CONCLUSION

For all the reasons stated above, BGK respectfully requests that the Board dismiss this

Opposition and allow the Application to move forward to registration on the BGK Mark.
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