
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA852821

Filing date: 10/18/2017

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91234284

Party Plaintiff
Arnold & Richter Cine Technik GmbH & Co. Betriebs KG

Correspondence
Address

WILLIAM C WRIGHT
EPSTEIN DRANGEL LLP
60 EAST 42ND STREET SUITE 2520
NEW YORK, NY 10165
UNITED STATES
Email: mail@ipcounselors.com

Submission Motion to Suspend for Civil Action

Filer's Name William C. Wright

Filer's email mail@ipcounselors.com

Signature /William C. Wright/

Date 10/18/2017

Attachments Motion to Suspend Opposition.pdf(1362689 bytes )

http://estta.uspto.gov


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

TRADEMARK TRIAL AND APPEAL BOARD 
 

 

 

) 
Arnold & Richter Cine Technik GmbH         ) 
& Co. Betriebs KG ) 

Opposer, ) Opposition No.: 91234284 
) 

v. ) 
) 

Skypanels, Inc., ) 
) 

Applicant. ) 
  ) 

 
 

MOTION TO SUSPEND 
 

Arnold & Richter Cine Technik GmbH & Co. Betriebs KG (“ARRI”), by its undersigned 

counsel, requests that the Board suspend the above-captioned proceeding (“Opposition 

Proceeding”), pending the disposition of a recently filed civil action between ARRI and 

Skypanels, Inc., as the litigation involves issues and claims in common with the Opposition 

Proceeding.  In support of this motion, ARRI, by its undersigned attorneys, directs the Board to a 

copy of the complaint and its corresponding exhibits that it filed on October 17, 2017 in the 

United States District Court for the Central District of California against Skypanels, Inc., Arnold 

& Richter Cine Technik GmbH & Co. Betriebs KG v. Skypanels, Inc., Civil Action No. 2:17-cv-

07605, which are attached hereto. 

 
Respectfully submitted, 

 
EPSTEIN DRANGEL LLP 

Attorneys for Opposer 

 
 

Dated: October 18, 2017 BY:  /s/ William C. Wright  
William C. Wright 

60 East 42nd Street, Suite 2520 
New York, New York 10165 
Tel. No.: (212) 292 5390 
Fax. No.: (212) 292-5391 



CERTIFICATE OF SERVICE 
 

I hereby certify that a true and complete copy of the foregoing Motion to Suspend was 
served by First-Class Mail, with sufficient postage prepaid, on this 18th day of October, 2017, 
upon Applicant’s attorney: 

 

Sevag Demirjian 

Demirjian Law Offices 

6320 Canoga Avenue, Suite 1547 

Woodland Hills, CA 91367 

 

 

 
 

BY: /s/ Kerry B. Brownlee  
Kerry B. Brownlee 
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BESHADA FARNESE LLP 
Peter J. Farnese (SBN 251204) 
pjf@beshadafarneselaw.com   
10250 Constellation Blvd., Suite 2300 
Los Angeles, California 90067 
Telephone: 310-356-4668 
Facsimile: 310-388-1232 

Attorneys for Plaintiff 
Arnold & Richter Cine Technik GmbH & Co. Betriebs KG 
 
EPSTEIN DRANGEL LLP  
Jason M. Drangel (JD 7204) 
jdrangel@ipcounselors.com 
Ashly E. Sands (AS 7715) 
asands@ipcounselors.com 
Kerry B. Brownlee (KB 0823) 
kbrownlee@ipcounselors.com  
60 East 42nd Street, Suite 2520 
New York, NY 10165 
Telephone: 212-292-5390  
Facsimile: 212-292-5391  

Attorneys for Plaintiff 
Arnold & Richter Cine Technik GmbH & Co. Betriebs KG 

Pro Hac Vice Applications to be Submitted 
 
 

UNITED STATES DISTRICT COURT 
 

CENTRAL DISTRICT OF CALIFORNIA  
 

WESTERN DIVISION 
 
 
Arnold & Richter Cine Technik GmbH 
& Co. Betriebs KG 
Plaintiff    
 
 
v. 
 
 
Skypanels, Inc. 
Defendant 
 

 
 

 
17: CV_____________ 

 
COMPLAINT FOR 

DECLARATION OF NON-
INFRINGEMENT & INVALIDITY 

 
Demand for Jury Trial 
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Plaintiff Arnold & Richter Cine Technik GmbH & Co. Betriebs KG 

(hereinafter, “Plaintiff” or “ARRI”), a limited liability partnership, organized and 

existing under the laws of Germany, by and through its undersigned counsel, brings 

this action for a declaratory judgment of non-infringement of any purported trademark 

rights allegedly owned by Skypanels, Inc. (hereinafter, “Defendant” or “SI”), and of 

invalidity with respect to certain rights, as set forth herein.  ARRI alleges as follows: 

NATURE OF THE ACTION 

1.  This is a civil action arising under the United States Trademark Act of 

1946, 15 U.S.C. §§ 1051 et seq. (“Lanham Act”), and the Declaratory Judgment Act, 

28 U.S.C. §§ 2201 and 2202 (“Declaratory Judgment Act”), in which ARRI seeks a 

declaratory judgment of non-infringement of any trademark rights purportedly owned 

by Defendant, and a declaration that certain rights allegedly held by Defendant are 

invalid.  

JURISDICTION AND VENUE 

2. This Court has federal subject matter jurisdiction over the claims asserted 

in this action pursuant to 28 U.S.C. §§ 1331 and 1338(a), 15 U.S.C. § 1121 as an 

action arising out of the Lanham Act, and the Declaratory Judgment Act. 

3. This Court has general and/or specific personal jurisdiction over 

Defendant because, upon information and belief, Defendant conducts business, on a 

continuous and systematic basis, in the State of California and in this judicial district, 

and/or otherwise avails itself of the privileges and protections of the laws of the State 

of California, such that this Court’s assertion of jurisdiction over Defendant does not 
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offend traditional notions of fair play and due process.  Specifically, upon information 

and belief, Defendant maintains a place of business within the State of California, and 

in this judicial district, has employees within the State of California, engages in 

systematic business activities with companies in the State of California, including, 

without limitation, key distributors, and offers to sell and/or sells its products to 

consumers in the State of California, including those in this judicial district.  

4. Venue is proper in the United States District Court for the Central 

District of California under 28 U.S.C. §§ 1391(b) and (c) because Defendant conducts 

business in this judicial district, a substantial part of the events or omissions giving 

rise to the asserted counts occurred in this judicial district, and harm to Plaintiff has 

occurred in this district. 

THE PARTIES 

5. Plaintiff is a limited liability partnership, organized and existing under 

the laws of Germany, and having its principal place of business at Türkenstraße 89, 

80799 Munich, Germany. 

6. Upon information and belief, Defendant is a corporation, organized and 

existing under the laws of the State of Nevada, having a place of business at the 

following addresses: 3036 Donnegal Bay Drive, Las Vegas, NV 89117-2479, and 

9019 Oso Avenue, Suite E, Chatsworth, CA 91311.  

GENERAL ALLEGATIONS 
 

Plaintiff and its ARRI SkyPanel Mark 
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7. Founded in 1917, Plaintiff—a leading designer and manufacturer of 

professional motion picture camera, digital intermediate and lighting equipment, 

etcetera—has been at the forefront of cutting-edge camera and lighting technology for 

one hundred (100) years.  

8. Over the years, the Academy of Motion Picture Arts and Sciences has 

recognized ARRI’s engineers for, among other things, their technical contributions 

with nineteen (19) different Academy Awards®. 

9. In fact, Plaintiff is the largest manufacturer of professional motion 

picture equipment in the world, and is involved in all facets of the film industry, 

including, engineering, design and manufacturing, production, visual effects and post-

production, sound and film laboratory services, and production equipment rental. 

10. Plaintiff offers its products and services worldwide, and specializes in a 

range of manufactured products and technologies, including, but not limited to, 

camera systems for various types of film, a variety of location and studio lighting 

fixtures, and film viewing and projection devices.  

11. Plaintiff currently offers, and has offered for decades, its products and 

services under and/or using the house mark “ARRI” (“ARRI House Mark”) for which 

Plaintiff owns a variety of U.S. and international trademark registrations, including, 

but not limited to the following U.S. Trademark Registration Numbers: 3,480,892 for 

“ARRI” for goods in Classes 9 and 11, 1,628,167 for “ARRI” for goods in Class 9, 
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1,554,453 for “ARRI” for goods in Classes 9 and 11, and services in Class 41, as well 

as 581,339 for  for goods in Classes 1, 9, and 10.  

12. Since at least as early as 2015, Plaintiff has been offering a line of LED 

products, primarily geared towards film and video industry professionals, under the 

name “SkyPanel” (“ARRI SkyPanel Mark”), which are compact, fully adjustable 

ultra-bright lights, used primarily in connection with motion picture and broadcast 

equipment (“ARRI SkyPanel Product(s)”).  Attached hereto as Exhibit A is a true and 

correct print out of a page of ARRI’s website featuring the ARRI SkyPanel Products. 

13. Plaintiff often prominently uses the ARRI House Mark in connection 

with its ARRI SkyPanel Products, and the marketing, advertisement and promotion 

thereof, as exemplified by the below: 
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14. The ARRI SkyPanel Products represent the culmination of more than a 

decade of research and development, and allow the user to, among other things, 

control the hue and saturation of the light, adjust the light beams, create soft clean 

shadows, and match existing light sources, thereby aiding in the lighting of film, video 

and stage productions.  

15. The ARRI SkyPanel Products, which, as noted above, are intended for 

film and video industry professionals, cost several thousand dollars, and are primarily 

sold via Plaintiff’s own affiliate, ARRI Inc., authorized sales representatives, select 

distributors, and specialty retailers.    

16.  Just one year ago, in September 2016, ARRI was honored with a Cinec 

Award by the Society for CineTechnik Bayern at the well-established and world 

renowned Cinec International Trade Fair for Cine Equipment and Technology, 

Munich—an international trade fair for cinema equipment and technology, which 

culminates in an awards ceremony for innovative and trendsetting products and 

developments in motion picture technology—for its ARRI SkyPanel Products, on 
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which the jury commented, “[t]he ARRI SkyPanel is an innovative LED light system 

with intelligent computer control, housed in a very robust case”. 

17. In order to formalize its valuable rights, on June 30, 2015, Plaintiff filed a 

U.S. Extension of Protection for the ARRI SkyPanel Mark (i.e., “SKYPANEL”) with 

the United States Patent and Trademark Office (“USPTO”), Serial No. 79/177,608, for 

goods in Classes 9 and 11, and specifically, the ARRI SkyPanel Products (“ARRI 

SkyPanel Application”).  

Defendant and its SI Mark 
 

18. Since in or about 2005, according to Defendant’s website, available at 

www.skypanels.com and www.usaskypanels.com (hereinafter, “SI Website”), 

Defendant has been designing, manufacturing, offering for sale and/or selling 

customizable decorative panels, imprinted with “scenes from nature”, such as the sky, 

which are intended to be placed over fluorescent light fixtures (“SI Products”).  These 

SI Products are marketed under the name “Skypanels” (“SI Mark”).  Attached hereto 

as Exhibit B are true and correct print outs of one page of the SI Website featuring the 

SI Products. 

19. Per the SI Website, the SI Products, geared towards anyone with 

fluorescent lighting fixtures, including everyday consumers, are intended to transform 

the look and feel of a given indoor setting, such as an office, home, school, hotel, or 

hospital.  

20. Upon information and belief, as evidenced by the SI Website, the SI 
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Products range from $35.00 USD (for a singular panel lens/diffusers) to $120.00 USD 

(for multi-panel lenses/diffusers). 

21. SI is the owner of the following relevant U.S. Trademark Registration 

Number, which is registered on the Supplemental Register: 4,582,063, covering the SI 

Mark (i.e., “SKYPANELS”) for goods in Class 11—namely, “[d]iffusers for 

fluorescent lighting fixtures and other lighting products which feature a variety of 

cloud formations, sky scenes, scenes of people, scenes of animals, nature scenes, and 

other earthly formations; Light diffusers.” (hereinafter, “SI Supplemental 

Registration”).1 

22. Upon information and belief, Defendant is not using, nor has it ever used, 

the SI Mark in commerce in connection with all of the goods listed in the SI 

Supplemental Registration, but instead is using, and has used, the SI Mark only in 

connection with light diffusers in the nature of ceiling light panels that are used to 

diffuse fluorescent indoor light emitted from indoor mounted lighting fixtures 

featuring a variety of scenes from nature, which are intended to transform the way an 

office, home, school, hotel, hospital, or other indoor setting looks and feels.  

Case and Controversy 
 

23. On July 1, 2016, the USPTO issued an Office Action relating to the 

ARRI SkyPanel Application wherein it refused Plaintiff’s ARRI SkyPanel 

                                                 
1 Defendant has also filed the following pending trademark application: U.S. Trademark Serial No. 
87/142,121, covering “SKYPANELS” for goods in Class 11 (namely, “[d]iffusers for fluorescent 
lighting fixtures and other lighting products which feature a variety of cloud formations, sky scenes, 
scenes of people, scenes of animals, nature scenes, and other earthly formations; Light diffusers.”) 
(“SI Application”), which has been opposed by Plaintiff (Opposition No. 91234284).  
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Application based upon a likelihood of confusion between the ARRI SkyPanel Mark 

and the alleged SI Mark covered by the SI Supplemental Registration. 

24. In an effort to reach an amicable resolution of any potential dispute 

between the parties, and in light of the vast differences between the relevant goods, 

channels of trade, and consumers, counsel for Plaintiff contacted counsel for 

Defendant on or about August 11, 2016. 

25. After engaging in several months of ultimately unsuccessful settlement 

negotiations, on December 14, 2016, Plaintiff filed a Petition for Cancellation of the 

SI Supplemental Registration, pursuant to Section 18 of the Trademark Act, to 

partially cancel or restrict the goods set forth in the SI Supplemental Registration so as 

to vitiate a continued finding of a likelihood of confusion by the USPTO (Cancellation 

No. 92065030) (“Cancellation Action”). 

26. After the institution of the Cancellation Action, the parties, through their 

respective counsel, continued to discuss the potential settlement of the instant dispute; 

however, such negotiations were halted by counsel for Defendant’s representation that 

Defendant would be “bringing a lawsuit for infringement” against Plaintiff after the 

Cancellation Action had concluded.   

27. Defendant’s allegations that Plaintiff’s use of the ARRI SkyPanel Mark 

infringes Defendant’s purported trademark rights, coupled with its unreasonable 

settlement demands, and its assurance that it would be filing a lawsuit against 

Plaintiff, collectively create a substantial justiciable controversy between the parties, 
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having adverse legal interests of sufficient immediacy and reality to warrant the 

issuance of a declaratory judgment in this instance.  Such accusations have given rise 

to a case of actual controversy within the jurisdiction of this Court pursuant to the 

Declaratory Judgment Act. 

CAUSES OF ACTION 
 

 COUNT I 
 

(Declaratory Judgement of Non-Infringement of U.S. Trademark Registration 
No. 4,582,063) 

28. Plaintiff repeats and realleges each and every allegation in the foregoing 

paragraphs as though fully set forth herein. 

29. The ARRI SkyPanel Mark does not infringe any alleged trademark rights 

held by Defendant, including, without limitation, the SI Mark and the SI Supplemental 

Registration. 

30. There is no likelihood of consumer confusion as to source, affiliation, 

sponsorship, or connection with Defendant that is caused by Plaintiff’s use of the 

ARRI SkyPanel Mark.  

COUNT II 
 

(Declaratory Judgment of Invalidity of U.S. Trademark Registration No. 
4,582,063) 

 
31. Plaintiff repeats and realleges each and every allegation set forth in the 

foregoing paragraphs as though fully set forth herein. 

32. Upon information and belief, the SI Mark covered by the SI 

Supplemental Registration is not currently in use in commerce and/or has not been 

used in commerce for three (3) consecutive years for some of the goods/services set 
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forth in the SI Supplemental Registration (“Abandoned Goods/Services”).  

Specifically, the SI Mark has only ever been used by SI in connection with light 

diffusers in the nature of ceiling light panels that are used to diffuse fluorescent indoor 

light emitted from indoor mounted lighting fixtures featuring a variety of scenes from 

nature, which are intended to transform the way an office, home, school, hotel, 

hospital, or other indoor setting looks and feels. 

33. Upon information and belief, Defendant has abandoned any and all rights 

it may have, or may have had, in and to the SI Mark covered by the SI Supplemental 

Registration with respect to the Abandoned Goods/Services. 

34. Consequently, upon information and belief, SI has abandoned all or some 

of its rights in and to the SI Supplemental Registration. 

35. By reason of the foregoing, Plaintiff will be damaged by the continued 

registration of the SI Mark, as reflected in the SI Supplemental Registration.  

PRAYER FOR RELIEF 

WHEREFORE, Plaintiff respectfully requests that the Court:  

A. Declare that ARRI’s use of the ARRI SkyPanel Mark on or in connection with 

the ARRI SkyPanel Products does not violate any of Defendant’s rights under 

the trademark laws of the United States; 

B. Declare that ARRI has the right to advertise and sell ARRI SkyPanel Products 

incorporating and/or using the ARRI SkyPanel Mark, free from interference 

from Defendant, its officers, agents, servants, employees, attorneys, privies, 
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representatives, successors, and assigns, and any and all persons acting by, 

through, under the authority of Defendant, or in concert or participation with 

Defendant;  

C. Declare that Defendant, its officers, agents, servants, employees, attorneys, 

privies, representatives, successors, and assigns, and any and all persons acting 

by, through, under the authority of Defendant, or in concert or participation 

with Defendant be permanently enjoined from: 

1. Interfering with, or threatening to interfere with, ARRI’s use of the ARRI 

SkyPanel Mark on or in connection with the ARRI SkyPanel Products; 

and  

2. Instituting or prosecuting any lawsuit or other proceeding before the 

USPTO that places at issue ARRI’s right to advertise and sell ARRI 

SkyPanel Products incorporating and/or using the ARRI SkyPanel Mark;  

D. Declare that the SI Supplemental Registration has been partially abandoned, 

either in whole or in part, and should be cancelled, in whole or in part, or the 

identification of goods should be restricted; 

E. Declare that the identification of goods in the SI Application should be 

restricted; 

F. Award Plaintiff its attorney’s fees; and 

G. Award Plaintiff such other and further relief, as this Court deems just and 

appropriate. 
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DEMAND FOR JURY TRIAL 

Plaintiff respectfully demands a trial by jury in this action. 

 
Dated: October 17, 2017            Respectfully submitted, 
 
      BESHADA FARNESE LLP  
      
 
      BY:__/s/ Peter J. Farnese__________ 
      Peter J. Farnese 

    pjf@beshadafarneselaw.com   
    10250 Constellation Blvd., Suite 2300 

      Los Angeles, California 90067 
      Telephone: 310-356-4668 
      Facsimile: 310-388-1232 
 
      Attorneys for Plaintiff 

Arnold & Richter Cine Technik GmbH & Co. 
Betriebs KG 

 
 
 
EPSTEIN DRANGEL LLP  
Jason M. Drangel (JD 7204) 
jdrangel@ipcounselors.com 
Ashly E. Sands (AS 7715) 
asands@ipcounselors.com 
Kerry B. Brownlee (KB 0823) 
kbrownlee@ipcounselors.com  
60 East 42nd Street, Suite 2520 
New York, NY 10165 
Telephone: 212-292-5390  
Facsimile: 212-292-5391  
 
Attorneys for Plaintiff 
Arnold & Richter Cine Technik GmbH & Co. Betriebs KG 
Pro Hac Vice Applications to be Submitted 
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ARRI Group: SkyPanel http://www.arri.com/lighting/skypanel/
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