Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA812378

Filing date: 04/07/2017

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition
Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name CONSORTIUM ON REACHING EXCELLENCE IN EDUCATION, INC.

Granted to Date 04/09/2017
of previous ex-
tension

Address 2550 NINTH STREET, SUITE 102
BERKELEY, CA 94710
UNITED STATES

Attorney informa- | Paul A. McLean, Esq.

tion Greenberg Traurig, LLP

1900 University Ave., Fifth Floor

East Palo Alto, CA 94303

UNITED STATES

gtipmail@gtlaw.com, mcleand@gtlaw.com, lanej@gtlaw.com,
zuluetai@gtlaw.com, sudent@gtlaw.com

Applicant Information

Application No 86310991 Publication date 10/11/2016
Opposition Filing | 04/07/2017 Opposition Peri- 04/09/2017
Date od Ends

Applicant Core Learning Ltd.

4211 Yonge Street, Suite 619
North York, Ontario, M2P2A9
CANADA

Goods/Services Affected by Opposition

Class 041. First Use: 2007/02/23 First Use In Commerce: 2007/02/23

All goods and services in the class are opposed, namely: EDUCATION SERVICES, NAMELY,
PROVIDING ON-LINE COURSES, TUTORIALS, AND ASSESSMENTS IN THE FIELDS OF MATH,
SCIENCE, LANGUAGES, ART, SOCIAL STUDIES, HEALTH AND WELLNESS FEATURING IN-
STRUCTIONS, LEARNING ACTIVITIES AND ASSESSMENTS FOR CHILDREN

Grounds for Opposition

| Priority and likelihood of confusion | Trademark Act Section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration | 3479570 Application Date 10/22/2007

No.

Registration Date | 08/05/2008 Foreign Priority NONE
Date



http://estta.uspto.gov

Word Mark

CORE

Design Mark

\

Description of
Mark

The mark consists of the word "CORE", of which the letter "O" is in an apple
design.

Goods/Services Class 016. First use: First Use: 1997/11/17 First Use In Commerce: 1998/08/03
Printed training and instructional materials, manuals, workbooks and handbooks
relating to literacy education and mathematics education
Class 041. First use: First Use: 1997/11/19 First Use In Commerce: 1997/11/19
Educational services, namely, conducting classes, workshops, institutes and
seminars in the field of literacy educationand instruction; educational consulting-
services provided on-site, in person, via phone and online relating to literacyedu-
cation and literacy instruction

Attachments 77309785#TMSN.png( bytes )

Notice of Opposition - CORE v. Core Learning.pdf(341881 bytes )

Signature /Paul A. McLean/

Name Paul A. McLean, Esq.

Date 04/07/2017




IN THE UNITED STATES PATENT AND TRADEMARK

OFFICE BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Consortium on Reaching Excellence in Opposition No. (Not Yet Assigned)

Education, Inc.,

Opposer,

Core Learning Ltd.

)
)
)
)
)
V. )
)
)
)
Applicant. )

)

NOTICE OF OPPOSITION

Opposer, Consortium on Reaching Excellence in Education, Inc., a corporation
organized under the laws of California and having its principal business address at 2250 Ninth
Street, Suite 102, Berkeley, California 94710 (“Opposer”), believes that it has been and/or will
be damaged by the registration of Application Serial No. 86310991 for CORE LEARNING

ONLINE & Design:
Core

As grounds for opposition, Opposer alleges that:
1. According to the Trademark Office records, on or about June 16, 2014, Applicant
Core Learning Ltd. ("Applicant") applied to register CORE LEARNING ONLINE &
Design, which was subsequently assigned Application Serial No. 86310991

(“Applicant’s Mark”) for “Online education of children including instruction, learning



activities, and assessments” in Class 41, alleging first use by Applicant of
Applicant's Mark in commerce for the aforementioned services on February 23,
2007. By an Amendment submitted by Applicant on February 13, 2015, the
services in Applicant's application were proposed to read, “Education services,
namely, providing on-line courses, tutorials, and assessments in the fields of math,
science, languages, art, music, social studies, health and wellness, law, economics,
and business featuring instructions, learning activities and assessments for children” in
Class 41. This application was published in the October 11, 2016 edition of the

Official Gazette. By a further, post-publication amendment on October 14,

2016, the services in Applicant’s application were proposed to read,

“Education services, namely, providing on-line courses, tutorials, and assessments

in the fields of math, science, languages, art, social studies, health and wellness
featuring instructions, learning activities and assessments for children” in Class 41.
On or about October 18, 2016, Opposer filed a First 90 Day Request for
Extension of Time to Oppose Applicant's Mark for Good Cause, and the time
period within which to file an opposition was extended to February 8, 2017.

On or about February 7, 2017, Opposer filed a Further 60 Day Request for
Extension of Time to Oppose Applicant's Mark Upon Consentand Extraordinary
Circumstances, and the time period within which to file an opposition was extended
to April 9, 2017.

Opposer is the owner of the following trademark, among others, for which it has a

registration before the U.S. Patent and Trademark Office:

DATE OF
TRADEMARK NUMBER REGISTRATION CLASSES GOODS/SERVICES
3479570 August 5, 2008 16, 41 Printed training and

CORE

instructional materials,
manuals, workbooks
and handbooks
relating to literacy




education and
mathematics
education.

Educational services,
namely, conducting
classes, workshops,
institutes and
seminars in the field
of literacy education
and instruction;
educational consulting
services provided on-
site, in person, via
phone and online
relating to literacy
education and literacy
instruction

5. The mark identified in Paragraph 4, above, is hereinafter referred to as "Opposer's Mark." A
copy of the TSDR record dated April 7, 2017 for the above-referenced registered trademark
is attached hereto as Exhibit A.

6. In addition to any rights arising from the above registration, Opposer has, with respect to its
goods and services, valid common law rights in Opposer’s Mark.

7. Opposer has extensively advertised and sold its goods and services and has created
widespread goodwill under Opposer’s Mark throughout the United States. Opposer’'s Mark
has become a valuable asset of Opposer and a principal symbol of its extensive goodwill.
By reason of widespread use of the mark, the trade and purchasing public have come to
recognize Opposer's Mark as signifying Opposer and as identifying Opposer as the source
of goods and services offered under Opposer’s Mark.

8. Opposer offers a wide variety of goods and services related to educational and professional
development under Opposer's Mark, including but not limited to printed training and
instructional materials, manuals, workbooks and handbooks relating to literacy education
and mathematics education; educational services, namely, conducting classes, workshops,

institutes and seminars in the field of literacy education and instruction; educational




10.

11.

12.

consulting services provided on-site, in person, via phone and online relating to literacy
education and literacy instruction; comprehensive, research-based printed training materials
and manuals relating to literacy education; and educational services, namely, conducting
classes in the field of literacy education and consulting services related thereto.

Opposer has used Opposer’'s Mark since at least as early as November 17, 1997 to identify
its goods and services described in its Registration No. 3479570, among other things, which
is almost 17 years prior to Applicant’s filing date of June 16, 2014 for its Application Serial
No. 86310991 and over 9 years prior to Applicant’s alleged first use of CORE LEARNING
ONLINE & Design, namely February 23, 2007.

Opposer first applied to register Opposer's Mark covering "printed training and instructional
materials, manuals, workbooks and handbooks relating to literacy education and
mathematics education; educational services, namely, conducting classes, workshops,
institutes and seminars in the field of literacy education and instruction; educational
consulting services provided on-site, in person, via phone and online relating to literacy
education and literacy instruction” (Registration No. 3479570) on October 22, 2007, which is
almost 7 years prior to Applicant 's filing date of June 16, 2014 for its Application Serial
No.86310991.

The goods and services identified in Application Serial No. 86310991 and the goods and
services offered by Opposer and/or identified in Opposer's Mark and/or the goods and
services with respect to which Opposer has common law rights to Opposer's Mark, are
identical, overlap and/or are closely related, and are of the type which could be offered in
the same channels of trade and to the same prospective customers.

If Application Serial No. 86310991 is registered, the public will reasonably believe that
Applicant's goods and services are provided, sponsored, or endorsed by Opposer, all to the

detriment of consumers and Opposer.



13. Applicant's Mark is highly similar to Opposer's Mark and is confusingly similar to
Opposer's Mark and is likely to be confused therewith. Such confusion, mistake, and
deception regarding the origin of Applicant's goods and services is likely to cause
irreparable harm to Opposer.

14.In addition to any rights arising from the registration for Opposer's Mark, Opposer has, with
respect to its goods and services, valid common law rights in Opposer’'s Mark.

15. Applicant’'s Mark is in violation and derogation of those common law rights and is likely to
cause confusion, mistake and deception among purchasers and users as to the source or
origin of the goods, or their affiliation with or sponsorship by Opposer, thereby causing loss,
damage, and injury to Opposer and the public.

16. If Applicant is granted the registration herein opposed, it would thereby obtain a prima facie
exclusive right to its mark. Such registration would be a source of damage and injury to
Opposer.

WHEREFORE, Opposer prays that Application Serial No. 86310991 be rejected , that no
registration be issued thereon, and that this Opposition be sustained in favor of the Opposer.
Please charge the filing fees of this Notice of Opposition to Deposit Acct. No. 502638.

Please charge any additional fees, or credit any overpayment, to Deposit Acct. No. 502638.

Dated: April 7, 2017
GREENBERG TRAURIG, LLP

RIS

Paul A. McLean

Attorneys for Opposer

Consortium on Reaching Excellence in
Education, Inc.




Exhibit A




STATUS POCUMENTS

Generated on:

Mark: CORE

US Serlal Number:

US Registration Number:
Reglstor:

Mark Type:

TMS Common Status
Descriptor:

Status:
Status Date:

Publication Date:

Mark Information

Mark Literal Elements:
Standard Character Claim:
Mark Drawing Type:
Description of Mark:
Color(s) Claimed:

Design Search Code(s):

Back to Search Pant

CORE

This page was generated by TSDR on 2017-04-07 17:09:26 EDT

77309785 Application Filing Date: Ocl. 22, 2007
3479570 Reglstration Date: Aug 05, 2008
Principal

Trademark, Service Mark

LIVE/REGISTRATION/Issued and Aclive

The trademark application has been registered with the Office

A Sections 8 and 15 combined declaration has been accepted and acknowledged
Aug. 09, 2014

May 20, 2008

CORE

Neo

3. AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)Y LETTER(S)/NUMBER(S)
The mark consists of the word "CORE", of which the lelter “O" is in an apple design

Color is not claimed as a feature of ihe mark

05.09.05 - Apples
27 .03.04 - Plants forming letters or numerals
27 03.05 - Objects forming letters or numerals

Related Properties Information

Claimed Ownershlp of US
Reglstratlons:

Goods and Services

Note:

2292401, 2292402, 2505006 and others

The fallowing symbols indicate that Ihe registrant/owner has amended the goods/services
+ Brackets | ] ndicale deleted goods/services:
« Dauble parenthasis (( )) dentily any gnods/services nal claimed in a Section 15 affidavit of incontestability, and
« Aslerisks * * identify additional (new) wording 1 the goods/services

For:

International Class(es):
Class Status:

Basls:

First Use:

For:

International Class(es):
Class Status:
Basis:

First Use:

Printed training and instructional materials, manuals, workbooks and handbooks relating to literacy education and mathematics education
016 - Primary Class U.S Class(es): 002, D05, 022, 023, 029, 037, 038, 050
ACTIVE

1(a)

Nov 17, 1997 Use in Commerce: Aug 03, 1998

Educational services, namely, conducting classes, workshops, inslitutes and seminars in the field of literacy educalion and instruction;
educational consulting services provided on-site, in person, via phone and online relaling to literacy education and literacy instruction
041 - Primary Class U.S Class(es): 100, 101, 107
ACTIVE

(&)

Nov 19, 1997 Use in Commorce: Nov. 19, 1997



Basis Information (Case Level)

Flled Use:
Flled ITU:
Filed 44D:
Flled 44E:
Filed 66A;

Filed No Basls:

Yes
No
No
No
No

No

Current Owner(s) Information

Owneor Name:

Ownar Addross:

Legal Entlty Type:

Currently Use:
Currantly ITU:
Currently 44D:
Currently 44E:
Currently 88A:

Currently No Basis:

No
No
No
No
No

CONSORTIUM ON REACHING EXCELLENCE IN EDUCATION, INC

2550 NINTH STREET, SUITE 102
BERKELEY, CALIFORNIA UNITED STATES 94710

CORPORATION

Attorney/Correspondence Information

Attorney of Record

Attorney Name:

Attorney Primary Emall

Address:

Correspondent

Paul A. McLean, Esq

imtociel [@dtapipor.con

Correspondent Paul A McLean, Esq

Name/Address:

Phone:

Correspondent e-mall:

DLA Piper LLP US

2000 University Avenuse
East Palo Allo, CALIFORNIA UNITED STATES 94303

650-833-2373

Imdoeks

Domestic Representative - Not Found

Prosecution History

Date

Aug 08, 2014
Aug 09, 2014
Aug, 08, 2014
Jul 242014

Apr 18,2012
Mar 18, 2010
Aug 05, 2008
May 20, 2008
Apr 30, 2008
Apr 15,2008
:Apr 15, 2008
Apr 08, 2008
Mar 21, 2008
<Mar 21, 2008
Mar 21, 2008
Feb. 07, 2008
Feb. 07, 2008
‘Feb. 07, 2008
Jan 31,2008
Ocl 26, 2007

nedlapiper.com

Description

Amended Use: No
Amended (TU: No
Amended 44D: No
Amendod 44E: No

State or Country Where CALIFORNIA

Organizad:

Docket Number: 515666-90010

Attorney Emall Authorlzed:

Fax:

Correspondent e-mall
Authorlzed:

NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED
REGISTERED - SEC 8 (6-YR) ACCEPTED & SEC 15 ACK
CASE ASSIGNED TO POST REGISTRATION PARALEGAL

TEAS SECTION 8 & 16 RECEIVED
AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

TEAS CHANGE OF CORRESPON

DENCE RECEIVED

REGISTERED-PRINCIPAL REGISTER

PUBLISHED FOR OPPOSITION
NOTICE OF PUBLICATION

LAW OFFICE PUBLICATION REVIEW COMPLETED

ASSIGNED TO LIE

APPROVED FOR PUB - PRINCIPAL REGISTER
TEAS/EMAIL CORRESPONDENCE ENTERED

CORRESPONDENCE RECEIVED

IN LAW OFFICE

TEAS RESPONSE TO SUSPENSION INQUIRY RECEIVED

NOTIFICATION OF LETTER OF SUSPENSION E-MAILED

LETTER OF SUSPENSION E-MAILED

SUSPENSION LETTER WRITTEN
ASSIGNED TO EXAMINER

Yes

650-833-2001

Yes

Proceeding Number

70131
70131

70884
70884

88889
86889

6332
6332
75601
75601



NOTICE OF DESIGN SEARCH CODE AND PSEUDO MARK
MAILED

Ocl 25, 2007 NEW APPLICATION ENTERED IN TRAM

Maintenance Filings or Post Registration Information

Affidavit of Continued Use: Seclion 8 - Accepted

Affidavit of Incontestabillty: Seclion 15 - Accepted

TM Staff and Location Information

TM Staff Information - None
Flle Location
Current Locatlon: TMO LAW OFFICE 114 Date in Location: Aug 09, 2014

Assignment Abstract Of Title information - Click to Load

Proceedings - Click to Load



