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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following parties oppose registration of the indicated application.

Opposers Information

Name NFL Properties LLC

Granted to Date
of previous ex-
tension

03/29/2017

Address 345 Park Avenue
New York, NY 10154
UNITED STATES

Name Houston NFL Holdings, L.P.

Granted to Date
of previous ex-
tension

03/29/2017

Address Reliant Stadium, Two Reliant Park
Houston, TX 77054-1573
UNITED STATES

Attorney informa-
tion

Kristin H. Altoff
Morgan, Lewis & Bockius LLP
1111 Pennsylvania Ave. NW; Attn: TMSU
Washington, DC 20004
UNITED STATES
trademarks@morganlewis.com, kristin.altoff@morganlewis.com,
hope.carlisle@morganlewis.com Phone:202.739.5093

Applicant Information

Application No 87134381 Publication date 11/29/2016

Opposition Filing
Date

03/29/2017 Opposition Peri-
od Ends

03/29/2017

Applicant Morell, Joshua F
315 Hermitage St.
Philadelphia, PA 19128
UNITED STATES

Goods/Services Affected by Opposition

Class 025. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Bikinis; Dresses; Hats; Pants; Scarfs;
Shirts; Shoes; Socks; Sweat shirts; Sweaters; Swim suits; Tuxedos; Underwear; Camouflage jackets;
Denim jackets; Gym pants; Hiking jackets; Hunting jackets; Hunting pants; Rainproof jackets; Ski
pants; Smoking jackets; Snowboard jackets; Snowboard pants; Sports jackets; Sports pants; Sweat
jackets; Track jackets; Trekking jackets; Yoga pants

Grounds for Opposition

http://estta.uspto.gov


Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

False suggestion of a connection with persons,
living or dead, institutions, beliefs, or national
symbols, or brings them into contempt, or disrep-
ute

Trademark Act Section 2(a)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3268449 Application Date 09/14/2006

Registration Date 07/24/2007 Foreign Priority
Date

NONE

Word Mark TEXANS

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 2000/09/30 First Use In Commerce: 2000/09/30

Men's, women's and children's clothing,namely, fleece tops and bottoms, head-
wear, caps, knit hats, t-shirts, sweatshirts, shorts, tank tops, sweaters, pants,
jackets, golf shirts, knit shirts, jerseys, wristbands, gloves, ties, cloth bibs, sleep-
wear, namely, pajamas, aprons, headbands and underwear

U.S. Registration
No.

2669493 Application Date 03/31/1999

Registration Date 12/31/2002 Foreign Priority
Date

NONE

Word Mark HOUSTON TEXANS

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 2001/01/00 First Use In Commerce: 2001/01/00

TRADING CARDS, POSTERS, MAGAZINES AND BOOKS REGARDING
FOOTBALL, [ POSTCARDS, ] CALENDARS, WRAPPING PAPER, [ PAPER
GIFT BOXES, ] PAPER STICKERS, [ PAPER NAPKINS, POSTER BOOKS, ]
NOTEPADS, [ PAPER HATSAND GREETING CARDS ]

Class 025. First use: First Use: 2000/09/06 First Use In Commerce: 2000/09/06

MEN'S, WOMEN'S AND CHILDREN'S CLOTHING AND FOOTWEAR,
NAMELY, COACHES CAPS, WOOLHATS, BASEBALL CAPS, VISORS, [
HEADBANDS, ] EAR MUFFS, BELTS, WRISTBANDS, T-SHIRTS, TANK
TOPS, PAJAMAS, GOLF SHIRTS, SWEATERS, SWEATSHIRTS, JACKETS,
NECKTIES, [ BRACES, ] CLOTH BIBS, JERSEYS, NIGHT SHIRTS, COATS,
ROBES, RAINCOATS, PARKAS, [ PONCHOS, SNEAKERS, GLOVES, ]



SCARVES, [ SNOW SUITS, ] MITTENS, APRONS, [ DOWN JACKETS, ]
LEATHER JACKETS, SHORTS, SWEAT PANTS, PANTS, [ KNICKERS, ]
SOCKS, [ UNDERWEAR, AND BATHING SUITS, ] ALL USED TO PROMOTE
A PROFESSIONAL FOOTBALL TEAM

Class 041. First use: First Use: 2002/08/05 First Use In Commerce: 2002/08/05

ENTERTAINMENT SERVICES, NAMELY, FOOTBALL EXHIBITIONS
RENDERED LIVE IN A STADIUMAND THROUGH THE MEDIA OF RADIO
AND TELEVISION BROADCASTS

U.S. Registration
No.

2743404 Application Date 03/07/2001

Registration Date 07/29/2003 Foreign Priority
Date

NONE

Word Mark HOUSTON TEXANS

Design Mark

Description of
Mark

NONE

Goods/Services Class 028. First use: First Use: 2000/09/30 First Use In Commerce: 2000/09/30

toys and sporting goods, namely, plush toys, stuffed animals, play figures, golf
balls, golf bags, golf clubs, golf club covers, [ bowling bags, ] footballs, toy
banks, hand held unit for playing electronic games; hand held unit for playing
video games; board games relating to football, Christmas tree ornaments, bal-
loons, jigsaw puzzles, windsocks, [ kites,] toy trucks

U.S. Registration
No.

3272475 Application Date 09/14/2006

Registration Date 07/31/2007 Foreign Priority
Date

NONE

Word Mark HOUSTON TEXANS

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2000/09/30 First Use In Commerce: 2000/09/30

Football helmets, magnetic coded chargecards, decorative magnets, pre-
recordedaudio tapes, CD's, videotapes and DVD'sfeaturing the sport of football,
computer game software and discs and mouse pads

Class 014. First use: First Use: 2000/09/30 First Use In Commerce: 2000/09/30



Jewelry, watches, clocks, pins being jewelry, earrings, necklaces, bracelets,
charms, money clips of precious metal, rings being jewelry, collectible coins,
non-monetary coins of precious metal, pendants and key chains made of pre-
cious metal

U.S. Registration
No.

3433809 Application Date 09/15/2006

Registration Date 05/27/2008 Foreign Priority
Date

NONE

Word Mark TEXANS 03

Design Mark

Description of
Mark

The mark consists of the design and color scheme of a football jersey, with a
white body, red numerals outlined in bluethat appear in dotted lines on both
thechest and on the inner shoulders of thejersey that are not claimed as part of
the mark but are only used to show placement and color of numbers; a blue di-
minishing stripe on each sleeve, A blue bandaround the neck, and the word
"TEXANS" on the front upper chest of the jersey in blue. The drawing is a two-
dimensionalrepresentation of the mark, which consists of the design elements
and color combinations appearing on a three-dimensional football jersey.

Goods/Services Class 025. First use: First Use: 2001/09/00 First Use In Commerce: 2001/09/00

Jerseys

Class 041. First use: First Use: 2001/09/00 First Use In Commerce: 2001/09/00

Entertainment services in the nature ofprofessional football games and exhibi-
tions; organizing sports events and exhibitions; providing sports news and sport-
sinformation via a global computer network or a commercial on-line service

U.S. Registration
No.

3433810 Application Date 09/15/2006

Registration Date 05/27/2008 Foreign Priority
Date

NONE

Word Mark TEXANS 03



Design Mark

Description of
Mark

The mark consists of the design and color scheme of a football jersey, with a
blue body, white numerals outlined in redthat appear in dotted lines on both
thechest and on the inner shoulders of thejersey that are not claimed as part of
the mark but are only used to show placement and color of numbers; a red di-
minishing stripe on each sleeve, A red band around the neck, and the word
TEXANS on the front upper chest of the jersey in white. The drawing is a two-
dimensional representation of the mark, which consistsof the design elements
and color combinations appearing on a three-dimensional football jersey.

Goods/Services Class 025. First use: First Use: 2001/09/00 First Use In Commerce: 2001/09/00

Jerseys

Class 041. First use: First Use: 2001/09/00 First Use In Commerce: 2001/09/00

Entertainment services in the nature ofprofessional football games and exhibi-
tions; organizing sports events and exhibitions; providing sports news and sport-
sinformation via a global computer network or a commercial on-line service

Attachments 78974505#TMSN.png( bytes )
76220927#TMSN.png( bytes )
78974624#TMSN.png( bytes )
77000201#TMSN.png( bytes )
77000216#TMSN.png( bytes )
FOR TEXANS USE ONLY Notice of Opposition.pdf(21132 bytes )

Signature /Kristin H. Altoff/

Name Kristin H. Altoff
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

HOUSTON NFL HOLDINGS, L.P. and NFL 

PROPERTIES LLC, 

Opposers, 

v. 

JOSHUA F. MORELL,   

 

   Applicant. 

 

 

 

 

In re Application Serial No. 87/134,381 

Mark:  FOR TEXANS USE ONLY 

 

Published:  November 29, 2016 

Opposition No.     

 

NOTICE OF OPPOSITION 

 Opposers Houston NFL Holdings, L.P. and NFL Properties LLC (“Opposers”) believe 

they will be damaged by registration of the designation FOR TEXANS USE ONLY shown in 

Application Serial No. 87/134,381 (“Applicant’s FOR TEXANS USE ONLY Designation”), 

filed by Joshua F. Morell (“Applicant”) for use in connection with a wide array of clothing in 

Class 25.  Opposers hereby oppose registration of Applicant’s FOR TEXANS USE ONLY 

Designation under the provisions of Sections 2(a), 2(d), 13, 43(a) and 43(c) of the Trademark 

Act of July 5, 1946 (the “Lanham Act”), 15 U.S.C. §§ 1052(a), 1052(d), 1063, and 1125(c). 

 As grounds for opposition, Opposers allege that: 

1. Opposer Houston NFL Holdings, L.P. (the “Texans” or “Texans Club”) is a 

Delaware limited partnership composed of RCM Sports and Leisure, L.P. – a Delaware Limited 

Partnership - its General Partner is Houston NFL Holdings G.P., L.L.C. - Delaware Limited 

Liability Company under the laws of Delaware, with a principal place of business at Reliant 

Stadium, Two Reliant Park, Houston, Texas 77054-1573.  The Texans Club owns and operates a 

professional football team and provides entertainment services to the public in the form of 
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competitive professional football games.  The Texans Club is one of the thirty-two member clubs 

(the “Member Clubs”) of the National Football League (“NFL”). 

2. Opposer NFL Properties LLC (“NFLP”) is a limited liability company organized 

and existing under the laws of Delaware with its principal place of business at 345 Park Avenue, 

New York, New York, 10154.  NFLP represents the NFL and its thirty-two Member Clubs for 

the licensing and protection of their names, logos, symbols, and other identifying marks and is 

charged with protecting these marks and the rights of the NFL and the Member Clubs with 

respect thereto.   

3. For many years, and long before the August 10, 2016, filing date of Applicant’s 

intent-to-use application, Opposers have used marks consisting of and containing TEXANS and 

variations (collectively, “Opposers’ TEXANS Marks”) in connection with their business of 

organizing, conducting, and promoting the Texans football franchise.   

4. For many years, and long before the August 10, 2016, filing date of Applicant’s 

intent-to-use application, Opposers and their authorized business partners, sponsors, and/or 

licensees have used Opposers’ TEXANS Marks on or in connection with the sale of a wide 

variety of goods and services related to the business of organizing, conducting, and promoting 

the Texans football franchise.   

5. In addition to the common law rights in Opposers’ TEXANS Marks, the Texans 

Club owns registrations and applications for many of Opposers’ TEXANS Marks used in 

connection with entertainment services in the form of football games and exhibitions and 

promotional and merchandising products (including clothing) and services, including, among 

others, the following registrations issued by the United States Patent and Trademark Office 

(“PTO”):  
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Registration 

Number 

 

Mark International 

Class 

Date of First Use 

in Commerce 

3,268,449 TEXANS 25 09/30/2000 

 

2,669,493 HOUSTON TEXANS 16, 25, 41 01/2001 (Cl. 16) 

09/06/200 (Cl. 25) 

08/05/2002 (Cl. 41) 

 

2,743,404 HOUSTON TEXANS  

 

28 09/30/2000 

3,272,475 HOUSTON TEXANS  

 

9, 14 09/30/2000 

3,433,809 TEXANS 03 and Design 25, 41 

 

09/2001 

3,433,810 TEXANS 03 and Design 25, 41 09/2001 

 

 

6. The registrations referenced above are valid and subsisting, in full force and effect, 

and constitute prima facie and/or conclusive evidence of the Texans Club’s exclusive right to use 

the marks in commerce in connection with the goods and services specified in the registrations. 

7. The registrations referenced above are incontestable pursuant to the provisions of 

Section 15 of the Lanham Act, 15 U.S.C. § 1065, and constitute conclusive evidence of the 

Texans Club’s exclusive right to use the marks in commerce in connection with the goods and 

services specified in the registrations.  

8. During the longstanding, widespread and continuous use of Opposers’ TEXANS 

Marks, Opposers and their authorized business partners, sponsors, and licensees have expended 

considerable time, effort, and money in advertising and publicizing the sale of goods and 

services bearing the Opposers’ TEXANS Marks. 

9. Opposers and their licensees and sponsors have sold and offered for sale goods 

and services bearing Opposers’ TEXANS Marks in a trading area of broad geographical scope 

encompassing the United States, including its territories. 
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10. Opposers and their licensees and sponsors have sold and offered for sale goods and 

services bearing Opposers’ TEXANS Marks in numerous channels of trade.   

11. Opposers’ TEXANS Marks are symbolic of the extensive goodwill and consumer 

recognition that Opposers have established through substantial expenditures of time, effort and 

other resources in the advertising and promotion of the goods and services Opposers sell and 

offer for sale under Opposers’ TEXANS Marks. 

12. As a result of Opposers’ regular, extensive and well-publicized use, Opposers’ 

TEXANS Marks are famous in the United States and are associated exclusively with Opposers 

and their high quality goods and services. 

13. On August 10, 2016, Applicant filed an intent-to-use application for federal 

registration of Applicant’s FOR TEXANS USE ONLY Designation shown in Application Serial 

No. 87/134,381. 

14. Applicant’s FOR TEXANS USE ONLY Designation application covers the 

following goods in Class 25: 

Bikinis; Dresses; Hats; Pants; Scarfs; Shirts; Shoes; Socks; Sweat 

shirts; Sweaters; Swim suits; Tuxedos; Underwear; Camouflage 

jackets; Denim jackets; Gym pants; Hiking jackets; Hunting 

jackets; Hunting pants; Rainproof jackets; Ski pants; Smoking 

jackets; Snowboard jackets; Snowboard pants; Sports jackets; 

Sports pants; Sweat jackets; Track jackets; Trekking jackets; Yoga 

pants 

 

15. Applicant’s FOR TEXANS USE ONLY Designation, Application Serial No. 

87/134,381, was published for opposition in the Official Gazette on November 29, 2016.   

16. The Trademark Trial and Appeal Board extended the opposition period for 

Applicant’s FOR TEXANS USE ONLY Designation by granting Opposers’ timely requests for 
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extensions.  The opposition period for Application Serial No. 87/134,381 currently expires on 

March 29, 2017.  Opposers therefore timely file this opposition.   

17. Opposers’ rights in and to Opposers’ TEXANS Marks are superior to those of 

Applicant. 

18. Opposers’ TEXANS Marks are famous and became famous before the Applicant’s 

filing date or any use of Applicant’s FOR TEXANS USE ONLY Designation.  

19. Applicant’s application for and any use of Applicant’s FOR TEXANS USE ONLY 

Designation are without the consent, authorization, or license of Opposers. 

20. Upon information and belief, Applicant intends to use Applicant’s FOR TEXANS 

USE ONLY Designation to trade off of the substantial goodwill associated with Opposers’ 

TEXANS Marks.  By way of example, Applicant has filed applications for several other marks 

containing the name of NFL Member Clubs, including the following: JETS USE ONLY (App. 

87259979); RAMS USE ONLY (App. 87250749); CARDINALS USE ONLY (App. 87250061); 

FOR PATRIOTS USE ONLY (App. 87228015); FOR BEARS USE ONLY (App. 87227546); 

GIANTS USE ONLY (App. 87204417); EAGLES USE ONLY (App. 87204415).  Applicant has 

also filed an application to register FOR FOOTBALL USE ONLY (App. 87134454). 

21. Opposers believe they will be damaged by registration of Applicant’s FOR 

TEXANS USE ONLY Designation under Section 13 of the Lanham Act, 15 U.S.C. § 1063, on 

the ground that Applicant’s use and registration of the subject designation will falsely suggest a 

connection between Applicant and Opposers named herein to the damage of Opposers, in 

violation of Section 2(a) of the Lanham Act, 15 U.S.C. § 1052(a). 

22. Opposers believe they will be damaged by registration of Applicant’s FOR 

TEXANS USE ONLY Designation under Section 13 of the Lanham Act, 15 U.S.C. § 1063, on 
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the ground that the subject designation so resembles Opposers’ TEXANS Marks used by 

Opposers in the United States as to be likely, when used on or in connection with the goods 

identified in the application for Applicant’s FOR TEXANS USE ONLY Designation, to cause 

confusion, mistake or to deceive consumers, with consequent injury to Opposers and to the 

public, in violation of Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d).   

23. Opposers believe they will be damaged by registration of Applicant’s FOR 

TEXANS USE ONLY Designation under Section 13 of the Lanham Act, 15 U.S.C. § 1063, 

because the use and registration of Applicant’s FOR TEXANS USE ONLY Designation is likely 

to dilute the distinctive quality of Opposers’ famous TEXANS Marks, in violation of Section 

43(c) of the Lanham Act, 15 U.S.C. § 1125(c). 

 WHEREFORE, Opposers believe they will be damaged by registration of Applicant’s 

FOR TEXANS USE ONLY Designation shown in Application Serial No. 87/134,381 and 

respectfully request that the registration sought by Applicant be refused. 

 

Dated:  March 29, 2017 

 

Respectfully submitted, 

 

By: /s/ Kristin H. Altoff 

Kristin H. Altoff 

Morgan, Lewis & Bockius LLP 

1111 Pennsylvania Ave., N.W. 

Washington, D.C. 20004 

Tel:  (202) 739-3000 

Fax:  (202) 739-3001 

 

Attorneys for Opposers 

HOUSTON NFL HOLDINGS, L.P. and 

NFL PROPERTIES LLC 

 


