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BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name The Scotch Whisky Association

Granted to Date
of previous ex-
tension

04/12/2017

Address Quartermile Road Two Lister Square, 1st Floor
Edinburgh, EH3 9GL
UNITED KINGDOM

Attorney informa-
tion

Robert E. Browne
Reed Smith LLP
10 South Wacker Drive, 40th Floor
Chicago, IL 60606
UNITED STATES
ipdocket-chi@reedsmith.com, rbrowne@reedsmith.com,
ljames@reedsmith.com, mbenson@reedsmith.com Phone:312-207-1000

Applicant Information

Application No 87109118 Publication date 12/13/2016

Opposition Filing
Date

03/28/2017 Opposition Peri-
od Ends

04/12/2017

International Re-
gistration No.

NONE International Re-
gistration Date

NONE

Applicant Thomson & Scott Limited
Rosemary Cottage
Winchester, Hampshire, SO211QL
UNITED KINGDOM

Goods/Services Affected by Opposition

Class 033. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Alcoholic beverages except beers; wines;
sparkling wines; champagne; prosecco; spirits and liquors; liqueurs

Grounds for Opposition

The mark is primarily geographically deceptively
misdescriptive

Trademark Act Section 2(e)(3)

Deceptiveness Trademark Act Section 2(a)

Geographic indication which, if used on or in
connection with wine or spirits, identifies a place
other than the origin of the goods

Trademark Act Section 2(a)
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 

TRADEMARK TRIAL AND APPEAL BOARD 
 

In the Matter Of Application 
Serial No. 87/109,118 for  
THOMSON & SCOTT   
 
Published in the Official Gazette  
on December 13, 2016                   

 
 

THE SCOTCH WHISKY ASSOCIATION, )           
 )  
                           Opposer,                          ) 
 )  

v.                                                         )  Opposition No.                         
 ) 
THOMSON & SCOTT LIMITED, ) 
 ) 
                           Applicant.                            ) 

 
 

NOTICE OF OPPOSITION 
 

Opposer, The Scotch Whisky Association, a limited liability corporation of the 

United Kingdom (“UK”), having its principal place of business at Quartermile Two, 2 

Lister Square, 1st Floor, Edinburgh, EH3 9GL, Scotland, UK, believes that it will be 

damaged by registration of the mark “THOMSON & SCOTT ” in International Class 33, 

for “Alcoholic beverages except beers; wines; sparkling wines; champagne; prosecco; 

spirits and liquors; liqueurs” as shown in Application Serial No. 87/109,118, owned by 

Thomson & Scott Limited, having an address of: Rosemary Cottage, The Drove, Twyford 

Winchester, Hampshire, United Kingdom SO211QL, and hereby opposes the same and 

requests the registration to Applicant be refused by this Notice of Opposition. 

As grounds for this opposition it is alleged that: 
 

1. Applicant Thomson & Scott Limited, a limited company of the United 

Kingdom (hereinafter “Applicant”), seeks to register a mark “THOMSON & SCOTT” for 

“Alcoholic beverages except beers; wines; sparkling wines; champagne; prosecco; spirits 
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and liquors; liqueurs” in International Class 33. The application is filed under 15 U.S.C. 

§ 1051(e). 

2. This application was published for opposition on December 13, 2016 and 

Opposer has timely obtained the necessary extensions of time to file this Opposition. 

3. The Scotch W h i s k y  A s s o c i a t i o n  ( the “ Association”) i s  t h e  trade 

association for the Scotch Whisky industry which includes amongst its members the 

principal distillers, blenders and merchants of Scotch Whisky.  The Association is 

organized and exists for the purpose of protecting and promoting the interests of the Scotch 

Whisky industry at home and abroad. There are currently 66 members of the Association 

which produce around 95 % of the Scotch Whisky sold worldwide, including such 

internationally well-known brands as JOHNNIE WALKER, WHITE HORSE, VAT 69, 100 

PIPERS, DEWAR’S, BALLANTINE’S, CHIVAS REGAL, FAMOUS GROUSE, 

GLENFIDDICH, MACALLAN and J&B. Many of the members market and sell Scotch 

Whisky in the United States.   

4. “Scotch Whisky” is whisky produced in Scotland in accordance with UK 

legislation. Scotch Whisky has been defined in UK legislation since 1933.  The definition is 

currently contained in The Scotch Whisky Regulations 2009.  

5. Scotch Whisky enjoys a substantial prestige and salability and is 

considered a quality product throughout the world, including in the United States, and said 

whisky is recognized and known in the United States as Scotch Whisky produced in 

Scotland. 

6. In protecting the identity of Scotch Whisky, the Association monitors 

trademark applications worldwide for the registration or use of marks which are 

potentially misleading to the public as to the origin or identity of the goods. 
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7. In particular, the Association is concerned with preventing the 

registration of trademarks that are evocative of Scotland or the UK for use on whisky or 

whisky based liqueurs which have been produced elsewhere. 

8. Under the laws of both the United States and the UK, a seller may only  

identify whisky as “Scotch Whisky” if it was produced in Scotland and in accordance with 

specific standards. Further,  27  CFR  §5.22(k)(4)  prohibits  the  use  on  distilled  spirits  

not produced in Scotland of words “commonly associated with Scotland.”  Opposer is 

informed and believes that Applicant seeks to register a mark consisting of the name 

“THOMSON & SCOTT” for “Alcoholic beverages except beers; wines; sparkling wines; 

champagne; prosecco; spirits and liquors; liqueurs”, without limitation as to origin.  

Thereby the Applicant is seeking to register the mark for, inter alia, whisky produced in 

any country including, for example, the United States where the application was filed and 

where the Applicant also does business.   

9. The Federal Circuit has recognized that the use of a name evocative of 

Scottish origin on a whisky not produced in Scotland states a claim for relief for 

geographic misidentification in violation of 15 U.S.C. §1052(a).  See The  Scotch  Whisky  

Ass’n,  v.  U.S.  Distilled Prods. Co, 952 F.2d 1317, 17 (Fed. Cir. 1991) (holding that 

Opposer sufficiently pled that Applicant’s use of the mark “McADAMS” on whisky was 

geographic misidentification.) 

10. The mark “THOMSON & SCOTT” in its entirety, or each term separately, is 

highly evocative of Scotland.  In particular, one immediately identifies the word “SCOTT” 

as a direct reference to Scotland ( “Scot” or “Scots”) or a Scottish surname.   When read 

together with the Scottish surname THOMSON, the combination “THOMSON & SCOTT” 

is clearly evocative of Scotland and indicative of Scottish origin, and yet the application 

seeks protection for the mark for goods which encompass whisky and whisky based liqueurs 
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produced in any country, including in the US..  It is submitted that use of the opposed mark 

by the Applicant would likely be misleading and deceptive if used on whisky other than 

Scotch Whisky, for the reasons set out below. 

11. The word SCOTT is phonetically equivalent and audibly identical to the word 

SCOT, the latter being the prefix used in the words "Scottish" and "Scotch", which are 

adjectives used to describe something that originates from Scotland. 

12. The word SCOTT is commonly used as both a forename and a surname in 

Scotland. 

13. Indeed, SCOTT is the name of a Scottish clan, or family grouping, which has 

its origins in Southern Scotland.   

14. In addition, the National Records of Scotland has recorded Scott as being in 

the top 15 most common surnames in Scotland, based on Scotland’s register of Births, 

Marriages and Deaths over a number of decades, including most recently, the records for 

2015 (see: www.nrscotland.gov.uk). 

15. Further, many Scotch Whisky brand names include references to “SCOTT”, 

as well as other references to their Scottish origin such as, for example, the words “SCOT”, 

“SCOTCH”, “SCOTTISH”, “SCOTS” and “SCOTIA”.   

16. The word “SCOTT” and similar words are also commonly found as part of 

the names of Scotch Whisky companies, for example, Signatory Vintage Scotch Whisky 

Company, Scots Royal Ltd and London & Scottish International Ltd. 

17. The word “THOMSON”, forming the first word of the opposed mark, is a 

Scottish surname and as such is consistent with the Scottish association of the word 

“SCOTT”.   

18. The National Records of Scotland has recorded Thomson as being in the top 

15 most common surnames in Scotland, based on Scotland’s register of Births, Marriages 
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and Deaths over a number of decades, including most recently, the records for 2015 (see: 

www.nrscotland.gov.uk). 

19. In view of the above facts, Opposer submits that consumers are likely to 

associate the mark “THOMSON & SCOTT” with Scotland and that such consumers, on 

encountering a whisky product under the “THOMSON & SCOTT” trademark would, 

having regard to Scotland’s worldwide reputation for whisky, expect such product to be 

Scotch Whisky produced in Scotland.  As such, consumers are likely to be deceived if the 

“THOMSON & SCOTT” mark were to be used on whisky of any other origin.  

20. Therefore, Applicant’s proposed use of the “THOMSON & SCOTT” mark 

constitutes a geographic indication which, when used on or in connection with whisky, 

identifies a place, namely Scotland, where that whisky originates.  Nevertheless, under the 

broad specification of goods for the subject application, Applicant could sell a whisky 

bearing the mark “THOMSON & SCOTT” on whisky, such as bourbon, originating in the 

United States.  Such use would be geographically deceptive and in violation of 15 U.S.C. 

§1052(a). 

21.     Additionally, since Applicant’s specification of goods includes whisky and 

whisky based liqueurs produced outside of Scotland,  the proposed use of the “THOMSON 

& SCOTT” mark on such goods is likely to mislead or confuse the public and is 

geographically deceptively misdescriptive in violation of 15 U.S.C. § 1052(e)(3). 

22.       Use of the “THOMSON & SCOTT” mark for whisky not produced in 

Scotland also constitutes a false designation of geographic origin and is likely to mislead 

the public in violation of Articles 10 and 10 bis of the Convention of Paris for the 

protection of Industrial Property as implemented by Sections 44(b) and (h) of the United 

States Trademark Act.  15 U.S.C. § 1126(b) and (h). 
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23.       If a registration is issued to Applicant for the “THOMSON & SCOTT” 

mark for whisky which is not Scotch Whisky, prospective consumers are likely to be 

deceived and injured.  Additionally, registration to Applicant would damage the goodwill 

and image of Scotch Whisky that has been developed over hundreds of years by Scotch 

Whisky producers, as represented by Opposer. 

WHEREFORE, Opposer The Scotch Whisky Association respectfully requests that 

Application Serial No. 87/109,118  be refused and that the mark sought to be registered for 

the goods recited therein be denied and refused. 

The Scotch Whisky Association is paying the requisite filing fee of $400.00 for a 

single class opposition with a credit card simultaneously with this filing.       

  All Communications with respect to this Opposition should be directed to 

Opposer’s undersigned counsel. 

      Respectfully submitted 

      The Scotch Whisky Association 

 
Date:  March 28, 2017 By:   /Robert E. Browne/              

One of the Attorneys for Opposer 

 
Robert E. Browne 

 Lawrence E. James, Jr.  

 Reed Smith LLP  

 10 South Wacker Dr. Suite 4000 

 Chicago, Illinois 60606  

 (312) 207-2811 
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CERTIFICATE OF TRANSMISSION 
 

I hereby certify that the foregoing NOTICE OF OPPOSITION is being 
electronically transmitted via the Electronic System for Trademark Trials and Appeals 
(“ESTTA”) at http://estta.uspto.gov/ on the date noted below: 
 
Date: March 28, 2017 By: /Robert E. Browne/    

   One of the Attorneys for 
Opposer, The Scotch Whisky 
Association 

 
 
 
 
 

CERTIFICATE OF SERVICE 

 

 I hereby certify that I served a courtesy copy of the foregoing NOTICE OF 

OPPOSITION upon Applicant’s counsel of record for Application Serial No. 87/109,118 as 
listed with the USPTO: 

 

   Sean K. Owens 

   WOOD HERRON & EVANS LLP 
   441 Vine Street  

   2700 Carew Tower 

   Cincinnati, Ohio 45202  

   Email: usptodock@whe-law.com, sowens@whe-law.com,    

    cjackson@whe-law.com  

 

via email and First Class Mail, postage prepaid, on the date noted below: 
 
Date: March 28, 2017 By: /Robert E. Browne/    

   One of the Attorneys for 
Opposer, The Scotch Whisky 
Association 

 
 
 
 

 
 


