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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
EASTERN STATE PENITENTIARY  
HISTORIC SITE, INC., 
 
 Opposer,  
 
v.  
 
COPS & ROBBERS, LLC. 
 
 Applicant. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
In re Serial No. 86/884,950 
 
Mark:  ALCATRAZ EAST 
 
Opposition No. 91233404 

 
JOINT MOTION FOR LEAVE TO FILE  

AMENDMENT TO ALLEGE USE 
 
 Opposer Eastern State Penitentiary Historic Site, Inc. (“Opposer”) and Applicant Cops & 

Robbers, LLC (“Applicant”) (collectively referred to as the “Parties”) have resolved the current 

dispute related to the above-referenced Opposition No. 91233404, conditioned upon the 

amendment of Applicant’s Application Serial No. 86/884,950 (the “Application”) to allege use 

so that Applicant may amend its Application to seek a concurrent use registration.  Applicant 

wishes to cite first use dating to December 16, 2016. 

 In accordance with 37 C.F.R. § 2.133 and the Trademark Trial and Appeal Board Manual 

of Procedure (“TBMP”) §§ 219 and 514.04, and pursuant to a Concurrent Use Agreement (the 

“Agreement”), attached hereto as Exhibit 1, the Parties respectfully request that the Trademark 

Trial and Appeal Board (the “Board”) grant the Applicant leave to amend its Application to 

allege use so that Applicant may amend its Application to seek a concurrent use registration.  A 

proposed Amendment to Allege Use is attached as Exhibit 2.  

An amendment to allege use is not generally considered timely when filed after approval 

for publication.  Nevertheless, the rules precluding filing an amendment to allege use following 

approval for publication may be waived when: (1) an extraordinary situation exists; (2) justice 
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requires; and (3) no other party is injured.  Hanscomb Ltd v. Hanscomb Consulting, Inc., 2015 

WL 12766228, at *3 (T.T.A.B. Sept. 14, 2015).  In Hanscomb Limited v. Hanscomb Consulting, 

Inc., the Board determined that the petitioner did not satisfy the three factors required for waiver 

of the rule.  However, unlike the Hanscomb case, in this case: (1) an extraordinary situation 

exists; (2) justice requires waiver of the rules; and (3) no other party will be injured. 

(1) An Extraordinary Situation Exists. 

Here, an extraordinary situation exists that warrants a waiver of the rule precluding an 

amendment to allege use following the approval for publication.  Here, the Parties have 

consented to the peaceful coexistence and have the Agreement in place.  Both Parties claim to 

have been using their marks in commerce without confusion.  Further, unlike the Hanscomb 

case, there is a dispute between the parties in the instant matter as to whether the Opposer clearly 

has prior use.  (The parties respectfully disagree on that issue, but have entered into the 

Concurrent Use Agreement in an effort to compromise.)  

(2) Justice Requires Waiver of the Rules.  

Justice requires waiver of the rules to allow Applicant to file an amendment to allege use 

because a finding otherwise would mean that Applicant loses its priority date based on the 

application filing date. 

(3) No Other Party Is Injured.       

Here, the Parties have entered into the Agreement and the Opposer consents to 

Applicant’s amendment to allege use. Thus, no party would suffer an injury as a result of the 

Board allowing Applicant to proceed with amending its application.  
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 Pursuant to 37 C.F.R. § 2.133(a), Applicant obtained consent of Opposer to amend its 

Application to Allege Use and convert the Application to one for a concurrent use registration, as 

outlined in Paragraph 9 of the Concurrent Use Agreement, (Exhibit 1, § 9).  

The proposed amendment does not require republication of the application because the 

amendment does not broaden the scope of rights claimed by the Applicant under the Application.  

Accordingly, for the reasons set forth above, the parties respectfully request that the 

Board allow Applicant to amend its application to allege use so that it may convert its application 

to a Concurrent Use Application. 

Dated:  January 16, 2019 

Respectfully submitted, 

/Leslie H. Smith/ 
Leslie H. Smith 
Gregory L. Liacouras 
LIACOURAS & SMITH, LLP 
1515 Market Street, Suite 808 
Philadelphia, PA 19102 
(215) 241-5303 
lsmith@liacouraslaw.com 

Counsel for Opposer Eastern State 

Penitentiary Historic Site, Inc. 

/James A. Trigg/ 
James A. Trigg 
Kenesia Cook 
KILPATRICK TOWNSEND & STOCKTON 
LLP 
Suite 2800 
1100 Peachtree Street NE 
Atlanta, Georgia  30309-4528 
Telephone: (404) 815-6500 
jtrigg@kilpatricktownsend.com 
kcook@kilpatricktownsend.com 

Counsel for Applicant Cops & Robbers, LLC 



4 
 

CERTIFICATE OF SERVICE 

I hereby certify that a true and complete copy of the foregoing JOINT MOTION FOR 

LEAVE TO FILE AMENDMENT TO ALLEGE USE has been served on Opposer by 

forwarding said copy on January 16,2019 via email to:  

Leslie H. Smith 
Gregory L. Liacouras 
lsmith@liacouraslaw.com 
gll@liacouraslaw.com 

 
 

/Kris Teilhaber/  
Kris Teilhaber 

 



 

 

EXHIBIT 1 

















Janine Vaccarello

COO

1/11/19
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Allegation of Use 

(Statement of Use/Amendment to Allege Use) 

(15 U.S.C. Section 1051(c) or (d))  

 

To the Commissioner for Trademarks: 

MARK: ALCATRAZ EAST  

SERIAL NUMBER: 86/884,950 

 

This Allegation of Use is being submitted before a Notice of Allowance issues. 

 

The applicant, Cops & Robbers, LLC, having a place of business at 20 N. Orange Avenue, Suite 

1600, Orlando, Florida, 32801, is using or is using through a related company the mark in 

commerce on or in connection with the services as follows:  

 

For International Class 041: Museum services.  

 

The mark was first used at least as early as 12/16/2016, and first used in commerce at least as 

early as 12/16/2016, and is now in use in such commerce. The applicant is submitting one 

specimen for the class showing the mark as used in commerce on or in connection with any 

item in the class, consisting of webpage as advertisements for the services. 

 

The applicant hereby appoints William H. Brewster, Esq., James A. Trigg, Esq., Laura Tejeda. 

Esq., and Kenesia L. Cook, Esq., members of the bar of the State of Georgia, of Kilpatrick 

Townsend & Stockton LLP, 1100 Peachtree Street, N.E., Suite 2800, Atlanta, Georgia 30309-

4530 USA, to submit this Service Mark Allegation of Use on behalf of the applicant.  

  

A fee payment in the amount of $200 will be submitted with the form, representing payment 

for 1 class.  
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APPLICANT NAME:  Cops & Robbers, LLC 

MARK:  ALCATRAZ EAST 

Declaration  

 

 

Applicant requests registration of the above-identified service mark in the United States Patent 

and Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. 

Section 1051 et seq., as amended). Applicant is the owner of the mark sought to be registered, 

and is using the mark in commerce on or in connection with the services identified above, as 

evidenced by the attached specimen(s) showing the mark as used in commerce. 

 

The undersigned being hereby warned that willful false statements and the like are punishable 

by fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false 

statements and the like may jeopardize the validity of this document, declares that she is 

properly authorized to execute this document on behalf of the Owner; and all statements 

made of her own knowledge are true and that all statements made on information and belief 

are believed to be true. 

 

   

Signature: ______________________________   Date:  1/16/19     

Signatory's Name: Janine Vaccarello 

Signatory's Position: Chief Operating Officer 
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