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BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Columbia, MD 21045
UNITED STATES

Name Porsche Club of America, Inc.
Granted to Date 03/01/2017

of previous ex-

tension

Address P.O. Box 6400

Attorney informa-
tion

Lionel L. Lucchesi
Polster Lieder

St. Louis, MO 63131
UNITED STATES

12412 Powerscourt DriveSuite 200

llucchesi@polsterlieder.com, mlucchesi@polsterlieder.com, trade-
marks@polsterlieder.com Phone:314-238-2400

Applicant Information

3321 Drexel Dr.
Houston, TX 77027
UNITED STATES

Application No 87063194 Publication date 11/01/2016
Opposition Filing | 02/27/2017 Opposition Peri- 03/01/2017
Date od Ends

Applicant TejasTreffen, LLC

Goods/Services Affected by Opposition

Class 041. First Use: 0 First Use In Commerce: 0

ganizing and conducting art shows andcar shows

All goods and services in the class are opposed, namely: Entertainment services in the nature ofor-

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act Section 2(d)

Dilution by blurring

Trademark Act Sections 2 and 43(c)

Dilution by tarnishment

Trademark Act Sections 2 and 43(c)

Applicant not rightful owner of mark for identified
goods or services

Trademark Act Section 1

False suggestion of a connection with persons,
living or dead, institutions, beliefs, or national
symbols, or brings them into contempt, or disrep-
ute

Trademark Act Section 2(a)



http://estta.uspto.gov

Deceptiveness

Trademark Act Section 2(a)

Disparaging

Trademark Act Section 2(a)

Other

15 U.S.C. &sect;1052, 15 U.S.C. &sect;1125, 15
U.S.C. &sect;1125(e)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration | 1249324 Application Date 01/19/1982

No.

Registration Date | 08/23/1983 Foreign Priority NONE
Date

Word Mark TREFFEN

Design Mark

Description of NONE

Mark

Goods/Services

Class 039. First use: First Use: 1958/11/00 First Use In Commerce: 1958/11/00

Travel and Tour Services

Attachments 1- Notice of opposition.pdf(68759 bytes )
Signature /Lionel L. Lucchesi/
Name Lionel L. Lucchesi

Date

02/27/2017




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRAIL AND APPEAL BOARD

In re Application Serial No. 87/063194

Filed: June 7, 2016

For Mark: TEJASTREFFEN

Published in the Official Gazette: November 1, 2016

PORSCHE CLUB OF AMERICA, INC : Opposition No.
Opposer, '
V.
TEJAS TREFFEN, LLC NOTICE OF OPPOSITION
Applicant. .

Commissioner for Trademarks

Attn: Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 22313-1451

Porsche Club of America, Inc. (hereinafter (PCA), a corporation having offices at 9689
Gerwig Lane, Unit 4C/D, Columbia, MD 21046, having a mailing address as P.O. Box 6400,
Columbia, Maryland 21045, by and through its undersigned counsel, believes that it will be
damaged by registration of the mark TEJASTREFFEN (hereinafter "Applicant's Mark") in
International Class 41 for “Entertainment services in the nature of organizing and conducting art
shows and car shows” as shown in Application Serial No. 87/063194 and hereby opposes the
same.

As grounds for opposition, it is alleged that:

1. Applicant is seeking to obtain under the provision of the Trademark Act of 1946, as

amended, registration upon the Principal Register of an intent to use mark
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TEJASTREFFEN, for goods described as “Entertainment services in the nature of
organizing and conducting art shows and car shows,” in International Class 041
(hereafter the “Application”). The Application was published in the Official Gazette
of November 1, 2016. While the goods/services of the Application were, on
information and belief, chosen to place the application in International Class 41, in fact
both Applicant and Opposer offer similar services to the same class of consumers
regardless of the arbitrary classification system utilized by applicants in general and
the Trade Mark Office in particular.

2. A search of the patent office records for the term “Treffen” shows only two active

components, respectively Opposer’s registration and the Application opposed here.

(live)[LD] AND docs: 2
(treffen)[ COMB] occ: 10

3. Current Search:

Serial Number Reg. Number  Word Mark  Check Status Live/Dead

187063194 TEJASTREFFEN TSDR LIVE

273346368 1249324 TREFFEN TSDR LIVE

| NewUser JISTRUCTURED PREV LiST
IMAGE LIST

4. PCA is a membership organization of over 100,000 Porsche automobile owners
organized in 144 Regions across North America. Membership is open to all Porsche
owners, co-owners or lessees who are 18 years of age or older. PCA earns its income

through membership dues and events it sponsors for its members. PCA has
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experienced an unparalleled growth. The Club caters to its members through a variety
of channels, including but not limited to an internet website, a monthly member
magazine the Porsche Panorama®, both of which actively describe a wide range of
member events, including by way of example and not of limitation “Treffen® Tour”
and “Treffen® North America” events. By 2013, PCA served more than 63,000
families, with over 107,000 members, in 140 local Regions, making it the largest
single-marque club in the world." PCA Concours standards are second to none, and
multiple national committees help members with technical problems, insurance
valuations, event safety, region management, and newsletters.

5. Since at least as early as 1958, Opposer or its predecessors in interest have been using
the mark TREFFEN in connection with touring and car exhibitions, initially with
respect to visits to the Porsche factory in Germany but now synonymous with a variety
of local events sponsored by PCA, including but not limited to TREFFEN North
America, a series of gatherings in various locations within driving distances of many
including, for example, TREFFEN Lake Tahoe in California, TREFFEN Hill Country
in Austin, Texas and TREFFEN Asheville in North Carolina.

6. Opposer owns registration for TREFFEN in International Class 39.

7. The registration set out above has not been canceled, is valid, and is now in full force
and effect.

8. Registration No. 1249324 for TREFFEN is incontestable under Section 15 of the
Lanham Act, 15 U.S.C. §1065. Consequently, the registration is conclusive evidence

of the validity of the registered mark and of the registration of the mark, of Opposer’s

" Other events include by way of example and not of limitation National events, such as Porsche Parade®, Escape,
and Werks Reunion™; regional events, including concours, autocross, driver's education, rally, and tours.
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10.

11

12.

13.

ownership of the mark, and of Opposer’s exclusive right to use the registered mark in
commerce under Section 33 of the Lanham Act, 15 U.S.C. §1115.

Opposer has advertised the TREFFEN mark extensively to its membership. Opposer
also has made substantial sales of good/services under the mark. As a result of such
use and promotion, Opposer’s TREFFEN mark has developed and represents valuable
goodwill inuring to the benefit of Opposer.

Opposer’s TREFFEN mark is famous within the meaning of Section 43(e) of the
Lanham Act, 15 U.S.C. §1125(e), and became famous before Applicant filed the intent

to use Application for the TEJASTREFFEN mark.

. Opposer has priority with respect to the marks at issue in this opposition. Opposer or

its predecessors in interest adopted and commenced use of the term TREFFEN as a
mark long before Applicant filed its intent to use application for the TEJASTREFFEN
mark. Opposer or its predecessors in interest’s usage of TREFFEN commenced at
least as early as 1958, fifty eight (58) years prior to Applicant’s filing date of the
Application.

Upon information and belief, Applicant or its officers and employees had knowledge
of the fact that Opposer used the term TREFFEN as a trademark before the filing date
of the TEJASTREFFEN application. On information and belief, Applicant’s
principals are or were members of PCA, and are well aware of the value of the
TREFFEN mark.

Applicant’s TEJASTREFFEN mark is confusingly and deceptively similar to
Opposer’s previously used and duly registered TREFFEN mark. As Applicant

indicated in its application that the mark means “Texas Treffen.” Opposer sponsors
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14.

15.

16.

17.

18.

events in Texas which events are similar to or closely related to the goods listed in the
Application, namely organizing and conducting ... car shows.

Applicant’s alleged goods and services are either identical to or closely related to
Opposer’s goods and services marketed and sold by Opposer in connection with its
TREFFEN mark. For example, both parties’ goods deal with automobile related
events attended by customers.

The goods listed in Opposer’s TREFFEN registration and the TEJASTREFFEN
application contain no channel of trade restrictions, and therefore are presumed to
travel in all ordinary channels of trade for such goods, which includes the state of
Texas. Opposer has or is planning to conduct similar events to those sent out in
Applicant’s intent to use Application.

Applicant’s TEJASTREFFEN mark is similar in sight, sound and commercial
impression to Opposer’s TREFFEN mark in that the significant part of each mark is
“Treffen.”

Due to the similarity between Applicant’s intent to use mark, TEJASTREFFEN, and
Opposer’s previously used and duly registered TREFFEN mark, the identical or
closely related nature of the goods of the respective parties, customers and potential
customers are likely to believe that Applicant’s goods and or services originate from
Opposer, resulting in a likelihood of confusion in the marketplace, and damage to
Opposer.

The use and registration by Applicant of the mark TEJASTREFFEN for Applicant’s

goods and/or services is likely to cause confusion or to cause mistake or deception in
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19.

20.

21.

22.

the trade, and among purchasers and potential purchasers, with Opposer’s previously
used and duly registered TREFFEN mark, again resulting in damage to Opposer.
Because of the identical or closely related nature of the goods, and the similarity of the
marks, use and registration of the term TEJASTREFFEN by Applicant is likely to
cause confusion, mistake, or deception that Applicant’s goods are those of Opposer, or
are otherwise endorsed, sponsored, or approved by Opposer for use with Applicant’s
goods, causing further damage to Opposer.

Applicant’s use and registration of the TEJASTREFFEN mark is likely to dilute the
distinctive quality of Opposer’s famous TREFFEN mark, again resulting in damage to
Opposer.

PCA has established valuable common law trademark rights, and rights protectable
under 15 U.S.C. § 1125, in its distinctive trademark TREFFEN as pled above, through
PCA’s long and uninterrupted use of the trademark in connection with the marketing,
and/or sale of PCA’s goods and services, including but not limited to tours and
automobile shows and exhibits.

Registration of the mark shown in Applicant’s Serial No. 87/063194 will result in
damage to Opposer under the provisions of Section 2 of the U.S. Trademark Act, 15

U.S.C. §1052, pursuant to the allegations stated above.
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WHEREFORE, Opposer, Porsche Club of America, Inc., respectfully requests that this
opposition be sustained and the registration sought by Applicant in Serial No. 87/063194 for the
mark “TEJASTREFFEN” be denied.

Please recognize as attorneys for Porsche Club of America, Inc. in this proceeding,
Lionel L. Lucchesi (member of the bar of the State of Missouri) and the firm Polster Lieder
Woodruff & Lucchesi, L.C., 12412 Powerscourt Dr., Suite 200, St. Louis, MO. 63131.

Please address all communications to Lionel L. Lucchesi, Esq. at the address listed

below.

Respectively submitted,

POLSTER LIEDER Woodruff & Lucchesi, L.C.
Attorneys for Porsche Club of America, Inc.

By: /Lionel L. Lucchesi/
Lionel L. Lucchesi
Missouri Bar Member
Polster Lieder Woodruff & Lucchesi, L.C.
12412 Powerscourt Drive, Suite 200
St. Louis, MO 63131
(314) 238-2400
Attorneys for Opposer
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CERTIFICATE OF SERVICE

I certify that on February 27, 2017 I served a copy of the above NOTICE OF

OPPOSITION to the following e-mail addressed to:

Luke Brean
BREANLAW, LLC

P.O. Box 4120

Portland, OR 97208
tmsupport@breanlaw.com

Page 8 of 8



