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ATTORNEY DOCKET NO.: U377, U973

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SWATCH AG (SWATCH SA)
(SWATCH LTD.),
Opposer,
v . (@Watch
Opp. No.: 91226701
ACESSE CORPORATION, Serial No.: 86/818,986
Applicant.
SWATCH AG (SWATCH SA)
(SWATCH LTD.),
onposer. vk, @cesse Watch
Opp. No.: 91233051
V. Serial No.: 86/970,714
ACESSE CORPORATION,
Applicant.

MOTION TO CONSOLIDATE RELATED OPPOSITION PROCEEDINGS

Swatch AG (Swatch SA) (Swatch Ltd.) (hereinafter, “Swatch”), by and through its appointed
counsel, respectfully requests consolidation of Opposition Nos. 91226701 and 91233051, pursuant
to Federal Rules of Civil Procedure 42(a) and TBMP § 511. Swatch further requests that Opposition
Nos. 91226701 and 91233051 be suspended, pending the Board’s determination of this Motion to

Consolidate.



Swatch submits that consolidation of these proceedings is appropriate, as both proceedings
involve: (a) the same parties; (b) identical goods; and (¢) common questions of law and fact. Swatch
has sought Applicant Acesse Corporation’s (hereinafter “Applicant” or “Acesse”) consent to the
consolidation of these proceedings. Applicant has advised in Correspondence date April 6, 2017
that it does not consent to consolidation of these proceedings.

Applicant Acesse Corporation (“Acesse”) has filed Application Serial Nos. 86/818,986 and

@Wwatch _

86/970,714 (the “Acesse Applications”) seeking registration of the marks

@cesse Watch

in several Classes, including Classes 9 and 14. In those Classes, the
Acesse applications recite:

Computer software for the transmission of audio and video signals and for access to the
Internet using a mobile telecommunications device; Wearable digital electronic devices
comprised primarily of software for transmission of audio and video and for providing
access to the Internet and display screens and also featuring a wristwatch; Wireless
communication devices for voice, data or image transmission in International Class 009.

Smart watches comprised primarily of a wristwatch and also featuring a telephone, software
and display screens for viewing, sending and receiving texts, emails, data and information,
phone book, clock, camera, music, and sleep monitor in International Class 014; and

@Wwatch _,

Swatch is opposing Applicant’s registration of both of the marks

@Cesse WatC h , for all goods in Classes 009 and 014 listed above.

In each case, Swatch alleges ownership of the marks SWATCH, SWATCH ACCESS and

SWATCH THE EYES (collectively, as “the SWATCH Marks”) in connection with a variety of

International Classes. In Opposition No. 91226701, Swatch alleges that the mark Watch ,



when applied to goods and services in Classes 9 and 14, is confusingly similar to Swatch’s marks

and is likely to dilute the famous SWATCH marks. Opposition No. 91226701 also includes a claim

@ Watch

that the mark is descriptive of the goods. Similar claims are raised in Opposition No.

91233051 against the @cesse Watch

application—Ilikelihood of confusion and dilution.
The sole difference is that Opposition No. 91233051 does not include a descriptiveness claim.
Opposition No. 91226701 was filed on March 3, 2016 and the Applicant’s Answer was filed
on April 11, 2016. Opposition No. 91233051 was filed on February 10, 2017 and the Answer was
filed on April 4, 2017. (There was a nearly two (2) week delay between the filing of the Notice of
Opposition on February 10, 2017 and the issuance of the Scheduling Order on February 23, 2017,
which resulted in a later than expected Answer deadline for Opposition No. 91233051). In the
ESTTA filing for Opposition No. 91233051, Swatch expressly identified Opposition No. 91233051
as a related proceeding. See Opposition No. 91233051, Docket Entry 1. The issue has joined in
both Oppositions. The counts, corresponding responses, and defenses in these Notices of Opposition
and Answers are nearly identical, if not identical. They raise common issues of law and fact.
There is good cause to consolidate the Oppositions at this time. Discovery has not yet closed
in the “701 Opposition. Opposer filed an unopposed Motion seeking an extension of the trial
calendar in Opposition No. 91226701, pending the filing of the Applicant’s Answer, so that these
matters could then be consolidated. See D.E. 11. Consolidation will streamline the discovery and
trial process, and will avoid duplication of time and resources for the parties and for the Board. Cf.

37 CFR § 2.104(b). The issues are substantially the same in both Oppositions and consolidation



serves the interests of judicial economy. It is equally advantageous to both parties. See World
Hockey Ass'n v. Tudor Metal Products Corp., 185 USPQ 246, 248 (TTAB 1975).

In light of the foregoing, Swatch submits that consolidation of Opposition Nos. 91226701
and 91233051 respectfully requests the Board’s favorable action on the instant Motion.

Swatch requests that, subject to granting this Motion, the Board establish the trial dates as set
in the more recently-instituted proceeding, Opposition No. 91233051, for the consolidated
proceedings. Swatch further respectfully request that the calendars for Opposition Nos. 91226701
and 91233051 be suspended pending the Board’s decision on the instant Motion to Consolidate.

Respectfully submitted,
Swatch AG (Swatch SA) (Swatch Ltd.)

By: O\\-QA-A GﬂQW

Jess M. Collen, Esq.

Oren Gelber, Esq.

COLLEN

The Holyoke- Manhattan Building
80 South Highland Avenue
Ossining, New York 10562

Ph: (914) 941-5668

Attorneys for Opposer

Dated: April 7, 2017

ITHEREBY CERTIFY THAT THIS CORRESPONDENCE IS BEING FILED ELECTRONICALLY
WITH THE UNITED STATE PATENT AND TRADEMARK OFFICE.

COLLEN IP, THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE,
OSSINING-ON-HUDSON, NEW YORK 10562.

By: Ower. GeQue—




CERTIFICATE OF SERVICE

I, Oren Gelber, hereby certify that I caused true and correct copy of Opposer’s Motion to
Consolidate Related Proceedings to be served upon:

MICHELLE M. KALLENBACH
2260 RIDGE DRIVE, #13
MINNEAPOLIS, MN 55416
mitzikallenbach(@comcast.net

via e-mail. Said service having taken place this 7th day of April, 2017.

Ower. GeQaoe—




