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UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In Re:

Registration No. 4257206
Registration date: December 11, 2012
Filing date: April 21, 2012

Mark: MEDIDERM

For: after-sun milks, after-sun oils; aromatic body care products, namely, body lotion,
shower gel, cuticle cream, shampoo, conditioner, non-medicated lip balm, soap, body
polish, body and foot scrub and non-medicated foot cream, bath oils for cosmetic
purposes, beauty creams for body care; body and beauty care cosmetics, cleansing
creams; cleansing milk for cosmetic purposes, cosmetic creams, cosmetic creams for
skin care; cosmetic hand creams, cosmetic masks; cosmetic massage creams, cosmetic
milks, cosmetic nourishing creams, cosmetic oils,; cosmetic preparations for body care;
cosmetic preparations for protecting the skin from the sun's rays,; cosmetic preparations
for skin care; cosmetic preparations for skin renewal; cosmetic preparations, namely,
skin balsams, cosmetic products in the form of aerosols for skin care,; cosmetic products
in the form of aerosols for skincare,; cosmetic skin fresheners, cosmetic soaps; cosmetic
sun milk lotions, cosmetic sun oils; cosmetic sun-protecting preparations; cosmetic sun-
tanning preparations,; cosmetic sunscreen preparations, cosmetic suntan lotions,
cosmetic suntan preparations, cosmetic tanning preparations, face creams and cleansers
containing benzoyl peroxide for cosmetic purposes; face creams for cosmetic use; lotions
for face and body care; moisturizing preparations for the skin; moisturizing solutions for
the skin; non-medicated cosmetic skin care preparations consisting of organic coconut
virgin oil and coconut virgin oil; non-medicated herbal body care products, namely, body
oils, salves, and lip balms; non-medicated lip care preparations, non-medicated
preparations all for the care of skin, hair and scalp,; non-medicated skin care creams and
lotions; non-medicated skin care preparation, namely, body mist; non-medicated skin
care preparations; non-medicated skin care preparations, namely, creams, lotions, gels,
toners, cleaners and peels; non-medicated skin cream for general skin rash and irritation
resulting from skin shingles; non-medicated skin creams; non-medicated sun care
preparations, seawater-based skin care preparations for skin renewal; skin and body
topical lotions, creams and oils for cosmetic use, skin bronzer; skin care preparation,
namely, body polish; skin care preparations, namely, body balm; skin care preparations,
namely, chemical peels for skin, skin care preparations, namely, fruit acid peels for skin;
skin care preparations, namely, skin peels, skin care products, namely, non-medicated
skin serum; skin clarifiers; skin cleansers; skin cleansing cream, skin cleansing lotion;
skin conditioners, skin conditioning creams for cosmetic purposes; skin creams, skin



creams in liquid and in solid form; skin creams in liquid and solid; skin creams in liquid
and solid form, skin emollients, skin fresheners; skin gels for accelerating, enhancing or
extending tans, skin lighteners; skin lightening creams; skin lotion; skin lotions, skin
masks; skin moisturizer; skin moisturizer masks, skin moisturizing gel, skin soap, skin
texturizers, skin toners, skin whitening creams, skin whitening preparations, soaps for
body care; sun care lotions, topical skin sprays for cosmetic purposes, wipes
impregnated with a skin cleanser,; wrinkle removing skin care preparations in
international class 003.



UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Sesderma, S.L.

Petitioner,

V. Cancellation No. 92062648

Mediderm Laboratories, LL.C
Respondent,

SECOND AMENDED PETITION FOR CANCELLATION

Petitioner, Sesderma, S.L., a corporation of Spain, with its principal place of business at
Masamagrell n° 3. Pol. Ind. Rafelbunyol, Valencia 46138, Spain believes that it is, and
will be damaged by the above-identified registration of the mark MEDIDERM for the

goods identified above and hereby petitions to cancel the same.

As grounds for cancellation, Petitioner alleges that:

I. FACTS

1. Petitioner has used, and continues to use, in commerce in the United States the mark
MEDIDERMA and MEDI + DERMA for the manufacturing and marketing of
cosmetic products to since at least as early as December 12, 2000. These goods are

referred to as “Petitioner’s Goods”.

2. Petitioner has developed a valuable goodwill associated with its marks

MEDIDERMA and MEDI + DERMA.



3. On April 21, 2012, Mediderm Laboratories, LLC (hereinafter Respondent) filed an
application to register the mark MEDIDERM for the above referenced goods in
international class 003 in the United States Patent and Trademark Office.
Respondent’s application matured in registration No. 4,257,206 with the United
States Patent and Trademark Office dated December 11, 2012.

4. On November 11, 2015, Petitioner filed registration application serial number
86/817,072 for the mark MEDI + DERMA for manufacturing and marketing of

cosmetic products, professional and dedicated medical device use in Int. class 035.

I1I. PRIORITY

5. Petitioner has used in commerce the mark MEDIDERMA and MEDI + DERMA
with and in the United States for “Petitioner’s Goods” from a date prior to the filing
of the application for Respondent’s registration and prior to Respondent’s adoption of
the mark and thereby has acquired common law rights in the vast areas where

Petitioner has sales prior to Respondent’s application filing date.

6. Respondent’s mark MEDIDERM, when used for the above referenced goods, is
likely to cause confusion or mistake in the market and with relevant purchasers with

Petitioner’s identical mark for Petitioner’s Goods.

I11. ABANDONMENT

7. Petitioner has information and believes that Registrant has discontinued the use of its

mark MEDIDERM for a period of at least three consecutive years without intent to

resume use of its mark MEDIDERM.

8. Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for after-sun milks.



10.

11.

12.

13.

14.

15.

16.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for after-sun oils.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for aromatic body care products, namely, shower
gel.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for aromatic body care products, namely, cuticle

creami.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for aromatic body care products, namely body

lotion.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for aromatic body care products, namely

shampoo.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for aromatic body care products, namely,

conditioner.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for aromatic body care products, namely non-
medicated lip balm.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for aromatic body care products, namely soap.



17.

18.

19.

20.

21.

22.

23.

24.

25.

26.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for aromatic body care products, namely , body
polish.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for aromatic body care products, namely body

and foot scrub.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for aromatic body care products, namely non-

medicated foot cream.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for bath oils for cosmetic purposes.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for beauty creams for body care.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for body and beauty care cosmetics.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cleansing creams.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cleansing milk for cosmetic purposes.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic creams.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic creams for skin care.



27.

28.

29.

30.

31.

32.

33.

34.

35.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic hand creams.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic masks.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic massage creams.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic milks.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic nourishing creams.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic oils.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic preparations for body care.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic preparations for protecting the skin

from the sun's rays.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic preparations for skin care.

36. Admit that Respondent has not used, prior to April 21, 2012, the MEDIDERM

designation in commerce for; cosmetic preparations for skin renewal.



37.

38.

39.

40.

41.

42.

43.

44,

45.

46.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic preparations, namely, skin balsams.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for cosmetic products in the form of aerosols for

skin care.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic skin fresheners.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic soaps.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic sun milk lotions.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic sun oils.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic sun-protecting preparations.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic suntanning preparations.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic sunscreen preparations.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic suntan lotions.



47.

48.

49.

50.

51.

52.

53.

54.

55.

56.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic suntan preparations.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for cosmetic tanning preparations.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for face creams and cleansers containing benzoyl

peroxide for cosmetic purposes.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for face creams for cosmetic use.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for lotions for face and body care.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for moisturizing preparations for the skin.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for moisturizing solutions for the skin.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for non-medicated cosmetic skin care

preparations consisting of organic coconut virgin oil and coconut virgin oil.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for non-medicated herbal body care products,
namely, body oils.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for non-medicated herbal body care products,



57.

58.

59.

60.

61.

62.

63.

64.

65.

namely, salves.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for non-medicated herbal body care products,

namely lip balms.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for non-medicated lip care preparations.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for non-medicated preparations all for the care of

skin, hair and scalp

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for non-medicated skin care creams and lotions.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for non-medicated skin care preparation, namely,
body mist.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for non-medicated skin care preparations.

Admit that Respondent has not used, prior to April 21, 2012, the MEDIDERM

designation in commerce for; non-medicated skin care preparations, namely, creams.

Admit that Respondent has not used, prior to April 21, 2012, the MEDIDERM

designation in commerce for; non-medicated skin care preparations, namely, lotions.

Admit that Respondent has not used, prior to April 21, 2012, the MEDIDERM

designation in commerce for; non-medicated skin care preparations, namely, gels.

10



66.

67.

68.

69.

70.

71.

72.

73.

74.

75.

Admit that Respondent has not used, prior to April 21, 2012, the MEDIDERM

designation in commerce for; non-medicated skin care preparations, namely, toners.

Admit that Respondent has not used, prior to April 21, 2012, the MEDIDERM
designation in commerce for; non-medicated skin care preparations, namely,

cleaners.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for non-medicated skin care preparations,

namely, peels.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for non-medicated skin cream for general skin

rash and irritation resulting from skin shingles.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for non-medicated skin creams.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for non-medicated sun care preparations.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for seawater-based skin care preparations for

skin renewal.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin and body topical lotions.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for creams and oils for cosmetic use.

Respondent has discontinued use in interstate commerce since the filing date of their

11



76.

77.

78.

79.

80.

81.

82.

83.

&4.

application, the mark MEDIDERM for skin bronzer.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin care preparation, namely, body polish.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin care preparations, namely, body balm.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for skin care preparations, namely, chemical
peels for skin.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for skin care preparations, namely, fruit acid
peels for skin.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin care preparations, namely, skin peels.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for skin care products, namely, non-medicated

skin serum.

Admit that Respondent has not used, prior to April 21, 2012, the MEDIDERM

designation in commerce for; skin clarifiers.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin cleansers.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin cleansing cream.

12



85.

86.

87.

88.

&9.

90.

91.

92.

93.

94.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin cleansing lotion.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin conditioners.

Respondent has discontinued use in interstate commerce since the filing date of their
application, the mark MEDIDERM for skin conditioning creams for cosmetic

purposes.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin creams.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin creams in liquid and in solid form.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin creams in liquid and solid.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin creams in liquid and solid form.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin emollients.

Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin fresheners.
Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin gels for accelerating, enhancing or

extending tans.

13



95. Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin lighteners.

96. Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin lightening creams.

97. Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin lotion.

98. Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin masks.

99. Respondent has discontinued use in interstate commerce since the filing date of their

application, the mark MEDIDERM for skin moisturizer.

100. Respondent has discontinued use in interstate commerce since the filing date of

their application, the mark MEDIDERM for skin moisturizer masks.

101. Respondent has discontinued use in interstate commerce since the filing date of

their application, the mark MEDIDERM for skin moisturizing gel.

102.  Respondent has discontinued use in interstate commerce since the filing date of

their application, the mark MEDIDERM for skin soap.

103. Respondent has discontinued use in interstate commerce since the filing date of

their application, the mark MEDIDERM for skin texturizers.

104. Respondent has discontinued use in interstate commerce since the filing date of

their application, the mark MEDIDERM for skin toners.

105. Respondent has discontinued use in interstate commerce since the filing date of

their application, the mark MEDIDERM for skin whitening creams.

14



106. Respondent has discontinued use in interstate commerce since the filing date of

their application, the mark MEDIDERM for skin whitening preparations.

107. Respondent has discontinued use in interstate commerce since the filing date of

their application, the mark MEDIDERM for soaps for body care.

108. Respondent has discontinued use in interstate commerce since the filing date of

their application, the mark MEDIDERM for sun care lotions.
109. Respondent has discontinued use in interstate commerce since the filing date of
their application, the mark MEDIDERM for topical skin sprays for cosmetic

purposes.

110. Respondent has discontinued use in interstate commerce since the filing date of

their application, the mark MEDIDERM for wipes impregnated with a skin cleanser.

111. Respondent has discontinued use in interstate commerce since the filing date of

their application, the mark MEDIDERM for wrinkle removing skin care preparations.

IV. DAMAGES

113.  Petitioner is damaged by Respondent’s registration since Petitioner cannot avail

itself to the benefits of the Lanham Act.

WHEREFORE, Petitioner prays that Respondent’s Registration identified with Reg. No.
4,257,206 be cancelled.

15



Dated: April 28, 2017 Respectfully submitted,

/s/ Chris Sanchelima

Chris Sanchelima, Esq. (Fla. Bar No. 107751)
chris@sanchelima.com

Sanchelima & Associates, P.A.

235 S.W. Le Jeune Road

Miami, Florida 33134

Telephone: (305) 447-1617

Facsimile: (305) 445-8484

Attorneys for Petitioner
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CERTIFICATE OF SERVICE

I HEREBY CERTIFY that a true and correct copy of the foregoing was emailed on this
28th day of April 2017 to:

Kamran Fattahi

Law Offices of Kamran Fattahi
15303 Ventura Blvd.

Suite 900

Sherman Oaks, California 91403
United States

Email: Kamran@FattahiLaw.com

Sanchelima & Associates, P.A.
235 S.W. Le Jeune Rd.,
Miami, FL 33134-1762
Telephone: (305) 447-1617
Facsimile: (305) 445-8484
chris@sanchelima.com
Attorneys for Petitioner

By:  /s/ Chris Sanchelima
Chris Sanchelima
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