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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Swatch AG (Swatch SA) (Swatch Ltd.)

Entity Corporation Citizenship Switzerland

Address Jakob-Stampfli-Strasse 94
Biel/Bienne, CH-2501
SWITZERLAND

Attorney informa-
tion

Jess M. Collen
Collen IP, Intellectual Property Law, P.C.
The Holyoke-Manhattan Building, 80 South Highland Avenue
Ossining, NY 10562
UNITED STATES
ogelber@collenip.com, jcollen@collenip.com, docket@collenip.com
Phone:(914) 941-5668

Applicant Information

Application No 87068685 Publication date 01/03/2017

Opposition Filing
Date

01/26/2017 Opposition Peri-
od Ends

02/02/2017

Applicant Shenzhen Coheretech Co., Ltd
R501,212 Building,Tairan Technology Park
Shenzhen, Guangdong,,
CHINA

Goods/Services Affected by Opposition

Class 009. First Use: 2013/08/12 First Use In Commerce: 2013/08/12
All goods and services in the class are opposed, namely: 3D spectacles; Cameras; Electrical con-
nectors; Rechargeable electric batteries;Smartglasses; Smartphones; Smartwatches; Theft alarms;
Time recording apparatus; Wearable activity trackers

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Dilution by tarnishment Trademark Act Sections 2 and 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1356512 Application Date 11/02/1984

Registration Date 08/27/1985 Foreign Priority
Date

NONE

Word Mark SWATCH

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 1982/05/31 First Use In Commerce: 1982/05/31

WATCHES AND PARTS THEREOF

U.S. Registration
No.

1671076 Application Date 07/17/1990

Registration Date 01/07/1992 Foreign Priority
Date

NONE

Word Mark SWATCH

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 1981/11/12 First Use In Commerce: 1981/11/12

watches, clocks and parts thereof

U.S. Registration
No.

1799862 Application Date 02/21/1992

Registration Date 10/19/1993 Foreign Priority
Date

NONE

Word Mark SWATCH

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1991/11/00 First Use In Commerce: 1992/03/20

retail store services; namely, retail shops featuring watches, watch parts and
watch accesories

U.S. Registration
No.

2752980 Application Date 04/26/2002

Registration Date 08/19/2003 Foreign Priority
Date

NONE

Word Mark SWATCH

Design Mark

Description of
Mark

NONE



Goods/Services Class 014. First use: First Use: 2000/08/00 First Use In Commerce: 2000/08/00

Jewelry, namely, earrings, necklaces, pendants, bracelets and rings

U.S. Registration
No.

3554475 Application Date 04/07/2008

Registration Date 12/30/2008 Foreign Priority
Date

11/28/2007

Word Mark ESWATCH

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 0 First Use In Commerce: 0

Precious metals and their alloys, namely, white gold, yellow gold, pink gold, jew-
elry watches, precious stones, namely,diamond, sapphire, ruby, emerald, horo-
logical and chronometric instruments, namely, watch cases, chronographs, chro-
nometers for use as watches, watches, watch movements

Class 035. First use: First Use: 0 First Use In Commerce: 0

[ Retail store services in the field ofhorlogical instruments and jewellery, on-line
retail store services in the field of horlogical instruments and jewellery ]

Class 037. First use: First Use: 0 First Use In Commerce: 0

[ Repair and maintenance of horologicalproducts and jewellery ]

U.S. Registration
No.

3567953 Application Date 04/07/2008

Registration Date 01/27/2009 Foreign Priority
Date

11/28/2007

Word Mark ISWATCH

Design Mark

Description of
Mark

NONE

Goods/Services Class 014. First use: First Use: 0 First Use In Commerce: 0

[ Precious metals and their alloys, namely, white gold, yellow gold, pink
gold,jewelry watches, precious stones, namely, diamond, sapphire, ruby, emer-
ald, ] horological and chronometric instruments,namely, watch cases, chrono-
graphs, chronometers for use as watches, watches, watch movements

Class 035. First use: First Use: 0 First Use In Commerce: 0

[ Retail store services in the field ofhorological instruments and jewellery, on-line
retail store services in the field of horological instruments and jewellery ]

Class 037. First use: First Use: 0 First Use In Commerce: 0

[ Repair and maintenance of horologicalproducts and jewellery ]

U.S. Registration
No.

5028439 Application Date 08/12/2015

Registration Date 08/23/2016 Foreign Priority 02/18/2015



Date

Word Mark SWATCH THE EYES

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2016/03/15 First Use In Commerce: 2016/03/15

Optical glasses, sunglasses, magnifyingglasses; cases for optical glasses,
sunglasses, magnifying glasses; chains for optical glasses, sunglasses, magni-
fying glasses

Attachments 73506848#TMSN.png( bytes )
74801004#TMSN.png( bytes )
79053143#TMSN.png( bytes )
79053142#TMSN.png( bytes )
86722611#TMSN.png( bytes )
W228 Notice of Opposition.pdf(623883 bytes )

Signature /Oren Gelber/

Name Oren Gelber

Date 01/26/2017



ATIORNEY DOCKET NO.: W228 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

TRADEMARK TRIAL AND APPEAL BOARD 

Applicant 

Serial No. 
Filed 

For 

Published 

: Shenzhen Coheretech Co., Ltd 
: 87 /068,685. 
: June 12, 2016 

= Uvvatch 
: January 3, 2017 

UNITED STATES PATENT AND TRADEMARK OFFICE 
Trademark Trial and Appeal Board 
Box TTAB-Fee 

P. 0. Box 1451 

NOTICE OF OPPOSITION 

The Opposer, Swatch AG (Swatch SA) (Swatch Ltd.), a corporation duly organized and 

existing under the laws of Switzerland, located at Jakob-Stamp:fli-Strasse 94 Biel/Bienne 

Switzerland (referred to as "Opposer" or "Swatch") believes it would be damaged by the ｾｫ＠

shown in the above-identified application, and hereby opposes same in Class 009, pursuant to 15 

U.S.C. § 1063 and 37 C.F.R. § 2.104. 

As grounds for opposition, it is alleged that: 

(1) Opposer is and has been engaged in the sale and marketing of goods under the 

SWATCH trademark since a time long prior to the filing date of Applicant's application for 

registration. 

(2) Opposer is and has been engaged in the sale and marketing in commerce of goods 

· under its SWATCH trademarks continuously since at least as early as 1982. 



(3) Opposer is also the owner of numerous valid United States Trademark 

registrations and applications, including: 

SWATCH 

SWATCH 

SWATCH 

SWATCH 

ESWATCH 

!SWATCH 

SWATCH THE EYES 

Reg. 1,356,512 

Reg. 1,671,076 

Reg. 1,799,862 

Reg. 2,752,980 

Reg. 3,554,475 

Reg. 3,567,953 

Reg. 5,028,439 

(See Exhibits 1-7) (the "SWATCH Marks") and others. 

( 4) Opposer's registrations are prima facie proof of ownership and use of the mark from 

the original date of filing of the application, pursuant to 15 U.S.C. § 1057(b), and of the exclusive 

right to use the registered mark in commerce. 

(5) Registration Nos. 1,356,512, 1,671,076, 1,799,862, and 2,752,980 are 

incontestable, pursuant to section 15 of the Trademark Act. 

( 6) As a result of the extensive use of the SWATCH Marks in commerce, Opposer 

has acquired considerable and valuable goodwill and wide-scale recognition for its SWATCH 

Marks. 

(7) The public has come to associate the SWATCH marks with Opposer and 

Opposer's goods. 

(8) The SWATCH marks have acquired distinctiveness. 

(9) Opposer is an innovative company which has associated its SWATCH marks with 

a range of goods, including a large assortment of watch products. 
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(10) Opposer has used its SWATCH mark on watches incorporating enhanced 

functionalities since at least as early as 1996. For example, the SWATCH ACCESS debuted in 

1996 as a multifunctional, interactive watch with built-in-memory capable of storing a vast range 

of data and an antenna used to communicate with a terminal. The SWATCH ACCESS watch has 

a range of applications, including ticketing, entry, payment, and network access. Another 

example was the SWATCH PAPARAZZI watch, launched in 2004, offering its wearers 

exclusive entertainment information and providing access to personalized information, including 

ｮ･ｷｳｾ＠ sports, weather, horoscopes, and stock quotes, among other features. The SWATCH 

Touch Zero One and the SWATCH Touch Zero Two watches include a variety of enhanced 

functionalities, including physical actively tracking and the ability to synchronize to users' 

smartphones via a designated mobile application. 

(11) Opposer has also used its SWATCH Marks in connection with downloadable 

mobile applications since at least as early as 2011. 

(12) Applicant's mark is confusingly similar to Opposer's SWATCH trademarks and is 

likely, when applied to the goods of the Applicant, to cause confusion, or to cause mistake or to 

deceive. 

(13) Consumers encountering Applicant's mark and goods are likely to believe that 

such goods originate from, or are authorized or sponsored by Opposer, in view of the wide scale 

fame of the Opposer's SWATCH Marks and the indistinguishable differences between Opposer's 

marks and goods and the Applicant's mark and goods. 

(14) Applicant's use of its mark will be likely to lead consumers and potential 

consumers of the Applicant's goods to believe that the mark is owned, sponsored or endorsed by 

Opposer as part of its family of marks. The consumer will mistakenly perceive the goods sold 
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under the Applicant's trademark as the natural result of a continuation or expansion of Opposer's 

Marks, and that the Applicant's goods thus emanate from Opposer. 

(15) Applicant's mark is visually highly similar to Opposer's SWATCH Marks. 

(16) Applicant's mark, when spoken, sounds similar or indistinguishable from Opposer's 

.SWATCH Marks. 

· (17) Applicant's mark makes a highly similar commercial impression to Opposer's 

SWATCH Marks. 

(18) Opposer's marks are registered for goods in International Classes 009 and 014. 

(19) Applicant's mark is pending in International Class 009 for goods which are 

related, if not identical, to Opposer's goods. 

(20) On information and belief, both the Applicant's mark and Opposer's marks are 

likely to be sold through the same or similar channels of distribution. 

(21) On information and belief, the Applicant has adopted its trademark with full 

knowledge of the Opposer's trademarks. 

(22) Opposer's SWATCH mark is a famous trademark. 

(23) Opposer's SWATCH mark achieved fame prior to the filing date of Applicant's 

application to register the Applicant's mark. 

(24) Opposer's SWATCH mark achieved fame prior to the Applicant's first use of the 

Applicant's mark. 

(25) On information and belief, the Applicant's mark is also likely to diminish and 

dilute the value and distinctive character of this mark, to the great detriment of the Opposer's 

famous SWATCH mark, thus damaging the Opposer. 
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(26) Applicant's mark so resembles SWATCH, the Opposer's mark, as used in the 

United States and not abandoned, as to be likely t-0 cause confusion, or to cause mistake or to 

deceive. 

WHEREFORE, Opposer prays that this application Serial No. 87/068,685 be refused for 

all goods in Class 009, that no registration be issued thereon in Classes 009 to Applicant and that 

this Opposition be sustained in favor of Opposer. 

Dated: January 26, 2017 

Enclosures: Exhibits 1 - 7 

Filing Fee: $400 

5 

Respectfully submitted for Opposer, 

Oren Gelber 
COLLEN IP 
The Holyoke-Manhattan Building 
80 South Highland Avenue 
Ossining, NY 10562 . 

914-941-5668 (tel) 
914-941-6091 (fax) 
jcollen@collenip.com 
ogelber@collenip.com 
Attorneys for Opposer, Swatch A.G. 
(SWATCH SA) (SWATCH LTD) 



SHOULD ANY OTHER FEE BE REQUIRED, THE PATENT AND TRADEMARK OFFICE 

IS HEREBY REQUESTED TO CHARGE SUCH FEE TO OUR DEPOSIT ACCOUNT 03-

2465. 

I HEREBY CERTIFY THAT THIS CORRESPONDENCE IS BEING FILED 

ELECTRONICALLY WITH THE UNITED STATES PATENT AND TRADEMARK OFFICE. 

COLLEN IP 

Date: January 26, 2017 

JMC/OG:ces 
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Mark Information

Mark Literal
Elements:

SWATCH

Standard Character
Claim:

No

Mark Drawing
Type:

5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Related Properties Information

Claimed Ownership
of US

Registrations:

1227456, 1252863

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: WATCHES AND PARTS THEREOF

International
Class(es):

014 - Primary Class U.S Class(es): 027

Class Status: ACTIVE

Basis: 1(a)

First Use: May 31, 1982 Use in Commerce: May 31, 1982

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Generated on: This page was generated by TSDR on 2017-01-26 11:03:03 EST

Mark: SWATCH

US Serial Number: 73506848 Application Filing
Date:

Nov. 02, 1984

US Registration
Number:

1356512 Registration Date: Aug. 27, 1985

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Aug. 13, 2015

Publication Date: Jun. 18, 1985



Current Owner(s) Information

Owner Name: SWATCH S. A.

Owner Address: JAKOB-STAMFLI-STRASSE 94
BIEL/BIENNE SWITZERLAND

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: JESS M. COLLEN Docket Number: 17776

Attorney Primary
Email Address:

trademark@collenip.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

JESS M. COLLEN
COLLEN IP Intellectual Property Law, PC
THE HOLYOKE-MANHATTAN BLDG
80 S HIGHLAND AVE
OSSINING, NEW YORK UNITED STATES 10562

Correspondent e-
mail:

trademark@collenip.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

JESS M. COLLEN

Domestic
Representative e-

mail:

trademark@collenip.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Aug. 13, 2015 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Aug. 13, 2015 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 76293

Aug. 13, 2015 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 76293

Aug. 11, 2015 TEAS SECTION 8 & 9 RECEIVED

Oct. 07, 2011 NOTICE OF SUIT

Mar. 25, 2011 NOTICE OF SUIT

Nov. 12, 2010 NOTICE OF SUIT

Sep. 19, 2005 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Sep. 19, 2005 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jul. 18, 2005 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Sep. 09, 2005 ASSIGNED TO PARALEGAL 76293

Jul. 18, 2005 PAPER RECEIVED

Feb. 24, 2003 PAPER RECEIVED

May 10, 1991 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Jan. 24, 1991 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Sep. 15, 1986 CANCELLATION TERMINATED NO. 999999 15213

Aug. 27, 1986 CANCELLATION DISMISSED NO. 999999 15213

Jan. 10, 1986 CANCELLATION INSTITUTED NO. 999999 15213

Aug. 27, 1985 REGISTERED-PRINCIPAL REGISTER

Jun. 18, 1985 PUBLISHED FOR OPPOSITION

May 17, 1985 NOTICE OF PUBLICATION

Apr. 19, 1985 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 04, 1985 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jan. 31, 1985 NON-FINAL ACTION MAILED



Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Aug. 27, 2015

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Aug. 13, 2015

Assignment Abstract Of Title Information

Summary

Total Assignments: 2 Registrant: ETA S.A. FABRIQUES D'EBAUCHES

Assignment 1 of 2

Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reel/Frame: 0505/0269 Pages: 2

Date Recorded: Sep. 13, 1985

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: ETA S. A. FABRIQUES D'EBAUCHES Execution Date: Aug. 15, 1985

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Assignee

Name: SWATCH S. A. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Address: 9, ROUTE DE BOUJEAN
2502-BIENNE, SWITZERLAND

Correspondent

Correspondent
Name:

MCGLEW AND TUTTLE

Correspondent
Address:

28 WEST 44TH ST.
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 2 of 2

Conveyance: ATTESTATION BY SUPERINTENDANT OF THE JOINT STOCK COMPANY, BIENNE, COMMERCIAL REGISTER SHOWING
CHANGE OF ADDRESS ON NOV. 18, 1985 (IN FRENCH WITH ENGLISH TRANSLATION ATTACHED

Reel/Frame: 0517/0992 Pages: 3

Date Recorded: Feb. 18, 1986

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: SWATCH AG (SWATCH SA) (SWATCH LTD.) Execution Date: Dec. 11, 1985

Legal Entity Type: UNKNOWN State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: SWATCH AG (SWATCH SA) (SWATCH LTD.) 

Legal Entity Type: UNKNOWN State or Country
Where Organized:

No Place Where Organized Found

Address: 94 RUE JAKOB STAEMPFLI

 



Correspondent

Correspondent
Name:

MCGLEW AND TUTTLE

Correspondent
Address:

28 WEST 44TH ST.
NEW YORK, NY 10036

Domestic Representative - Not Found





 

 

EXHIBIT 2 



 

Mark Information

Mark Literal
Elements:

SWATCH

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: watches, clocks and parts thereof

International
Class(es):

014 - Primary Class U.S Class(es): 027

Class Status: ACTIVE

Basis: 1(a)

First Use: Nov. 12, 1981 Use in Commerce: Nov. 12, 1981

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Generated on: This page was generated by TSDR on 2017-01-26 11:04:06 EST

Mark: SWATCH

US Serial Number: 74079220 Application Filing
Date:

Jul. 17, 1990

US Registration
Number:

1671076 Registration Date: Jan. 07, 1992

Register: Principal

Mark Type: Trademark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Feb. 23, 2012

Publication Date: May 14, 1991



Current Owner(s) Information

Owner Name: Swatch S.A.

Owner Address: 94 Rue Jakob Stampfli
Bienne SWITZERLAND

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jess M. Collen Docket Number: 21296

Attorney Primary
Email Address:

trademark@collenip.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Jess M. Collen
THE HOLYOKE MANHATTAN BLDG
80 S HIGHLAND AVENUE
OSSINING, NEW YORK UNITED STATES 10562-5615

Phone: 9149415668 Fax: 9149416091

Correspondent e-
mail:

trademark@collenip.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Jess M. Collen Phone: 9149415668

Fax: 9149416091

Domestic
Representative e-

mail:

trademark@collenip.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Feb. 23, 2012 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Feb. 23, 2012 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 75461

Feb. 23, 2012 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 75461

Feb. 23, 2012 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 75461

Jan. 09, 2012 TEAS SECTION 8 & 9 RECEIVED

Oct. 07, 2011 NOTICE OF SUIT

Mar. 25, 2011 NOTICE OF SUIT

Nov. 12, 2010 NOTICE OF SUIT

Dec. 12, 2007 CASE FILE IN TICRS

Mar. 01, 2002 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Mar. 01, 2002 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Dec. 28, 2001 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Apr. 28, 1997 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Apr. 08, 1997 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Jan. 07, 1992 REGISTERED-PRINCIPAL REGISTER

May 14, 1991 PUBLISHED FOR OPPOSITION

Apr. 12, 1991 NOTICE OF PUBLICATION

Jan. 03, 1991 APPROVED FOR PUB - PRINCIPAL REGISTER

Jan. 03, 1991 ASSIGNED TO EXAMINER 66582

Dec. 13, 1990 ASSIGNED TO EXAMINER 66728

Maintenance Filings or Post Registration Information

Affidavit of Section 8 - Accepted



Continued Use:

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Jan. 07, 2012

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Feb. 23, 2012
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Mark Information

Mark Literal
Elements:

SWATCH

Standard Character
Claim:

No

Mark Drawing
Type:

5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Related Properties Information

Claimed Ownership
of US

Registrations:

1490111, 1664054, 1671076 and others

Child Of: 74248413

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: retail store services; namely, retail shops featuring watches, watch parts and watch accesories

International
Class(es):

042 - Primary Class U.S Class(es): 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Nov. 1991 Use in Commerce: Mar. 20, 1992

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Generated on: This page was generated by TSDR on 2017-01-26 11:05:57 EST

Mark: SWATCH

US Serial Number: 74801004 Application Filing
Date:

Feb. 21, 1992

US Registration
Number:

1799862 Registration Date: Oct. 19, 1993

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Sep. 04, 2013

Publication Date: Jul. 27, 1993



Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: SWATCH SA

Owner Address: 94, rue Jakob Stampfli
2501 Bienne SWITZERLAND

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jess M. Collen Docket Number: 34470

Attorney Primary
Email Address:

trademark@collenip.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Jess M. Collen
COLLEN IP INTELLECTUAL PROPERTY LAW, P.C.
80 South Highland Avenue
THE HOLYOKE-MANHATTAN BUILDING
TOWN OF OSSINING, NEW YORK UNITED STATES 10562

Phone: 9149415668

Correspondent e-
mail:

trademark@collenip.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Jess M. Collen Phone: 9149415668

Domestic
Representative e-

mail:

trademark@collenip.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Sep. 04, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Sep. 04, 2013 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 76985

Sep. 04, 2013 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 76985

Aug. 22, 2013 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED 76985

Sep. 04, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76985

Aug. 22, 2013 TEAS SECTION 8 & 9 RECEIVED

Sep. 12, 2007 CASE FILE IN TICRS

Sep. 06, 2003 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Sep. 06, 2003 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jun. 23, 2003 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Jun. 23, 2003 PAPER RECEIVED

Feb. 11, 2000 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Oct. 19, 1999 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Oct. 19, 1993 REGISTERED-PRINCIPAL REGISTER

Jul. 27, 1993 PUBLISHED FOR OPPOSITION

Jun. 25, 1993 NOTICE OF PUBLICATION

May 05, 1993 APPROVED FOR PUB - PRINCIPAL REGISTER

May 05, 1993 USE AMENDMENT ACCEPTED

May 03, 1993 AMENDMENT TO USE PROCESSING COMPLETE

Oct. 22, 1992 USE AMENDMENT FILED

May 03, 1993 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Jan. 08, 1993 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 22, 1992 CORRESPONDENCE RECEIVED IN LAW OFFICE



Dec. 29, 1992 DIVISIONAL PROCESSING COMPLETE

Apr. 23, 1992 NON-FINAL ACTION MAILED

Apr. 09, 1992 ASSIGNED TO EXAMINER 70428

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Oct. 19, 2013

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Sep. 04, 2013





 

 

EXHIBIT 4 



 

Mark Information

Mark Literal
Elements:

SWATCH

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership
of US

Registrations:

1356512, 2100605, 2217468 and others

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Jewelry, namely, earrings, necklaces, pendants, bracelets and rings

International
Class(es):

014 - Primary Class U.S Class(es): 002, 027, 028, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Aug. 2000 Use in Commerce: Aug. 2000

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Generated on: This page was generated by TSDR on 2017-01-26 11:07:12 EST

Mark: SWATCH

US Serial Number: 78124477 Application Filing
Date:

Apr. 26, 2002

US Registration
Number:

2752980 Registration Date: Aug. 19, 2003

Register: Principal

Mark Type: Trademark

Status: The registration has been renewed.

Status Date: Aug. 24, 2013

Publication Date: May 27, 2003



Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Swatch S.A. (Swatch A.G.) (Swatch Ltd.)

Owner Address: 94, rue Jakob Stampfli
Bienne CH-2501
SWITZERLAND

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jess M. Collen Docket Number: 78225

Attorney Primary
Email Address:

trademark@collenip.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Jess M. Collen
Collen IP Intellectual Property Law, P.C.
THE HOLYOKE-MANHATTAN BUILDING
80 South Highland Avenue
Ossining, NEW YORK 10562
UNITED STATES

Phone: (914) 941-5668 Fax: (914) 941-6091

Correspondent e-
mail:

trademark@collenip.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Jess M. Collen Phone: (914) 941-5668

Fax: (914) 941-6091

Domestic
Representative e-

mail:

trademark@collenip.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Aug. 24, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Aug. 24, 2013 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 70131

Aug. 24, 2013 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 70131

Aug. 08, 2013 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED 70131

Aug. 24, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 70131

Aug. 08, 2013 TEAS SECTION 8 & 9 RECEIVED

Mar. 25, 2011 NOTICE OF SUIT

Nov. 12, 2010 NOTICE OF SUIT

Jun. 25, 2009 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 60234

Jun. 25, 2009 ASSIGNED TO PARALEGAL 60234

May 04, 2009 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

May 04, 2009 PAPER RECEIVED

Jun. 23, 2008 CASE FILE IN TICRS

Aug. 19, 2003 REGISTERED-PRINCIPAL REGISTER

May 27, 2003 PUBLISHED FOR OPPOSITION

May 07, 2003 NOTICE OF PUBLICATION

Apr. 07, 2003 APPROVED FOR PUB - PRINCIPAL REGISTER

Feb. 03, 2003 CORRESPONDENCE RECEIVED IN LAW OFFICE

Feb. 03, 2003 PAPER RECEIVED

Nov. 14, 2002 FINAL REFUSAL MAILED



Oct. 09, 2002 CORRESPONDENCE RECEIVED IN LAW OFFICE

Oct. 09, 2002 PAPER RECEIVED

Aug. 14, 2002 NON-FINAL ACTION MAILED

Aug. 12, 2002 ASSIGNED TO EXAMINER 74284

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Aug. 19, 2013

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Aug. 24, 2013





 

 

EXHIBIT 5 



 

Mark Information

Mark Literal
Elements:

ESWATCH

Standard Character
Claim:

No

Mark Drawing
Type:

5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Color(s) Claimed: Color is not claimed as a feature of the mark.

Related Properties Information

International
Registration

Number:

0962367

International
Registration Date:

Apr. 07, 2008

Claimed Ownership
of US

Registrations:

1356512, 2752980

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Precious metals and their alloys, namely, white gold, yellow gold, pink gold, jewelry watches, precious stones, namely, diamond,
sapphire, ruby, emerald, horological and chronometric instruments, namely, watch cases, chronographs, chronometers for use as
watches, watches, watch movements

International
Class(es):

014 - Primary Class U.S Class(es): 002, 027, 028, 050

Class Status: ACTIVE

Basis: 66(a)

For: [ Retail store services in the field of horlogical instruments and jewellery, on-line retail store services in the field of horlogical
instruments and jewellery ]

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: SECTION 71 - CANCELLED

Generated on: This page was generated by TSDR on 2017-01-26 11:14:15 EST

Mark: ESWATCH

US Serial Number: 79053143 Application Filing
Date:

Apr. 07, 2008

US Registration
Number:

3554475 Registration Date: Dec. 30, 2008

Register: Principal

Mark Type: Trademark, Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: A partial Section 71 declaration has been accepted.

Status Date: Dec. 19, 2014

Publication Date: Oct. 14, 2008



Basis: 66(a)

For: [ Repair and maintenance of horological products and jewellery ]

International
Class(es):

037 - Primary Class U.S Class(es): 100, 103, 106

Class Status: SECTION 71 - CANCELLED

Basis: 66(a)

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: Yes Currently 66A: Yes

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: SWATCH AG (SWATCH SA) (SWATCH LTD)

Owner Address: Jakob-Stämpfli-Strasse 94
Biel/Bienne SWITZERLAND CH2502

Legal Entity Type: Société anonyme (Joint stock company, sociedad
anonima)

State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jess M. Collen Docket Number: Q277

Attorney Primary
Email Address:

trademark@collenip.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Jess M. Collen
Collen IP Intellectual Property Law, P.C.
80 South Highland Avenue
THE HOLYOKE-MANHATTAN BUILDING
Ossining, NEW YORK UNITED STATES 10562

Phone: 914-941-5668

Correspondent e-
mail:

trademark@collenip.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Jess M. Collen Phone: 914-941-5668

Domestic
Representative e-

mail:

trademark@collenip.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Oct. 24, 2015 PARTIAL INVALIDATION PROCESSED BY THE IB

Sep. 08, 2015 PARTIAL INVALIDATION OF REG EXT PROTECTION SENT TO IB

Sep. 08, 2015 INVALIDATION PROCESSED 76826

Aug. 19, 2015 PARTIAL INVALIDATION OF REG EXT PROTECTION CREATED

Dec. 19, 2014 NOTICE OF ACCEPTANCE OF SEC. 71 - E-MAILED

Dec. 19, 2014 REGISTERED - PARTIAL SEC 71 ACCEPTED 76874

Dec. 19, 2014 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76874

Dec. 01, 2014 TEAS SECTION 71 RECEIVED



Apr. 15, 2013 FINAL DECISION TRANSACTION PROCESSED BY IB

Apr. 09, 2009 FINAL DISPOSITION NOTICE SENT TO IB

Apr. 09, 2009 FINAL DISPOSITION PROCESSED 72589

Mar. 31, 2009 FINAL DISPOSITION NOTICE CREATED, TO BE SENT TO IB

Dec. 30, 2008 REGISTERED-PRINCIPAL REGISTER

Oct. 14, 2008 PUBLISHED FOR OPPOSITION

Sep. 24, 2008 NOTICE OF PUBLICATION

Sep. 10, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 59272

Sep. 10, 2008 ASSIGNED TO LIE 59272

Sep. 02, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 15, 2008 REFUSAL PROCESSED BY IB

Aug. 12, 2008 CORRECTION FROM IB ENTERED - NO REVIEW REQUIRED 68359

Aug. 07, 2008 CORRECTION TRANSACTION RECEIVED FROM IB

Aug. 05, 2008 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Aug. 05, 2008 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Aug. 05, 2008 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jul. 24, 2008 NON-FINAL ACTION MAILED - REFUSAL SENT TO IB

Jul. 24, 2008 REFUSAL PROCESSED BY MPU 68359

Jul. 24, 2008 NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW

Jul. 23, 2008 NON-FINAL ACTION WRITTEN 76463

Jul. 18, 2008 ASSIGNED TO EXAMINER 76463

Jun. 09, 2008 NEW APPLICATION ENTERED IN TRAM

Jun. 06, 2008 LIMITATION OF GOODS/SERVICES FROM IB ENTERED 68359

Jun. 05, 2008 SN ASSIGNED FOR SECT 66A APPL FROM IB

International Registration Information (Section 66a)

International
Registration

Number:

0962367 International
Registration Date:

Apr. 07, 2008

Priority Claimed
Flag:

Yes Date of Section 67
Priority Claim:

Nov. 28, 2007

Intl. Registration
Status:

REQUEST FOR EXTENSION OF PROTECTION
PROCESSED

Date of
International
Registration

Status:

Jun. 05, 2008

Notification of
Designation Date:

Jun. 05, 2008 Date of Automatic
Protection:

Feb. 07, 2010

International
Registration

Renewal Date:

Apr. 07, 2018

First Refusal Flag: Yes

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 71 - Accepted in Part

Change in
Registration:

Yes

TM Staff and Location Information

TM Staff Information

TM Attorney: FAIRBANKS, RONALD L Law Office
Assigned:

LAW OFFICE 117

File Location

Current Location: Not Found Date in Location: Dec. 19, 2014

Proceedings



Summary

Number of
Proceedings:

8

Type of Proceeding: Opposition

Proceeding
Number:

91221385 Filing Date: Apr 02, 2015

Status: Terminated Status Date: Jul 09, 2015

Interlocutory
Attorney:

MIKE WEBSTER

Defendant

Name: Guangzhou Nachuan E-Commerce Consultants Co., Ltd.

Correspondent
Address:

ZHUANG SHAOLIANG
CONVENTION PLAZA
3011 30F OFFICE TOWER
1 HARBOUR ROAD HONG KONG

Correspondent e-
mail:

efg.chkip@gmail.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

SOWATCHES Abandoned - After Inter-Partes Decision 86409689

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd.)

Correspondent
Address:

JESS M COLLEN
COLLEN IP
THE HOLYOKE MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

Correspondent e-
mail:

tgulick@collenip.com , docket@collenip.com , pmulhern@collenip.com

Associated marks

Mark Application Status Serial Number
Registration
Number

SWATCH Renewed 75977644 2217468

SWATCH Renewed 78124477 2752980

ESWATCH 707 79053143 3554475

ISWATCH 707 79053142 3567953

SWATCH Renewed 73506848 1356512

SWATCH Renewed 74079220 1671076

SWATCH Renewed 74578861 1980517

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 02, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 07, 2015 May 17, 2015

3 PENDING, INSTITUTED Apr 07, 2015

4 NOTICE OF DEFAULT May 28, 2015

5 BD DECISION: SUSTAINED Jul 09, 2015

6 TERMINATED Jul 09, 2015

Type of Proceeding: Opposition

Proceeding
Number:

91213808 Filing Date: Dec 04, 2013

Status: Terminated Status Date: Apr 23, 2014

Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: Autsorcing Beli 18 C.A.

Correspondent
Address:

ARTURO PEREZ-GUERRERO
LAW OFFICES OF ARTURO PEREZ-GUERRERO

 



PO BOX 9024163
SAN JUAN PR UNITED STATES , 00902-4163

Correspondent e-
mail:

arturo@perezguerrero.com; serviciosmarcaios@yahoo.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TS TSWATCH Abandoned - After Inter-Partes Decision 85954955

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd)

Correspondent
Address:

JEFFREY A LINDENBAUM
COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

Correspondent e-
mail:

jlindenbaum@collenip.com , docket@collenip.com

Associated marks

Mark Application Status Serial Number
Registration
Number

SWATCH Renewed 74079220 1671076

SWATCH Renewed 74801004 1799862

SWATCH Renewed 78124477 2752980

ESWATCH 707 79053143 3554475

ISWATCH 707 79053142 3567953

SWATCH Renewed 73506848 1356512

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 04, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 04, 2013 Jan 13, 2014

3 PENDING, INSTITUTED Dec 04, 2013

4 NOTICE OF DEFAULT Jan 30, 2014

5 BD DECISION: SUSTAINED Apr 23, 2014

6 TERMINATED Apr 23, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91211084 Filing Date: Jun 13, 2013

Status: Terminated Status Date: Aug 08, 2015

Interlocutory
Attorney:

GEORGE POLOGEORGIS

Defendant

Name: Town Enterprises LLC

Correspondent
Address:

ADAM B KENNER
LAW OFFICES OF ADAM B KENNER
175 SOUTHWEST 7 STREET , SUITE 2410
MIAMI FL UNITED STATES , 33130-2966

Correspondent e-
mail:

casey@wolfelawmiami.com , akenner@wolfelawmiami.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

X WATCH Abandoned - After Inter-Partes Decision 85807818

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd.)

Correspondent
Address:

JESS M COLLEN
COLLEN IP
THE HOLYOKE MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

Correspondent e- lmcandrews@collenip.com , docket@collenip.com



mail:

Associated marks

Mark Application Status
Serial
Number

Registration
Number

SWATCH Renewed 73506848 1356512

SWATCH Renewed 74079220 1671076

SWATCH Renewed 74801004 1799862

SWATCH Renewed 78124477 2752980

SWATCH Cancelled - Section 8 78194325 3799562

ESWATCH 707 79053143 3554475

ISWATCH 707 79053142 3567953

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jun 13, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 13, 2013 Jul 23, 2013

3 PENDING, INSTITUTED Jun 13, 2013

4 ANSWER Jul 18, 2013

5 P MOT TO STRIKE Aug 22, 2013

6 SUSP PEND DISP OF OUTSTNDNG MOT Aug 23, 2013

7 MOT TO AMEND ANS OR COUNTERCLAIM/AMENDED ANS OR COUNTERCLAIM Sep 13, 2013

8 P MOT TO STRIKE GRANTED; P MOT FOR DEFAULT DENIED; TRIAL DATES RESET Sep 30, 2013

9 P MOT TO AMEND PLEADING/AMENDED PLEADING Oct 18, 2013

10 ANSWER Oct 25, 2013

11 TRIAL DATES REMAIN AS SET Nov 25, 2013

12 STIP FOR EXT May 09, 2014

13 EXTENSION OF TIME GRANTED May 15, 2014

14 STIP FOR EXT Jul 21, 2014

15 EXTENSION OF TIME GRANTED Jul 21, 2014

16 STIP TO SUSP PEND SETTL NEGOTIATIONS Sep 18, 2014

17 SUSPENDED Sep 18, 2014

18 STIP TO SUSP PEND SETTL NEGOTIATIONS Nov 17, 2014

19 SUSPENDED Nov 17, 2014

20 P MOT TO COMPEL DISCOVERY Apr 16, 2015

21 SUSP PEND DISP OF OUTSTNDNG MOT Apr 21, 2015

22 P'S MOT TO COMPEL GRANTED AS CONCEDED; TRIAL DATES RESET Jun 09, 2015

23 P MOT FOR SANCTIONS Jul 10, 2015

24 SUSP PEND DISP OF OUTSTNDNG MOT Jul 10, 2015

25 BD DECISION: SUSTAINED Aug 08, 2015

26 TERMINATED Aug 08, 2015

Type of Proceeding: Opposition

Proceeding
Number:

91207391 Filing Date: Oct 09, 2012

Status: Terminated Status Date: Feb 01, 2013

Interlocutory
Attorney:

ROBERT COGGINS

Defendant

Name: Milano Concepts LLC

Correspondent
Address:

MILANO CONCEPTS LLC
129 ROWNTREE DAIRY ROAD, UNIT 2
WOODBRIDGE CANADA , L4L6C9

Correspondent e-
mail:

gary@milanoconcepts.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

EZ WATCH Abandoned - After Inter-Partes Decision 85458266



Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd.)

Correspondent
Address:

JESS M COLLEN
COLLEN IP
THE HOLYOKE MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

Correspondent e-
mail:

tgulick@collenip.com , ogelber@collenip.com , docket@collenip.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

SWATCH Renewed 73506848 1356512

POP SWATCH Renewed 73681174 1490111

SWATCH Renewed 74079220 1671076

SWATCH Renewed 78124477 2752980

ESWATCH 707 79053143 3554475

SWATCH Cancelled - Section 8 78194325 3799562

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 09, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 10, 2012 Nov 19, 2012

3 PENDING, INSTITUTED Oct 10, 2012

4 NOTICE OF DEFAULT Dec 06, 2012

5 BOARD'S DECISION: SUSTAINED Feb 01, 2013

6 TERMINATED Feb 01, 2013

Type of Proceeding: Cancellation

Proceeding
Number:

92055528 Filing Date: Apr 16, 2012

Status: Terminated Status Date: Feb 19, 2015

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: David Szellos

Correspondent
Address:

WILLIAM C WRIGHT
EPSTEIN DRANGEL LLP
60 EAST 42ND STREET, SUITE 2410
NEW YORK NY UNITED STATES , 10165

Correspondent e-
mail:

mail@ipcounselors.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

IWATCHZ Cancelled - Section 18 85304100 4070253

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd.)

Correspondent
Address:

JESS M COLLEN
COLLEN IP
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSING NY UNITED STATES , 10562

Correspondent e-
mail:

lmcandrews@collenip.com , docket@collenip.com

Associated marks

Mark Application Status Serial Number
Registration
Number

SWATCH Renewed 73506848 1356512

SWATCH Renewed 74079220 1671076

SWATCH Renewed 78124477 2752980

ISWATCH 707 79053142 3567953



ESWATCH 707 79053143 3554475

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 16, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 28, 2012 Jun 07, 2012

3 PENDING, INSTITUTED Apr 28, 2012

4 ANSWER Jun 07, 2012

5 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Jul 13, 2012

6 SUSPENDED Jul 13, 2012

7 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Aug 30, 2012

8 SUSPENDED Aug 30, 2012

9 STIPULATION FOR AN EXTENSION OF TIME Nov 21, 2012

10 EXTENSION OF TIME GRANTED Nov 21, 2012

11 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Feb 22, 2013

12 SUSPENDED Feb 22, 2013

13 STIP TO SUSP PEND SETTL NEGOTIATIONS Oct 21, 2013

14 SUSPENDED Oct 21, 2013

15 STIP TO SUSP PEND SETTL NEGOTIATIONS Dec 26, 2013

16 SUSPENDED Dec 26, 2013

17 STIP TO SUSP PEND SETTL NEGOTIATIONS Mar 24, 2014

18 SUSPENDED Mar 24, 2014

19 STIP FOR EXT Oct 09, 2014

20 EXTENSION OF TIME GRANTED Nov 18, 2014

21 VOLUNTARY SURRENDER OF REGISTRATION Dec 17, 2014

22 BD DECISION: GRANTED Feb 06, 2015

23 COMMR ORDER CANCELLING REG Feb 19, 2015

24 TERMINATED Feb 19, 2015

Type of Proceeding: Opposition

Proceeding
Number:

91203523 Filing Date: Jan 25, 2012

Status: Terminated Status Date: Jul 03, 2013

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: MrWatch Intellectual Holdings, LLC

Correspondent
Address:

SUZANNE K KETLER
ROETZEL & ANDRESS LPA
222 SOUTH MAIN STREET, SUITE 400
AKRON OH UNITED STATES , 44308-1500

Correspondent e-
mail:

SKetler@ralaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

MRWATCH Abandoned - After Inter-Partes Decision 85317209

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch LTD)

Correspondent
Address:

JEFFREY A LINDENBAUM
COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE MANHATTAN BUILDING, 80 SOUGH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

Correspondent e-
mail:

jlindenbaum@collenip.com , docket@collenip.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ISWATCH 707 79053142 3567953



SWATCH Renewed 74079220 1671076

SWATCH Renewed 74801004 1799862

SWATCH Renewed 78124477 2752980

POPSWATCH Renewed 73528332 1435443

SWATCH Cancelled - Section 8 74248413 1849657

ESWATCH 707 79053143 3554475

SWATCH Renewed 73506848 1356512

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 25, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 25, 2012 Mar 05, 2012

3 PENDING, INSTITUTED Jan 25, 2012

4 ANSWER Mar 05, 2012

5 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Mar 30, 2012

6 TRIAL DATES RESET Apr 06, 2012

7 AMENDED ANSWER May 03, 2012

8 P'S MOTION TO CONSOLIDATE Jul 17, 2012

9 CONSOLIDATED - PARENT; TRIAL DATES REMAIN AS LAST RESET Jul 24, 2012

10 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Jul 24, 2012

11 SUSPENDED Jul 24, 2012

12 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Sep 28, 2012

13 SUSPENDED Sep 28, 2012

14 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Nov 15, 2012

15 SUSPENDED Nov 15, 2012

16 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Jan 11, 2013

17 SUSPENDED Jan 11, 2013

18 STIP TO SUSP PEND SETTL NEGOTIATIONS Mar 05, 2013

19 SUSPENDED Mar 05, 2013

20 STIP TO SUSP PEND SETTL NEGOTIATIONS May 02, 2013

21 SUSPENDED May 02, 2013

22 W/DRAW OF APPLICATION Jun 11, 2013

23 BD DECISION: SUSTAINED Jul 03, 2013

24 TERMINATED Jul 03, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91203525 Filing Date: Jan 25, 2012

Status: Terminated Status Date: Jul 03, 2013

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: MrWatch Intellectual Holdings, LLC

Correspondent
Address:

SUZANNE K KETLER
ROETZEL & ANDRESS LPA
222 S MAIN STREET, SUITE 400
AKRON OH UNITED STATES , 44308-1500

Correspondent e-
mail:

sketler@ralaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

MRWATCH.COM Abandoned - After Inter-Partes Decision 85317242

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd.)

Correspondent
Address:

JEFFREY A LINDENBAUM
COLLEN IP
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE



OSSINING NY UNITED STATES , 10562

Correspondent e-
mail:

jlindenbaum@collenip.com , docket@collenip.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

SWATCH Renewed 73506848 1356512

ISWATCH 707 79053142 3567953

SWATCH Renewed 74079220 1671076

SWATCH Renewed 74801004 1799862

SWATCH Renewed 78124477 2752980

POPSWATCH Renewed 73528332 1435443

SWATCH Cancelled - Section 8 74248413 1849657

ESWATCH 707 79053143 3554475

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 25, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 25, 2012 Mar 05, 2012

3 PENDING, INSTITUTED Jan 25, 2012

4 ANSWER Mar 05, 2012

5 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Mar 30, 2012

6 TRIAL DATES RESET Apr 06, 2012

7 AMENDED ANSWER May 03, 2012

8 P'S MOTION TO CONSOLIDATE Jul 17, 2012

9 CONSOLIDATED - CHILD OF 91203523 Jul 24, 2012

10 BD DECISION: SUSTAINED Jul 03, 2013

11 TERMINATED Jul 03, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91190380 Filing Date: May 26, 2009

Status: Terminated Status Date: Dec 15, 2014

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: The Spark Agency, Inc.

Correspondent
Address:

ANNETTE P HELLER
HELLER & ASSOCIATES
400 CHESTERFIELD CENTER, SUITE 400
CHESTERFIELD MO UNITED STATES , 63017-5734

Correspondent e-
mail:

Tmattorneyheller@aol.com , tmattorneyturek@aol.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

SW:TCH Abandoned - After Inter-Partes Decision 77505539

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd.)

Correspondent
Address:

JEFFREY A LINDENBAUM
COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY UNITED STATES , 10562

Correspondent e-
mail:

jlindenbaum@collenip.com , docket@collenip.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

SWATCH Renewed 73506848 1356512



SWATCH Renewed 74079220 1671076

SWATCH Renewed 74801004 1799862

SWATCH Cancelled - Section 8 74248413 1849657

SWATCH Renewed 78124477 2752980

SWATCH Renewed 74641474 2050210

SWATCH Renewed 74579325 2100605

ISWATCH 707 79053142 3567953

ESWATCH 707 79053143 3554475

SWATCH INDIVIDUAL STATEMENT IR CANCELLED; US REGISTRATION CANCELLED 79022289 3291129

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE May 26, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 26, 2009 Jul 05, 2009

3 PENDING, INSTITUTED May 26, 2009

4 D MOT FOR EXT W/ CONSENT Jun 19, 2009

5 EXTENSION OF TIME GRANTED Jun 19, 2009

6 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 26, 2009

7 SUSPENDED Aug 26, 2009

8 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 01, 2009

9 SUSPENDED Dec 01, 2009

10 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jan 25, 2010

11 SUSPENDED Jan 25, 2010

12 D MOT FOR EXT W/ CONSENT Mar 29, 2010

13 EXTENSION OF TIME GRANTED Mar 29, 2010

14 ANSWER May 25, 2010

15 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Nov 19, 2010

16 SUSPENDED Nov 19, 2010

17 P MOT FOR EXT W/ CONSENT Jan 25, 2011

18 EXTENSION OF TIME GRANTED Jan 25, 2011

19 P MOT FOR EXT W/ CONSENT Mar 25, 2011

20 EXTENSION OF TIME GRANTED Mar 28, 2011

21 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS May 26, 2011

22 SUSPENDED May 26, 2011

23 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 24, 2011

24 SUSPENDED Aug 26, 2011

25 P MOT FOR EXT W/ CONSENT Oct 21, 2011

26 EXTENSION OF TIME GRANTED Oct 21, 2011

27 D CHANGE OF CORRESP ADDRESS Oct 26, 2011

28 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Feb 07, 2012

29 SUSPENDED Apr 12, 2012

30 P MOT TO AMEND PLEADING/AMENDED PLEADING Apr 16, 2012

31 P MOT TO AMEND PLEADING/AMENDED PLEADING Apr 16, 2012

32 D OPP/RESP TO MOTION Apr 25, 2012

33 P REPLY IN SUPPORT OF MOTION May 14, 2012

34 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 04, 2012

35 P MOT FOR EXT W/ CONSENT Jul 16, 2012

36 P NOTICE OF RELIANCE Jul 19, 2012

37 SUSPENDED Sep 04, 2012

38 PROCEEDINGS RESUMED Oct 01, 2012

39 AMENDED ANSWER Oct 09, 2012

40 STIPULATED PROTECTIVE ORDER Nov 26, 2012

41 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 14, 2012

42 PROCEEDINGS RESUMED Jan 17, 2013

43
STIPULATION CONFIRMING ACCEPTANCE OF P'S NOTICE OF RELIANCE FILED
7/19/12 Apr 05, 2013



44 STIPULATION AS TO FILING AND SEALING OF TESTIMONY DEPOSITION Jun 03, 2013

45 D TESTIMONY Jun 05, 2013

46 D EXHIBITS Jun 21, 2013

47 D EXHIBITS Jun 21, 2013

48 P TESTIMONY Jul 19, 2013

49 P TESTIMONY Jul 19, 2013

50 P TESTIMONY Jul 19, 2013

51 P TESTIMONY Jul 19, 2013

52 P TESTIMONY Jul 19, 2013

53 P TESTIMONY Jul 19, 2013

54 P CONFIDENTIAL TESTIMONY Jul 19, 2013

55 TRIAL DATES REMAIN AS SET Jul 30, 2013

56 P MOT FOR EXT W/ CONSENT Aug 15, 2013

57 EXTENSION OF TIME GRANTED Aug 21, 2013

58 P FINAL BRIEF: TM RULE 2.128 Oct 18, 2013

59 P CONFIDENTIAL FINAL BRIEF: TM RULE 2.128 Oct 18, 2013

60 D MOT FOR EXT W/ CONSENT Nov 13, 2013

61 D FINAL BRIEF: TM RULE 2.128 Dec 23, 2013

62 P REPLY BRIEF OR REBUTTAL BRIEF ON COUNTERCLAIM: TM RULE 2.128 Jan 07, 2014

63 P CONFIDENTIAL REBUTTAL BRIEF Jan 07, 2014

64 P REQ FOR ORAL HEARING Jan 17, 2014

65 REQUEST FOR AN ORAL HEARING ACKNOWLEDGED Feb 24, 2014

66 P CHANGE OF CORRESP ADDRESS Feb 26, 2014

67 ORAL HEARING SCHEDULED Apr 28, 2014

68 ORAL HEARING APPEARANCE RECORD Jun 26, 2014

69 BD DECISION: SUSTAINED Oct 01, 2014

70 TERMINATED Dec 15, 2014





 

 

EXHIBIT 6 



 

Mark Information

Mark Literal
Elements:

ISWATCH

Standard Character
Claim:

No

Mark Drawing
Type:

5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Color(s) Claimed: Color is not claimed as a feature of the mark.

Related Properties Information

International
Registration

Number:

0962366

International
Registration Date:

Apr. 07, 2008

Claimed Ownership
of US

Registrations:

1356512, 2752980

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: [ Precious metals and their alloys, namely, white gold, yellow gold, pink gold, jewelry watches, precious stones, namely, diamond,
sapphire, ruby, emerald, ] horological and chronometric instruments, namely, watch cases, chronographs, chronometers for use as
watches, watches, watch movements

International
Class(es):

014 - Primary Class U.S Class(es): 002, 027, 028, 050

Class Status: ACTIVE

Basis: 66(a)

For: [ Retail store services in the field of horological instruments and jewellery, on-line retail store services in the field of horological
instruments and jewellery ]

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: SECTION 71 - CANCELLED

Basis: 66(a)

For: [ Repair and maintenance of horological products and jewellery ]

International 037 - Primary Class U.S Class(es): 100, 103, 106

Generated on: This page was generated by TSDR on 2017-01-26 11:16:57 EST

Mark: ISWATCH

US Serial Number: 79053142 Application Filing
Date:

Apr. 07, 2008

US Registration
Number:

3567953 Registration Date: Jan. 27, 2009

Register: Principal

Mark Type: Trademark, Service Mark

Status: A partial Section 71 declaration has been accepted.

Status Date: Feb. 12, 2015

Publication Date: Nov. 11, 2008



Class(es):

Class Status: SECTION 71 - CANCELLED

Basis: 66(a)

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: Yes Currently 66A: Yes

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: SWATCH AG (SWATCH SA) (SWATCH LTD)

Owner Address: Jakob-Stämpfli-Strasse 94
CH-2502 Biel/Bienne
SWITZERLAND

Legal Entity Type: Société anonyme (Joint stock company, sociedad
anonima)

State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jess M. Collen Docket Number: M931

Attorney Primary
Email Address:

trademark@collenip.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Jess M. Collen
COLLEN IP Intellectual Property Law, PC
80 South Highland Avenue
Ossining, NEW YORK 10562
UNITED STATES

Phone: 9149415668 Fax: 9149416091

Correspondent e-
mail:

trademark@collenip.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Dec. 31, 2015 PARTIAL INVALIDATION PROCESSED BY THE IB

Nov. 18, 2015 PARTIAL INVALIDATION OF REG EXT PROTECTION SENT TO IB

Nov. 18, 2015 INVALIDATION PROCESSED 76826

Oct. 12, 2015 PARTIAL INVALIDATION OF REG EXT PROTECTION CREATED

Feb. 12, 2015 NOTICE OF ACCEPTANCE OF SEC. 71 - E-MAILED

Feb. 12, 2015 REGISTERED - PARTIAL SEC 71 ACCEPTED 76874

Feb. 11, 2015 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76874

Jan. 27, 2015 TEAS SECTION 71 RECEIVED

Apr. 15, 2013 FINAL DECISION TRANSACTION PROCESSED BY IB

May 11, 2009 FINAL DISPOSITION NOTICE SENT TO IB

May 11, 2009 FINAL DISPOSITION PROCESSED 68359

Apr. 28, 2009 FINAL DISPOSITION NOTICE CREATED, TO BE SENT TO IB

Jan. 27, 2009 REGISTERED-PRINCIPAL REGISTER

Nov. 11, 2008 PUBLISHED FOR OPPOSITION

Oct. 22, 2008 NOTICE OF PUBLICATION



Oct. 03, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 59272

Oct. 03, 2008 ASSIGNED TO LIE 59272

Sep. 23, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 23, 2008 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Sep. 23, 2008 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Sep. 23, 2008 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Aug. 15, 2008 REFUSAL PROCESSED BY IB

Aug. 12, 2008 CORRECTION FROM IB ENTERED - NO REVIEW REQUIRED 68359

Aug. 07, 2008 CORRECTION TRANSACTION RECEIVED FROM IB

Jul. 24, 2008 NON-FINAL ACTION MAILED - REFUSAL SENT TO IB

Jul. 24, 2008 REFUSAL PROCESSED BY MPU 68359

Jul. 24, 2008 NON-FINAL ACTION (IB REFUSAL) PREPARED FOR REVIEW

Jul. 23, 2008 NON-FINAL ACTION WRITTEN 76463

Jul. 18, 2008 ASSIGNED TO EXAMINER 76463

Jun. 09, 2008 NEW APPLICATION ENTERED IN TRAM

Jun. 06, 2008 LIMITATION OF GOODS/SERVICES FROM IB ENTERED 68359

Jun. 05, 2008 SN ASSIGNED FOR SECT 66A APPL FROM IB

International Registration Information (Section 66a)

International
Registration

Number:

0962366 International
Registration Date:

Apr. 07, 2008

Priority Claimed
Flag:

Yes Date of Section 67
Priority Claim:

Nov. 28, 2007

Intl. Registration
Status:

REQUEST FOR EXTENSION OF PROTECTION
PROCESSED

Date of
International
Registration

Status:

Jun. 05, 2008

Notification of
Designation Date:

Jun. 05, 2008 Date of Automatic
Protection:

Feb. 07, 2010

International
Registration

Renewal Date:

Apr. 07, 2018

First Refusal Flag: Yes

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 71 - Accepted in Part

Change in
Registration:

Yes

TM Staff and Location Information

TM Staff Information

TM Attorney: FAIRBANKS, RONALD L Law Office
Assigned:

LAW OFFICE 117

File Location

Current Location: Not Found Date in Location: Feb. 12, 2015

Proceedings

Summary

Number of
Proceedings:

11

Type of Proceeding: Opposition

Proceeding
Number:

91225203 Filing Date: Dec 02, 2015

Status: Terminated Status Date: Mar 04, 2016

 



Interlocutory
Attorney:

GEORGE POLOGEORGIS

Defendant

Name: HongKong Bailun Technology Limited

Correspondent
Address:

CHENG BIN
HONGKONG BAILUN TECHNOLOGY LIMITED
8/F KIU KIN MANSION 566 NATHAN RD, RM803D
HONG KONG 999077 HONG KONG

Correspondent e-
mail:

cathy-l@quick-res.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

IM WATCH Abandoned - After Inter-Partes Decision 86605342

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd.)

Correspondent
Address:

JOSEPH R DREITLER
DREITLER TRUE LLC
19 E KOSSUTH ST
COLUMBUS OH , 43206
UNITED STATES

Correspondent e-
mail:

jdreitler@ustrademarklawyer.com , mtrue@ustrademarklawyer.com , ahilton@ustrademarklawyer.com

Associated marks

Mark Application Status Serial Number
Registration
Number

SWATCH Renewed 73506848 1356512

SWATCH Renewed 74079220 1671076

SWATCH Renewed 74801004 1799862

SWATCH Renewed 78124477 2752980

ISWATCH 707 79053142 3567953

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 02, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 04, 2015 Jan 13, 2016

3 PENDING, INSTITUTED Dec 04, 2015

4 NOTICE OF DEFAULT Jan 23, 2016

5 BD DECISION: SUSTAINED Mar 04, 2016

6 TERMINATED Mar 04, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91221385 Filing Date: Apr 02, 2015

Status: Terminated Status Date: Jul 09, 2015

Interlocutory
Attorney:

MIKE WEBSTER

Defendant

Name: Guangzhou Nachuan E-Commerce Consultants Co., Ltd.

Correspondent
Address:

ZHUANG SHAOLIANG
CONVENTION PLAZA
3011 30F OFFICE TOWER
1 HARBOUR ROAD HONG KONG

Correspondent e-
mail:

efg.chkip@gmail.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

SOWATCHES Abandoned - After Inter-Partes Decision 86409689

Plaintiff(s)



Name: Swatch AG (Swatch SA) (Swatch Ltd.)

Correspondent
Address:

JESS M COLLEN
COLLEN IP
THE HOLYOKE MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY , 10562
UNITED STATES

Correspondent e-
mail:

tgulick@collenip.com , docket@collenip.com , pmulhern@collenip.com

Associated marks

Mark Application Status Serial Number
Registration
Number

SWATCH Renewed 75977644 2217468

SWATCH Renewed 78124477 2752980

ESWATCH 707 79053143 3554475

ISWATCH 707 79053142 3567953

SWATCH Renewed 73506848 1356512

SWATCH Renewed 74079220 1671076

SWATCH Renewed 74578861 1980517

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 02, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 07, 2015 May 17, 2015

3 PENDING, INSTITUTED Apr 07, 2015

4 NOTICE OF DEFAULT May 28, 2015

5 BD DECISION: SUSTAINED Jul 09, 2015

6 TERMINATED Jul 09, 2015

Type of Proceeding: Opposition

Proceeding
Number:

91213808 Filing Date: Dec 04, 2013

Status: Terminated Status Date: Apr 23, 2014

Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: Autsorcing Beli 18 C.A.

Correspondent
Address:

ARTURO PEREZ-GUERRERO
LAW OFFICES OF ARTURO PEREZ-GUERRERO
PO BOX 9024163
SAN JUAN PR , 00902-4163
UNITED STATES

Correspondent e-
mail:

arturo@perezguerrero.com; serviciosmarcaios@yahoo.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

TS TSWATCH Abandoned - After Inter-Partes Decision 85954955

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd)

Correspondent
Address:

JEFFREY A LINDENBAUM
COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY , 10562
UNITED STATES

Correspondent e-
mail:

jlindenbaum@collenip.com , docket@collenip.com

Associated marks

Mark Application Status Serial Number
Registration
Number

SWATCH Renewed 74079220 1671076

SWATCH Renewed 74801004 1799862



SWATCH Renewed 78124477 2752980

ESWATCH 707 79053143 3554475

ISWATCH 707 79053142 3567953

SWATCH Renewed 73506848 1356512

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 04, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 04, 2013 Jan 13, 2014

3 PENDING, INSTITUTED Dec 04, 2013

4 NOTICE OF DEFAULT Jan 30, 2014

5 BD DECISION: SUSTAINED Apr 23, 2014

6 TERMINATED Apr 23, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91211232 Filing Date: Jun 20, 2013

Status: Terminated Status Date: Sep 05, 2013

Interlocutory
Attorney:

ELIZABETH WINTER

Defendant

Name: TKS, société anonyme

Correspondent
Address:

MARTIN W SCHIFFMILLER
KIRCHSTEIN ISRAEL SCHIFFMILLER & PIERON
425 FIFTH AVENUE, 5TH FLOOR
NEW YORK NY , 10016-2223
UNITED STATES

Correspondent e-
mail:

mws@kirschsteinlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ICE WATCH Abandoned - After Inter-Partes Decision 79115988

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd)

Correspondent
Address:

JEFFREY A LINDENBAUM
COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY , 10562
UNITED STATES

Correspondent e-
mail:

jlindenbaum@collenip.com , docket@collenip.com

Associated marks

Mark Application Status Serial Number
Registration
Number

SWATCH Renewed 73506848 1356512

SWATCH Renewed 74079220 1671076

SWATCH Renewed 78124477 2752980

ISWATCH 707 79053142 3567953

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jun 20, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 22, 2013 Aug 01, 2013

3 PENDING, INSTITUTED Jun 22, 2013

4 D MOT FOR EXT W/ CONSENT Jul 26, 2013

5 EXTENSION OF TIME GRANTED Jul 26, 2013

6 W/DRAW OF APPLICATION Aug 23, 2013

7 BD DECISION: SUSTAINED Sep 05, 2013

8 TERMINATED Sep 05, 2013



Type of Proceeding: Opposition

Proceeding
Number:

91211084 Filing Date: Jun 13, 2013

Status: Terminated Status Date: Aug 08, 2015

Interlocutory
Attorney:

GEORGE POLOGEORGIS

Defendant

Name: Town Enterprises LLC

Correspondent
Address:

ADAM B KENNER
LAW OFFICES OF ADAM B KENNER
175 SOUTHWEST 7 STREET , SUITE 2410
MIAMI FL , 33130-2966
UNITED STATES

Correspondent e-
mail:

casey@wolfelawmiami.com , akenner@wolfelawmiami.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

X WATCH Abandoned - After Inter-Partes Decision 85807818

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd.)

Correspondent
Address:

JESS M COLLEN
COLLEN IP
THE HOLYOKE MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY , 10562
UNITED STATES

Correspondent e-
mail:

lmcandrews@collenip.com , docket@collenip.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

SWATCH Renewed 73506848 1356512

SWATCH Renewed 74079220 1671076

SWATCH Renewed 74801004 1799862

SWATCH Renewed 78124477 2752980

SWATCH Cancelled - Section 8 78194325 3799562

ESWATCH 707 79053143 3554475

ISWATCH 707 79053142 3567953

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jun 13, 2013

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 13, 2013 Jul 23, 2013

3 PENDING, INSTITUTED Jun 13, 2013

4 ANSWER Jul 18, 2013

5 P MOT TO STRIKE Aug 22, 2013

6 SUSP PEND DISP OF OUTSTNDNG MOT Aug 23, 2013

7 MOT TO AMEND ANS OR COUNTERCLAIM/AMENDED ANS OR COUNTERCLAIM Sep 13, 2013

8 P MOT TO STRIKE GRANTED; P MOT FOR DEFAULT DENIED; TRIAL DATES RESET Sep 30, 2013

9 P MOT TO AMEND PLEADING/AMENDED PLEADING Oct 18, 2013

10 ANSWER Oct 25, 2013

11 TRIAL DATES REMAIN AS SET Nov 25, 2013

12 STIP FOR EXT May 09, 2014

13 EXTENSION OF TIME GRANTED May 15, 2014

14 STIP FOR EXT Jul 21, 2014

15 EXTENSION OF TIME GRANTED Jul 21, 2014

16 STIP TO SUSP PEND SETTL NEGOTIATIONS Sep 18, 2014

17 SUSPENDED Sep 18, 2014



18 STIP TO SUSP PEND SETTL NEGOTIATIONS Nov 17, 2014

19 SUSPENDED Nov 17, 2014

20 P MOT TO COMPEL DISCOVERY Apr 16, 2015

21 SUSP PEND DISP OF OUTSTNDNG MOT Apr 21, 2015

22 P'S MOT TO COMPEL GRANTED AS CONCEDED; TRIAL DATES RESET Jun 09, 2015

23 P MOT FOR SANCTIONS Jul 10, 2015

24 SUSP PEND DISP OF OUTSTNDNG MOT Jul 10, 2015

25 BD DECISION: SUSTAINED Aug 08, 2015

26 TERMINATED Aug 08, 2015

Type of Proceeding: Cancellation

Proceeding
Number:

92055528 Filing Date: Apr 16, 2012

Status: Terminated Status Date: Feb 19, 2015

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: David Szellos

Correspondent
Address:

WILLIAM C WRIGHT
EPSTEIN DRANGEL LLP
60 EAST 42ND STREET, SUITE 2410
NEW YORK NY , 10165
UNITED STATES

Correspondent e-
mail:

mail@ipcounselors.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

IWATCHZ Cancelled - Section 18 85304100 4070253

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd.)

Correspondent
Address:

JESS M COLLEN
COLLEN IP
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSING NY , 10562
UNITED STATES

Correspondent e-
mail:

lmcandrews@collenip.com , docket@collenip.com

Associated marks

Mark Application Status Serial Number
Registration
Number

SWATCH Renewed 73506848 1356512

SWATCH Renewed 74079220 1671076

SWATCH Renewed 78124477 2752980

ISWATCH 707 79053142 3567953

ESWATCH 707 79053143 3554475

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Apr 16, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 28, 2012 Jun 07, 2012

3 PENDING, INSTITUTED Apr 28, 2012

4 ANSWER Jun 07, 2012

5 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Jul 13, 2012

6 SUSPENDED Jul 13, 2012

7 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Aug 30, 2012

8 SUSPENDED Aug 30, 2012

9 STIPULATION FOR AN EXTENSION OF TIME Nov 21, 2012

10 EXTENSION OF TIME GRANTED Nov 21, 2012

11 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Feb 22, 2013



12 SUSPENDED Feb 22, 2013

13 STIP TO SUSP PEND SETTL NEGOTIATIONS Oct 21, 2013

14 SUSPENDED Oct 21, 2013

15 STIP TO SUSP PEND SETTL NEGOTIATIONS Dec 26, 2013

16 SUSPENDED Dec 26, 2013

17 STIP TO SUSP PEND SETTL NEGOTIATIONS Mar 24, 2014

18 SUSPENDED Mar 24, 2014

19 STIP FOR EXT Oct 09, 2014

20 EXTENSION OF TIME GRANTED Nov 18, 2014

21 VOLUNTARY SURRENDER OF REGISTRATION Dec 17, 2014

22 BD DECISION: GRANTED Feb 06, 2015

23 COMMR ORDER CANCELLING REG Feb 19, 2015

24 TERMINATED Feb 19, 2015

Type of Proceeding: Opposition

Proceeding
Number:

91203523 Filing Date: Jan 25, 2012

Status: Terminated Status Date: Jul 03, 2013

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: MrWatch Intellectual Holdings, LLC

Correspondent
Address:

SUZANNE K KETLER
ROETZEL & ANDRESS LPA
222 SOUTH MAIN STREET, SUITE 400
AKRON OH , 44308-1500
UNITED STATES

Correspondent e-
mail:

SKetler@ralaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

MRWATCH Abandoned - After Inter-Partes Decision 85317209

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch LTD)

Correspondent
Address:

JEFFREY A LINDENBAUM
COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE MANHATTAN BUILDING, 80 SOUGH HIGHLAND AVENUE
OSSINING NY , 10562
UNITED STATES

Correspondent e-
mail:

jlindenbaum@collenip.com , docket@collenip.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ISWATCH 707 79053142 3567953

SWATCH Renewed 74079220 1671076

SWATCH Renewed 74801004 1799862

SWATCH Renewed 78124477 2752980

POPSWATCH Renewed 73528332 1435443

SWATCH Cancelled - Section 8 74248413 1849657

ESWATCH 707 79053143 3554475

SWATCH Renewed 73506848 1356512

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 25, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 25, 2012 Mar 05, 2012

3 PENDING, INSTITUTED Jan 25, 2012



4 ANSWER Mar 05, 2012

5 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Mar 30, 2012

6 TRIAL DATES RESET Apr 06, 2012

7 AMENDED ANSWER May 03, 2012

8 P'S MOTION TO CONSOLIDATE Jul 17, 2012

9 CONSOLIDATED - PARENT; TRIAL DATES REMAIN AS LAST RESET Jul 24, 2012

10 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Jul 24, 2012

11 SUSPENDED Jul 24, 2012

12 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Sep 28, 2012

13 SUSPENDED Sep 28, 2012

14 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Nov 15, 2012

15 SUSPENDED Nov 15, 2012

16 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Jan 11, 2013

17 SUSPENDED Jan 11, 2013

18 STIP TO SUSP PEND SETTL NEGOTIATIONS Mar 05, 2013

19 SUSPENDED Mar 05, 2013

20 STIP TO SUSP PEND SETTL NEGOTIATIONS May 02, 2013

21 SUSPENDED May 02, 2013

22 W/DRAW OF APPLICATION Jun 11, 2013

23 BD DECISION: SUSTAINED Jul 03, 2013

24 TERMINATED Jul 03, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91203525 Filing Date: Jan 25, 2012

Status: Terminated Status Date: Jul 03, 2013

Interlocutory
Attorney:

JENNIFER KRISP

Defendant

Name: MrWatch Intellectual Holdings, LLC

Correspondent
Address:

SUZANNE K KETLER
ROETZEL & ANDRESS LPA
222 S MAIN STREET, SUITE 400
AKRON OH , 44308-1500
UNITED STATES

Correspondent e-
mail:

sketler@ralaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

MRWATCH.COM Abandoned - After Inter-Partes Decision 85317242

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd.)

Correspondent
Address:

JEFFREY A LINDENBAUM
COLLEN IP
THE HOLYOKE-MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY , 10562
UNITED STATES

Correspondent e-
mail:

jlindenbaum@collenip.com , docket@collenip.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

SWATCH Renewed 73506848 1356512

ISWATCH 707 79053142 3567953

SWATCH Renewed 74079220 1671076

SWATCH Renewed 74801004 1799862

SWATCH Renewed 78124477 2752980

POPSWATCH Renewed 73528332 1435443



SWATCH Cancelled - Section 8 74248413 1849657

ESWATCH 707 79053143 3554475

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 25, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 25, 2012 Mar 05, 2012

3 PENDING, INSTITUTED Jan 25, 2012

4 ANSWER Mar 05, 2012

5 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Mar 30, 2012

6 TRIAL DATES RESET Apr 06, 2012

7 AMENDED ANSWER May 03, 2012

8 P'S MOTION TO CONSOLIDATE Jul 17, 2012

9 CONSOLIDATED - CHILD OF 91203523 Jul 24, 2012

10 BD DECISION: SUSTAINED Jul 03, 2013

11 TERMINATED Jul 03, 2013

Type of Proceeding: Opposition

Proceeding
Number:

91201676 Filing Date: Sep 19, 2011

Status: Terminated Status Date: Feb 25, 2014

Interlocutory
Attorney:

GEORGE POLOGEORGIS

Defendant

Name: Ice SA

Correspondent
Address:

DAVID B KIRSCHSTEIN
KIRSCHSTEIN ISRAEL SCHIFFMILLER PIERONI PC
425 5TH AVE , 5TH FLOOR
NEW YORK NY , 10016 2223
UNITED STATES

Correspondent e-
mail:

dbk@kirschsteinlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

ICE WATCH Abandoned - After Inter-Partes Decision 85043814

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd.)

Correspondent
Address:

JEFFREY A LINDENBAUM
COLLEN IP
THE HOLYOKE MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY , 10562
UNITED STATES

Correspondent e-
mail:

jlindenbaum@collenip.com , docket@collenip.com

Associated marks

Mark Application Status Serial Number
Registration
Number

SWATCH Renewed 73506848 1356512

ISWATCH 707 79053142 3567953

SWATCH Renewed 74079220 1671076

SWATCH Renewed 74801004 1799862

SWATCH Renewed 78124477 2752980

SWATCH Renewed 74641474 2050210

SWATCH Renewed 74579325 2100605

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Sep 19, 2011

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Sep 19, 2011 Oct 29, 2011



3 PENDING, INSTITUTED Sep 19, 2011

4 STIP TO SUSPEND PEND DISP CIV ACTION Oct 25, 2011

5 SUSPENDED Oct 25, 2011

6 RESPONSE DUE 30 DAYS (DUE DATE) Oct 25, 2012 Nov 24, 2012

7 P'S RESPONSE TO BOARD ORDER/INQUIRY Nov 26, 2012

8 SUSPENDED PENDING DISP OF CIVIL ACTION Nov 27, 2012

9 D MOT TO JOIN/SUBSTITUTE PARTY Mar 20, 2013

10 TRIAL DATES REMAIN AS SET Mar 21, 2013

11 RESPONSE DUE 30 DAYS (DUE DATE) Dec 01, 2013 Dec 31, 2013

12 D RESP TO BD ORDER/INQUIRY Dec 06, 2013

13 P RESP TO BD ORDER/INQUIRY Dec 23, 2013

14 SUSP PEND DISP OF CIVIL ACTION Jan 09, 2014

15 W/D OF APPLICATION AND OPPOSITION W/WRITTEN CONSENT Feb 24, 2014

16 BD DECISION: DISMISSED W/O PREJ Feb 25, 2014

17 TERMINATED Feb 25, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91193323 Filing Date: Jan 08, 2010

Status: Terminated Status Date: Mar 11, 2014

Interlocutory
Attorney:

YONG OH (RICHARD) KIM

Defendant

Name: TKS

Correspondent
Address:

DAVID B KIRSCHSTEIN
KIRSCHSTEIN ISRAEL SCHIFFMILLER & PIERONI
425 5TH AVENUE, FL 5
NEW YORK NY , 10016 2223
UNITED STATES

Correspondent e-
mail:

dbk@kirschsteinlaw.com , mws@kirschsteinlaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

ICE WATCH Registered 77572373 4829305

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd)

Correspondent
Address:

JESS M COLLEN
COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE MANHATTAN BUILDING , 80 SOUTH HIGHLAND AVENUE
OSSINING NY , 10562
UNITED STATES

Correspondent e-
mail:

jlindenbaum@collenip.com , docket@collenip.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

SWATCH Renewed 73506848 1356512

ISWATCH 707 79053142 3567953

SWATCH QUARTZ Cancelled - Section 8 73379925 1252863

SWATCH Renewed 74079220 1671076

SWATCH Renewed 74801004 1799862

SWATCH Renewed 78124477 2752980

SWATCH Renewed 74641474 2050210

SWATCH Renewed 74579325 2100605

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 08, 2010



2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 08, 2010 Feb 17, 2010

3 PENDING, INSTITUTED Jan 08, 2010

4 ANSWER Feb 16, 2010

5 STIPULATION FOR AN EXTENSION OF TIME Aug 10, 2010

6 EXTENSION OF TIME GRANTED Aug 10, 2010

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 12, 2010

8 SUSPENDED PENDING DISP OF CIVIL ACTION Oct 22, 2010

9 RESPONSE DUE 30 DAYS (DUE DATE) Oct 24, 2011 Nov 23, 2011

10 D'S RESPONSE TO BOARD ORDER/INQUIRY Oct 25, 2011

11 P'S RESPONSE TO BOARD ORDER/INQUIRY Oct 25, 2011

12 SUSPENDED PENDING DISP OF CIVIL ACTION Nov 03, 2011

13 RESPONSE DUE 30 DAYS (DUE DATE) Nov 06, 2012 Dec 06, 2012

14 P'S RESPONSE TO BOARD ORDER/INQUIRY Nov 26, 2012

15 SUSPENDED PENDING DISP OF CIVIL ACTION Jan 11, 2013

16 D MOT TO JOIN/SUBSTITUTE PARTY Mar 20, 2013

17 SUSP PEND DISP OF CIVIL ACTION Apr 15, 2013

18 W/DRAW OF OPPOSITION Feb 18, 2014

19 BD DECISION: DISMISSED W/O PREJ Mar 11, 2014

20 TERMINATED Mar 11, 2014

Type of Proceeding: Opposition

Proceeding
Number:

91190380 Filing Date: May 26, 2009

Status: Terminated Status Date: Dec 15, 2014

Interlocutory
Attorney:

ELIZABETH A DUNN

Defendant

Name: The Spark Agency, Inc.

Correspondent
Address:

ANNETTE P HELLER
HELLER & ASSOCIATES
400 CHESTERFIELD CENTER, SUITE 400
CHESTERFIELD MO , 63017-5734
UNITED STATES

Correspondent e-
mail:

Tmattorneyheller@aol.com , tmattorneyturek@aol.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

SW:TCH Abandoned - After Inter-Partes Decision 77505539

Plaintiff(s)

Name: Swatch AG (Swatch SA) (Swatch Ltd.)

Correspondent
Address:

JEFFREY A LINDENBAUM
COLLEN IP INTELLECTUAL PROPERTY LAW PC
THE HOLYOKE MANHATTAN BUILDING, 80 SOUTH HIGHLAND AVENUE
OSSINING NY , 10562
UNITED STATES

Correspondent e-
mail:

jlindenbaum@collenip.com , docket@collenip.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

SWATCH Renewed 73506848 1356512

SWATCH Renewed 74079220 1671076

SWATCH Renewed 74801004 1799862

SWATCH Cancelled - Section 8 74248413 1849657

SWATCH Renewed 78124477 2752980

SWATCH Renewed 74641474 2050210

SWATCH Renewed 74579325 2100605

ISWATCH 707 79053142 3567953



ESWATCH 707 79053143 3554475

SWATCH INDIVIDUAL STATEMENT IR CANCELLED; US REGISTRATION CANCELLED 79022289 3291129

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE May 26, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: May 26, 2009 Jul 05, 2009

3 PENDING, INSTITUTED May 26, 2009

4 D MOT FOR EXT W/ CONSENT Jun 19, 2009

5 EXTENSION OF TIME GRANTED Jun 19, 2009

6 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 26, 2009

7 SUSPENDED Aug 26, 2009

8 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 01, 2009

9 SUSPENDED Dec 01, 2009

10 D MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jan 25, 2010

11 SUSPENDED Jan 25, 2010

12 D MOT FOR EXT W/ CONSENT Mar 29, 2010

13 EXTENSION OF TIME GRANTED Mar 29, 2010

14 ANSWER May 25, 2010

15 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Nov 19, 2010

16 SUSPENDED Nov 19, 2010

17 P MOT FOR EXT W/ CONSENT Jan 25, 2011

18 EXTENSION OF TIME GRANTED Jan 25, 2011

19 P MOT FOR EXT W/ CONSENT Mar 25, 2011

20 EXTENSION OF TIME GRANTED Mar 28, 2011

21 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS May 26, 2011

22 SUSPENDED May 26, 2011

23 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Aug 24, 2011

24 SUSPENDED Aug 26, 2011

25 P MOT FOR EXT W/ CONSENT Oct 21, 2011

26 EXTENSION OF TIME GRANTED Oct 21, 2011

27 D CHANGE OF CORRESP ADDRESS Oct 26, 2011

28 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Feb 07, 2012

29 SUSPENDED Apr 12, 2012

30 P MOT TO AMEND PLEADING/AMENDED PLEADING Apr 16, 2012

31 P MOT TO AMEND PLEADING/AMENDED PLEADING Apr 16, 2012

32 D OPP/RESP TO MOTION Apr 25, 2012

33 P REPLY IN SUPPORT OF MOTION May 14, 2012

34 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Jun 04, 2012

35 P MOT FOR EXT W/ CONSENT Jul 16, 2012

36 P NOTICE OF RELIANCE Jul 19, 2012

37 SUSPENDED Sep 04, 2012

38 PROCEEDINGS RESUMED Oct 01, 2012

39 AMENDED ANSWER Oct 09, 2012

40 STIPULATED PROTECTIVE ORDER Nov 26, 2012

41 P MOT TO SUSP W/ CONSENT PEND SETTL NEGOTIATIONS Dec 14, 2012

42 PROCEEDINGS RESUMED Jan 17, 2013

43
STIPULATION CONFIRMING ACCEPTANCE OF P'S NOTICE OF RELIANCE FILED
7/19/12 Apr 05, 2013

44 STIPULATION AS TO FILING AND SEALING OF TESTIMONY DEPOSITION Jun 03, 2013

45 D TESTIMONY Jun 05, 2013

46 D EXHIBITS Jun 21, 2013

47 D EXHIBITS Jun 21, 2013

48 P TESTIMONY Jul 19, 2013

49 P TESTIMONY Jul 19, 2013

50 P TESTIMONY Jul 19, 2013



51 P TESTIMONY Jul 19, 2013

52 P TESTIMONY Jul 19, 2013

53 P TESTIMONY Jul 19, 2013

54 P CONFIDENTIAL TESTIMONY Jul 19, 2013

55 TRIAL DATES REMAIN AS SET Jul 30, 2013

56 P MOT FOR EXT W/ CONSENT Aug 15, 2013

57 EXTENSION OF TIME GRANTED Aug 21, 2013

58 P FINAL BRIEF: TM RULE 2.128 Oct 18, 2013

59 P CONFIDENTIAL FINAL BRIEF: TM RULE 2.128 Oct 18, 2013

60 D MOT FOR EXT W/ CONSENT Nov 13, 2013

61 D FINAL BRIEF: TM RULE 2.128 Dec 23, 2013

62 P REPLY BRIEF OR REBUTTAL BRIEF ON COUNTERCLAIM: TM RULE 2.128 Jan 07, 2014

63 P CONFIDENTIAL REBUTTAL BRIEF Jan 07, 2014

64 P REQ FOR ORAL HEARING Jan 17, 2014

65 REQUEST FOR AN ORAL HEARING ACKNOWLEDGED Feb 24, 2014

66 P CHANGE OF CORRESP ADDRESS Feb 26, 2014

67 ORAL HEARING SCHEDULED Apr 28, 2014

68 ORAL HEARING APPEARANCE RECORD Jun 26, 2014

69 BD DECISION: SUSTAINED Oct 01, 2014

70 TERMINATED Dec 15, 2014





 

 

EXHIBIT 7 



 

Mark Information

Mark Literal
Elements:

SWATCH THE EYES

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Foreign Information

Priority Claimed: Yes

Foreign
Application

Number:

51913/2015 Foreign
Application Filing

Date:

Feb. 18, 2015

Foreign
Registration

Number:

673005 Foreign
Registration Date:

May 12, 2015

Foreign
Application/Registration

Country:

SWITZERLAND Foreign Expiration
Date:

Feb. 18, 2025

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Optical glasses, sunglasses, magnifying glasses; cases for optical glasses, sunglasses, magnifying glasses; chains for optical glasses,
sunglasses, magnifying glasses

International
Class(es):

009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a) 44(e)

First Use: Mar. 15, 2016 Use in Commerce: Mar. 15, 2016

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Generated on: This page was generated by TSDR on 2017-01-26 11:18:40 EST

Mark: SWATCH THE EYES

US Serial Number: 86722611 Application Filing
Date:

Aug. 12, 2015

US Registration
Number:

5028439 Registration Date: Aug. 23, 2016

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Aug. 23, 2016

Publication Date: Feb. 16, 2016 Notice of
Allowance Date:

Apr. 12, 2016



Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: Yes Currently 44D: No Amended 44D: No

Filed 44E: Yes Currently 44E: Yes Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Swatch AG (Swatch SA) (Swatch Ltd.)

Owner Address: Jakob-Stämpfli-Strasse 94
2502 Biel/Bienne
SWITZERLAND

Legal Entity Type: CORPORATION State or Country
Where Organized:

SWITZERLAND

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jess M. Collen Docket Number: R806

Attorney Primary
Email Address:

trademark@collenip.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

JESS M. COLLEN
Collen Ip Intellectual Property Law P C
80 S Highland Ave
Ossining, NEW YORK 10562-5615
UNITED STATES

Phone: (914) 941-5668 Fax: (914) 941-6091

Correspondent e-
mail:

trademark@collenip.com Correspondent e-
mail Authorized:

Yes

Domestic Representative

Domestic
Representative

Name:

Jess M. Collen Phone: (914) 941-5668

Fax: (914) 941-6091

Domestic
Representative e-

mail:

trademark@collenip.com Domestic
Representative e-
mail Authorized:

Yes

Prosecution History

Date Description
Proceeding
Number

Aug. 23, 2016 REGISTERED-PRINCIPAL REGISTER

Jul. 16, 2016 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Jul. 15, 2016 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jul. 14, 2016 STATEMENT OF USE PROCESSING COMPLETE 66600

Jun. 17, 2016 USE AMENDMENT FILED 66600

Jul. 14, 2016 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66600

Jun. 17, 2016 TEAS STATEMENT OF USE RECEIVED

Apr. 12, 2016 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Feb. 16, 2016 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Feb. 16, 2016 PUBLISHED FOR OPPOSITION

Jan. 27, 2016 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Jan. 14, 2016 LAW OFFICE PUBLICATION REVIEW COMPLETED 70468

Jan. 07, 2016 APPROVED FOR PUB - PRINCIPAL REGISTER

Jan. 06, 2016 TEAS/EMAIL CORRESPONDENCE ENTERED 70468

Jan. 06, 2016 CORRESPONDENCE RECEIVED IN LAW OFFICE 70468

Jan. 04, 2016 ASSIGNED TO LIE 70468



Dec. 10, 2015 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Nov. 25, 2015 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Nov. 25, 2015 NON-FINAL ACTION E-MAILED 6325

Nov. 25, 2015 NON-FINAL ACTION WRITTEN 76144

Nov. 25, 2015 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Nov. 25, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 25, 2015 ASSIGNED TO EXAMINER 76144

Aug. 17, 2015 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Aug. 17, 2015 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jul. 15, 2016



Reg. No. 5,028,439 

Registered Aug. 23, 2016 

Int. Cl.: 9

Trademark

Principal Register 

Swatch AG (Swatch SA) (Swatch Ltd.) (SWITZERLAND CORPORATION)

Jakob-Stämpfli-Strasse 94

2502 Biel/Bienne SWITZERLAND

CLASS 9: Optical glasses, sunglasses, magnifying glasses; cases for optical glasses,

sunglasses, magnifying glasses; chains for optical glasses, sunglasses, magnifying glasses

FIRST USE 3-15-2016; IN COMMERCE 3-15-2016

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY

PARTICULAR FONT STYLE, SIZE OR COLOR

PRIORITY CLAIMED UNDER SEC. 44(D) ON SWITZERLAND APPLICATION NO.

51913/2015, FILED 02-18-2015, REG. NO. 673005, DATED 05-12-2015, EXPIRES

02-18-2025

SER. NO. 86-722,611, FILED 08-12-2015

JULIE A WATSON, EXAMINING ATTORNEY
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