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I.
A.

STATEMENT OF JURISDICTION

District Court Jurisdiction

The District Court had subject matter jurisdiction under 28 U.S.C. §§ 1331
and 1338(a).
B.

Court’s Jurisdiction

This Court has jurisdiction under 28 U.S.C. § 1291 because the Order
appealed from was a final determination of all claims by all parties.
C.

Timeliness

The Judgment appealed from was entered on December 14, 2016. The
Notice of Appeal was filed on January 10, 2017. This appeal is timely, pursuant to
Rule 4 of the Federal Rules of Appellate Procedure.
II.

QUESTIONS PRESENTED

Appellant’s alleged federal and common law trademark infringement and
copyright infringement.

The court granted Defendants-Appellees’ motion for

summary judgment. The court held that Defendants-Appellees’ unclean hands
defense barred Plaintiff’s trademark infringement claims based on its LIFE IS
BEAUTIFUL mark. The Order expressly applied to Plaintiff’s Lanham Act §
32(1) claim that was based on eight merchandise trademark registrations―which
were

voluntarily

surrendered

before

Defendants

moved

for

summary

judgment―the court also rejected Plaintiff’s § 43(a) and other claims based on its
common law rights. The court also made its holding applicable to a ninth federal
trademark registration in Class 41, which was never at issue in the pleadings or the
summary judgment motion. The following questions are presented:

1
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1.

Whether the court erred in rendering an advisory opinion on moot

claims?
2.

Whether the court erred in finding unclean hands where Defendants

failed to establish the defense with clear and convincing evidence, and where the
court weighed evidence, assumed facts, and drew all inferences in favor of the
moving party?
3.

Whether the court erred by dismissing AA’s common law trademark

infringement claims on the basis that AA committed fraud on the USPTO?
4.

Whether the court erred by including AA’s ninth registration (Class

41) in the judgment as to which Defendants did not allege fraud or unclean hands.
5.

Whether the court erred by ignoring AA’s evidence of copying and

infringement of AA’s trademark Pop Heart, and drawing all inferences in favor of
moving parties?
III.
A.

STATEMENT OF THE CASE

Nature of the Case

Plaintiff-Appellant Amusement Art, LLC (“AA”) appeals from the final
judgment of the district court, entered on December 14, 2016, in favor of
Defendants-Appellees Life is Beautiful, LLC (“LIB”) and Downtown Las Vegas
Management, LLC (“DLVM”) (collectively “Defendants”) on all of AA’s claims
and all of Defendants’ counterclaims. The judgment was predicated on the Court’s
grant of Defendants’ motions for summary judgment. AA in its First Amended
Complaint alleged trademark infringement under section 32(1) of the Lanham Act
(Count 1), unfair competition, false designation of origin, passing off and false
advertising under § 43(a) of the Lanham Act (Count 2), copyright infringement
(Count 3), unfair competition in violation of California Business and Professions
2
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Code section 17200, et seq. (Count 4), common law trademark infringement and
unfair competition under California law (Count 5), and declaratory relief (Count
6). The district court ruled that AA had committed fraud on the United States
Patent and Trademark Office (“USPTO”) as to eight merchandise trademark
registrations that were related to the subject matter of the pending claims. While
the court conceded that a ninth trademark, registered in Class 41 under which the
phrase “LIFE IS BEAUTIFUL” was used in connection with art exhibitions and
festivals was a “closer question,” that LIB had not alleged unclean hands as to that
registration, and AA did not seek relief as to that registration, it nonetheless swept
in AA’s claims as to that trademark as well. The trial court resolved myriad issues
of material fact in contravention of its responsibilities under Federal Rules of Civil
Procedure, Rule 56. The errors of the court below constituted manifest prejudicial
error.
B.

Procedural History

On October 24, 2014, AA filed its initial Complaint. Defendants Answered
on January 25, 2015. On August 3, 2015, AA filed a motion to file a First
Amended Complaint. It was granted on November 6, 2015. AA’s First Amended
Complaint (“FAC”) was filed on November 20, 2015. On December 3, 2015,
Defendants filed their Amended Answer and Counterclaims. On July 5, 2016,
Defendants filed three motions for summary judgment: (1) by LIB for summary
judgment on all of AA’s claims; (2) by LIB and DLVM for summary judgment on
Defendants’ counterclaims for cancellation of AA’s eight merchandise federal
trademark registrations; (3) by DLVM on all of AA’s claims. Defendants’ motions
were heard on November 14, 2016.

3
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C.

Disposition Below

On November 29, 2016, the court entered its Order, with written opinion,
granting:

LIB’s motion for summary judgment on all of AA’s claims, and

Defendants’ motion for summary judgment on Defendants’ counterclaims for
cancellation of AA’s eight merchandise trademark registrations. On December 14,
2016, the court entered its Order dismissing AA’s FAC in its entirety.
IV.
A.

STATEMENT OF FACTS

The Parties

The parties to this appeal both host social art events built around a street art
theme. In June 2008, Mr. Brainwash’s debut art show was promoted under AA’s
LIFE IS BEAUTIFUL mark. The show drew over 50,000 attendees and was the
subject of the Academy Award nominated film “Exit Through The Gift Shop”
(“Exit”). Since 2008, AA has held numerous other LIFE IS BEAUTIFUL shows
in the United States, Europe, and Asia, with the shows only increasing in
popularity and global attendance. Most or all of the LIFE IS BEAUTIFUL shows
were promoted with AA’s “Pop Heart” a splashed paint heart design.
In 2013, after becoming aware of Brainwash and his widespread popularity,
LIB began using “LIFE IS BEAUTIFUL” as the name of its art and music festival
in a near identical depiction to that of AA’s. LIB has held its art and music festival
annually since 2013.

For the first two years LIB used the name “LIFE IS

BEAUTIFUL” coupled with a splashed paint heart confusingly similar to
Brainwash and AA’s “Pop Heart.” Subsequently, LIB dropped the splashed heart
and altered its logo such that it now appears to be in neon tubing.

4
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AA
AA is a small, family-owned company that holds copyright and trademark
registrations for art created by family member and street artist Thierry Guetta,
professionally known as “Mr. Brainwash” (“Brainwash”) ER 12. Until recently,
AA’s trademark registrations were prepared and filed by family members, namely
Patrick Guetta, Thierry’s brother, and Debora Guetta, Thierry’s wife, neither of
whom have any legal background or training. ER 185-190. Thierry and Patrick
Guetta immigrated to the United States from France as young adults, and Debora
Guetta immigrated from Italy. English is not the native language for Thierry,
Patrick, or Debora. ER 185-190. In addition to its common law rights, AA holds a
federal trademark registration for the word mark LIFE IS BEAUTIFUL in Class 41
for “arranging, organizing, conducting, and hosting social entertainment events, art
exhibition services, art exhibitions” among other things. ER 632.
During the course of the underlying litigation, AA voluntarily surrendered
eight other U.S. trademark registrations filed by Patrick Guetta and Debora Guetta
in various merchandise classes, upon learning of errors in the registrations and
after informing Appellees it intended to do so. ER 637-646. LIB’s claim of
“unclean hands,” arises from certain errors appearing in these eight registrations.
LIB asserted that AA committed fraud on the USPTO in the registrations. AA
vigorously denies any fraud and that, at the very least, those claims raised triable
issues of fact that the trial court simply ignored in granting Defendants’ motion for
summary relief.
LIB
LIB is a large corporate organization run by Las Vegas casino owner
Andrew Donner and funded by wealthy venture capitalist, Tony Hsieh.

ER

250;313. Its sole purpose is to operate the LIFE IS BEAUTIFUL art and music
5
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festival. LIB was aware of AA’s LIFE IS BEAUTIFUL and Pop Heart trademarks
and designs when selecting the name, aesthetic, and mark for the LIFE IS
BEAUTIFUL festival. ER 451-473.
LIB retains experienced trademark attorneys to handle its trademark
registrations. ER 483-490. On August 14, 2014, over a year into negotiations with
AA regarding LIB obtaining AA’s consent to allow LIB to use the LIFE IS
BEAUTIFUL mark for its festival, LIB secretly filed applications with the USPTO
in Class 41 for “LIFE IS BEAUTIFUL” and “LIFE IS BEAUTIFUL” coupled with
a splashed paint heart for services including “fashion shows and exhibitions” and
“film.” ER 483-490.1 There is no evidence that LIB ever held any fashion shows
or fashion exhibitions, or screened any films at their festival. After the underlying
lawsuit was filed on October 24, 2014, LIB’s attorneys abandoned the applications,
purportedly through inadvertence. ER 968-969. LIB’s counsel failed to timely
oppose AA’s Class 41 trademark application claiming ignorance that AA’s
application had been published for opposition. ER 969. On June 27, 2016, during
the underlying litigation, LIB’s counsel again applied for a Class 41 trademark
registration for the word mark LIFE IS BEAUTIFUL.

In LIB’s June 2016

application, LIB represented different services, “first use” and “first use in

1

LIB’s August 14, 2014 applications appear to include errors. For example,
LIB declared that its “first use” of the “LIFE IS BEAUTIFUL” mark was May 19,
2012, and its “first use in commerce” was November 13, 2012. ER 485. The
applications also listed services LIB does not offer, e.g., “film.” In subsequent
applications filed on June 27, 2016, LIB changed dates as well as the services
listed. ER 968. The district court took no issue with LIB’s erroneous submissions
to the USPTO, yet concluded AA committed fraud for similar errors on AA’s
applications which were prepared by lay persons with no legal training or
background and for whom English was not their native language. ER 18;185-190.
6
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commerce” dates than previously represented on its August 2014 applications. ER
968. The USPTO refused LIB’s June 2016 applications due to the likelihood of
confusion with AA’s Class 41 LIFE IS BEAUTIFUL registration. ER 116-119.2
B.

AA’s LIFE IS BEAUTIFUL Trademark Is Regularly Used To
Promote Mr. Brainwash’s Successful Art Show Events

Brainwash and AA have built the LIFE IS BEAUTIFUL mark into a
worldwide brand. Brainwash’s debut art show event―which was promoted under
the LIFE IS BEAUTIFUL mark―dominated the cover of LA Weekly which
dubbed it “a DIY spectacle only money and moxie could buy.” ER 959. Famed
street artist Banksy endorsed. Brainwash and his first LIFE IS BEAUTIFUL show
saying “Mr. Brainwash is a force of nature. He’s a phenomenon.” ER 958.
Shepard Fairey, a famous artist and founder of “OBEY,” performed as the DJ of
the event and also offered his endorsement: “Mr. Brainwash is an enigma ... he is
awesome, infuriating ... but ... MBW is definitely an artist.” ER 958;962.
Based on the success of Brainwash’s debut LIFE IS BEAUTIFUL show, the
Guettas increased their financial investment in the trademark and Brainwash began
holding numerous other LIFE IS BEAUTIFUL art show events in the United
States, Europe, and Asia. ER 546-547;550;564;570;580;591;606;614. The shows
were extremely successful, widely covered in the press and attracted attendees
from all over the world. ER 546-631. AA’s 2010 “LIFE IS BEAUTIFUL: Icons”
art show in New York’s Meatpacking District was so popular it was extended and

2

The mistakes of LIB’s counsel in attempting to register the phrase renders
hollow LIB’s claims in the motion and the court’s conclusion that, as a matter of
law, AA’s assertion that any errors in its registration were the result of mistakes by
its non-lawyer representatives.
7
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promoted for an additional six months as the “LIFE IS BEAUTIFUL: Icons
Remixed” art show. ER 546-547. Brainwash had now shown both coasts the force
of his solo exhibitions.
AA’s next LIFE IS BEAUTIFUL show in 2010 was in a 25,000 square foot
building in South Beach, Miami, and dubbed “LIFE IS BEAUTIFUL: Under
Construction.” ER 547. During this time AA’s LIFE IS BEAUTIFUL shows drew
rave reviews and massive crowds with attendees from all over the world.
Brainwash then starred in “Exit,” a Banksy directed film about the street art
movement. ER 547. The film features Brainwash and culminates with AA’s debut
LIFE IS BEAUTIFUL show. “Exit” garnered numerous awards and accolades,
including a 2011 Academy Award nomination for “Best Documentary.” ER 547.
Exit solidified and expanded Brainwash’s celebrity from a famous street artist to
an international celebrity.
In 2011, Brainwash took the LIFE IS BEAUTIFUL art show to Odaiba,
Japan, then Miami with “LIFE IS BEAUTIFUL: Untitled” before returning to Los
Angeles for “LIFE IS BEAUTIFUL: Art Show 2011.”

ER 546-550;570.

According to the press, Christie’s and Phillips de Pury “took notice,” including
Brainwash’s work in high profile auctions, and in 2012 Sotheby’s featured
Brainwash in a contemporary art exhibit in Mexico. ER 547;563. Brainwash held
a LIFE IS BEAUTIFUL show at the London 2012 Summer Olympics, where the
event received massive press and was likened to “a really happening nightclub.”
ER 613.
The Guettas continue to self-finance every LIFE IS BEAUTIFUL show and
all advertising.

Each LIFE IS BEAUTIFUL show is advertised extensively,

including with promotional postcards which display AA’s LIFE IS BEAUTIFUL
trademark in true artistic fashion - upside down. ER 884-888;957-958. The
8
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presence of the mark on all of the promotional postcards evidences that “LIFE IS
BEAUTIFUL” is the title to every one of the shows and the trademark under which
every show is promoted. ER 438;884-888;957-958. The cost of a single LIFE IS
BEAUTIFUL show can easily surpass $1 million.
Brainwash and AA also create LIFE IS BEAUTIFUL branded products,
including sculptures of the word mark itself measuring from 5 1/2 inches to over
15 feet high. ER 697-698;715. Brainwash includes the AA LIFE IS BEAUTIFUL
trademark on the back of his art. ER 697. The LIFE IS BEAUTIFUL mark has
become the centerpiece of Brainwash’s (and AA’s) artistic persona and is
inextricably intertwined with the artist himself. There can be no dispute that the
LIFE IS BEAUTIFUL mark is a source identifier for AA via Brainwash, his work,
and his successful LIFE IS BEAUTIFUL events.

Even Michelle Obama

welcomed Brainwash to the White House to celebrate “LIFE IS BEAUTIFUL” in
connection with the White House’s “62 Million Girls” initiative. ER 491-494.3
C.

LIB’s Awareness of Brainwash and His “LIFE IS BEAUTIFUL”
Trademark

In April and May 2012, unemployed former Las Vegas casino employee
Rehan Choudhry, the person credited with the initial idea for the LIFE IS
BEAUTIFUL festival in Las Vegas, was working on a “pitch document” (“Pitch”)
for potential investors of his festival idea. ER 194-200. According to Choudhry,
the Pitch was intended to be an “early working overview” of the festival concept.

3

The trial court minimized this evidence, “there is evidence to suggest that
the mark is actually used with at least some of the claimed categories of goods.”
ER 21. The evidence does not support that conclusion. It shows regular, constant
and public use of the mark in commerce. At a minimum, this raises triable issues
of fact regarding the use of the Class 41 mark.
9
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Choudhry completed the Pitch by June 3, 2012 at the latest. ER 211. Numerous
images of Brainwash’s art and LIFE IS BEAUTIFUL trademark appear throughout
Choudhry’s Pitch starting on page one, which is dominated solely by a Brainwash
LIFE IS BEAUTIFUL work featuring the mark in large black all capital letters
against a white brick type background alongside an image of Billie Holiday (the
“Billie Holiday”). ER 452. Choudhry claimed he had no idea who Brainwash was
when he copied Brainwash’s Billie Holiday into the Pitch. ER 212-213.
Page four of the Pitch identifies a Brainwash work as “the inspiration” for
Defendants’ festival. ER 455. In this, as in many Brainwash works, AA’s LIFE IS
BEAUTIFUL mark is prominently featured in large, black all capital letters set
against a white brick type background. ER 455. Brainwash himself appears in the
mural on page four. ER 455.
Page 15 of the Pitch displays five more of Brainwash’s LIFE IS
BEAUTIFUL works, including a photograph of a LIFE IS BEAUTIFUL mural
appearing on the exterior wall of Brainwash’s debut LIFE IS BEAUTIFUL show
in 2008. Also included on page 15 is an exterior photograph of Brainwash’s studio
in Hollywood, California, over which a large LIFE IS BEAUTIFUL mural is
displayed. ER 465.
Page 16 of the Pitch is entitled “Life is beautiful art exhibit” and attaches a
hyperlink to a June 2008 “Graffhead” article about the enormous success of
Brainwash’s debut LIFE IS BEAUTIFUL show. ER 466. The Graffhead article
includes photographs of the crowd lined around the block and features Brainwash
murals depicting AA’s LIFE IS BEAUTIFUL trademark in the show, citing it as
“one of the hottest art exhibits in Los Angeles.” ER 468-473.
Choudhry’s Pitch includes a photograph of the LIFE IS BEAUTIFUL mark
on the exterior of Brainwash’s debut art show, which is identical to a photograph in
10
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the Graffhead article that Choudhry denied reading. ER 217;465;469. Despite the
fact that Choudhry: (1) repeatedly copied Brainwash’s LIFE IS BEAUTIFUL
trademark and various works into the Pitch; (2) called Brainwash’s work “the
inspiration” for the festival; and (3) copied a link to the article about Brainwash’s
debut LIFE IS BEAUTIFUL show into the document, Choudhry claimed, and the
court accepted, that he did not know who Brainwash was when assembling the
Pitch. ER 196-199;205-206.

This was error as the court failed to view this

evidence in the light most favorable to AA.
Choudry claimed he first heard of Brainwash after creating the Pitch but
before LIB’s November 2012 announcement, when LIB partner Joey Vanas saw
the Pitch and identified the LIFE IS BEAUTIFUL Billie Holiday as a Brainwash
creation. ER 194-196.
D.

LIB Names its Festival “LIFE IS BEAUTIFUL” and Confuses the
Public

On the strength of the LIFE IS BEAUTIFUL trademark and successful art
shows, as well as Brainwash’s popularity, Choudhry organized his venture and in
November 2012, LIB announced the “LIFE IS BEAUTIFUL” festival. ER 194.
The advertising, signage and logo in 2013 displayed “LIFE IS
BEAUTIFUL” nearly identically to AA’s trademark, i.e., in large, painted,
capitalized letters against a brick type background.

ER 430;924. To further

confuse the public, LIB coupled AA’s LIFE IS BEAUTIFUL with a splashed heart
image that was strikingly similar to AA’s well known “Pop Heart,”4 and used art

4

As will be discussed, in deciding that LIB was entitled to summary
judgement on the issue of the similarity of its heart design and that of AA the court
again usurped the fact-finding power of the jury.
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pieces created by Brainwash, and even photographs of Brainwash himself, in LIB’s
festival advertisements and on social media. ER 139;140;430.
When asked, graphic designer David Victor who worked with Choudhry on
the early branding for LIB’s festival in 2012, said Choudhry told him he came up
with the name LIFE IS BEAUTIFUL “in the shower, on the toilet, or in a dream or
something” after Choudhry’s own experience of having a heart attack and
changing his own life around.

ER 428-429.

Mr. Victor did not state, as

Defendants asserted and the court accepted, that Choudhry named the festival after
his sister’s depression and his desire that she see that the world is beautiful. Id.
Moreover, AA presented evidence that Choudhry misappropriated the name after
learning of Brainwash, his success and the LIFE IS BEAUTIFUL art shows with
the intent of capitalizing on his fame and the LIFE IS BEAUTIFUL brand. ER
451-467;468-477.

AA presented evidence that LIB misled the public into

believing Brainwash was sponsoring LIB’s festival. ER 139;430. Instead of
viewing this evidence in the light most favorable to AA and drawing all reasonable
inferences in AA’s favor, the court ignored AA’s evidence and viewed LIB’s
evidence in the light most favorable to LIB and drew all inferences in LIB’s favor,
the reverse of the correct standard of review.
For example, AA presented evidence that on May 11, 2013, LIB posted a
photo on social media of Brainwash creating a LIFE IS BEAUTIFUL mural. ER
139. LIB’s post of Brainwash made it appear as if Brainwash and AA were
affiliated with LIB’s festival, with LIB commenting on the photo “We couldn’t
agree more.”
AA also presented evidence of actual public confusion from LIB’s
infringing use of AA’s marks. For example, on May 31, 2013, AA received an
email from Gene Hutch saying:
12
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“Hello, I was visiting Las Vegas, and I noticed that the
Life Is Beautiful Festival is coming soon. I saw the heart
splash logo and realized that MBW must be involved! I
was just wondering if MBW will be in attendance for a
meet and greet, if he’ll be releasing prints, etc. If so, I’ll
gladly make the trip. I’ve always wanted to meet the
man, and him being in Vegas makes it very convenient
for me. Thanks and cheers!” ER 505.
On June 4, 2013, Pam Baker from CBS radio, inquiring about the LIB
festival, emailed Patrick Guetta asking:
“[i]s Mr. Brainwash part of this festival? It sure looks
like his artwork … and his slogan…??????” ER 504.
In October 2013, LIB blatantly used Brainwash’s LIFE IS BEAUTIFUL
Billie Holiday in an advertisement.

Notably, this was the same artwork that

Choudhry purportedly unknowingly copied into his original “Pitch” in May 2012.
The infringing advertisement used the Billie Holiday, underneath which in all
capital letters it read “WIN A FREE PAIR OF TICKETS TO LIFE IS
BEAUTIFUL” with the “LIFE IS BEAUTIFUL” lettering inserted by LIB
replicating lettering that had been painted onto a rougher surface, like a brick
background, as in Brainwash’s work. ER 430. Choudhry’s implausible excuse for
this use of Brainwash’s Billie Holiday was that festival sponsor Samsung
coincidentally found the same image that Choudhry did over a year earlier, and
placed the advertisement on the internet on its own, without LIB’s knowledge or
consent. ER 140;231-233;430;452. Using a Brainwash style splashed heart with
AA’s LIFE IS BEAUTIFUL mark was yet another example of LIB’s continued
effort to confuse and deceive the public in order to harness the popularity of AA’s
LIFE IS BEAUTIFUL brand and Brainwash and tap into his devoted fan base.
LIB’s success in deceiving the public with its ticket giveaway advertisement was
13
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confirmed with one confused follower commenting in response to the ad “HOW
Mr. Brainwash.” ER 430.
On November 9, 2014, a blogger confirmed that he was initially confused,
particularly by LIB’s use of a Brainwash style splashed paint heart with the mark
LIFE IS BEAUTIFUL saying “when I first heard the name of the Vegas fest I
assumed [Brainwash] was involved. A name is one thing, but using the paint heart
is gonna screw [LIB].” ER 523.
As recently as March 30, 2016, marketing agent Josh Rabbany emailed
Debora Guetta saying: “I have had multiple people and even a few of my hip hop
artists ask me about Thierry’s festival life is beautiful. I just wanted to know more
about it and how we can get involved in it.” ER 507. Rather than recognizing that
the evidence was certainly conflicting on key issues of fact and denying the motion
as Rule 56 jurisprudence requires, the court simply chose to ignore the above
evidence presented by AA and grant the summary judgment. This was prejudicial
error.
E.

LIB’s Efforts to Involve Brainwash With The LIB Festival to
Legitimize The Infringement

In May 2013, Choudhry sought out Patrick Guetta through a mutual
acquaintance. ER 228-229;935. The two did not connect. ER 481. In December
2013, Choudhry tried again, getting an introduction to AA studio assistant Justin
Murphy through another mutual acquaintance. ER 332;336-337. Choudhry told
Murphy he wanted Brainwash to work with the LIB festival. ER 332;336-337.
Choudhry mentioned wanting to do festivals with Brainwash in Chicago and
Austin as well as Las Vegas. ER 939. On December 7, 2013, Choudhry texted
Murphy saying “[g]reat meeting you the other night. Let’s chat this week about
Chicago/Austin.” ER 939. On December 18 Choudhry texted again asking Murphy
14
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to send his email saying “Definitely want to get something planned for next year.”
ER 939.
In January 2014, Choudhry emailed Murphy about hosting Brainwash for a
one night trip to Vegas. Choudhry said he wanted to ultimately write out “what a
30-day residency [for Brainwash] in October would look like.” ER 942.
Around January 2014, casino owner Andrew Donner replaced Rehan
Choudhry as CEO, and former talent agent Josh Ripple became LIB’s COO.
Choudhry, with Ripple, continued his efforts to involve Brainwash. On June
18, 2014, Choudhry and Ripple came to Los Angeles for dinner with Brainwash,
AA’s acting CFO Mikael Cohen, and AA’s trademark attorney Maurice Pilosof.
Ripple knew before the dinner that Brainwash had previously used “LIFE IS
BEAUTIFUL,” and admitted that the reason for the dinner “was to work out some
type of a relationship between Thierry, Mr. Brainwash, and the festival.” ER
377;380. At the dinner however, Brainwash became upset about LIB’s
infringement of his marks.

ER 369-379.

Ripple and Choudhry calmed the

situation by reassuring Brainwash that if they could not reach a mutually agreeable
business arrangement, LIB would change the name of the festival from LIFE IS
BEAUTIFUL to something else. ER 243. As a result, the dinner ended in “a very
comfortable situation.” ER 382.
At the end of the dinner Ripple promised to follow up to try to form a
relationship with Brainwash. ER 382;385-386. The next morning Ripple emailed
Pilosof saying “[h]opefully there’s an easy way to make everyone happy.” ER
943.
After learning Brainwash was upset at the dinner, Donner wanted to “meet
[Brainwash] personally” to try to smooth things over. ER 262. Donner invited
Brainwash to meet for cocktails on July 30 at the Montage hotel in Beverly Hills.
15
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Brainwash did not show but Donner met with Cohen for a few minutes.
Undeterred, Donner persuaded Brainwash to meet with him for breakfast the
following morning. ER 262. Donner brought former casino accountant Ryan
McDonald from LIB with him to the breakfast. Donner admitted knowing that
Brainwash was claiming rights to the LIFE IS BEAUTIFUL trademark and the
Pop Heart, and Donner wanted to try to find some middle ground where everybody
could cooperate. ER 263-264. After the breakfast, Donner invited Brainwash to
come visit LIB in Las Vegas to explore working together. ER 261;264.
Brainwash flew to Las Vegas with Murphy in August 2014. Donner took
Brainwash and Murphy on a walking tour of the area and the festival grounds,
trying to, in Murphy’s words “sell the festival to us.” ER 346-348. Donner invited
Brainwash and Murphy into LIB’s offices where he told them about future plans
and how unique the festival was. ER 348. Later, over lunch, Donner discussed
how Brainwash might be involved with the festival and raised LIB’s use of “LIFE
IS BEAUTIFUL.” Donner suggested that Brainwash accept payment from LIB for
the use of “LIFE IS BEAUTIFUL” and said he would send a proposal. ER 350.
Donner confirmed that he wanted to create a business proposal for Brainwash to
establish “some type of relationship and agreement.” ER 395-396.
On September 3, 2014, Cohen emailed Donner saying Brainwash was
“looking forward” to receiving the business proposal.

Donner responded on

September 8 saying he hoped to get something to AA “next week.” ER 537.
Thereafter, Ripple emailed the promised business proposal entitled
“Coexistence Agreement” (“Proposal”) to Cohen. ER 530-535. Ripple stated
“[Donner] and I are desirous to reach a fair resolution to the ongoing concerns.”
ER 530. Ripple explained that LIB wanted to “create a very good relationship with

16

Case: 17-55045, 10/12/2017, ID: 10616375, DktEntry: 22, Page 26 of 63

[Brainwash].” ER 403. In the Proposal, LIB acknowledged AA’s rights to the
LIFE IS BEAUTIFUL mark, stating:
“AA is the owner of certain rights in the mark LIFE IS
BEAUTIFUL…” and “LIB is desirous of avoiding any
conflict with AA over the use of its LIFE IS
BEAUTIFUL mark on and in connection with the
Festivals and LIB Merchandise.” ER 404;531.
The Proposal contained no financial proposal but contained a blank space for
Brainwash to fill in a dollar amount. ER 531. Shortly thereafter AA learned that
LIB had secretly filed trademark applications for “LIFE IS BEAUTIFUL” in
August 2014, and discussions ceased.
F.

LIB Changes Its Use of “LIFE IS BEAUTIFUL” and Ceases
Using the Pop Heart After AA Files This Action

For its first and second festivals in 2013 and 2014, LIB used a near exact
image of “LIFE IS BEAUTIFUL” as it typically appeared in Brainwash’s works,
i.e. in large, all capital, black lettering, as if it were painted on a rough surface and
against a white, textured or brick type background. ER 140;430;924. After the
underlying action was filed in September 2014, LIB discontinued using the
splashed heart design, and in 2015 LIB changed its depiction of “LIFE IS
BEAUTIFUL” to appear as if it was written in neon tubing. ER 925.
G.

AA’s Eight Merchandise Registrations

On August 13, 2012, Patrick Guetta, Thierry Guetta’s brother, filed six
Trademark/Service Mark Statements of Use for the mark “LIFE IS BEAUTIFUL”
with the United States Patent and Trademark Office. ER 188-190. On July 19,
2013 and September 20, 2013, Debora Guetta, Thierry Guetta’s wife, filed two
17
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Trademark/Service Mark Statements of Use for the mark “LIFE IS BEAUTIFUL”
with the United States Patent and Trademark Office (one on each day). ER 185187. In connection with the Statements of Use, AA submitted photographs of the
following specimens: (1) spray paint canisters; (2) packing tape; (3) bracelets; (4)
sculpture; (5) banner; (6) postcards; (7) bags; (8) cell phone case.
775;791;805;828;844;854;874;880.

The

photographs

depict

real

ER

products

developed and used by AA in connection with the LIFE IS BEAUTIFUL mark.
ER 281;284-285;288;292-294;298;299;301-303;1153-1154.

The photographs

were therefore not “deceptive” or “staged” as erroneously concluded by the court.
H.

AA’s Common Law Trademark Rights and AA’s Class 41
Trademark Registration

AA holds a federal trademark registration for the word mark “LIFE IS
BEAUTIFUL” in Class 41 for “arranging, organizing, conducting, and hosting
social entertainment events, art exhibition services, art exhibitions” among other
things. ER 963-964. The registration was issued on June 7, 2016, nearly two years
after the commencement of the underlying action and less than a month before LIB
filed its motions for summary judgment on July 5, 2016.
V.

SUMMARY JUDGMENT

On July 5, 2016, Defendants filed three motions for summary judgment.
The motions on which the court based the judgment that is the subject of this
appeal were Defendants’ motion for summary judgment on all of Plaintiff’s claims
on grounds including the defense of unclean hands in connection with its eight
merchandise registrations, an incidental part of Plaintiff’s case that Plaintiff was no
longer pursuing, and Defendants’ motion for summary judgment on their
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counterclaims for cancellation of the same eight cancelled merchandise
registrations.
While Defendants argued that all of AA’s claims should be dismissed on the
basis of unclean hands, Defendants made no evidentiary showing whatsoever as to
Plaintiff’s purported knowledge or intent when the registrations were filed, or
damages, all necessary elements in finding the existence of unclean hands.
Defendants merely argued that photographs submitted by Patrick Guetta and
Debora Guetta to the USPTO in connection with AA’s eight merchandise
registrations were “deceptive” and “staged,” that Patrick and Debora Guetta
knowingly deceived the USPTO, that some “potential users” of the mark might be
deterred, and that Defendants were harmed merely by being subjected to the
lawsuit which actually involved far more than just the eight merchandise
registrations. ER 1176-1180.
Despite the: (1) absence of evidence supporting the mens rea component
Defendants’ claim of unclean hands; (2) declarations supporting AA’s claim that
any errors in AA’s registrations were innocent and unintended; and (3) the
abundance of evidence demonstrating that a balancing of the equities would
strongly weigh against barring AA’s claims in favor of permitting LIB’s infringing
use, the court granted Defendants’ motions for summary judgment and dismissed
all of AA’s claims.
However the court did not stop there. In addition to barring AA’s claims
asserted in the underlying action, the court barred any future claims by AA relating
to the “LIFE IS BEAUTIFUL” mark, even any unasserted claims arising from
infringement of AA’s Class 41 registration, and entered judgment in favor of
Defendants including on all of their claims for cancellation of the eight
merchandise registrations that AA had previously voluntarily cancelled.
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VI.

SUMMARY OF ARGUMENT

The trial court erred in two major respects: (1) it ignored the limitations
imposed by Rule 56 when it recognized the existence of factual issues, but then
abrogated to itself the task of resolving them in violation of settled principles
regarding the duty of the court in ruling on Rule 56 motions, (2) in doing so, the
court below, in effect, became part of the defense team in that, in its effort to
repeatedly and improperly resolve factual issues, it assumed information that was
not in the evidentiary record before it and, based on its own mere assumptions,
determined the issues of material fact against appellants. Indeed, the court went
further and ruled on positions and arguments Defendants never asserted in the
motion.
Defendants’ principal argument was that Plaintiff could not assert violations
of certain trademarks because, according to Defendants, Plaintiff had perpetrated a
fraud upon the USPTO during the registration process relating to the “use”
requirement for trademark validity and was therefore guilty of unclean hands
which, in turn, vitiated its ability to enforce the questioned trademarks.
In response, Patrick Guetta and Debora Guetta, Thierry Guetta’s brother and
wife, respectively, and the individuals who filed the registrations at issue, filed
declarations showing that, having been involved in the trademark registration
process overseas, they had tried to register the trademarks in this country without
the benefit of counsel. ER 185-190. They stated that, to the extent, they made the
asserted errors in the registrations, those errors were not fraudulent but were the
result of innocent mistake. In fact, is undisputed that, when Plaintiff learned of the
problem it voluntarily cancelled the allegedly offending marks after first informing
Defendants of their intent to do so.
20
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The issue of whether the errors in the registrations were the result of fraud or
mistake was a clear issue of material fact the resolution of which went to the heart
of the case and should have been left to the jury at trial. Incredibly, the court, in the
absence of any evidentiary support concluded on its own that the fact that the
individuals who registered the trademarks had been in the country for many years
was, in itself, sufficient as a matter of law to resolve this issue against Plaintiff.
The questions of whether Patrick and Debora Guetta’s length of time in the country
or involvement in procuring extraterritorial marks precluded their claims of
mistake are evidentiary issues singularly appropriate for determination by the trier
of fact after a full plenary hearing. The court’s usurpation of the power to resolve
this issue was prejudicial error effectively turning Rule 56 on its head. This was
especially egregious in light of the fact that the defense of unclean hands, and,
indeed, of fraud, requires a proof by clear and convincing evidence to be
successful.
Defendants’ motion challenged eight of Plaintiff’s registrations on the
grounds of unclean hands. However, Plaintiff’s ninth registration, for Class 41,
that was issued during the course of the underlying action and is not a part of AA’s
claims, is the most important.

Despite the fact that there was no claim by

Defendants that this ninth registration was tainted by unclean hands or fraud, the
trial court concluded, without the benefit of any evidence, that the registration
should also be swept away on the same basis as the other eight registrations. The
ruling was not only unsupported by clear and convincing evidence—it was not
supported by any evidence.
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VII.

STANDARD OF REVIEW

The 9th Circuit reviews a grant of summary judgment de novo. Bagdadi v.
Nazar, 84 F.3d 1194, 1197 (9th Cir.1996). Its task is to determine, viewing the
evidence in the light most favorable to Appellants, whether any genuine issues of
material fact exist for trial and whether the court correctly applied the relevant
substantive law. Id.; United States v. City of Hayward, 36 F.3d 832, 835 (9th
Cir.1994). The Court does not weigh the evidence or determine the truth of
contested matters; it looks only to whether a material factual dispute remains for
trial. See Abdul–Jabbar v. General Motors Corp., 85 F.3d 407, 410 (9th Cir.1996).
“[O]n summary judgment the inferences to be drawn from the underlying
facts contained in such [evidentiary] materials must be viewed in the light most
favorable to the party opposing the motion.” US v. Diebold, Inc. 82 S.Ct. 993, 994
(1962).
The application of the unclean hands doctrine is reviewed for abuse of
discretion. Seller Agency Council, Inc. v. Kennedy Ctr. For Real Estate Educ.,
Inc., 621 F.3d 981, 986 (9th Cir. 2010). A trial court “abuses its discretion if it
does not apply the correct law or if it rests its decision on a clearly erroneous
finding of material fact.” Jeff D. v. Otter, 643 F.3d 278, 283 (9th Cir. 2011).
Under the applicable standard of review, the Court must view all evidence,
and draw all reasonable inferences, in the light most favorable to AA. The Court
must take AA’s allegations as true wherever possible and it must give AA the
benefit of the doubt if AA’s assertions conflict with Defendants’.

This is

particularly so in ruling on an unclean hands affirmative defense which carries the
heightened evidentiary standard of clear and convincing evidence demonstrating,
as Defendants assert here, AA’s fraudulent conduct relating to all claims asserted.
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VIII.
A.

LEGAL ARGUMENT

THE GRANT OF SUMMARY JUDGMENT ON ALL CAUSES
OF ACTION BASED ON AA’S LIFE IS BEAUTIFUL
TRADEMARK SHOULD BE VACATED BECAUSE 1) THE
DISTRICT COURT’S UNCLEAN HANDS DECISION WAS AN
IMPROPER ADVISORY OPINION, AND 2) MATERIAL
ISSUES OF FACT EXIST WITH RESPECT TO WHETHER AA
USED THE LIFE IS BEAUTIFUL MARK AS A TRADEMARK 5

The court lacked jurisdiction over AA’s LIFE IS BEAUTIFUL trademark
registrations and Defendants’ unclean hands defense is irrelevant to AA’s claims
based on its common law trademark rights. Further, AA’s surrender of its eight
merchandise registrations eliminated the court’s jurisdiction over Defendant’s
cancellation counterclaims, thereby rendering them moot. The court’s unclean
hands decision was thus an improper advisory opinion in violation of the Case or
Controversy Clause of Article III of the Constitution.
As an alternative basis for supporting its grant of summary judgment, the
court found that AA’s LIFE IS BEAUTIFUL mark does not actually function as a
trademark simply ignoring substantial evidence in the record from which a trier of
fact could reasonably conclude that AA used the LIFE IS BEAUTIFUL mark as a
trademark and that it functioned as a source identifier, thereby precluding summary
judgment.

5

Assuming, arguendo, this Court determines to reach the merits of
Defendants’ unclean hands defense, additional bases for reversing the district
court’s grant of summary judgment are set forth in Section VIII.B, infra, where
Appellant details numerous errors in the court’s application of Defendants’ unclean
hands defense.
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1.

The Court Did Not Have Jurisdiction Over AA’s Federal
Trademark Registrations And Defendants Cancellation
Counterclaims Were Moot

The Supreme Court recently summarized the “Case” and “Controversy”
requirements of Article III of the Constitution as follows:
Article III of the Constitution grants the Judicial Branch
authority to adjudicate “Cases” and “Controversies.” In
our system of government, courts have “no business”
deciding legal disputes or expounding on law in the
absence of such a case or controversy. . . . We have
repeatedly held that an “actual controversy” must exist
not only “at the time the complaint is filed,” but through
“all stages” of the litigation.
A case becomes moot—and therefore no longer a “Case”
or “Controversy” for purposes of Article III—“when the
issues presented are no longer ‘live’ or the parties lack a
legally cognizable interest in the outcome.” No matter
how vehemently the parties continue to dispute the
lawfulness of the conduct that precipitated the lawsuit,
the case is moot if the dispute “is no longer embedded in
any actual controversy about the plaintiffs’ particular
legal rights.”
Already, LLC v. Nike, Inc., 568 U.S. 85, 90-91 (2013). This test is clearly
met in the present case.
When AA discovered that the eight asserted merchandise registrations
contained certain inaccuracies, AA promptly and in good-faith voluntarily
surrendered them. ER 889-908. AA informed defendants that it would voluntarily
surrender its eight merchandise registrations asserted in the FAC on May 26, 2017,
and voluntarily surrendered all eight registrations on May 27, 2017, over one
month before Defendants filed their motions for summary judgment on July 5,
2017.

Counsel for Defendants did not object or otherwise protest to AA

surrendering the product registrations, rather, Defendants’ counsel indicated their
24
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consent, responding, “thank you for informing us of your intention to surrender
these registrations.” ER 637.
The surrender of AA’s eight asserted registrations mooted the court’s
jurisdiction over those trademark registrations and Defendants’ counterclaims
related thereto. See, e.g., Cigar King, LLC v. Corporacion Habanos, S.A., 560
Fed.Appx. 999, 1001 (Fed. Cir. 2014) (holding that appeal of Trademark Trial and
Appeal Board’s (TTAB’s) cancellation of two registrations became moot when
registrations became cancelled during appeal due to registrant’s failure to file
affidavits certifying marks were still in use as required by § 8 of the Lanham Act);
Fuller v. Heintz/Candee, 2008 WL 3200247 at *1-*2 (W.D. Wis. 2008)
(dismissing defendant’s cancellation counterclaims and related motion for
summary judgment as moot following plaintiff’s voluntary cancellation of his
federal trademark registration); Hall v. Beals, 396 U.S. 45, 90 S. Ct. 200, 200, 24
L. Ed. 2d 214 (1969) (“A case must involve present, live controversy if court is to
avoid advisory opinions on abstract propositions of law.”). Plaintiff’s voluntary
surrender of its eight asserted registrations provided the Defendants all the relief
they sought in their cancellation counterclaims, namely the cancellation of
Plaintiff’s registrations. Fuller 2008 WL 3200247 at *2 (“[D]efendant received
the relief she sought when plaintiff cancelled his own trademark.”); see also Nike
568 U.S. at 727-29, 732 (dismissing defendant’s counterclaim for cancellation of
Nike’s federal registration for lack of a live controversy after Nike issued
defendant a Covenant Not to Sue).
Although no case or controversy remained with respect to AA’s eight
surrendered registrations, the court proceeded to issue an opinion on Defendants’
unclean hands defense. This was plainly an improper advisory opinion that should
be vacated.

See Windsurfing Int’l Inc. v. AMF Inc., 828 F.2d 755, 758
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(Fed.Cir.1987) (vacating judgment entered after trial on defendant’s cancellation
counterclaims based on lack of jurisdiction).
The court also concluded in its advisory opinion that Defendants’ unclean
hands defense barred AA’s assertion of a ninth recently issued, and unasserted
trademark registration for Plaintiff’s LIFE IS BEAUTIFUL mark for Class 41
services related to art exhibitions and festivals. ER 21. The court never explained
how it gained jurisdiction over the ninth registration or how its validity was put at
issue in the case. Thus, the ninth registration could not possibly have been asserted
or challenged in the operative pleadings, which were filed in November and
December of 2015, as it did not issue until June 7, 2016.6 ER 138-158;1007-1058.
Nor could it have been raised as an issue when the parties met and conferred on
May 16, 2016 pursuant to Local Rule 7.3. And, it was not identified in LIB’s
summary judgment motion filed July 5, 2016, as being challenged on any grounds,
much less fraud in the procurement. 7 ER 1157-1202.
In short, the court took up the validity of Plaintiff’s ninth registration sua
sponte without considering the court’s jurisdiction and without affording Plaintiff
any of the procedural protections afforded by Fed. Rule Civ. P. 8, 9(b), Local Rule
7.3, or Celotex. Thus, not only was the court’s ruling an advisory opinion with
respect to Plaintiff’s unasserted ninth registration, but it completely ignored the

6

Nor could Defendants have possibly complied with the heightened
pleading requirements of Fed. R. Civ. P. 9(b) with respect to a registration that had
not yet issued and was never mentioned in their Answer.
7

Since the Defendants did not present any evidence of fraud with respect to
Plaintiff’s ninth registration, including evidence as to Plaintiff’s state of mind, they
did not meet their initial burden in moving for summary judgment as to the ninth
registration. See Celotex Corp. v. Catrett, 477 U.S. 317 (1986).
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Constitutional safeguards provided by the due process clause of the constitution, as
no process was afforded Plaintiff.
The only appropriate remedy is to vacate the court’s unclean hands decision.
See Windsurfing, 828 F.2d at 758.
In response to Plaintiff’s mootness arguments below, the court relied on 37
C.F.R. § 2.134(a), to justify deciding, and entering judgment on, Defendant’s eight
cancellation counterclaims.

37 C.F.R. § 2.134(a), however, governs practice

before the TTAB, an Article II court. The rule is completely inapposite to this
Court’s, and that of the court’s, Article III jurisdiction over the counterclaims in
the present case. Indeed, every court, including this Court, that has considered the
issue has held that counterclaims for cancellation under 35 U.S.C. § 1119 provide a
remedy against a claim of trademark infringement and do not provide an
independent basis for jurisdiction:
The plain language of Section 37 states that cancellation
is available in “any action involving a registered mark.”
15 U.S.C. § 1119.
This language specifies that
cancellation may only be sought if there is already an
ongoing action that involves a registered mark; it does
not indicate that a cancellation claim is available as an
independent cause of action. Furthermore, each circuit to
directly address this statutory language has held that it
“creates a remedy for trademark infringement rather than
an independent basis for federal jurisdiction.”
Airs Aromatics, LLC v. Opinion Victoria’s Secret Stores Brand Mgmt., Inc.,
744 F.3d 595, 599 (9th Cir. 2014) (affirming district court’s dismissal of
cancellation counterclaim); see also Ditri v. Coldwell Banker Residential Affiliates,
Inc., 954 F.2d 869, 873 (3d Cir.1992) (dismissing plaintiff’s claim for cancellation
for lack of jurisdiction and holding a controversy as to the validity of or
interference with a registered mark must exist before a district court has
27
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jurisdiction to grant the cancellation remedy); Windsurfing Int’l Inc. v. AMF Inc.,
828 F.2d 755, 758 (Fed.Cir.1987).
The Federal Circuit’s decision in Windsurfing is particularly informative.
The Windsurfing Court vacated the district court’s judgment of defendant’s
counterclaim for cancellation for lack of a case or controversy because plaintiff
had never asserted the challenged registrations against defendant. Windsurfing,
828 F.2d at 756-57, 759. The district court’s judgment had been entered after trial
and after the district court canceled two of plaintiff’s trademark registrations and
rectified two others. Id. at 756-57.
Under the Lanham Act, district courts have the power to
cancel registrations, but only in an “action involving a
registered mark.” 15 U.S.C. § 1119. “Involving” cannot
mean the mere presence of a registered trademark, but
must be read as involving the right to use the mark and
thus the right to maintain the registration. . . . There
must, therefore, be something beyond the mere
competitor status of the parties to serve as a basis for the
court’s jurisdiction. Such a basis may, for example, be a
suit for [registered] trademark infringement or a “case of
actual controversy” referred to in the Declaratory
Judgment Act.
Id. at 758–59. As in Windsurfing, the district court lacked jurisdiction over
Defendants’ cancellation counterclaims. See id. Accordingly, this Court should
vacate the court’s grant of summary judgment on Defendants’ cancellation
counterclaims. Id. at 759.
2.

Fraud in the Procurement of a Federal Trademark
Registration Does Not Affect Common Law Trademark Rights

The court held that the grant of Defendants’ unclean hands defense
precluded all of AA’s causes of action based on its LIFE IS BEAUTIFUL mark.
ER 22-24. The court’s holding was erroneous.
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Even if the registrations of LIFE IS BEAUTIFUL were properly before the
court and cancelled, any trademark rights AA had in an unregistered LIFE IS
BEAUTIFUL trademark remain actionable under Lanham Act § 43(a), 15 U.S.C. §
1125(a) (Count 2), Cal. Bus. & Prof. Code § 17200, et. seq. (Count 4), common
law trademark infringement and unfair competition (Count 5), and declaratory
relief (Count 6). Thus, AA’s Counts 2, 4, 5, and 6 would survive with respect to
AA’s common law rights even if Defendants had properly pled and could prove
fraud in securing all nine trademark registrations and the court had jurisdiction
over all nine trademark registrations.
“Unlike the registration of a patent, a trademark registration of itself does
not create the underlying right to exclude.

Nor is a trademark created by

registration. While federal registration triggers certain substantive and procedural
rights, the absence of federal registration does not unleash the mark to public use.
The Lanham Act [§ 1125(a)] protects unregistered marks as does the common
law.” San Juan Prods., Inc. v. San Juan Pools of Kansas, Inc., 849 F.2d 468, 474
(10th Cir. 1988) (citation omitted) (emphasis in original); see also Country Mut.
Ins. Co. v. American Farm Bureau Fed’n, 876 F.2d 599, 600-01 (7th Cir. 1989).
Indeed, as Professor McCarthy has stated, pursuit of fraud claims like
Defendants’ are a waste of resources given that registration itself provides no right
to exclude:
It is difficult to understand why defendants in many
trademark infringement suits expend so much time, effort
and money in vigorously pursuing the claim that
plaintiff’s federal registration was obtained by fraud. It
has been held several times that even if defendant
succeeds in proving that the plaintiff’s registration was
fraudulently obtained, plaintiff’s common law rights in
the mark continue unabated and are sufficient to require
29

Case: 17-55045, 10/12/2017, ID: 10616375, DktEntry: 22, Page 39 of 63

an injunction against an infringing defendant. As the
Seventh Circuit noted, citing the treatise: “All a finding
of fraud does is knock out the mark’s ‘incontestable’
status and its registration, under [35 U.S.C.A.] §
1115(b)(1). It does not affect the mark’s validity because
a trademark need not be registered to be enforceable.
In addition, plaintiff’s separate federal rights in
unregistered marks under Lanham Act § 43(a) continue
unabated even if a registration is disregarded or
cancelled.
J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition §
31:60 (4th Ed. 2009) (citing Specialized Seating, Inc. v. Greenwich Indus., LP, 616
F.3d 722, 728 (7th Cir. 2010)). Professor McCarthy also notes that “[t]he approach
of the courts in finding that even proven fraud in obtaining a registration does not
affect plaintiff’s right to prevail on its common law rights seems quite correct” and
consistent with “the intent of those most familiar with the drafting of the Lanham
Act.” Id. at 31-160-61. As a result, “[u]pholding an unclean hands defense in such
a situation is inconsistent with the policy of trademark law and the equitable
foundation of the unclean hands defense.” Id.
Accordingly, it is well settled that § 1125(a) of the Lanham Act “protects
qualifying unregistered trademarks and that the general principles qualifying a
mark for registration under § 2 of the Lanham Act are for the most part applicable
in determining whether an unregistered mark is entitled to protection under §
43(a).” Two Pesos, Inc. v Taco Cabana, Inc., 505 U.S. 763, 768 (1992) (emphasis
added); see also Tumblebus, Inc.v Cranmer, 399 F.3d 754, 760 (6th Cir. 2005)
(citing Two Pesos for same proposition). Thus, even if AA’s nine registrations
were properly before the court and cancelled, Counts 2, 4-6 of AA’s FAC would
continue to state valid causes of action under the Lanham Act § 43(a) (15 U.S.C. §
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1125(a)), California Bus. & Prof. Code § 17200, et. seq., and California common
law.
The case of Orient Express Trading Co., Ltd. v. Federated Dep’t Stores,
Inc., 842 F.2d 650 (2d Cir. 1988) is directly on point. In Orient, the plaintiff
asserted nineteen federal trademark registrations for the phrase “Orient Express.”
Id. at 651. Like AA here, the plaintiff asserted counts in the complaint directed to
federal registered trademark infringement under § 1114(a), false designation of
origin under § 1125(a), and common law trademark infringement. Id. at 652.
After a bench trial, the district court found the trademark registrations were
procured by fraud and cancelled them. Id.
The Orient court made clear, however, that even though the registrations
were cancelled for fraud, the plaintiff’s claim under § 1125(a) remained
unaffected:
Even if appellants’ registered marks are cancelled [for
fraud], however, the use of the name Orient Express
could still be protected from unfair competition under
section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a).
Id. at 654 (citations omitted); see also Eurotech, Inc. v. Cosmos European
Travels Aktiengesellschaft, 213 F.Supp.2d 612, 621, n.19 (E.D. Va. 2002.) (Even if
fraud, trademark “may still be found to be protectible if the remaining
requirements of Section 1125(a) are met.”).
The Ninth Circuit is in accord. In Far Out Productions, Inc. v. Oskar, 247
F.3d 986, 996 (9th Cir. 2001), the appellants had sought summary judgment on
appellees’ complaint based on appellees’ alleged failure to disclose an adverse
Florida judgment when filing an incontestability affidavit in support of its
trademark registration. Id. at 991-92. According to appellees, that act rendered
appellees’ affidavit false and the underlying trademark registration invalid. Id.
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The district court denied appellants’ summary judgment motion and subsequently
granted appellees motion for summary judgment for trademark infringement and
issued a permanent injunction. Id. In affirming the district court’s denial of
appellants’ motion for summary judgment on appellees’ complaint, the Ninth
Circuit held:
[E]ven if Goldstein knowingly submitted a false
declaration such that the appellees’ federal registration
should be canceled, the appellees could (and did) still
bring suit alleging common law trademark infringement.
. . . The district therefore did not err in denying the
appellants’ motion for summary judgment as to the
appellees’ incontestability affidavit. Id. at 996 (citing
McCarthy at §31:60).
As in Far Out and Orient, even if AA’s eight surrendered registrations and
ninth Class 41 registration were before the court and cancelled, AA’s use of the
LIFE IS BEAUTIFUL mark would still be protectable under § 1125(a) and
common law. Accordingly, because the court lacked jurisdiction over AA’s nine
federal registrations and Defendants’ unclean hands defense had no bearing on
AA’s causes of actions based on its common law rights in LIFE IS BEAUTIFUL,
the court’s grant of summary judgment based on unclean hands constituted an
impermissible advisory opinion under Article III of the Constitution and should be
vacated.
Moreover, because disputed material issues of fact remain with respect to
whether AA used the LIFE IS BEAUTIFUL mark as a trademark, the court’s grant
of summary judgment on all of AA’s trademark claims on this alternative ground
was improper and should be reversed.
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3.

Disputed Issues Of Material Fact Remain Regarding AA’s Use
Of The LIFE IS BEAUTIFUL Mark As A Trademark And
The Court Erred In Substituting Its Judgment For That Of A
Jury To Resolve Those Disputed Issues And Grant Summary
Judgment Against AA

The court declined to resolve the merits of AA’s underlying trademark
infringement claim but maintained that its conclusion that AA did not use LIFE IS
BEAUTIFUL as a trademark served as an alternate basis for dismissing AA’s
infringement claims.
“the court need not resolve the merits of the underlying
trademark infringement claim. However the court’s
determination that Plaintiffs did not actually use “Life is
Beautiful” as a trademark only serves to underscore the
court’s conclusion that balance of equities weighs in
favor of permitting Defendants to rely on an unclean
hands defense. Moreover, this conclusion would be fatal
to any claim for trademark infringement of the “Life is
Beautiful” mark, and provides an alternative ground for
resolving that issue.” ER 22-23.
In reaching its conclusion the district was persuaded by LIB’s contentions
that LIFE IS BEAUTIFUL was not a source identifier for AA, which contentions
the court referred to as “evidence.” ER 23.
Not only did the court incorrectly treat LIB’s contentions as if they were
actual evidence, the court ignored AA’s evidence that LIFE IS BEAUTIFUL is a
source identifier, and failed to give AA the benefit of the statutory presumption of
validity arising from AA’s federal registration.
Further, as evidenced by its comments at the hearing, the court erroneously
concluded that LIFE IS BEAUTIFUL is a descriptive mark requiring secondary
meaning, as opposed to a distinctive mark requiring no additional showing of
secondary meaning:
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“to sort of own [“LIFE IS BEAUTIFUL”], you have to
do something that’s extraordinary. If you don’t do
something that’s extraordinary, you know, you should
have picked something more – more distinctive, more
fanciful. [Mr. Brainwash] does use it in connection with
his – some of his art. That seems undisputed. The
phrase has been on the front and on the back apparently
of – of art. He’s also had some – some showings, public
events. Perhaps a lot of people have come through.
Back in the past where there’s been a Life is Beautiful
theme.” ER 68-69. (Emphasis added).
The court again improperly categorized LIFE IS BEAUTIFUL as merely
descriptive and dependent upon secondary meaning:
“it’s very, very hard to – for your client to sort of claim
trademark ownership over something that is that
common, unless he has developed secondary meaning.
And I’m having trouble really understanding the
sufficiency of the evidence on the – the issue of
secondary meaning…” ER 70. (Emphasis added).
The court erred in disregarding both AA’s evidence of being a source
identifier and the statutory presumption of validity to which AA was entitled
pursuant to its federal registration, and additionally erred in incorrectly concluding
that LIFE IS BEAUTIFUL is a merely descriptive term requiring secondary
meaning.
a. The Court Failed to Defer to the USPTO’s Inherent
Finding That “LIFE IS BEAUTIFUL” is Distinctive, And
Failed to Give AA the Benefit of the Statutory Presumption
of Validity
To claim trademark infringement, a plaintiff must have a valid, protectable
trademark. Brookfield Communications, Inc. v. West Coast Entertainment Corp.,
174 F.3d 1036, 1046 (9th Cir. 1999). The issue of trademark validity is considered
“an intensely factual issue.” Zobmondo Entertainment, LLC v. Falls Media, LLC
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602 F.3d 1108, 1113 (9th Cir. 2010). As such, “summary judgment is generally
disfavored in the trademark arena.” KP Permanent Make-Up, Inc. v. Lasting
Impression I, Inc., 408 F.3d 596, 602 (9th Cir. 2005).
Marks are generally classified in one of five categories of increasing
distinctiveness: (1) generic, (2) descriptive, (3) suggestive, (4) arbitrary, or (5)
fanciful. Zobmondo Entertainment, supra, 602 F.3d at 1113. Which category a
mark belongs in is a question of fact. Id. Suggestive, arbitrary, and fanciful marks
are considered “inherently distinctive” and are automatically entitled to federal
trademark protection because their intrinsic nature serves to identify a particular
source of a product. Id.
In order for a term to be registered on the Principal Register it must first be
determined to be distinctive. 15 USC § 1052. Therefore, a trademark on the
Principal Register has already been determined to have acquired secondary
meaning by the United States Patent and Trademark Office.

Underlying the

presumption is the recognition that the USPTO’s trademark specialists have
already made a distinctiveness determination in approving the registration.
Americana Trading, Inc. v. Russ Berrie & Co., 966 F.2d 1284, 1287 (9th Cir.
1992). The registration of a mark on the Principal Register is admissible into
evidence therefore and constitutes prima facie evidence of the validity of the mark.
15 U.S.C. Sections 1057(b) and 1115(a).
AA’s Class 41 “LIFE IS BEAUTIFUL” trademark on the Principal Register
is therefore sufficient to show that it is distinctive, and not merely descriptive. The
court acknowledged AA’s statutorily determined advantage but dismissed it, based
solely on LIB’s argument and no evidence whatsoever. ER 23.
The court accepted LIB’s contentions that Plaintiff’s use of “[LIFE IS
BEAUTIFUL] as the title of an art show … does not qualify the phrase as a mark,”
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despite the fact that LIB itself filed for trademark registration of “LIFE IS
BEAUTIFUL” for their own art and music show. ER 22-23. Instead of viewing
all evidence and drawing all inferences in the light most favorable to AA, the court
improperly weighed evidence on summary judgment, then gave the moving party
the benefit of every inference. ER 68-69.
The court’s conclusion that “LIFE IS BEAUTIFUL” is not distinctive lacks
evidentiary support and ignores AA’s evidence to the contrary. As the USPTO
concluded that “LIFE IS BEAUTIFUL” is a distinctive, valid and protectable
trademark, the correct judicial analysis must respect the findings of the USPTO
and implement the strong presumption in AA’s favor. “All inferences from the
facts must be drawn most favorably to the nonmoving party.” See Tie Tech, Inc. v.
Kinedyne Corp., 296 F.3d 778, 783 (9th Cir. 2002).
“Deference to the PTO’s classification is sensible because the PTO has
special expertise that we lack on this fact-intensive issue.” Zobmondo, supra, 602
F.3d at 1121. This principle applies meaningfully at the summary judgment stage
where the court is not permitted to weigh evidence or draw inferences against AA.
Id.
That “LIFE IS BEAUTIFUL” is registered on the Principal Register
completely satisfies the requirement of Celotex that AA “make a showing
sufficient to establish the existence of an element essential to [AA’s] case and on
which [AA] will bear the burden of proof at trial.” “The presumption of validity is
a strong one, and the burden on the defendant necessary to overcome that
presumption at summary judgment is heavy.” Zobmondo, supra, 602 F.3d at 1115;
Americana Trading, Inc, supra, 966 F.2d at 1287 (1992) (reversing a district
court’s grant of summary judgment because the district court “gave insufficient
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weight to the presumptive effect of [the plaintiff’s] federal registration.”). The
burden was on LIB to show invalidity which LIB failed miserably to do.
b. The District Court’s Analysis of Secondary Meaning
Ignored AA’s Evidence and Drew All Inferences in LIB’s
Favor
Secondary meaning is an “acquired distinctiveness” for trademarks that are
not inherently distinctive, i.e. descriptive marks. Descriptive marks are those that
“directly describe the quality or features of the product.” Brookfield
Communications, 174 F.3d at 1058 n. 19. “Honey Baked Ham” is a good example
as it literally and immediately describes a ham baked with honey. See, KendallJackson Winery, 150 F.3d 1042, 1047 (1998). A merely descriptive mark can
become protectable if it has acquired distinctiveness “as used on or in connection
with the applicant’s goods in commerce.” 15 U.S.C. Section 1052(f), Zobmondo,
supra, at 1113.

This acquired distinctiveness is referred to as “secondary

meaning.” Id. As is clear from the hearing transcript, and Order, the court
incorrectly obligated AA to demonstrate secondary meaning, when AA was not, in
light of its federal registration, subject to any such requirement.
“Evidence of deliberate copying,” as done by Choudhry and LIB, is relevant
to a determination of secondary meaning. Fuddruckers, Inc. v. Doc’s B.R. Others,
Inc., 826 F.2d 837, 844 (9th Cir. 1987).
Secondary meaning has been defined as an association, nothing more. Levi
Strauss & Co. v. Blue Bell, Inc., 632 F.2d 817, 820 (9th Cir. 1980). Secondary
meaning can be established in ways including “(1) whether actual purchasers of the
product bearing the claimed trademark associate the trademark with the producer,
(2) the degree and manner of advertising under the claimed trademark, (3) the
length and manner of use of the claimed trademark, and (4) whether use of the
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claimed trademark has been exclusive.” Blue Bell, 778 F.2d at 1358. Further,
“proof of copying strongly supports an inference of secondary meaning.” Vision
Sports, Inc. v. Melville Corp., 888 F.2d 609, 615 (9th Cir. 1989). And proof of
“actual confusion is an indicium of secondary meaning.” Am. Scientific Chem.,
Inc. v. Am Hosp. Supply Corp., 690 F.2d 791, 792-93 (9th Cir. 1982).
Here, the court’s comments make the improper weighing of the evidence
clear:
“I think the problem I’m having though, is that you
know, you have this music festival that does a very
common phrase, and it’s very very hard to – for your
client to sort of claim trademark ownership over
something that is that common, unless he has developed
secondary meaning. And I’m having trouble really
understanding the sufficiency of the evidence on the –
the issue of secondary meaning…” ER 70.
At a minimum, the above underscores the court’s improper weighing of
evidence in reaching its conclusion as to secondary meaning. In Yellow Cab Co. v.
Yellow Cab of Elk Grove, 419 F.3d 925, 930 (2005), and Clicks Billiards, Inc. v.
Sixshooters, Inc. 251 F.3d 1252, 1267 (2001), this Court reversed summary
judgment in trademark cases because genuine issues of material fact existed as to
secondary meaning. “It is not the role of the district court at this stage to decide
which party has the more compelling argument.” Clicks, supra, at 1264. Clearly
however, that is exactly what the court did. What’s worse, it drew all inferences in
favor of nonmoving party LIB.
B.

THE COURT ERRED IN APPLYING THE TEST FOR THE
UNCLEAN HANDS AFFIRMATIVE DEFENSE

Because it is disfavored, the unclean hands defense is subject to a stringent
standard of proof. (“A defense of unclean hands can be established only by ‘clear,
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unequivocal and convincing’ evidence.”) See, American Home Products Corp., v.
Johnson & Johnson, 654 F.Supp. 568, 590 (S.D.N.Y. 1987). The application of
the unclean hands doctrine raises primarily a question of fact. Insurance Co. of
North America v. Liberty Mutual Ins. Co., 128 Cal.App.3d 297, 306 (1982). The
doctrine bars relief to a plaintiff who has violated conscience, good faith or other
equitable principles in his prior conduct, as well as to a plaintiff who has dirtied his
hands in acquiring the right presently asserted. Dollar Systems, Inc. v. Avcar
Leasing Systems, Inc. 890 F.2d 165, 173 (1989). It is fundamental to the operation
of the doctrine that the alleged misconduct by the plaintiff relate directly to the
transaction concerning with the complaint is made. Dollar Systems, Inc, supra,
890 F.2d at 173. The failure to establish even one element through clear and
convincing proof sufficient to withstand summary judgment requires summary
judgment to be entered against this disfavored defense.

Pfizer, Inc. v. Int’l

Rectifier Corp., 685 F.2d 357, 369 (9th Cir. 1982).
1.

The District Court Erred By Assuming Knowledge, Intent and
Damages to Find Fraud by AA

The court acknowledged that the “operative question” before it was
“whether AA’s false statements to the PTO rise to the level of fraud.” ER 17. The
court applied the test used in trademark cancellation actions on the basis of fraud:
(1) a false representation regarding a material facts; (2) the registrant’s knowledge
or belief that the representation is false; (3) the registrant’s intent to induce reliance
upon

the

misrepresentation;

(4)

actual,

reasonable

reliance

on

the

misrepresentation; and (5) damages proximately caused by that reliance.” ER 17.
Despite the fact that Defendants provided no evidence satisfying this test, the court
concluded that AA had obtained the eight merchandise registrations through fraud,
as opposed to simply making innocent mistakes as to the legal interpretation of
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certain verbiage on the application/statement of use, and based on that finding
granted Defendants’ motions and dismissed AA’s case.
The court concluded that AA’s filings were fraudulent by accepting
Defendant’s allegation of “fraud” without any supporting evidence of fraud, and by
viewing evidence and drawing inferences in the light least favorable to AA which
is directly contrary to a trial court’s duty in evaluating a motion for summary
judgment.
a. The District Court Erred in Assuming, With No Evidence
and Ignoring AA’s Evidence, That AA Had Knowledge
That Its Applications Were “False” And That AA Intended
to Deceive the USPTO
In its Order the court stated: “[a]s to the knowledge and intent elements, the
court concludes that no rational jury could credit Plaintiffs’ claim that the false
statements were innocent mistakes in light of the extent of the deception.” ER 18.
Setting aside for the moment the circular nature of logic that finds the knowledge
and intent elements satisfied by assuming deception, which of course itself requires
knowledge and intent, the court additionally simply dismissed the evidence
submitted by AA’s lay executives Patrick Guetta, and Debora Guetta, disputing
Defendants’ unsupported accusations of knowledge and intent.

Indeed, both

Patrick Guetta and Debora Guetta declared under penalty of perjury that they were
not attorneys, had no legal training, were not born in the United States and English
was not their native language. ER 185-190. They further declared that they
completed the Statements of Use in question in good faith and that, at the time of
filing, they believed all of the statements and representations were accurate and
complied with all legal filing requirements under United States trademark law and
were true. ER 185-190.
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Rather than viewing this evidence in the light most favorable to AA and
concluding that, as Patrick and Debora Guetta declared, any errors in the
Statements of Use at issue were honest mistakes by lay persons whose primary
duties were bookkeeping and administrative work, the court simply dismissed
AA’s explanation as “implausible given that Plaintiffs have lived in the United
States and spoken English for over 30 years and have also affirmed that they have
filed trademark applications across the world.” ER 18.
In reaching its surprising conclusion, the court ignored the most basic tenet
of its job under Rule 56. A court merely determines if triable issues of material
fact exist, it has no authority to resolve them. In this case the Guettas testified they
made mistakes in connection with the eight trademark registrations attacked by
LIB’s motion. LIB contended that given the Guettas’ time in the United States and
contact with registration procedures in other countries, there was no mistake.
This was a paradigm question of fact going to a central and material issue in
the case. The trial court’s only proper response was to recognize the triable issue
and leave it for jury determination. Instead, the court, with no expertise on the
issues of the Guettas’ fluency with the English language or with their knowledge of
United States trademark law, abrogated to itself these factual questions that should
have gone to the jury on a fully developed record at trial.
The court’s conclusory findings are unsupported by competent evidence and
are clearly erroneous, as the court: (1) improperly weighed evidence on a motion
for summary judgment; (2) assumed, with no evidentiary support, that living in the
United States for 30 years and filing trademark applications in foreign countries
should automatically as a matter of law somehow imbue AA’s lay, foreign born,
employees for whom English was not their native language, with the same degree
of expertise and knowledge that an experienced United States trademark attorney
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would have in interpreting the requirements of a United States trademark
application (i.e. the court views this evidence in the light least favorable to AA);
and (3) ignores that whether or not AA’s explanation is “plausible” (i.e. AA’s lay
executives’ credibility) again a paradigm triable issue of material fact. Further, the
court must have assumed, again with no evidentiary support, that the foreign
trademark applications that AA’s executives filed previously include the same
legal requirements, and interpret “use” in the same way, as the USPTO did in the
Statements of Use filed by Patrick Guetta and Debora Guetta, another failure to
view all evidence and draw all inferences in the light most favorable to AA.
The court additionally erred in accepting Defendants’ contention that the
photographs submitted with the registration applications were “deceptive” and
“staged.” ER 18. This conclusion again ignores AA’s evidence to the contrary,
i.e. Patrick and Debora Guetta’s declarations offered under penalty of perjury that
they believed in good faith albeit mistakenly, that the way they were submitting the
applications was correct and in compliance with all filing requirements. ER 185190. The court again applies circular logic in finding deception in the photographs
by assuming, with no evidence and ignoring AA’s evidence to the contrary, that
the photographs were “staged” with the intent to deceive. ER 8.8

8

It is important to emphasize that AA does not argue that this Court should
reverse with directions to enter judgment for it on this issue but only that principles
of due process compel a conclusion that AA is entitled to get into the courtroom in
front of a jury.
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b. The District Court Erred in Concluding, With No Evidence,
That AA’s Eight Merchandise Registrations Harmed
Defendants
The Court incorrectly analyzed Defendants’ claim of damages in part by
finding that AA harmed Defendants by suing on the basis of the eight merchandise
registrations. “By falsely securing the registration of [eight merchandise] marks
that they never used and then later suing LIB on the basis of those marks, there is
no question that Plaintiffs have harmed LIB.” ER 19. The court found no other
purported harm to Defendants. ER 19-34.
Actually, however, the eight merchandise registrations represent only a
small part of AA’s claims against Defendants. As discussed, supra, the FAC also
asserted causes of action arising from AA’s common law rights in “LIFE IS
BEAUTIFUL” as used in connection with AA’s art exhibitions and festivals,
unfair competition in violation of California Business and Professions Code
section 17200 et seq., and copyright infringement relating to AA’s “splashed heart
design.” a claim the court concluded was neither frivolous or objectively
unreasonable. ER 94. In fact, the court concluded not only that AA held a valid
copyright to the splashed heart design, but that AA’s copyright infringement action
was brought in good faith to protect that copyright. ER 94. “Owners of valid
copyrights are entitled to bring enforcement actions against images that bear visual
similarity to their copyrighted design.” ER 94. The court therefore erred in
finding harm to Defendants.
The bulk of AA’s case against Defendants related to LIB’s infringing use of
AA’s “LIFE IS BEAUTIFUL” trademark relating to LIB’s festival. The court’s
conclusion that Defendants were harmed as a result of AA “suing LIB on the basis
of [the eight purportedly fraudulent registrations]” is clear error, as it incorrectly
attributes AA’s entire lawsuit against LIB to the eight merchandise registrations.
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The simple truth is that even disregarding those eight registrations, LIB would
nevertheless have found itself enmeshed in litigation, which would have been
proper even under the trial court’s analysis.
c. The District Court Erred in Speculating That the Public
Was Harmed
The court’s conclusory finding that the public was harmed was equally
lacking in support and was the product of speculation. First, the court concluded
that “Plaintiffs may have chilled potential competitors from entering the
marketplace and developing their own brand identifications across an array of
goods.” ER 19. But there is no evidence of any potential competitor or user being
“chilled.” The best Defendants could do was offer speculation that some unknown
“[p]otential users of the mark” might be deterred by “seeing that AA had
effectively reserved the ‘Life is Beautiful Mark.’” ER 1177.
Of course, such speculation is not evidence, but the actual evidence is the
opposite as Defendants themselves were fully aware of AA’s trademark
registrations and were not deterred in the least. Defendants used AA’s mark freely
in naming the festival, in advertisements, on social media, and for merchandising.
ER 233-234;430. In short, LIB invested millions of dollars trying to appropriate
AA’s mark as its own brand identification across an array of goods.
Second, in analyzing damage to the public, the court focused on the “extent
of the fraud” concluding without evidence that “Plaintiffs registered the mark in
nearly one-fifth of all possible classifications.” ER 19. Defendants provided no
evidence of the “extent of the fraud” vis-a-vis the total number of possible
classifications such that a determination could be made that AA’s registrations
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occupied “one-fifth” of them. 9 ER 43-47. Indeed, in an apparent attempt to fill
Defendants’ evidentiary gap, the court undertook its own factual investigation and
then relied on the results of its independent inquiry to “put into perspective the
extent of the fraud.” ER 19. This was error.
The court did not stop there.

It also concluded that “after eliminating

trademark classifications that would plainly be inapplicable to the phrase at issue
or Plaintiffs’ business, the court could identify only four or five additional
classifications in which Plaintiffs could have even conceivably registered this
mark.” ER 19. The court provided no elucidation of how this investigation was
conducted or what criteria were used to determine what classifications were
“plainly” inapplicable to the “phrase at issue.” It is not the role of the court to
make assumptions regarding which trademark classifications potential users might
find “applicable” to “LIFE IS BEAUTIFUL” and then use those assumptions to fill
a party’s evidentiary gap, here Defendants’ failure to establish damages.10
Defendants submitted no evidence as to which trademark classifications would be
“inapplicable” to the phrase at issue, who exactly might view them as
“inapplicable” or why. The court should not have injected its “investigation” into
the proceeding especially not by first referring to it in the Order thereby precluding
AA from responding to the conclusions. The court committed error which
significantly prejudiced AA.

9

Defendants’ counsel admitted she did not know how many classifications
exist in which AA could have registered the mark.
10

Obviously AA had no opportunity to examine or respond to the court’s
methods or analysis in reaching its conclusions, and has no information as to which
classifications the court eliminated or which “four or five” classifications the court
views as the only remaining classifications.
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2.

The District Court Erred In Nullifying AA’s Ninth Trademark
(Class 41) By Concluding It Was Related to the Subject Matter
of the Claims

Regarding the Class 41, the court stated “the closer question is on the ninth
trademark, which involves the registration of the phrase “Life is Beautiful” in
connection with exhibitions and festivals, which Plaintiffs filed shortly before
filing suit.”

ER 21.

The court acknowledged AA’s evidence that “LIFE IS

BEAUTIFUL” was used “for at least some of the claimed categories of goods” but
ignored it concluding “[n]onetheless … the fraud should bar all of Plaintiffs’
trademark infringement claims.” ER 21. Apparently this sweeping ruling included
even future claims for infringement of Plaintiff’s federal Class 41 trademark.
The court made this ruling with no reference to evidentiary support. There
was no dispute that LIB was not asserting any claims relating to AA’s registration
in Class 41. The court apparently concluded that the infirmities it had found in the
registration of the eight merchandising marks somehow tainted the Class 41
registration, which was not filed for almost three years after the eight registrations
and two years after commencement of this action. The Order itself cited no
deficiencies in the registration of the mark. Thus, the court effectively rendered
AA’s federal Class 41 registration worthless notwithstanding that it was not an
issue in the lawsuit. This was error. In addition to ignoring the analysis and
findings of the USPTO that necessarily occurred in order to grant AA’s Class 41
registration in the first place, the court committed further error when, instead of
making the inference in favor of the nonmoving party, AA, it ignored the mountain
of evidence that AA presented showing that it had indeed used “LIFE IS
BEAUTIFUL” as a trademark since the first “LIFE IS BEAUTIFUL” show in
2008.
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3.

Balancing Of The Equities Weighs Against Permitting
Defendant Wrongdoers From Asserting The Unclean Hands
Defense

The doctrine of unclean hands requires that a plaintiff “shall have acted
fairly and without fraud or deceit as to the controversy at issue.”

Northbay

Wellness Group, Inc. v. Beyries 789 F.3d 956, 959 (9th Cir. 2015). The court
correctly noted that the doctrine of unclean hands does not always “permit a
defendant wrongdoer to retain the profits of his wrongdoing merely because the
plaintiff himself is possibly guilty of transgressing the law.” ER 22. “Determining
whether the doctrine of unclean hands precludes relief requires balancing the
alleged wrongdoing of the plaintiff against that of the defendant, and weighing the
substance of the right asserted by [the] plaintiff against the transgression which, it
is contended, serves to foreclose that right.” ER 22.
While the court acknowledged the requirement of balancing the equities, it
failed to conduct the required balancing, concluding instead that the unclean hands
doctrine applied because AA’s foreign born, non-lawyer brother, and wife, for
whom English was not their native language, completed eight trademark
registrations incorrectly on one day in 2012 and two days in 2013. ER 185-190.
The court reached this conclusion by ignoring AA’s overwhelming evidence of
Defendants’ wrongdoing and dismissing all of it in one fell swoop as a “weak
claim” for trademark infringement, while declining to engage in any balancing of
the equities whatsoever.
4.

The Court Erred By Making Inferences Regarding AA’s
Evidence of Foreign Applications Against AA

In ruling that “no rational jury could credit Plaintiff’s claim that the false
statements were innocent mistakes in light of the extent of the deception,” the court
erroneously discounted Plaintiff’s evidence of innocent mistake. ER 18.
47
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example, Plaintiff presented evidence that English was not the native language of
the employees who filed the applications and that they filed the applications pro se
without the assistance of counsel. ER 185-190. The court, however, rejected this
evidence, which, if believed by a jury 11, would tend to undercut any specific intent
to deceive, stating “[t]his explanation is implausible given that Plaintiffs have lived
in the United States and spoken English for over 30 years and have also affirmed
that they filed trademark applications across the world.” ER 18. The court’s
statement, however, once again illustrates how the court construed the evidence
against Plaintiff instead of drawing all reasonable inferences in Plaintiff’s favor.
For example, the fact that Plaintiff’s executives have lived in the United
States and spoken English for over 30 years, says nothing about their command of
the English written language, particularly with respect to very formal, legal
documents such as a trademark application, where terms frequently have legal
meanings that can differ significantly from how those terms may be understood to
an average person, much less a person for which English is not their native
language.
Similarly, the fact that Plaintiff’s executives have filed trademark
applications across the world also undercuts their specific intent to deceive in the
instant case, not supports it as the court assumes. Every country around the world
with the exception of the United States and the Philippines, which was formerly a
territory of the United States, do not require any use prior to filing or registration.
Crocker National Bank v. Canadian Imperial Bank of Commerce, 223 U.S.P.Q.
909, 1984 WL 1076188 *5 fn. 3, *10 (TTAB 1984).
11

Fraud on the Trademark Office is a factual question to be tried to the jury.
Minnesota Mining & Mfg. Co. v. Shurtape Techs. Inc., 62 USPQ2d 1606, 1607-08
(D.Minn. 2002).
48

Case: 17-55045, 10/12/2017, ID: 10616375, DktEntry: 22, Page 58 of 63

The best evidence of ownership of a trademark in most
countries is a registration of the mark, not evidence of its
use. It should also be noted . . . that specimens of use of
a mark sought to be registered are not among the
conditions and requirements for obtaining a registration
in any country in the world except the United States and
the Philippines. Id. at *10 (citations omitted).
Accordingly, the fact that Plaintiff’s executives had filed trademark
applications “across the world” not only supported an innocent mistake, but given
the United States use requirement stands in stark contrast to that of the rest of the
world’s approach, it is the more plausible explanation.
C.

THE COURT ERRED IN IGNORING AA’S EVIDENCE OF
LIB’S INFRINGEMENT AND COPYING OF ITS
TRADEMARK POP HEART

LIB copied and infringed AA’s trademark Pop Heart. ER 505;509510;538;1146.

The record is replete with triable issues of fact.

Instead of

permitting these issues to go to a jury, the court assumed the role of fact finder and
either dismissed AA’s evidence or drew all inferences in favor of Defendants. The
record does not support the court’s ruling regarding AA’s Pop Heart and the
judgment should be reversed.
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IX.

CONCLUSION

The judgment should be reversed and the case remanded for trial on all of
AA’s claims.
Dated: October 12, 2017

EISNER JAFFE, APC

By:

/s/ Rebecca Lawlor Calkins
Rebecca Lawlor Calkins
Attorneys for Plaintiff And CounterDefendant AMUSEMENT ART, LLC
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X.

STATEMENT OF RELATED CASES

Plaintiff-Appellant Amusement Art, LLC is aware of the following
related cases pending in the Court, pursuant to Ninth Circuit Rule 28-2.6, which
arises out of the same case in the district court:
Amusement Art, LLC v. Life Is Beautiful, LLC, No. 17-55884 (9th Cir.)
Amusement Art, LLC v. Life Is Beautiful, LLC, No. 17-55888 (9th Cir.)
Dated: October 12, 1027

EISNER JAFFE, APC

By:

/s/ Rebecca Lawlor Calkins
Rebecca Lawlor Calkins
Attorneys for Plaintiff-Appellant
AMUSEMENT ART, LLC
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XI.

CERTIFICATE OF SERVICE

I hereby certify that I electronically filed the foregoing with the Clerk of the
Court for the United States Court of Appeals for the Ninth Circuit by using the
appellate CM/ECF system on October 16, 2017.
I certify that all participants in the case are registered CM/ECF users
and that service will be accomplished by the appellate CM/ECF system.
Dated: October 12, 2017

/s/ Lorraine Corrales
Lorraine Corrales
EISNER JAFFE, APC
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CORPORATE DISCLOSURE STATEMENT
Defendants-Appellees Life is Beautiful LLC and Downtown Las Vegas
Management LLC state that they have no parent companies and no publicly-traded
corporation holds more than 10 percent of their stock.
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INTRODUCTION
Plaintiff-Appellant Amusement Art LLC (“AA”) defrauded the Patent and
Trademark Office (“PTO”) into issuing eight trademark registrations for a phrase
—“Life is Beautiful”—that AA never used as a mark. AA lied to the PTO about
using that phrase in commerce, and even submitted mocked-up photographs
showing use of the mark with goods that AA never sold. Based on those
registrations, AA filed trademark infringement claims against DefendantsAppellees Life is Beautiful LLC and Downtown Las Vegas Management LLC
(collectively, “LIB”). It also filed trademark claims against LIB based on a heart
that it never used as a mark, and a copyright claim based on the same ubiquitous
symbol. The District Court granted summary judgment for LIB on all of AA’s
claims, as well as on LIB’s counterclaims for cancellation of AA’s registrations.
AA does not appeal the grant of summary judgment on the copyright claim. The
District Court also was right on the trademark claims. Those claims are barred by
AA’s unclean hands in defrauding the PTO and by its failure to use the “Life is
Beautiful” phrase as a mark. The District Court’s grant of summary judgment for
LIB should be affirmed.
COUNTER STATEMENT OF THE ISSUES
1.

Did the District Court abuse its discretion in finding that AA’s fraud

established unclean hands barring AA’s “Life is Beautiful” trademark claims?

2
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2.

Did the District Court correctly conclude there was no dispute of

material fact that AA did not own a trademark over the phrase “Life is Beautiful”?
3.

Did the District Court abuse its discretion in granting LIB’s motion

for summary judgment on LIB’s counterclaim to cancel AA’s fraudulently
obtained trademark registrations?
4.

Did the District Court correctly conclude there was no dispute of

material fact that AA had no trademark rights in its splattered paint heart?
COUNTER STATEMENT OF THE CASE
I.

THE PARTIES
Plaintiff-Appellant Amusement Art LLC is a company controlled by Thierry

Guetta and Debora Guetta. ER 12. Thierry Guetta is a high-end “street artist” who
uses the trademark “Mr. Brainwash” to sell his artworks sell for $1,000 to
$300,000. ER 665-66, 1100, 1126-27, 1152. His. Mr. Guetta sells his paintings,
sculptures, and prints through a company called “It’s a Wonderful World.” ER
661-62, 1153-54. “Life is beautiful” is one of several feel-good sayings that he
sometimes uses in his art, including “follow your dreams,” “je t’aime,” “love is the
answer,” “never never give up,” “may the art be with you,” and “art is not a
crime.” SER 605-606. He also uses a heart image made from splattered paint in
some of his artworks, along with many other images, including spray-paint cans,
Albert Einstein, Charlie Chaplin, and chimpanzees. SER 606. AA claims to hold,

3

Case: 17-55045, 01/05/2018, ID: 10715388, DktEntry: 38, Page 15 of 74

on behalf of Mr. Guetta and his related businesses, trademarks over “Life is
Beautiful” and a copyright and trademark over the heart image. ER 661-64; SER
590-99.
Defendant-Appellee Life is Beautiful LLC hosts the annual Life is Beautiful
music festival in Las Vegas, Nevada. ER 12. The festival was first marketed in
2012, first held in 2013, and has occurred annually using the same name since. ER
650-51; SER 115. Headliners for the festival are some of the biggest names in the
music industry, such as Lorde, Muse, Kanye West, Stevie Wonder, and Chance the
Rapper. In its first two years of operation, the festival used as its logo a heart made
from splattered paint designed by an independent graphic designer, David Victor,
who was unaware of Mr. Guetta’s copyrighted heart image. ER 757-61. LIB has
spent tens of millions of dollars promoting and producing the festival under the
name Life is Beautiful. SER 543.
Until recently, Defendant-Appellee Downtown Las Vegas Management
LLC was the corporate manager of Life is Beautiful LLC, but had no role in the
operation of the festival. ER 675-76.
II.

AA’S 2011 AND 2012 TRADEMARK APPLICATIONS
In 2011 and 2012, AA filed eight “intent to use” trademark applications with

the PTO covering hundreds of types of products, from purses to computer mouse
pads. ER 765-70, 777-86, 793-800, 807-22, 830-39, 845-49, 856-63, 864-68.

4

Case: 17-55045, 01/05/2018, ID: 10715388, DktEntry: 38, Page 16 of 74

Although AA now claims that it continuously has used the phrase as a trademark
with shows and festivals since 2008, none of the applications that AA filed in 2011
and 2012 sought to register a trademark in the phrase “Life is Beautiful” for class
41, which covers music festivals and similar events. Id.
An intent to use trademark application allows a person with a bona fide
intent to use a mark in commerce to obtain priority, so long as that person actually
uses the mark in commerce within a specified period. 15 U.S.C. § 1051(b). To
obtain a registration, an applicant must subsequently file a statement of use
showing that the applicant in fact used the mark in commerce, and with what goods
or services. Id.
AA filed statements of use for each application. ER 771-76, 787-92, 80106, 823-29, 840-44, 850-55, 869-75, 876-83. In each statement of use, company
executives Patrick Guetta or Debora Guetta (Thierry’s brother and wife,
respectively) stated under penalty of perjury that AA had used the phrase “Life is
Beautiful” as a trademark to sell each of the 257 categories of goods covered by
the applications. Id. They also submitted photographs purporting to show that AA
had used the mark to sell the goods. Id. Each of the eight trademark applications
was registered by the PTO. ER 889-908.

5

Case: 17-55045, 01/05/2018, ID: 10715388, DktEntry: 38, Page 17 of 74

III.

MR. GUETTA SEEKS TO BE INVOLVED WITH THE FESTIVAL
AND FILES SUIT WHEN THAT EFFORT FAILS
In mid-2013, a common acquaintance introduced by email LIB’s founder

Rehan Choudhry to Patrick Guetta, Thierry Guetta’s brother and business partner.
ER 934.1 Mr. Choudhry and Patrick Guetta exchanged emails and eventually
spoke about involving Thierry Guetta in the festival. ER 934-35. Though nothing
came of that exchange, Patrick Guetta never expressed any belief that LIB was
infringing on any trademark or copyright held by AA. Id. In December 2013, Mr.
Choudhry also was introduced to Thierry Guetta’s employee Justin Murphy. ER
936-38. They discussed involving Thierry Guetta involved in the festival as well,
and again their contemporaneous communications contain no suggestion of
infringement. ER 939-41. In January 2014, the parties planned a trip by Thierry
Guetta to Las Vegas to discuss his involvement. Again, no one suggested
infringement. ER 942.
In mid-2014, LIB representatives met with Thierry Guetta. It did not go
well. Mr. Guetta felt that LIB was “disrespect[ing]” him and not fully recognizing
his reputation and status. ER 943-44. It was only at this juncture that AA raised

1

AA asserts falsely that LIB “sought out” AA, Br. 14, but the evidence AA cites
(along with other evidence not in the record because AA has not made this claim
before) shows instead that they were introduced by a common acquaintance in an
email to which Mr. Choudhry was slow to respond. ER 228-29, 482, 934-35.
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with LIB the issue of infringement. Thereafter, Mr. Guetta met with LIB
representatives in Los Angeles a second time, ER 945-46, and then flew to Las
Vegas to discuss with LIB how he might become involved in the festival. ER 94748. After each of these meetings, his representatives expressed enthusiasm about
working with LIB. Id.
When talks broke down in 2014,2 AA filed suit against LIB alleging six
causes of action: (1) trademark infringement under § 32(l) of the Lanham Act, 15
U.S.C. § 1114; (2) unfair competition, false designation, passing off, and false
advertising under § 43(a) of the Lanham Act, 15 U.S.C. § 1125(a); (3) copyright
infringement in violation of 17 U.S.C. § 101; (4) unfair competition in violation of
Cal. Bus. & Prof. Code § 17200; (5) common law trademark infringement and
unfair competition; and (6) declaratory relief. SER 515-34. Each cause of action
rested on the same allegations that AA owned trademarks over the phrase “Life is
Beautiful” and a heart image, as well as a copyright over the same heart image. Id.
Seeing no evidence that AA used “Life is Beautiful” as a trademark, let alone that
AA sold virtually any goods within the categories covered by its registrations, LIB
counterclaimed for cancellation of AA’s trademark registrations. ER 1018-37.
2

AA’s recitation of the facts contains extensive irrelevant details about AA’s
efforts to placate the temperamental Mr. Guetta after he initially felt disrespected.
Br. 16-17. And AA’s quotation of a proposed “coexistence agreement,” a typical
offer to compromise a frivolous but potentially costly claim, violates Federal Rule
of Evidence 408 and was contemporaneously objected to by LIB. SER 130-31.
7
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Shortly before filing suit, AA filed a ninth trademark registration application
for the phrase “Life is Beautiful,” this time in class 41—six years after its claimed
first use. By the time that application was granted in June 2016, this case had been
pending for almost two years, the deadline for amending the pleadings had passed,
discovery had closed, and summary judgment motions were imminent. AA’s ninth
registration is the subject of cancellation proceedings before the PTO. ER 632,
966-93.3
IV.

DISCOVERY UNCOVERS AA’S FAILURE TO USE THE PHRASE
AS A TRADEMARK AND ITS FRAUD ON THE PTO
From the outset of litigation, it was plain that AA had claimed to use the

phrase “Life is Beautiful” with vastly more categories of goods than it had ever
sold with any mark. It also was apparent that AA did not use the phrase as a mark.
This was confirmed in discovery.
Discovery showed that Mr. Guetta used a wide variety of phrases and
symbols in his artwork. SER 605-706. He used the “Life is Beautiful” phrase on
the backs of some of his canvases and as the title of his first art show. SER 63739. The phrase also appears upside-down and in small print on some promotional
materials for his shows. ER 884-88; SER 639.
3

LIB believed that AA’s registration application was stayed pending resolution of
the suit after the notice of litigation was filed with the PTO. Currently, all activity
in the PTO is stayed pending final resolution of this litigation because of the
impact of this litigation on those proceedings.
8
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Discovery also revealed that the eight trademark registrations AA held were
obtained through fraud. Patrick Guetta and Debora Guetta, who submitted the
statements of use in support of the applications, admitted that AA had not sold
more than 90 percent of the categories of goods claimed in its registrations using
any mark, let alone used “Life is Beautiful” as a trademark to do so. ER 699-705,
707-19, 725-29, SER 631-36; see also SER 498-514 (summary chart).
For example, AA filed its statement of use for international trademark class
14 (jewelry) on August 13, 2012. ER 801-06. Its statement of use claimed that the
“Life is Beautiful” “mark [wa]s in use in commerce on or in connection with” 21
types of jewelry and timepieces. ER 803. The statement attached a specimen
intended to show use—a picture of three pieces of jewelry with Life is Beautiful
sales tags attached:

9
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Patrick Guetta signed the statement as AA’s Chief Administrative Officer under
penalty of perjury. ER 707, 803. But he admitted at his deposition that in fact AA
had not sold any of the jewelry depicted in the picture.
Q: Can you turn to … [the Statement of Use submitted for the [c]lass
14 application]. Did you submit this picture to -- with your statement
of use declaration?
A: Yes.
Q: And where did you get this photo?
A: Oh, I don’t remember anymore.
Q: Did It’s a Wonderful World sell any of the items in this picture?
A: No.
Q: Did [AA] sell any of the items in that picture?
A: No.

10
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ER 707-11. He further admitted that neither AA nor its related entities had sold
any goods in any of the categories covered in its application for class 14 except for
“maybe” five bracelets sold under unclear circumstances and with no evidence that
they were sold under the Life is Beautiful mark. Id. Likewise, for class 18,
covering bags of various kinds, Patrick Guetta submitted a statement of use that
included an image of five handbags AA had supposedly sold using the “Life is
Beautiful” mark:

ER 701-06, 787-92. Patrick Guetta testified that in fact none of the handbags in
that picture was ever sold. ER 705-06. These depositions and admissions took
place in March 2016.
Only after LIB informed AA that it intended to seek summary judgment on
the basis of AA’s fraud did AA voluntarily surrender the eight trademark
registrations. AA did so on May 27, 2016. ER 634-36, 889-908.

11
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V.

LIB WINS A TOTAL VICTORY ON SUMMARY JUDGMENT
After fact discovery, LIB filed three motions for summary judgment

addressing (1) AA’s affirmative claims against LIB, (2) LIB’s counterclaims
against AA, and (3) the absence of any evidence that Downtown Las Vegas
Management LLC was liable for any acts by Life is Beautiful LLC. ER 1073-74.
The hearing on those motions was continued by the District Court. ER 1079.
Expert discovery and trial preparation proceeded in the meantime. LIB then filed
an additional summary judgment motion (and related Daubert motion) relating to
damages, to preserve its rights in the event that the other motions were denied in
whole or in part. ER 1079.
In its summary judgment motion on AA’s claims, LIB argued that (1) AA’s
fraud constituted unclean hands; (2) AA did not in fact use the phrase as a mark;
(3) the phrase was not “inherently distinctive,” and so AA could not prevail
because it could not demonstrate the phrase had achieved “secondary meaning”;
(4) even if AA did own a trademark over the phrase, there was no evidence of a
likelihood of confusion; (5) AA did not use its heart image as a trademark; and
(6) LIB’s heart logo did not infringe on AA’s copyrighted heart image. In its
summary judgment motion on its cancellation counterclaim, LIB argued that,
although AA had voluntarily surrendered its registrations, its fraud nonetheless

12
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meant that its registrations should be cancelled by the District Court to ensure that
it could not re-file them once litigation concluded.
Summary judgment produced a complete victory for LIB. The District
Court held that no rational jury could have concluded that AA’s misstatements to
the PTO were not fraudulent, and granted summary judgment for LIB on its
affirmative defense of unclean hands. ER 16-24.
The District Court also held, in the alternative, that LIB was entitled to
summary judgment on the “Life is Beautiful” trademark claims because AA “did
not actually use ‘Life is Beautiful’ as a trademark.” ER 22-24. The Court noted
that instead of attempting to rebut evidence submitted by LIB that AA did not use
the phrase to identify itself as the source of goods and services, AA relied only on
the rebuttable presumption created by its belated ninth registration. ER 23; see
1136-37. As the Court explained, LIB rebutted that presumption and AA had
presented no affirmative evidence of use. ER 23. The District Court also granted
summary judgment for LIB on its counterclaim for cancellation of the eight
trademark registrations on which AA’s suit was based. ER 24-26.
The District Court also held that there was no dispute of material fact that
AA did not use the heart image as a trademark, relying on Ms. Guetta’s admission
as AA’s corporate representative that it was not a trademark and AA’s total lack of
evidence that it used the heart to identify itself as the source of goods and services.

13
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ER 27-30. The District Court also granted summary judgment for LIB on AA’s
copyright claim. ER 32.
Having prevailed on every claim, LIB filed a motion for attorneys’ fees,
which the District Court granted in part. That decision is the subject of the
concurrently-filed appeals, Nos. 17-55884 and 55888.
SUMMARY OF ARGUMENT
Unclean Hands. The District Court did not abuse its discretion in applying
the unclean hands defense based on AA’s fraud.
AA Committed Fraud. It is undisputed that AA misrepresented to the PTO
that it used the phrase “Life is Beautiful” in connection with over 250 categories of
goods that it never sold, including by submitting fabricated pictures to show its
supposed use of the mark. AA extended its fraud into the District Court when it
brought suit based upon registrations for use with goods it knew it had never sold.
AA’s only attempt to explain its extensive fraud, at summary judgment, was
to file declarations by the two company executives who had misled the PTO, in
which they claimed to have believed that the applications were accurate. Those
declarations, however, do not explain how multiple statements of use were
submitted to the PTO for hundreds of categories of goods AA never sold or why
pictures of products that AA never sold were created and submitted. The Guettas
did not declare that they were confused by the straightforward form, that they were

14
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not able to read it, or that they thought actual use was not required. All their
declarations do is assert that they did not commit fraud. It is well-established that
such conclusory declarations, contrary to the evidence, do not create an issue of
material fact sufficient to defeat summary judgment.
AA’s Fraud Caused Harm to LIB and the Public. AA claims that its fraud
did not cause harm, but this is wrong. Harm either to the defendant or to the public
is sufficient to establish the unclean hands defense. Both types of harm are present
here. LIB was harmed because it has been subjected to over three years of
litigation on a complaint based on the fraudulent registrations. Before AA was
forced to surrender them, the eight registrations were the primary basis for AA’s
claim that it had trademark rights in the phrase prior to LIB’s use.
AA’s fraud also harmed the public. Potential trademark applicants were
chilled from pursuing the phrase as a mark for use with more than 250 categories
of goods. The registration process relies on the honesty of applicants, and is
corrupted if, as here, an applicant monopolizes use of a term through fraud.
The District Court Weighed the Equities. Contradicting itself, AA claims
that the District Court failed to weigh the equities and that it weighed them
improperly. AA is wrong on both counts. In a section entitled “Balance of
Equities” the District Court determined that AA’s blatant and egregious fraud
outweighed any claims that AA had of trademark infringement. The District Court

15
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made this determination aware of AA’s allegations that LIB purportedly used the
mark knowing of Mr. Brainwash and his street art. The District Court weighed the
equities. AA simply does not like the result.
The District Court’s Unclean Hands Ruling Is Not an Advisory Opinion. On
appeal, AA argues that the District Court’s unclean hands ruling was an
impermissible advisory opinion because AA surrendered the registrations when
LIB told AA that it was moving for summary judgment based on AA’s fraud. But,
AA’s pattern of inequitable conduct was the basis for its suit, and AA could not
wash its hands of that misconduct two years into litigation by tactically
surrendering the registrations. The District Court properly considered AA’s very
real misconduct in applying the doctrine of unclean hands.
Unclean Hands Bars All of AA’s Trademark Claims. For the first time on
appeal, AA also argues that its unclean hands should bar only some of its
trademark claims. Having failed to raise it before the District Court, AA waived
this argument. Regardless, AA is wrong because it attempted to monopolize use of
a common phrase through an extensive fraud. It then used its fraudulent
registrations as the cornerstone of its suit against LIB to attempt to bar LIB’s use of
the phrase as part of a broader fraudulent strategy to block others’ legitimate use of
a common phrase. AA cites no decisions supporting the distinction that it newly

16
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draws for treating substantively identical claims, based on identical factual
allegations, differently in applying the unclean hands doctrine.
AA Did Not Use the Phrase as a Mark. The District Court properly
determined that AA did not use the phrase “Life is Beautiful” as a trademark.
There is no dispute of material fact regarding AA’s failure to use the “Life is
Beautiful” phrase as a trademark. AA’s only evidence of such use is the
presumption of use created by the ninth registration. That presumption has been
rebutted by LIB, which presented uncontroverted evidence that AA did not use
“Life is Beautiful” to identify itself as the source of goods and services. Instead,
Mr. Guetta, AA’s principal, identified his work by the “Mr. Brainwash” mark and
used that mark consistently to identify himself as its source to the public. “Life is
Beautiful” is just one of many feel-good phrases that he occasionally employs in
his artwork and on related materials.
AA has also not presented evidence that the mark is inherently distinctive or
that AA obtained secondary meaning in the mark—that is, a significant portion of
the public does not associate AA with the phrase as a source of goods and services.
Once again, AA relied entirely on the presumption of the ninth registration on
these points and identified no evidence to the District Court. Because LIB
presented evidence rebutting the presumptions there was no issue of material fact
precluding summary judgment.

17
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In any event, the ninth registration presumption does not create evidence of
use prior to LIB’s first use. Any presumption dates only to when the registration
application was filed, here, August 2014. To prove infringement, AA had the
burden of proving that it used the phrase as a mark before LIB began using the
mark in late 2012. Presumed trademark use as of August 2014 is far too late.
The District Court Did Not Abuse Its Discretion in Cancelling AA’s
Trademark Registrations. AA argues on appeal that the District Court should not
have granted summary judgment on LIB’s cancellation counterclaims because AA
withdrew them when it learned of LIB’s planned summary judgment filing. As the
PTO recognizes in its procedural rules, however, a party cannot avoid cancellation
by surrendering a registration, because that party then could evade the preclusive
consequences of cancellation and later re-file the same fraudulent registrations.
Further, the District Court’s decision is consistent with established case law
governing mootness. A litigant cannot moot claims by voluntary cessation if the
misconduct can occur again unless barred by a court judgment. The District Court
properly entered judgment permanently cancelling AA’s registrations.
The District Court Properly Granted Summary Judgment on AA’s Heart
Trademark Claim. AA presents insufficient argument to raise this issue on appeal,
and its own uncontroverted admissions establish that it did not use the symbol as a
trademark.
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STANDARD OF REVIEW
A district court’s grant of summary judgment is reviewed de novo. Rossi v.
Motion Picture Ass’n of Am. Inc., 391 F.3d 1000, 1002 (9th Cir. 2004). Summary
judgment is appropriate if there is no genuine issue of material fact as to all or part
of a claim or defense. Fed. R. Civ. P. 56(a). “When evaluating a motion for partial
or full summary judgment, the court views the evidence through the prism of the
evidentiary standard of proof that would pertain at trial.” Regents of Univ. of Cal.
v. Micro Therapeutics, Inc., 507 F. Supp. 2d 1074, 1077 (N.D. Cal. 2007) (citing
Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 255 (1986)). “[W]here a rational
trier of fact could not find for the nonmoving party based on the record as a whole,
there is no ‘genuine issue for trial.’” Id. (quoting Matsushita Elec. Indus. Co. v.
Zenith Radio, 475 U.S. 574, 587 (1986)).
The district court’s evidentiary determinations are reviewed for abuse of
discretion and must be affirmed unless “manifestly erroneous and prejudicial.”
Orr v. Bank of Am., NT & SA, 285 F.3d 764, 773 (9th Cir. 2002). Its
determinations regarding unclean hands are also reviewed for abuse of discretion.
Northbay Wellness Grp., Inc. v. Beyries, 789 F.3d 956, 959 (9th Cir. 2015);
GoTo.com, Inc. v. Walt Disney Co., 202 F.3d 1199, 1209 (9th Cir. 2000).
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ARGUMENT
I.

THE DISTRICT COURT PROPERLY GRANTED SUMMARY
JUDGMENT BASED ON AA’S UNCLEAN HANDS
AA has presented no basis for overturning the District Court’s grant of

summary judgment for LIB on AA’s trademark claims because of AA’s fraud.
A.

AA Committed Fraud on the Trademark Office

The facts in the record are uncontroverted: AA submitted eight trademark
registrations claiming it had sold more than 250 categories of goods using the
phrase “Life is Beautiful,” which AA had never sold. ER 18, 699-705, 707-19,
725-29, SER 631-36; see also SER 498-514 (summary chart). It supported its
registration applications with mocked-up pictures of products that it never sold.
ER 18, 687, 700-11, 725-27, 771-76, 787-92, 800-06, 876-83.
On appeal, AA claims that these were inadvertent mistakes and innocent
errors made by non-lawyers. Br. 16-20. But, it does not take a law degree to know
that you should not lie to a governmental authority. Nor do you need to be a
lawyer to realize that you should not submit photographs of fake sales to the PTO.
The documents they filed were entitled “Statement of Use”, without legalese and
easily understood. E.g., ER 787-89 (emphasis added). They each expressly
declared in the documents that:
 “The mark is in use in commerce on or in connection with all of the
goods/services . . .”
20
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 “The mark was first used by the applicant, or the applicant’s related
company, licensee or predecessor in interest at least as early as [dates
inserted by AA], and is now in use in such commerce.”
 “The applicant is submitting one specimen for the class showing the
mark as used in commerce. . . .”
ER 773, 789, 803, 826, 842, 852, 866, 878 (emphasis added). All of these
statements were false. ER 699-705, 707-19, 725-29; SER 631-36.
B.

AA’s Conclusory Declarations Do Not Create a Material Issue of
Fact

AA attempted to excuse its fraud at summary judgment (and now on appeal)
with declarations by the executives who signed the registrations, Debora and
Patrick Guetta. Each declares in virtually identical language that “I completed the
Statements of Use listed above in good faith and to the best of my ability[.] … I
believed all of the statements and representations therein to be in compliance with
all filing requirements, and true.”4 ER 186, 189. But, these conclusory
declarations are not sufficient to create a material issue of fact.
The declarations do not explain how Debora and Patrick Guetta came to
declare falsely that AA used its mark in commerce with the sale of hundreds of
4

The only differences between the two declarations are that in Debora Guetta’s the
word “and” appears in place of the bracketed period and ellipsis while in Patrick
Guetta’s there is a period after “ability” and the next sentence begins “At the time”
followed by a comma. ER 185-90.
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categories of goods it had never sold. ER 185-90. The declarations state that the
Guettas are not native English speakers, but they do not say that they cannot read
or write English. Id. In fact, they had each lived in the United States for decades
when they signed the affidavits. ER 133, SER 96-97. The declarations also do not
say that they could not understand the forms, that they did not realize the mark
actually had to be used, that they did not know the items were not being sold, or
that they were confused in any way by the forms. ER 185-90.
AA tries to argue, for the first time on appeal, that Patrick and Debra Guetta
did not understand the statements of use because use is not required in other
countries. Br. 19-20, 42. But, the declarations in the record do not say this; they
state only that they had filed registration applications in other unspecified countries
for unspecified marks. ER 185-90. If the Guettas in fact did not understand the
differences between U.S. and foreign trademark law, they had an opportunity to
say that in their declarations. The District Court cannot be faulted for failing to
infer a fact which the Guettas had every incentive and opportunity to include in
their declarations, if true, but chose not to do so.
Moreover, the Guettas signed statements of use repeatedly stating that AA
had used the phrase “Life is Beautiful” in commerce with the designated goods.
Even if they initially were confused about the differences between U.S. and foreign
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trademark law, reading the statements they signed necessarily would have
eliminated any confusion.
The declarations also do not explain why AA submitted fake specimens to
the PTO. ER 185-90. Neither Guetta even mentioned the photographs in their
declarations. Id. On appeal, AA tries to argue that the pictures submitted were not
fabricated, Br. 19-20, 42, but that assertion is wholly inconsistent with the facts.
For example, AA listed as “Undisputed” in the Statement of Facts on summary
judgment that AA did not ever sell the jewelry depicted in the jewelry specimen or
the handbags depicted in the handbag specimen. SER 220-21. It did not dispute
those facts for good reason—Patrick Guetta admitted them in his deposition. ER
705-706, 710-11.
With regard to the registration for use of the marks with the sale of paints
and varnishes, AA did sell the spray paint cans depicted in its statement of use—
but only empty ones as art objects. ER 687, 700-01. AA never sold paint under
the mark “Life is Beautiful.” AA also admitted that it did not sell the packing tape
or the banners in the pictures submitted to the PTO. ER 725-27, 874, 876-84,
1220; SER 478-87. It further admitted it did not sell any cell phone covers before
2014, contrary to the picture of the cell phone cover submitted to the PTO as
evidence of use in 2012. ER 874, 1220. AA cannot rewrite the facts on appeal.
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Absent any specific explanation for the false statements and fabricated
specimens in the statements of use, the Guettas’ declarations that they “believed all
of the statements and representations to be in compliance with all filing
requirements, and true,” ER 186, 189, amount to nothing more than conclusory
denials of fraud. It is well-settled that such naked legal conclusions do not create
a dispute of material fact when set against clear evidence in favor of the moving
party. See Anderson, 477 U.S. at 257 (“[T]he plaintiff must present affirmative
evidence in order to defeat a properly supported motion for summary judgment.”);
Ah Quin v. Cty. of Kauai Dep’t of Transp., 733 F.3d 267, 289 (9th Cir. 2013) (a
party “cannot create a genuine issue of material fact … by swearing to facts that
are contradicted by the record”).
As the Supreme Court has explained, “[w]hen opposing parties tell two
different stories, one of which is blatantly contradicted by the record, so that no
reasonable jury could believe it, a court should not adopt that version of the facts
for purposes of ruling on a motion for summary judgment.” Scott v. Harris, 550
U.S. 372, 380 (2007). Because LIB presented uncontroverted evidence that AA
deliberately deceived the PTO, the District Court properly concluded that AA had
committed fraud. As it explained, “[n]o record evidence suggests that Plaintiff[]
mistakenly believed they actually sold the majority of the claimed goods” and
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“Plaintiff[] provid[ed] no explanation for the several deceptive photographs
submitted along with the registration applications.” ER 18.
AA repeatedly asserts that unclean hands must be proven by “clear and
convincing” evidence as if this changes the analysis. But no rational jury could
find anything but fraud here, whether under a preponderance of the evidence
standard or a clear and convincing standard. The District Court expressly held that
there was clear and convincing evidence of unclean hands, ER 16, 24, which
finding was not an abuse of discretion.
C.

AA Perpetuated Its Fraud by Bringing Suit Based on the
Fraudulent Registrations

Not only did AA obtain the registrations by fraud, it perpetuated that fraud
by bringing this infringement suit based upon those registrations. The federal
registration infringement claim is the very first claim in the complaint. SER 522.
While LIB uncovered this fraud in discovery, AA knew that it had not used the
mark in commerce with the goods claimed in its registrations when it filed suit.
Nevertheless it pressed those registrations until LIB took the depositions of Debora
Guetta and Patrick Guetta—who both admitted AA had not sold the goods with the
mark—and until LIB informed AA that it was moving for summary judgment
based on its fraud. Only then did AA surrender the registrations. ER 634-36, 889908. AA’s fraud extended beyond the registration process and into the District
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Court. AA’s fraud was part of a concerted and improper effort to bar LIB’s
legitimate use of a common phrase.
D.

AA’s Fraud Harmed LIB and the Public

AA argues that the District Court abused its discretion by concluding that
AA’s fraud created harm. Br. 43-45. This is flatly wrong.
Unclean hands are established by showing either harm to LIB or harm to the
public. See Republic Molding Corp. v. B.W. Photo Utils., 319 F.2d 347, 349-50
(9th Cir. 1963) (harm from plaintiff’s inequitable conduct must be “either to the
defendant or to the public interest”); see also CytoSport, Inc. v. Nature’s Best, Inc.,
2007 WL 1040993, at *4 n.1 (E.D. Cal. Apr. 4, 2007). Both types of harm are
established here.
1.

AA’s Unclean Hands Harmed LIB

It is undisputed that LIB was harmed by the fraud. Courts routinely
recognize that bringing a claim based on a fraudulently-obtained registration is
sufficient harm to the defendant for an unclean hands defense. See Tokidoki, LLC
v. Fortune Dynamic, Inc., 2009 WL 2366439 at *12 (C.D. Cal. July 28, 2009)
(where plaintiff made misstatements to the PTO about its intent to use marks, and
the defendant counterclaimed for cancellation of the marks, defendant was
“damaged … in that [it] was required to expend substantial sums to defend itself
against Tokidoki’s claim”); Elec. Info. Publ’ns, Inc. v. C-M Periodicals, Inc., No.
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68 C 136, 1969 WL 9623, at *10 (N.D. Ill. Nov. 12, 1969) (defendant “was
damaged by having to prepare for and defend against legal action … brought under
illegal[]” registrations).
In response, AA argues that LIB was not harmed because AA’s claims did
not rely entirely on the fraudulent registrations. Br. 43-44. That AA brought other
meritless claims does not diminish the fact that LIB was harmed in defending
against the fraudulent registrations, which were the centerpiece of the suit. SER
522 (“First Cause of Action: Trademark Infringement” alleging that “Plaintiff
owns the trademark rights in the Registrations which have acquired federal
registration with the USPTO.””).
AA also implausibly characterizes the ninth registration—obtained two
years into the litigation—as the “most important,” Br. 21, and the eight other
registrations as “an incidental part” of its case, Br. 18, and “only a small part of
AA’s claims,” Br. 43. But, AA prosecuted its case through almost two years of
discovery, and up to the eve of summary judgment, based on those eight fraudulent
registrations. The only reason AA “was no longer pursuing” claims based on those
registrations by the time of summary judgment, Br. 18, was that discovery had
exposed them as fraudulent and forced AA to surrender them. AA does not dispute
that, as the District Court found, it “su[ed] LIB on the basis of those marks,” ER
19, and it acknowledges that the ninth registration was not “asserted or challenged
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in the operative pleadings,” Br. 26. Indeed, because AA sought the ninth
registration only after LIB had used the same mark in connection with the festival,
it was the ninth registration that was incidental to this case—not the eight
fraudulent registrations that preceded it.
The existence of AA’s copyright claim also does not undo the harm that LIB
suffered from LIB’s inequitable conduct. Br. 43 (arguing that copyright claim
eliminates harm). As AA itself notes, the “bulk” of the case that LIB was forced to
defend did not involve that copyright claim. Id. Because LIB was damaged by
expending resources to defend illegitimate trademark claims, it was harmed.
2.

AA’s Unclean Hands Harmed the Public

AA further argues that the public was not harmed. But as the District Court
explained, AA “registered the mark in nearly one-fifth of all possible
classifications” and in virtually every conceivable category applicable to AA—
dominating the field. ER 19. Members of the public were prevented from
registering, or even considering registration or use of, the marks in those
categories, because AA had fraudulently occupied them.
On appeal, AA contends that the District Court’s decision to count the total
number of registration classes available was an impermissible “independent
inquiry.” Br. 45. AA also disputes the District Court’s conclusion that AA sought
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registration for the “Life is Beautiful” phrase for most conceivable categories for
which AA could have applied. ER 19. AA is wrong on both counts.
First, the number of registration classes is codified by regulation, and hence
is judicially noticeable. See 37 C.F.R. § 6.1 (setting out trademark classes); United
States v. Woods, 335 F.3d 993, 1001 (9th Cir. 2003) (Code of Federal Regulations
is judicially noticeable). Recognizing that AA’s eight fraudulent trademark
registrations were a fifth of the total categories is simple math, not an
impermissible independent inquiry. Second, there is no dispute that AA sought to
register the mark with over 250 goods in eight registration categories. Whether
that is every conceivable registration category that AA could have sought or not, it
is plainly an effort by AA to occupy large segments of commerce with fraudulent
registrations, discouraging other potential users and corrupting the registration
process.
AA further claims that the Court was just “speculating” about public harm
because there was no “evidence” before the Court. Br. 44. That misunderstands
the nature of public harm. LIB was not required to submit evidence that particular
individuals or companies in the public were chilled in registration. It is enough
that the fraud frustrates the purpose of the public registration system. It is widely
recognized that “[o]ne of the primary purposes of registration on the principal
register under the Lanham Act is to establish a system of constructive notice
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whereby a first user of a mark may be enabled to pre-empt by registration all of the
remaining virgin territory not yet occupied by subsequent users of the same or
similar marks.” Giant Food Inc. v. Malone & Hyde, Inc., 522 F.2d 1386, 1395
(C.C.P.A. 1975). AA’s registrations allowed it to wrongfully pre-empt others who
may have wanted to use the mark for other goods. There is no way to determine
who might have done so had AA not committed its fraud. This is precisely the
kind of harm to the public the unclean hands doctrine has long been intended to
address. See Am. Thermos Bottle Co. v. W.T. Grant Co., 279 F. 151, 159 (D. Mass.
1922) (in cases involving an unclean hands defense “The public has a vital interest
in protecting the honest, proper use of trade-marks, and in preventing the dishonest
and misleading use of trade-marks.”).
E.

The District Court Balanced the Equities

AA asserts that the District Court “declin[ed] to engage in any balancing of
the equities whatsoever.” Br. 47. Contradicting itself, AA also argues that the
District Court weighed the equities but “ignor[ed] AA’s overwhelming evidence of
Defendants’ wrongdoing.” Id. AA does not explain what purported evidence the
District Court should have considered or how the District Court should have
balanced the equities differently. Id. Moreover, the District Court did expressly
weigh AA’s “weak claim for trademark infringement,” against AA’s substantial
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fraud on the PTO, the harm to LIB in defending this suit, and the harm to the
public in chilling registrations and corrupting the registration process. ER 22-23.
The District Court concluded that LIB’s wrongdoing (if any existed, which it
did not decide) was outweighed by the fact that AA “not only engaged in
fraudulent acts in attempting to register the ‘Life is Beautiful’ trademark, [but] also
attempted to profit off that fraud both by deterring competitors and by subjecting
[LIB] to the present litigation.” ER 22. The District Court further held that AA’s
conduct “undermined the sanctity of a trademark registration system which relies
on parties truthfully representing which marks are bona fide source identifiers and
which are not.” Id. While AA may not like the result, the District Court weighed
the equities and its conclusion was not an abuse of discretion.
F.

The District Court’s Application of the Unclean Hands Defense Is
Not an Improper Advisory Opinion

AA also argues, wrongly, that the District Court could not base its unclean
hands finding on AA’s fraud because AA surrendered its registrations when LIB
told AA it was moving for summary judgment. Br. 23-28. But, surrendering the
fraudulently-obtained trademarks does not mean the fraud never occurred. Indeed,
it only underscores the uncontroverted existence of the fraudulent conduct that
forced AA to surrender the marks.
AA fundamentally misunderstands the unclean hands defense. It is AA’s
conduct and not the status of the registrations that matters. See, e.g., Ellenburg v.
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Brockway, Inc., 763 F.2d 1091, 1097 (9th Cir. 1985) (unclean hands is based on
the conduct of the plaintiff); Hoffman-La Roche, Inc. v. Promega Corp., 319 F.
Supp. 2d 1011, 1028 (N.D. Cal. 2004) (same); see also Oracle Am., Inc. v.
Hewlett Packard Enters. Co., 2017 WL 2311296, at *2 (N.D. Cal. May 26, 2017)
(“To establish unclean hands, a defendant must demonstrate ... inequitable conduct
by the plaintiff ….”) (emphasis added)).
AA came into the District Court claiming ownership of Life is Beautiful
trademarks based in large part upon its eight fraudulent trademark registrations. It
maintained its claimed ownership rights based on these marks through almost two
years of litigation. Based on that inequitable conduct, the District Court barred AA
from obtaining relief as it is entitled to do in applying the unclean hands defense.
The District Court did not abuse its discretion in doing so.
G.

All of AA’s Trademark Claims Are Barred by Its Unclean Hands

AA also argues, for the first time on appeal, that even if its federal trademark
claims are barred by its unclean hands, its section 43(a) and state common law
claims are not barred. Br. 28-32. This argument fails for multiple reasons.
First, AA waived this argument by not raising it below. See, e.g., Yamada v.
Nobel Biocare Holding AG, 825 F.3d 536, 543 (9th Cir. 2016) (“Generally, an
appellate court will not hear an issue raised for the first time on appeal.”), Cruz v.
Int’l Collection Corp., 673 F.3d 991, 998 (9th Cir. 2012) (same). “To have been
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properly raised below, ‘[an] argument must be raised sufficiently for the trial court
to rule on it.’” Broad v. Sealaska Corp., 85 F.3d 422, 430 (9th Cir. 1996) (citing
In re E.R. Fegert, Inc., 887 F.2d 955, 957 (9th Cir. 1989)). AA never suggested
that the District Court should distinguish between its trademark claims—all of
which involve the same legal standard and same alleged conduct by LIB—in
adjudicating LIB’s unclean hands defense. ER 1130-34. AA did not make that
argument even though LIB argued in its summary judgment motion that AA’s
fraud barred all of AA’s claims. ER 1179-80. AA therefore failed to preserve this
position for appeal. See Baccei v. United States, 632 F.3d 1140, 1149 (9th Cir.
2011) (“we will not reframe an appeal to review what would be in effect a different
case than the one decided by the district court”).
Second, even if AA had preserved this argument, which it did not do, AA is
wrong that the District Court’s finding of unclean hands “had no bearing” on its
section 43(a) and state common law claims. Br. 32. Those claims were based on
the same alleged infringement and the same set of facts, and governed by the same
legal standard. “[T]he general rules of trademark validity and infringement are to
be applied to infringement claims brought under Lanham Act § 43(a).” 5 J.
Thomas McCarthy, McCarthy on Trademarks & Unfair Competition (“McCarthy”)
§ 27:18 (5th ed.); see, e.g., New W. Corp. v. NYM Co. of Cal., Inc., 595 F.2d 1194,
1201 (9th Cir. 1979) (“[w]hether we call the violation infringement, unfair
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competition or false designation of origin, the test is identical”). Likewise, the
same legal standard governs AA’s federal trademark claims and its state law
claims. See Rearden LLC v. Rearden Commerce, Inc., 683 F.3d 1190, 1221 (9th
Cir. 2012) (“Appellants’ state law trademark infringement claim … is subject to
the same legal standards as their Lanham Act trademark claim.”). AA never
distinguished between its state and federal claims in any of its filings. To the
contrary, it repeatedly treated them as indistinguishable. E.g., ER 1115-47.
Had AA made this argument, the question before the District Court would
have been whether AA’s inequitable conduct “relates to the subject matter” of
section 43(a) and state law claims that were congruent—as to both the facts and the
legal standard applied to them—with AA’s federal trademark claims.
Fuddruckers, Inc. v. Doc’s B.R. Others, Inc., 826 F.2d 837, 847 (9th Cir. 1987).
Under this standard, identical state and federal trademark claims have all been
barred on the ground of unclean hands. See Elec. Info., 1969 WL 9623, at *11
(barring state law claims because of fraud on PTO constituting unclean hands).
This makes sense. Merely cancelling a registration obtained through fraud
does not “purge the wrong.” Id. If AA’s unclean hands could bar, at most, only its
federal trademark claims, there would be no incentive for AA—or any other
party—to be truthful in its trademark applications (aside from the remote
possibility of criminal prosecution for perjury). If, as here, the fraud were
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uncovered, the registration’s effects would be lost, but the fraudster would be no
worse off because its congruent Section 43(a) and state law claims could proceed
unaffected by its unclean hands.
Third, AA cites no support for its untimely argument that unclean hands
barring a federal trademark claim cannot also bar section 43(a) or state law claims
based on the same facts. The decisions that AA cites—none of which involve
application of the unclean hands defense—establish only that such subsidiary
claims can exist after a federal registration is cancelled. In Far Out Productions,
Inc. v. Oskar, 247 F.3d 986 (9th Cir. 2001), this Court observed in dicta that it
would be possible for a plaintiff to pursue a common law infringement claim if a
federal registration were cancelled. Id. Notably, the Court did not believe any
fraud had occurred in that case. Id. Likewise, in Orient Express Trading Co., Ltd.
v. Federated Department Stores, Inc., 842 F.2d 650 (2d Cir. 1988), which AA calls
“directly on point,” Br. 31, the court held only that it did not necessarily follow
that an unfair competition claim failed if a federal registration were cancelled. Id.
at 654. That these other claims can proceed in the absence of a registration is
uncontroversial. Neither of these cases addresses whether unclean hands can or
should bar common law trademark claims based on the same facts and law, which
is a different question.
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Even if unclean hands in procuring a fraudulent registration (or, as here,
eight federal registrations) does not necessarily bar congruent section 43(a) and
state law claims, the District Court did not abuse its discretion in finding that it
barred such claims here because AA’s entire case was premised on its federal
registration. Courts have observed that state law claims might proceed despite a
fraudulent registration where there is ample, independent proof of infringement
and recognized good faith use of the mark in commerce. See, e.g., Ginseng-Up
Corp. v. Am. Ginseng Co., 1981 WL 48160, at *2 (S.D.N.Y. July 8, 1981) (“Since
the [parties] two names are identical, confusion and injury will surely result from
their use by both producers.”); VIP Foods, Inc. v. V.I.P. Food Prods., 200 U.S.P.Q.
105, 1978 WL 21542, at *9 (T.T.A.B. July 25, 1978) (petitioner’s claim was
unaffected by the validity of its registration because of its “prior and continuous
common law use of the mark”); see also Standard Terry Mills, Inc. v. Shen Mfg.
Co., 626 F. Supp. 1362, 1364 (E.D. Pa. 1986) (party had “engaged in a good faith
effort to vindicate what it believed were its rights”).
H.

The Ninth Registration Does Not Clean AA’s Hands

The District Court did not abuse its discretion in holding that AA’s ninth
registration—filed just before AA filed this lawsuit, and not issued until discovery
closed in the litigation, ER 632-33—did not negate AA’s unclean hands. The PTO
issued the ninth registration only after being misled eight separate times into
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issuing registrations for the same “Life is Beautiful” mark. AA’s solitary, tactical
filing on the eve of litigation did not negate its pattern of inequitable conduct, by
which it deterred its competitors for years from using the “Life is Beautiful”
phrase. Whether or not the ninth registration also was fraudulent, AA engaged in
inequitable conduct that “relates to the subject matter of [the] claims” in obtaining
the eight prior registrations. Fuddruckers, 826 F.2d at 847; see 6 McCarthy §
31:48 (plaintiff’s inequitable conduct is the basis for a valid defense “if it relates in
some way to the subject matter in litigation” (emphasis added)). That it remained
undetermined whether AA also dirtied its hands as to the ninth registration did not
require the District Court to close its eyes to AA’s fraud on the PTO and the
District Court regarding the exact same mark. Cf. Precision Instrument Mfg. Co. v.
Auto. Maint. Mach. Co., 324 U.S. 806, 816 (1945) (describing public interest “in
seeing that patent monopolies spring from backgrounds free from fraud or other
inequitable conduct”).
AA’s treatment of the ninth registration in its appellate brief is inconsistent.
On the one hand, it claims that the ninth registration was not part of the case or
before the District Court. Br. 21. On the other hand, it claims that it is entitled to
survive summary judgment because of the presumptions of the ninth registration.
Br. 37. AA cannot have it both ways. In fact, AA put the ninth registration at
issue by relying on it on summary judgment as its only evidence of trademark
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ownership. As AA put the registration at issue, it is properly subject to the unclean
hands ruling barring all of AA’s trademark claims.
In sum, AA’s fraud on the PTO is uncontroverted. AA perpetuated that
substantial fraud by initiating this suit. LIB and the public were harmed by that
fraud. AA’s egregious conduct outweighs any weak potential trademark claim.
The District Court did not abuse its discretion in granting summary judgment for
LIB on the basis of AA’s unclean hands.
II.

THE DISTRICT COURT PROPERLY FOUND THAT AA DID NOT
USE THE PHRASE “LIFE IS BEAUTIFUL” AS A TRADEMARK
The District Court’s decision also should be affirmed because there was no

material disputed fact that AA did not use the phrase “Life is Beautiful” as a
trademark.
A.

The Only Evidence of Use Presented by AA to the District Court
Was Its Ninth Registration

To own a trademark registration over a phrase, a person must use the phrase
“to identify and distinguish his or her goods . . . from those manufactured or sold
by others and to indicate the source of the goods . . . .” 15 U.S.C. § 1127. In the
District Court, AA relied solely on the ninth trademark registration to establish its
use of the phrase as a trademark. ER 23-24. Specifically, AA set forth the
following paragraph:
Amusement Art’s registration of the mark “Life is Beautiful” on the
Principal Register in the Patent and Trademark [sic] constitutes prima
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facie evidence of the validity of the registered mark and of
Amusement Art’s exclusive right to use the mark on goods and
services specified in the registration. Registration “discharges the
plaintiff’s original common law burden of proving validity in an
infringement action.” Thus, by demonstrating that it holds a federal
registration, Amusement Art has made a prima facie showing that it
holds a valid protectable interest in the use of the “Life is Beautiful”
mark. The first prong of the analysis is therefore satisfied.
ER 1136-37 (citations omitted). That is it. AA did not argue or set forth for the
District Court any use by AA that created trademark rights in the mark.
The District Court was entitled to rely on AA’s briefing and it is not required
(nor is this Court) “to scour the record in search of a genuine issue of triable fact.”
Keenan v. Allan, 91 F.3d 1275, 1279 (9th Cir. 1996); see also Stanislaus Food
Prods. Co. v. USS-POSCO Indus., 803 F.3d 1084, 1094 (9th Cir. 2015) (on
summary judgment, district court was only required to review the two pages of the
82-page expert report specifically referred to in the parties’ briefs); Carmen v. San
Francisco Unified Sch. Dist., 237 F.3d 1026, 1031 (9th Cir. 2001).
This paragraph was AA’s only evidence of use in the face of LIB’s evidence
of non-use. “[W]here one party has presented evidence rebutting a claim to a
trademark, the registration is ‘merely evidence “of registration,” nothing more.’”
ER 23 (quoting Tie Tech, Inc. v. Kinedyne Corp., 296 F.3d 778, 783 (9th Cir.
2002)); see also Quiksilver, Inc. v. Kymsta Corp., 466 F.3d 749, 756 (9th Cir.
2006); Sengoku Works Ltd. v. RMC Int’l, Ltd., 96 F.3d 1217, 1220 (9th Cir. 1996),
as modified, 97 F.3d 1460 (9th Cir. 1996) (presumption of ownership created by
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registration is rebutted “by showing that the registrant had not established valid
ownership rights in the mark at the time of registration”).
As the District Court explained, LIB presented evidence that AA did not use
the phrase as a trademark—that is, as a source identifier. ER 23. Prior to LIB’s
use of its Life is Beautiful mark in 2012, Thierry Guetta used the phrase “Life is
Beautiful” as an ornamental phrase in some of his art work, SER 605, as the title of
one art show, SER 637, and as a feel-good saying on the backs of some of his
canvases, 638-39. None of these uses makes it “readily apparent” to members of
the public that the phrase “Life is Beautiful” is intended to identify a brand, rather
than simply being one feel-good statement among many that are part of Mr.
Guetta’s artistic expression.
First, the use of the phrase as an ornamental element in Mr. Guetta’s
artworks, SER 605-606, is not sufficient to establish trademark use. Because the
phrase is only one slogan among many used by Mr. Guetta, there is no reason for
members of the public to conclude that it is intended to identify a brand. The ways
in which he has used the phrase in these artworks also differ, further cutting against
a finding that he has used it as a mark. Compare ER 494 with ER 590; see also
Rock & Roll Hall of Fame & Museum, Inc. v. Gentile Prods., 134 F.3d 749, 755
(6th Cir. 1998) (use of different images of plaintiff’s building on merchandise was
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not trademark use because inconsistency in depiction of building made it less
likely that it served a source-identifying function).
Second, Mr. Guetta’s occasional use of the phrase as a decorative slogan on
a few items of merchandise that he currently sells (to the extent he sold any such
merchandise before 2012, which AA introduced no evidence of below) also is not
sufficient to establish trademark use. ER 1153-54. For example, in Go Pro Ltd. v.
River Graphics, Inc., 2006 WL 898147, at *1 (D. Colo. Apr. 5, 2006), Go Pro’s
use of the phrase “Here Fishy, Fishy” on its invoices, shipping containers, hang
tags for its clothing, and embroidered on the clothing itself was held to not be
source-identifying. See also Tovey v. Nike, Inc., 2014 WL 3510975, at *9 (N.D.
Ohio July 10, 2014) (no trademark use of phrase “BOOM YO!” on t-shirts where
font was inconsistent and it was not used on tags or labels); In re Dimitri's Inc., 9
U.S.P.Q.2d 1666, 1988 WL 252334, at *3 (T.T.A.B. Nov. 14, 1988) (same); In re
Astro–Gods, Inc., 223 U.S.P.Q. 621, 1984 WL 63582, at *3 (T.T.A.B. Aug. 10,
1984) (same); In re Olin Corp., 181 U.S.P.Q. 182, 1973 WL 19761, at *1
(T.T.A.B. Nov. 19, 1973) (phrase on t-shirts was ornamental). For the same
reason, his use of the phrase in small print and upside-down in some of his
marketing materials, ER 884-88, is not a use a consumer would consider sourceidentifying.
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Third, Mr. Guetta’s use of the phrase “Life is Beautiful” as the title of his
first art show is also not sufficient to create trademark rights. SER 605, 637. Use
of a phrase in a title does not establish trademark ownership because “[c]onsumers
expect a title to communicate a message about the book or movie, but they do not
expect it to identify the publisher or producer.” Mattel, Inc. v. MCA Records, Inc.,
296 F.3d 894, 902 (9th Cir. 2002). For exactly that reason, promotional materials
for Mr. Guetta’s art shows always identify them as featuring the work of “Mr.
Brainwash.” ER 764, 884-88, 1152.5
Fourth, Mr. Guetta’s use of the phrase on the backs of canvases, ER 1152,
also does not establish trademark rights. The phrase is not visible to potential
buyers viewing the works—the Mr. Brainwash name is visible on the front instead.
He also does not use the phrase as a label on any other products, such as sculptures
and prints, that he sells. SER 638-40.
While Mr. Guetta uses the phrase “Life is Beautiful” only intermittently, it is
uncontroverted that Mr. Guetta uses the phrase “Mr. Brainwash” on all of his
works. ER 1152. Indeed, as AA conceded, “Mr. Guetta is primarily identified by
5

AA now claims that all of his art shows are called Life is Beautiful but that is not
how he advertised them at the time. See ER 764, 884-88. AA’s use after 2012 is
also irrelevant because it occurred after LIB’s first use. AA’s reference, Br. 9, to
an event with Michelle Obama in 2016 where he painted a mural with the heart and
phrase, ER 491-94, is particularly ridiculous. After AA filed suit it started using
the phrase at every opportunity. But this post-2012 use adds nothing to AA’s
position.
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members of the public by the name ‘Mr. Brainwash.’” ER 1100, 1152. It is that
mark, not “Life is Beautiful,” that a member of the public would look to in order to
identify the source of the paintings. There is no evidence in the record that any
member of the public has ever sought to identify works by Mr. Brainwash by
seeking out works bearing the phrase “Life is Beautiful.” The District Court
properly determined that the presumption of trademark use was rebutted by the
evidence presented by LIB.
B.

AA’s Registration Is Irrelevant Because It Postdates LIB’s Use

AA’s reliance on its ninth registration to establish trademark use has a
second problem. To prove trademark infringement, a plaintiff must show not only
that it owns a mark but also that it owned the mark before the alleged infringer
owned it. See, e.g., Brookfield Commc’ns, Inc. v. W. Coast Entm’t Corp., 174 F.3d
1036, 1047 (9th Cir. 1999) (“It is axiomatic in trademark law that the standard test
of ownership is priority of use. To acquire ownership of a trademark . . . the party
claiming ownership must have been the first to actually use the mark in the sale of
goods or services.” (citation omitted)). To prevail on its trademark claims,
therefore, AA has the burden of proving that it used “Life is Beautiful” as a
trademark before LIB did. See Yellow Cab Co. of Sacramento v. Yellow Cab of
Elk Grove, Inc., 419 F.3d 925, 928 (9th Cir. 2005) (“The plaintiff bears the
ultimate burden of proof in a trademark infringement action.”).
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AA’s registration creates a presumption of ownership only as of the date on
which AA filed its application—September 24, 2014. ER 963; see Sengoku, 96
F.3d at 1219 (“the registrant is granted a presumption of ownership, dating to the
filing date of the application for federal registration”); see also 2 McCarthy § 16:19
n.5 (“registration is … evidence of first use only as of its filing date.”). It is
undisputed that LIB began using its mark in 2012 and held a festival named “Life
is Beautiful” in 2013. ER 650-51, 966-93; SER 115. While the District Court did
not need to reach this ground for granting summary judgment because of its other
rulings, it was raised by LIB and this Court may affirm the judgment on this
alternative ground. See, e.g., W. Ctr. For Journalism v. Cederquist, 235 F.3d
1153, 1157 (9th Cir. 2000).
C.

Any Presumption of Inherent Distinctiveness Did Not Preclude
Summary Judgment

AA claims that the District Court did not give AA the benefit of the statutory
presumption it claims it was entitled to from the ninth registration regarding
distinctiveness. Br. 34-37. For the reasons above, any presumption arising from a
mark obtained after LIB’s first use is useless to AA’s claims. See supra at II.B.
Nor would any rebuttable presumption change the District Court’s analysis even if
the registration pre-dated LIB’s first use.
The presumption of inherent distinctiveness created by a registration—like
the presumption of trademark use discussed above— is rebuttable unless the mark
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has been registered for five years and obtained incontestable status. See
Quiksilver, 466 F.3d at 760; see also 15 U.S.C. § 1065 (registration incontestable
after five years).
“Inherent distinctiveness” is attributable to a mark when the mark “almost
automatically tell[s] a customer that it refers to a brand, and ... immediately
signal[s] a brand or a product source.” Wal-Mart Stores, Inc. v. Samara Bros., 529
U.S. 205, 212 (2000) (quotation marks and citation omitted). Courts are
particularly unlikely to find that a mark is inherently distinctive where it is not
used in a way that identifies it as a brand-identifier. See Amazing Spaces, Inc. v.
Metro Mini Storage, 608 F.3d 225, 240-50 (5th Cir. 2010) (customers would not
assume that five-pointed star set in a circle used in promotional materials for a selfstorage business was intended as a brand-identifier); Soloflex, Inc. v. NordicTrack,
Inc., 1994 WL 568401, at *10 (D. Or. Feb. 11, 1994) (use of Da Vinci’s man
symbol and phrases including words “Unlock … Potential” not inherently
distinctive). AA relies heavily on Zobmondo Entm't, LLC v. Falls Media, LLC,
602 F.3d 1108, 1121 (9th Cir. 2010), but the plaintiff there, unlike AA, did not
“rest[] solely on its federal registration to survive summary judgment.” Id. at
1119. Moreover, there the question was how distinctive the mark was in the
abstract, not whether it was used in a way that mad clear to members of the public
that it was in fact intended to be a source-identifier.
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AA’s use of the phrase Life is Beautiful is not inherently distinctive because
a member of the public would not conclude that this common phrase refers to a
brand. Mr. Guetta also uses it in a context in which a consumer would not expect
to see any brands at all—as a component of the artwork itself, not in the usual
place an artist identifies himself, the signature in a corner.
LIB presented this evidence to the District Court. ER 1181-85. In response,
AA did not set forth any evidence of inherent distinctiveness. ER 1136-37. AA
mentioned distinctiveness in its opposition only in regard to its claimed heart
trademark. ER 1142. Instead, AA relied completely upon the rebuttable
presumption of the ninth registration. The Court determined that LIB’s evidence
rebutted that presumption. With no other evidence presented to the District Court,
there was no issue of material fact on the issue of inherent distinctiveness.
D.

Any Presumption of Secondary Meaning Did Not Preclude
Summary Judgment

If AA’s registration is not inherently distinctive, AA has the burden of
demonstrating secondary meaning to establish ownership of the mark.
Fuddruckers, 826 F.2d at 844. To show secondary meaning, AA must prove that
“Life is Beautiful” was identified with Mr. Guetta in the minds of “a substantial
segment of consumers and potential consumers.” Levi Strauss & Co. v. Blue Bell,
Inc., 778 F.2d 1352, 1354 (9th Cir. 1985).
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AA argues on appeal that “The District Court’s Analysis of Secondary
Meaning Ignored AA’s Evidence and Drew All Inferences in LIB’s Favor.” Br.
37. This statement is wrong on all counts. The District Court never analyzed
secondary meaning in regard to the phrase “Life is Beautiful” in the Summary
Judgment Order. ER 9-34. The only mention of the concept in the Order is in the
section regarding AA’s claimed trademark rights in the heart. ER 30. The District
Court did not discuss secondary meaning in regard to the phrase “Life is Beautiful”
because AA did not mention the concept at all in its summary judgment opposition
brief. AA presented no evidence to the Court that AA had established secondary
meaning in the phrase. AA cannot make these arguments for the first time on
appeal. See, e.g., Cruz, 673 F.3d at 999.
AA’s citation of cases in which this Court has reversed grants of summary
judgment on secondary meaning, in fact shows exactly why summary judgment
was appropriate here. In Yellow Cab, 419 F.3d at 930, this Court held that the
district court was wrong to grant summary judgment on secondary meaning where
the plaintiff presented “various declarations detailing the history of the Yellow Cab
of Sacramento, customer confusion concerning the companies, advertising data and
other evidence” of secondary meaning. Similarly, in Clicks Billiards, Inc. v.
Sixshooters, Inc., 251 F.3d 1252, 1262 (9th Cir. 2001), the plaintiff “introduced
substantial evidence tending to show that [its] trade dress … had attained
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secondary meaning,” including most notably “a survey commissioned by Clicks
purporting to demonstrate that patrons associated the look of Clicks with that
establishment and not others.”
Where evidence has not been presented, grants of summary judgment for
defendants have been affirmed. See Japan Telecom, Inc. v. Japan Telecom Am.
Inc., 287 F.3d 866, 873 (9th Cir. 2002) (Plaintiff’s receipt of “several telephone
calls and ‘many’ letters apparently intended for” defendant along with declarations
from business owners who identified defendant with the mark was insufficient to
preclude summary judgment on secondary meaning); Filipino Yellow Pages, Inc. v.
Asian Journal Publ’ns, Inc., 198 F.3d 1143, 1151 (9th Cir. 1999) (declaration of
plaintiff’s founder regarding lost revenue and consumer confusion was insufficient
to preclude summary judgment);.
AA relied entirely on the ninth registration to establish ownership, use,
distinctiveness and secondary meaning. LIB presented evidence that rebutted
those presumptions. With no other evidence presented to the District Court, there
was no issue of material fact and the District Court properly awarded summary
judgment to AA on this second ground.
III.

THE DISTRICT COURT HAD THE AUTHORITY TO CANCEL
AA’S FRAUDULENT REGISTRATIONS
The District Court properly concluded that LIB’s cancellation claims were

not moot and that LIB’s registrations should be cancelled. AA argues that this was
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an impermissible “advisory opinion” because the District Court purportedly lacked
jurisdiction over LIB’s cancellation claims once AA surrendered its eight
registrations. But AA’s jurisdictional argument ignores the fact that the Supreme
Court has specifically addressed when a case becomes moot because of a party’s
voluntary cessation of conduct. Contrary to AA’s position, a “defendant cannot
automatically moot a case simply by ending its unlawful conduct once sued.
Otherwise, a defendant could engage in unlawful conduct, stop when sued to have
the case declared moot, then pick up where he left off, repeating this cycle until he
achieves all his unlawful ends.” Already, LLC v. Nike, Inc., 568 U.S. 85, 91 (2013)
(citation omitted); cf. Polo Fashions, Inc. v. Dick Bruhn, Inc., 793 F.2d 1132, 1135
(9th Cir. 1986) (plaintiff in a trademark case can obtain an injunction where
defendant has voluntarily stopped infringing conduct unless “the reform of the
defendant [is] irrefutably demonstrated and total” (citation omitted)).
Indeed, “a defendant claiming that its voluntary compliance moots a case
bears the formidable burden of showing that it is absolutely clear the allegedly
wrongful behavior could not reasonably be expected to recur.” Friends of the
Earth, Inc. v. Laidlaw Envtl. Servs. (TOC), Inc., 528 U.S. 167, 190 (2000)
(emphasis added). Only when that burden has been met does a case become moot
and the District Court lose jurisdiction. Id.
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Already shows an example of the quantum of evidence required to meet such
a burden. There, Nike brought a trademark infringement action against Already,
which in turn brought a counterclaim alleging that Nike’s trademark was invalid.
568 U.S. at 89-92. After concluding that its claims were hopeless and voluntarily
dismissing them, Nike also granted Already an “unconditional and irrevocabl[e]”
covenant that it would not make “any claim(s) or demand(s) ... against Already or
any of its ... related business entities ... [including] distributors ... and employees of
such entities and all customers ... on account of any possible cause of action based
on or involving trademark infringement, unfair competition, or dilution, under state
or federal law ... relating to the” mark at issue. Id. at 93 (alterations in original).
With this covenant in hand, the Court ruled, Already was “free to sell its shoes
without any fear of a trademark claim.” Id. at 96.
Here, in contrast, without a judgment of cancellation nothing would have
prevented AA from re-filing the same fraudulent registrations immediately after
the district court issued its opinion deeming LIB’s counterclaims “moot” and then
filing suit against LIB based on them again. A judgment of cancellation, on the
other hand, has a preclusive effect. See Int’l Order of Job’s Daughters v.
Lindeburg & Co., 727 F.2d 1087, 1091 (Fed. Cir. 1984) (ruling that claimed
trademark was not used to identify the source of goods and services had preclusive
effect in subsequent cancellation proceedings). For this reason, the Trademark
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Trial and Appeal Board’s rules forbid a plaintiff from doing exactly what AA has
attempted to do here—cancel a registration voluntarily to avoid the TTAB’s doing
it with preclusive effect. 37 C.F.R. § 2.134(a). The District Court did not abuse its
discretion in following this same practice wholly consistent with the Supreme
Court’s authority on mootness.6
AA’s citations do not change the analysis. The unpublished decision in
Cigar King, LLC v. Corporacion Habanos, S.A., 560 F. App’x 999, 1001 (Fed. Cir.
2014), does not involve voluntary surrender. Instead, the TTAB issued a decision
declining to cancel a party’s mark. The opposing party sought review in district
court. But, the holder of the mark allowed the mark to expire and it was hence
cancelled on procedural grounds. The opposing party argued to the district court
that the TTAB’s original decision denying cancellation was moot and the district
court agreed. The mark was permanently cancelled so there was no risk of
reassertion. And, the one claiming mootness was the opposing party.
Fuller v. Heintz/Candee, 2008 WL 3200247, at *2 (W.D. Wis. Aug. 6, 2008)
concerned the plaintiff’s motion to voluntarily dismiss its own claims after
cancellation of its marks. The defendant opposed the motion in order to receive an

6

AA argues that LIB did not oppose AA’s surrender of the registrations. Br. 24.
But LIB had no means to do so other than seeking judgment on its counterclaims in
District Court, which it did. The parties were not involved in cancellation
proceedings before the PTO in which LIB could have filed an objection.
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award of costs. In contrast, AA continued aggressively to prosecute its “Life is
Beautiful” infringement claims despite surrendering its trademarks.
Plaintiff relies heavily on Windsurfing International Inc. v. AMF Inc., 828
F.2d 755, 758 (Fed. Cir. 1987), but this case is totally irrelevant. Windsurfing
holds that a third party that did not actually use a mark could not bring a
cancellation claim against a holder of a registration for that mark because there was
no case or controversy. Id. It has nothing to say about whether, in a trademark
infringement case over which a court properly has jurisdiction, the plaintiff can
avoid cancellation of its marks by voluntarily surrendering them. Similarly, Airs
Aromatics, LLC v. Opinion Victoria’s Secret Stores Brand Management, Inc., 744
F.3d 595, 598 (9th Cir. 2014), stands for another uncontroversial jurisdictional
question, holding that a claim for cancellation may be brought only where another
claim gives a federal court jurisdiction. It has nothing to say about when, once a
cancellation claim is validly brought, it becomes moot. And Ditri v. Coldwell
Banker Residential Affiliates, Inc., 954 F.2d 869, 873 (3d Cir. 1992), also does not
address mootness at all. The Court did not abuse its discretion in entering
judgment for LIB on its cancellation counterclaims.
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IV.

AA’S SUSPECT FACTUAL ASSERTIONS DO NOT CHANGE THE
ANALYSIS
A.

AA’s Tale of LIB’s Conduct Is Wrong but Irrelevant to This
Appeal

AA’s brief spins a tale about LIB that is worth no more than the admittedly
false statements and fabricated specimen photographs that AA submitted to the
PTO. Regardless, LIB is entitled to summary judgment on the grounds set forth
herein—even if AA’s invented narrative were true.
AA’s claims that Mr. Choudhry chose the name “Life is Beautiful” after
seeing Mr. Guetta’s artwork. Br. 9-11. In fact, the record is undisputed that Mr.
Choudhry first chose the “Life is Beautiful” name, then performed Google Image
Searches for that phrase to find images to illustrate a document describing his plans
for the festival. ER 213-17, 653-55. Some of the images Mr. Choudhry found
were created by Mr. Guetta, others were not. Id. Only after he showed the
document to others was he told that one of the images in it was a mural created by
Mr. Guetta. Id.
AA also claims that LIB copied a heart image Mr. Guetta has used in some
of his artwork. Br. 12. In fact, the record is undisputed that LIB’s heart image was
created by Mr. Victor, an independent graphic designer who had never heard of
Mr. Guetta. ER 757-61. Mr. Victor described in detail his inspiration for the
image and how he created it. Id. Before the District Court, AA attempted to rebut
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this undisputed evidence by suggesting that “the notion that Defendants just
happened to choose … two of Mr. Brainwash’s [purported] marks … is utterly
implausible.” ER 1125. But LIB is not the only other entity to use both the
common phrase “Life is Beautiful” and the common image of a painted heart
logo—a lobbying group called the Life is Beautiful Platform
(www.lifeisbeautiful.org) does exactly that:

ER 33. AA has not brought suit against this entity.
AA has also focused on two images of Mr. Guetta’s artwork posted on LIB’s
social media accounts in 2013. Br. 12, 44. The first image, from LIB’s Facebook
page, showed a mural featuring the phrase “Life is Beautiful.” ER 139. In the top
comment on that post, LIB wrote: “someone shared this with us from Coachella
and we just had to share it. We’ll try to find out if it’s still up and where its
located.” Id. Hence, this post shows that its writer had no idea who Mr.
Brainwash was. The second image was posted to LIB’s Instagram but created by

54

Case: 17-55045, 01/05/2018, ID: 10715388, DktEntry: 38, Page 66 of 74

Samsung (or a company working for Samsung) to promote a ticket giveaway. ER
430. It was not created or authorized by LIB. SER 119. That these images
appeared on social media accounts managed by third parties hardly shows intent by
LIB to confuse consumers. To the contrary, they show that images of Mr. Guetta’s
artwork were floating around the internet without attribution, precisely how they
ended up in Mr. Choudhry’s pitch presentation.
B.

AA’s Smattering of Purported Confusion Emails Are
Inadmissible Hearsay and Irrelevant to the Appeal

In the fact section of its brief, AA also points to a handful of “evidence” it
claims shows trademark confusion. In fact, most of that evidence is inadmissible
and/or does not show actual confusion. Br. 12-14. Most important, none of this
purported evidence was cited by AA to the District Court for any of the issues on
this appeal, so it is irrelevant to the Court’s analysis here.
AA points, Br. 12, to an email it produced from an unknown person using
the name “Gene Hutch” which implies that the writer thought that the festival was
affiliated with Mr. Guetta. ER 505. But this statement is hearsay of the most
unreliable kind—there is no way to know if the person who wrote it actually was
who he claimed to be and, if so, whether he actually was confused. It is therefore
inadmissible. See JL Beverage Co., LLC v. Jim Beam Brands Co., 828 F.3d 1098,
1110 (9th Cir. 2016) (“smattering of statements” “gathered from others via email,
telephone calls, or text messages” purportedly showing confusion were
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inadmissible hearsay); Wild Willy’s Holding Co., Inc. v. Palladino, 463 F. Supp. 2d
65, 71 (D. Me. 2006) (e-mails from the unidentified individuals purporting to show
actual confusion were inadmissible hearsay); Sara Lee Corp. v. Aris Indus., Inc.,
2001 WL 607005, at *4 (S.D.N.Y. Jan. 4, 2001) (same); see also Orr v. Bank of
Am., NT & SA, 285 F.3d 765, 773 (9th Cir. 2002) (a “court can only consider
admissible evidence” on summary judgment). It also makes clear that it was the
heart image, not the phrase “Life is Beautiful” that made him think Mr. Guetta was
involved.
AA discusses, Br. 13, an email from a person named Pam Baker in which
she asked if Mr. Guetta was involved with LIB’s festival. ER 504. This is hearsay
for the same reasons as Mr. Hutch’s email. But the fact that she was not sure
actually shows that she was not confused. See, e.g., Nora Beverages, Inc. v.
Perrier Grp. of Am., Inc., 269 F.3d 114, 124 (2d Cir. 2001) (“Inquiries about the
relationship between an owner of a mark and an alleged infringer do not amount to
actual confusion. Indeed, such inquiries are arguably premised upon a lack of
confusion between the products ….”); Fisher Stoves, Inc. v. All Nighter Stove
Works, Inc., 626 F.2d 193, 195 (1st Cir. 1980) (same); see also Cohn v. Petsmart,
Inc., 281 F.3d 837, 842 n.7 (9th Cir. 2002) (receipt of “several dozen inquires over
the years about whether the parties were related” was “too ambiguous to
demonstrate actual confusion”). Further, the email shows that Ms. Baker was at
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least an acquaintance of Patrick Guetta’s—she addresses him by first name and
wrote to his direct email address, in contrast to Mr. Hutch who emailed a generic
one—and so even if she were confused, that would not show confusion on the part
of members of the public. See Art Attacks Ink, LLC v. MGA Entm’t Inc., 581 F.3d
1138, 1147 (9th Cir. 2009) (testimony of witnesses who were employees or friends
of plaintiff’s owner not sufficient to prevent judgment for defendant).
Similarly, an email from a Josh Rabbany, Br. 14, in which he claims “I have
had multiple people and even a few of my hip hop artists ask me about Thierry[’]s
festival life is beautiful,” ER 507, is not only hearsay, but double-hearsay and
hence inadmissible—it is offered to prove the truth of statements people made to
Mr. Rabbany. See, e.g., Padilla v. Terhune, 309 F.3d 614, 621 (9th Cir. 2002)
(double hearsay is admissible only if both steps falls within a hearsay exception).
AA points to a comment on the Samsung ad which reads, in its entirety,
“Amazing I TOOK US to SILVERLAKE and NOW it’s the AD HOW Mr.
Brainwash.” ER 430. This mostly incomprehensible sentence suggests, at most,
that the viewer associated the Billie Holliday mural with Mr. Guetta—not that he
or she thought that LIB’s festival was associated with him. In any event, it is also
hearsay.
Finally, AA points to a post on a web forum. Br. 14; ER 523. It describes
the writer, identified only as “maddog76,” as a “blogger” but the page it includes is
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from a discussion thread called the “Official Mr. Brainwash Conspiracy Thread.”
It is difficult to imagine a less reliable or admissible form of hearsay than
anonymous internet comments and they are hence inadmissible. See, e.g., United
States v. Jackson, 208 F.3d 633, 638 (7th Cir. 2000) (web postings may be
inadmissible if source of information or method of circumstances of preparation
indicates a lack of trustworthiness); AFMS LLC v. United Parcel Serv. Co., 105 F.
Supp. 3d 1061, 1070 (C.D. Cal. 2015) (collecting cases for the proposition that
“[i]t is axiomatic to state that newspaper articles are by their very nature hearsay
evidence and are thus inadmissible if offered to prove the truth of the matter
asserted”). Moreover, the post shows that while the writer “assumed” Mr. Guetta
was involved in the festival initially, he realized that was not true, and hence was
not confused. ER 523. And commenters on a “Mr. Brainwash Conspiracy
Thread” are, it should go without saying, not representative of the public in their
knowledge of Mr. Guetta.
V.

AA’S ARGUMENT REGARDING ITS HEART SYMBOL IS NOT
PROPERLY RAISED AND IS MERITLESS
Finally, AA gestures at, but does not actually mount, a challenge to the

District Court’s grant of summary judgment for LIB on AA’s trademark
infringement claims regarding its heart symbol. In a single four-sentence
paragraph, AA asserts that the “the record is replete with triable issues of fact” on
this issue but does not identify any, and asserts that “[t]he record does not support
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the court’s ruling” but does not explain why. Br. 49. This is not enough to raise an
issue on appeal. See Sullivan v. Dollar Tree Stores, Inc., 623 F.3d 770, 776 n.3
(9th Cir. 2010) (appellant that “assert[ed] summarily that the district court erred by
disregarding ‘several admissions’” but did not “specify what facts” were
“admitted” waived that argument on appeal); Greenwood v. F.A.A., 28 F.3d 971,
977 (9th Cir. 1994) (“[A] bare assertion does not preserve a claim, particularly
when, as here, a host of other issues are presented for review.”).
AA did not identify the District Court’s purported errors because in fact
there were none. AA’s Rule 30(b)(6) witness and senior executive, Debora Guetta,
admitted that AA did not use the heart image as a trademark. SER 159-61. Her
efforts to undo this testimony with a contradictory declaration are insufficient to
create a genuine dispute of material fact. See Van Asdale v. Int’l Game Tech., 577
F.3d 989, 998 (9th Cir. 2009); see also Fed. R. Civ. P. 56(h). Nor, in its opposition
to summary judgment, did AA present any other evidence that showed it actually
used the heart as a trademark. ER 1142-44. The District Court properly found no
material disputed fact existed regarding AA’s failure to use its splatter paint heart
as a trademark.
CONCLUSION
For the foregoing reasons, AA’s appeal should be dismissed.
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DATED: January 5, 2018

MUNGER, TOLLES & OLSON LLP

By:

/s/ Tamerlin J. Godley
TAMERLIN J. GODLEY

Attorneys for Life is Beautiful LLC and
Downtown Las Vegas Management LLC
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STATEMENT OF RELATED CASES
This appeal is related to Amusement Art v. Life is Beautiful, No. 17-55884,
LIB’s appeal of the District Court’s fee award and 17-55888, AA’s cross-appeal of
that order.
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I.

INTRODUCTION
All bench officers and counsel are aware, commencing with their first-year

law school course in Civil Procedure, that a motion for summary judgment,
whether brought under FRCP 56 or a state statutory provision, involves the court in
an exercise in fact finding—but not fact resolution. Thus, it is settled that when a
court, after resolving all conflicts in the evidence in favor of the non-moving
party, concludes one or more triable issues of material fact exist, its job is to deny
relief, not engage in speculation and unsupported supposition to resolve those
facts. The fact resolution is, of course, a job to be left to the ultimate trier of fact.
That should have been what happened here. Unfortunately, it did not.
Amusement Art (“AA”) has shown in its Opening Brief (“OB”) that the
District Court committed prejudicial error in failing to recognize factual issues
presented which impelled denial of LIB’s motion. As shown in this Reply Brief,
LIB’s Answering Brief (“AB”) does nothing to undermine AA’s showing in the
Opening Brief and in its opposition to the motions filed in the District Court. The
error below, including the court’s application of an incorrect legal standard,
mandates reversal so that AA may have its day in court before the jury.
Stated simply, the principal issue on appeal is: did the District Court
improperly invade the province of the jury by ruling as a matter of law in the face
of direct evidence to the contrary that LIB established “fraud” in connection with
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AA’s trademark registrations?

LIB presented evidence that AA filed eight

trademark applications stating that AA used the mark in commerce on or in
connection with the identified goods and/or services, and that AA did not sell all of
the registered categories of goods. In response, AA submitted the declarations of
Patrick and Debora Guetta, which explain that at the time they made their filings,
they believed all of the statements and representations therein to be true. As a
matter of law, that should have ended the analysis, and the District Court should
have denied Defendants’ Motions for Summary Judgment.
It is not the role of the District Court on a motion for summary judgment to
weigh evidence or assess its credibility. This is so even where the court finds
statements contained in a declaration to be “implausible.” The correct standard,
and the one the court should have applied, is that any alleged “implausibility” of a
declaration cannot support the grant of summary judgment. Implausibility goes to
the weight the trier of fact should give the evidence. A declaration is direct
evidence. If it conflicts with evidence presented by the moving party, the motion
must be denied due to the existence of a disputed material issue of fact. Because
the court failed to apply the correct standard and substituted its own judgment for
that of the jury as to the weight and credibility of AA’s evidence, the judgment
should be reversed in its entirety.

2
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Defendants’ other arguments for affirmance are equally unavailing. In its
sweeping decision granting summary judgment for Defendants on AA’s claims and
on Defendants’ cancellation claims, the District Court relied entirely on its
determination that AA committed fraud on the PTO and thus had unclean hands.
The court relied on the resulting unclean hands determination to sweep away the
Ninth Mark, which it conceded did not suffer from the infirmities alleged as to the
other eight and which was not even before the court in the proceedings and was not
argued by LIB.
The District Court also improperly granted summary judgment as to AA’s
common law trademark rights, which are retained regardless of the cancellation of
a mark. Defendants now claim that AA waived this argument because it was not
raised below. This is incorrect, and because this issue is purely legal, it may be
raised on appeal for the first time. Moreover, such review is appropriate where the
trial court relied on an incorrect legal standard. Because the law is clear that
common law rights are unaffected even by fraud on the PTO, the district court’s
decision should be reversed on these grounds as well.
Finally, the District Court also erred in granting Defendants’ motion for
summary judgment as to AA’s trademarked heart design. Specifically, the court
relied heavily on a “judicial admission” that is little more than a legal conclusion

3
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by a non-attorney. Thus, the court ignored substantial evidence of trademark use
and copyright validity.
In sum, the District Court’s application of the incorrect standard pervades its
entire ruling and mandates reversal. The court’s other findings are equally infected
by this error and additional erroneous legal conclusions. The judgment should be
reversed.
II.

LEGAL ARGUMENT
The Order and resulting Judgment below were rife with error, and LIB’s

attempt to salvage them are woefully insufficient. Most egregiously, the District
Court took every opportunity to rule in Defendants’ favor, erroneously granting
every inference in their favor. But the court made additional errors of law, both in
assuming the invalidity of AA’s “LIFE IS BEAUTIFUL” trademark and in
determining that AA’s “splashed heart” logo is not entitled to either trademark or
copyright protection.
A.

LIB’s Argument that AA Has Failed to Establish a Material Issue of
Fact as to the Alleged “Fraud” by the Guettas is Merely a Regurgitation
of the District Court’s Application of an Incorrect Standard
In finding that “Plaintiffs’ false statements to the PTO” warranted finding in

favor of Defendants on their unclean hands defense, the District Court concluded
as a matter of law that AA committed fraud, explaining, “[a]s to the knowledge
and intent elements, the court concludes that no rational jury could credit

4
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Plaintiffs’ claim that the false statements were innocent mistakes in light of the
extent of the deception.”

ER17.

In so concluding, the court considered the

declarations of both Patrick and Debora Guetta, attesting that they were not native
English speakers, they filed the trademark applications without the assistance of an
attorney, and they believed all of the statements contained therein to be truthful
and accurate at the time of filing. ER186; 189. The District Court completely and
arbitrarily discounted this evidence, finding that the Guettas’ explanation was
“implausible” since they had “lived in the United States and spoken English for
over 30 years and have also affirmed that they have filed trademark applications
across the world.” ER18. The District Court further concluded, again without
supporting evidence, that AA’s photographs of product specimens, submitted in
connection with AA’s eight trademark applications, were “deceptive” because not
all of the specimens were sold. Id.
In making these determinations, the court disregarded the principle that on
summary judgment, the trial court may not weigh the evidence, make credibility
determinations, or draw inferences from the facts in the moving party’s favor.
Oswalt v. Resolute Indus., 642 F.3d 856, 861 (9th Cir. 2011); see also McSherry v.
Long Beach, 584 F.3d 1129, 1133 (9th Cir. 2009) (when determining a motion for
summary judgment, “all justifiable inferences are to be drawn in [nonmovant’s]
favor and his evidence is to be believed.”) Further, a district court may not

5
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disregard a party’s declaration offered to defeat summary judgment, even where it
is the only opposing evidence offered and the court does not believe it to be
credible. Dillon v. Continental Casualty Cpo., 278 F.Supp.3d 1132, 1140 (N.D.
Cal. 2017). Instead, the district court must submit the question of credibility to the
jury, where the witness “can be confronted with any inconsistent statements at trial
and the finder of fact can assess whether to accept them or not.” Id.
Defendants cite case law to the effect that a plaintiff must present
affirmative evidence in order to defeat a properly supported motion for summary
judgment. AB 24, citing Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 257
(1986). This basic proposition of law does not assist Defendants. The Guettas’
declarations are precisely the type of evidence that is typically offered to oppose
summary judgment on the issue of fraud.
In a futile attempt to provide some authority that the District Court may
reject a declaration for “implausibility,” Defendants cite to the dissent in Ah Quin
v. County of Kauai Dept. of Transp., 733 F.3d 267, 289 (9th Cir. 2013) to argue
that a plaintiff “cannot create a genuine issue of material fact and thus avoid
summary judgment simply by swearing to facts that are contradicted by the
record.” But that comment by the dissent bears no relation to what the majority in
Ah Quin ruled. To the contrary, the Ah Quin court “firmly disagree[d]” (id. at 278)
with the dissent on this point, sardonically noting that, just as the District Court has

6
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done here, “[t]he dissent has done an excellent job of marshaling the evidence that
suggests that Plaintiff was lying[.]” Ah Quin, 733 F.3d at 278. On summary
judgment, it is rarely appropriate to disregard an affidavit, especially one that goes
to fraudulent intent, “which concerns the quintessentially personal fact of state of
mind[.]” Id. Thus, the Ninth Circuit in Ah Quin reversed the district court’s ruling
granting the defendant’s motion for summary judgment, finding that the district
court must grant all inferences in favor of the non-moving party, including as to
credibility of a contradictory declaration. Id.
Defendants also rely on Scott v. Harris, 550 U.S. 372, 380 (2007) for the
proposition that “[w]hen opposing parties tell two different stories, one of which is
blatantly contradicted by the record, so that no reasonable jury could believe it, a
court should not adopt that version of the facts for purposes of ruling on a motion
for summary judgment.” But Scott has been criticized and limited, and Ninth
Circuit courts have made clear that the doctrine upon which Defendants rely
simply does not apply in this case. Infra; see also Dan M. Kahan, et al., Whose
Eyes Are you Going to Believe? Scott v. Harris and the Perils of Cognitive
Illiberalism, 122 Harv. L. Rev. 838 (2009) (critical analysis of Scott reviewing
results of a survey challenging the assumptions and conclusions of the Supreme
Court majority).

7
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In Scott, the Supreme Court considered whether a motorist fleeing law
enforcement officials had presented sufficient evidence of excessive force by a law
enforcement officer to avoid summary judgment on the officer’s qualified
immunity defense. Scott, 550 U.S. at 376. The motorist declared that at all times,
he remained in control of his vehicle, slowed for turns and intersections, and was
no threat to pedestrians, and, therefore, the officer had no valid reason to ram his
car to force him to stop. Id. at 379.
But there was evidence in the Scott case that makes it totally inapposite
here—a videotape recording of the entire chase. Id. at 378. In the videotape, the
motorist could be plainly seen “racing down narrow, two-lane roads in the dead of
night” at “shockingly fast” speeds. Id. at 379. Accordingly, the Scott Court found
that due to the existence of an actual recording documenting the events in question,
the motorist’s story was “so utterly discredited by the record that no reasonable
jury could have believed him.”

Id. at 380.

There is, of course, no similar

videotape or other evidence to contradict the statements of the Guettas concerning
their mind-set when filing the registrations. Thus, there is no support for LIB’s
reliance on Scott.
Since Scott, courts in the Ninth and other circuits have clarified that a
plaintiff’s declaration as to his or her version of events is “blatantly contradicted”
such that it may be disregarded for summary judgment purposes only in the
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narrowest of circumstances. See, e.g., Patterson v. City of Wildwood, 354 F. App'x
695, 697 (3d Cir. 2009) (finding the “limited exception” to the summary judgment
standard set forth in Scott not to apply where a videotape existed and was
inconsistent with the plaintiff’s story, but did not record the full event); George v.
Morris, 736 F.3d 829, 836 (9th Cir. 2013) (Scott applies only where there is a
“videotape, audio recording, or similarly dispositive evidence”); In re Plise,
No. 15-15786, 2018 WL 1099714, at *2 (9th Cir. Mar. 1, 2018) (district court
could not rely on Scott to grant summary judgment on question of fraudulent
intent).
In this context, the recently decided Plise is especially instructive. The Plise
court considered whether a debtor’s declaration of lack of fraudulent intent was
sufficient to avoid summary judgment where the record was replete with evidence
of fraud, including the debtor’s failure to schedule his interest in an LLC on his
statement of financial affairs and claim that he “couldn’t remember” that he had
certain bank accounts he used to go through $2,000,000. In re Plise, 2018 WL
1099714 at *2.
In its analysis, the Court distinguished Scott, observing that “cases where
intent is a primary issue generally are inappropriate for summary judgment.” Id.,
citing Provenz v. Miller, 102 F.3d 1478, 1489 (9th Cir. 1996); see also In re
Stephens, 51 B.R. 591, 594 (9th Cir. BAP 1985) (“Fraud claims, in particular,

9

Case: 17-55045, 04/05/2018, ID: 10826745, DktEntry: 55, Page 16 of 37

normally are so attended by factual issues (including those related to intent) that
summary judgment is seldom possible.”) Indeed, only where the non-moving
party has failed to present any evidence “by affidavit or otherwise” may summary
judgment be appropriate as to fraudulent intent. In re Plise, 2018 WL 1099714 at
*2. But where the non-moving party submits a declaration contradicting evidence
of fraud, the district court must view the declaration in the light most favorable to
the non-moving party and may not disregard such evidence. Id.
Choosing to disregard such evidence on summary judgment is, “in effect,
weighing it and making a credibility determination.” Id. As discussed above, such
an approach is contrary to law. Indeed, a statement in a trademark registration may
be “false” without being “fraudulent.” eCash Technologies, Inc. v. Guagliardo,
127 F.Supp.2d 1069, 1079 (C.D. Cal. 2000). LIB’s own false filings speak to this
point. See ER483-490; 968 (applications filed by LIB stating that its “first use” of
the “LIFE IS BEAUTIFUL” mark was May 19, 2012, and its “first use in
commerce” was November 13, 2002; listing services LIB does not offer, including
“film”). Fraud arises only when the party making the false statement knows it to
be false—an applicant is required only to have a “good faith” belief in a
statement’s accuracy.

Id.

Because determination of “good faith” is entirely

subjective, it is reserved solely for the fact-finder; in this case, the jury.
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Finally, both the District Court and LIB make much ado about the fact that
AA filed pictures of product specimens with the PTO. ER18; AB23. In its Order,
the District Court found it “troubling” that AA submitted “several deceptive
photographs” with the applications and “staged” photographs of various goods
with “LIFE IS BEAUTIFUL” tags. ER18. Likewise, Defendants argue that AA
“submitted fake specimens to the PTO.” AB23.
In characterizing AA’s conduct in this manner, the District Court aligned
itself with Defendants and reversed the appropriate standard on summary
judgment, drawing all inferences in favor of Defendants.

Critically, “use in

commerce,” as AA represented when it filed the registration applications with the
PTO, is not limited to sales. Karl Storz Endoscopy America, Inc. v. Surgical
Technologies, Inc., 285 F.3d 848, 855 (9th Cir. 2002).

Rather, the “use in

commerce” component of a trademark may be established through non-sales
activity such as transport of a product with its label attached or solicitation of
potential customers. Rearden LLC v. Rearden Commerce, Inc., 683 F.3d 1190,
1206 (9th Cir. 2012).
Accordingly, the District Court’s assumptions and inferences of fraud are
inappropriate. Because the court wholly failed to consider the possibility that the
Guettas were simply mistaken, and failed to draw the appropriate inferences in
their favor, the judgment must be reversed.

11
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B.

The District Court Failed to Properly Analyze AA’s Trademark Rights
in the “LIFE IS BEAUTIFUL” Mark, Including Cancelling the Ninth
Mark Which Was Not Even Put at Issue by the Motion
Despite ruling that it “need not resolve the merits of the underlying

trademark infringement claim” because it relied on AA’s “unclean hands” to grant
summary judgment, the district court also determined that “Plaintiffs did not
actually use ‘Life is Beautiful’ as a trademark[.]” ER22. But in so holding, it
ignored AA’s massive evidentiary showing to the contrary, and accepted
Defendants’ legal argument as “evidence.”

Additionally, the District Court’s

erroneous conclusion that there is no dispute of material fact as to AA’s alleged
fraud is compounded by its resulting failure to properly apply the presumption of
validity to registered marks. For these reasons too, the judgment must be reversed.
1.

The District Court Improperly Disregarded Evidence of the
Validity of AA’s Ninth Trademark

Defendants’ contention that the only evidence AA submitted of its prior use
of the ninth trademark was its registration is simply false. AB 38. For example, in
response to Defendants’ assertion that Brainwash called only one of his art shows
“LIFE IS BEAUTIFUL” in 2008), AA submitted nearly 100 pages of news and
media reports confirming that Brainwash has held many shows since 2008 entitled
“LIFE IS BEAUTIFUL” and used the phrase as his trademark. ER546-632; 691;
695; 697; 884-888; SER608-611. The evidence shows that AA regularly used
“LIFE IS BEAUTIFUL” as a trademark since 2008, well before Defendants began
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their use. Likewise, in response to Defendants’ contention that AA’s use of the
“LIFE IS BEAUTIFUL” mark on Brainwash’s art is sporadic or infrequent, AA
submitted evidence that, in fact, Brainwash uses the “LIFE IS BEAUTIFUL” mark
on all of his art as a source identifying feature. ER695-698.
Defendants did not submit any other claimed “evidence” of AA’s non-use of
the “LIFE IS BEAUTIFUL” mark. In its Order, the District Court referred to
several of Defendants’ arguments as “evidence,” (ER23) but the District Court’s
citation in this regard is to Defendants’ legal argument. In fact, in every case in
which Defendants submitted competent evidence meant to establish non-use, AA
submitted competent, conflicting evidence in response.

In opposition to the

motions for summary judgment, AA submitted hundreds of pages of evidence
establishing that AA began using the “LIFE IS BEAUTIFUL” trademark more
than four years before Defendants, and continued to do so on a regular basis.
ER546-631.
2.

LIB Contorts Easily Distinguishable Case Law in an Unavailing
Attempt to Show No Material Issue of Fact as to AA’s Trademark
Use

To attempt to defeat AA’s claim to trademark protection, Defendants argue
that the use of the phrase “LIFE IS BEAUTIFUL” in Brainwash’s artwork is
insufficient to establish trademark use because the phrase is merely “ornamental.”
AB40. But the case Defendants cite to support this proposition, Rock and Roll
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Hall of Fame and Museum, Inc. v. Gentile Productions (“Gentile”), 134 F.3d 749
(6th Cir. 1998), actually supports AA’s position. In Gentile, the Rock and Roll
Hall of Fame Foundation (the “Foundation”) sued to prevent a professional
photographer from selling photographs of the Foundation’s Museum in Cleveland,
Ohio. Id. at 750. The Museum had been designed by renowned architect I.M. Pei.
The Foundation had obtained a trademark on the design on the basis that it was
unique and inherently distinctive. Id. at 751. However, the court found that
because the Museum made “disparate uses of several perspectives of its building
design,” that use did not “create a consistent and distinct commercial impression as
an indicator of a single source of origin or sponsorship.” Id. at 755.
Brainwash’s use of the “LIFE IS BEAUTIFUL” mark is not sporadic or
inconsistent—he has used the phrase as a trademark for a decade, and places it on
nearly all of his art. ER452; 455; 584; 590; 695; 828. In addition to a multitude of
sculptures, murals, and paintings including the “LIFE IS BEAUTIFUL” trademark,
Brainwash includes the phrase on the backs of the artworks. ER695; 697; 775;
854; 885; 887-888. This fact supports the contention that “LIFE IS BEAUTIFUL”
is source identifying. See Bobosky v. Adidas AG, 843 F. Supp. 2d 1134, 1146 (D.
Or. 2011) (the fact that a phrase appeared away from other designs supported
concept it was source identifying rather than ornamental). At the very least, the
evidence raises triable issues of fact sufficient to overturn the judgment.
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LIB’s

reliance

on

Go

Pro

Ltd.

v.

River

Graphics,

Inc.,

No. CIVA01CV600JLK, 2006 WL 898147, at *4 (D. Colo. Apr. 5, 2006) to
support their argument that Brainwash’s use of “LIFE IS BEAUTIFUL” is not
source-identifying is misplaced. In Go Pro, the court found that the use of the
phrase “Here Fishy, Fishy” was not source-identifying because the PTO had
already denied the trademark, and the court found the Office’s determination that
“the public would perceive the proposed mark merely as a decorative or
ornamental feature of the goods and not as an indicator of source” to be persuasive
evidence. Id.
Here, even if AA were not entitled to the presumption of validity attendant
to registration (and as discussed below, it is), AA has presented sufficient evidence
of trademark use to present a dispute of material fact as to whether AA’s mark is
both ornamental and source indicating, and thus has derived secondary meaning.
For example, the placement of the “LIFE IS BEAUTIFUL” phrase on the back of
Brainwash’s paintings indicates source. See Three Blind Mice Designs Co., Inc. v.
Cark, Inc., 892 F.Supp. 303 (D. Mass. 1995) (placement of trademark in manner
1

that has been used by others in the business to indicate source). And through the

1

Defendants argue that the use of a phrase on the back of a canvas cannot establish
trademark rights because it is not visible to potential buyers. AB42. Defendants
cite no law for this proposition. Defendants’ argument that the trademark is not
visible to potential buyers is merely more assumption, not evidence. In fact,
15
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sale of his iconic and instantly recognizable sculptures of the phrase itself, “LIFE
IS BEAUTIFUL” has become synonymous with Brainwash, the artist. ER697698; 715.

Thus, Defendants’ argument that Brainwash’s use of “LIFE IS

BEAUTIFUL” for his art shows does not confer trademark rights because a “title”
is not a trademark (AB42) is unavailing because it ignores AA’s consistent use as a
source identifier.
3.

The District Court’s Finding That the Presumption of Validity as
to AA’s Ninth Mark was Rebutted is Tainted by its Improper
Credibility Determination

The District Court shored up the lack of evidence cited by Defendants by
rendering the startling ruling that Defendants’ evidence, in combination with the
finding that “the majority of the marks at issue were fraudulently obtained” was
sufficient to overcome the presumption of distinctiveness arising from AA’s Ninth
registration. ER23. But the District Court’s reliance on its conclusion of fraud,
which was derived from the incorrect legal standard, has infected its entire ruling,
and provides no basis for the determination on the Ninth Registration.

Defendants submitted no evidence at all on this point. On the contrary, the
evidence establishes that Thierry Guetta’s name for purposes of his art is “Mr.
Brainwash,” but that his work is always identified by the mark, “Life is Beautiful.”
ER 695. See New W. Corp. v. NYM Co. of California, 595 F.2d 1194, 1201 (9th
Cir. 1979) (a trade name is descriptive of the manufacturer or dealer himself and
applies to a business and its good will, whereas a trademark, in a technical sense, is
applicable to the vendible commodities).
16
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LIB attempts to prop up the District Court’s ruling by asserting that even if
AA’s registration were credited, AA would need to establish use as a trademark
before Defendants began infringing the mark in 2012. AB44. The attempt is
ineffective. In the first place, Defendants did not raise this argument below, and it
accordingly is improperly raised here as it requires additional factual support.
Stewart v. U.S. Bancorp, 297 F.3d 953, 957, fn. 1 (9th Cir. 2002) (distinguishing
between new legal arguments and those that require additional findings of fact and
concluding that arguments involving questions of fact may not be raised for the
first time on appeal). Second, Defendants’ argument is tautological and depends
entirely on an assumption that, in an absence of its finding of fraud, the district
court would have found no issue of material fact as to whether AA used “LIFE IS
BEAUTIFUL” as a trademark. Because the district court itself qualified its ruling
in this regard by explicitly stating its ruling depended both on Defendants’
“evidence of non-use and on AA’s “fraud,” Defendants’ insistence that the
presumption of validity has been “rebutted” is simply false. Rather, the District
Court’s application of the incorrect standard in finding fraud sufficient to grant
summary judgment on Defendants’ unclean hands defense pervades its entire
ruling such that reversal is necessary.

17

Case: 17-55045, 04/05/2018, ID: 10826745, DktEntry: 55, Page 24 of 37

C.

In Its Answering Brief, LIB Ignores AA’s Evidence and Encourages
This Court to Affirm the Judgment Based on Mischaracterizations of
the Record
LIB repeatedly ignores relevant facts and evidence, resulting in flawed legal

arguments based on half-truths. For example, LIB asserts that it is not the only
other entity to use the phrase “Life is Beautiful” with an image of a painted heart
logo, referencing a lobbying group called the Life is Beautiful Platform (“LIBP”),
and claims that AA has not brought suit against LIBP in an attempt to justify LIB’s
own infringement. AB 54. The public record contradicts LIB’s representations to
this Court and proves that in 2015, AA filed an opposition against LIBP before the
Trademark Trial and Appeal Board (“TTAB”) (Opposition No. 91221761). LIB
misrepresented such facts to the District Court (SER185), and now attempts to
mislead this Court with the same falsehoods.
Additionally, LIB admits that it used AA’s artwork (a painting of Billie
Holiday) for advertising on LIB’s Instagram account (SER265-266), but claims
that LIB did not create the advertisement or authorize its publication, citing only to
a single page from Rehan Choudhry’s deposition. AB54-55. LIB ignores Mr.
Choudhry’s deposition testimony stating that he saw the advertisement when it was
published in 2013, that he did not take any action in response, that he “probably
ha[s] a marketing person to fire” and “that’s really terrible.” ER231-233. LIB is
willfully blind to the fact that, as of July 25, 2016 – years after LIB first published
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the advertisement on its Instagram account – LIB has not removed and continues to
use the advertisement, effectively ratifying its unauthorized use. SER265-266.
LIB claims that AA failed to cite evidence of actual confusion at the District
Court. AB 55. However, the record establishes that AA cited such evidence
before the District Court.

2

ER111-131; 495-529; 928; 965; 1109; 1138; 1142;

SER156-157. This is yet another example of LIB ignoring basic facts to craft selfserving, although misleading, legal arguments.
D.

AA’s Common Law Trademark Rights and its Ninth Trademark
Survive Even in the Event of Cancellation of its First Eight
Registrations
Despite the fact that Defendants gave scant attention to the issue of AA’s

common law rights in its motion for summary judgment, the District Court
nevertheless found that AA’s “fraud” barred not only its claims based on its
registered trademarks, but also those based on its common law rights and its Ninth
Registration. The District Court erred both because it improperly inferred fraud,
and even if fraud is assumed, AA’s common law trademark rights survive, and its
“unclean hands” as to the first eight registrations do not relate to the Ninth Mark.

2

Defendants contend that AA’s evidence of confusion is inadmissible because it
constitutes “hearsay.” AB 55. But statements regarding confusion fall within
the state of mind exception to the hearsay rule. Lahoti v. Vericheck, Inc., 636
F.3d 501, 509 (9th Cir. 2011); Chroma Makeup Studio LLC v. Boldface Group,
Inc., No. CV129893ABCPJWX, 2013 WL 12114826, at *1, fn. 19 (C.D. Cal.
Jan. 23, 2013).
19
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Defendants argue that AA cannot raise this issue for the first time on appeal.
But this issue is not raised for the first time on appeal. The authority that LIB cites
merely confirms, as a matter of law, fraud in the procurement does not affect
claims based on corresponding common law rights because those rights are
unrelated to the fraudulently procured registrations and because of the public’s
interest in avoiding confusion in the market place, which would be the unfortunate
result if AA is precluded from pursuing its validly obtained common law rights.
Further, in the Ninth Circuit, courts have discretion to hear a new legal
argument, even where it is raised for the first time on appeal. U.S. v. Northrup
Corp, 59 F.3d 953, 969 fn. 2 (9th Cir. 1995); see also Cristobal v. Siegel, 26 F.3d
1488, 1493 (9th Cir. 1994) (“[The Court has] discretion to considered matters of
law never considered prior to appeal.”) The Court should exercise its discretion to
hear AA’s argument in this regard because the issue is entirely legal and may be
decided on the current record, and because failure to do so will result in substantial
prejudice to AA. Id. (discretion to hear a new legal argument on appeal should be
exercised where the failure to do so may result in prejudice to the parties).
Northrup, 59 F.3d at 969.
Even if Defendants are correct that a court may rely on the “unclean hands”
doctrine to bar both federal and common law trademark claims (and Defendants
cite only a single, unpublished case from the Northern District of Illinois for this
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proposition), there is nevertheless no basis for the District Court’s finding that all
of AA’s common law rights, particularly those as to the Ninth Registration should
also be barred. As the District Court itself acknowledged, the issue as to the Ninth
Registration is a “close question.” ER21. Accordingly, summary judgment should
not have been granted. Hylinger v. Union Pacific R.R., 538 F.Supp.2d 1325 (W.D.
Wash 2008) (existence of a material fact is often a “close question” and must be
resolved in favor of non-moving party).

More critically, here, the alleged

inequitable conduct does not “relate to the subject matter of [Plaintiff’s] claims”
(Fuddruckers, Inc. v. Doc’s B.R. Others, Inc., 82 F.2d 837, 847 (9th Cir. 1987)) as
to AA’s ninth registration. It could not, as Plaintiffs do not allege the Ninth
Registration in their operative complaint, but rather merely referenced it as
evidence of inherent distinctiveness and its use as a trademark. ER1042.
As the District Court concedes, there was evidence that the mark was used in
connection with the services identified in the Ninth Registration. ER21. Indeed,
AA submitted substantial evidence of use in this category as early as 2008, and
continuing thereafter. ER764; 884-888; 909-923; 930-932; 951-964. Thus, as a
matter of law, any “inequitable conduct” with respect to the first eight registrations
can have no effect on AA’s assertion of its rights arising out of its Class 41
registration, whether arising from its registration or common law rights.
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E.

Defendants Have Failed to Establish Any Basis for The District Court’s
Jurisdiction to Cancel Already Cancelled Registrations
In its zeal to punish AA for what it improperly determined to be “fraud” on

the PTO, the District Court “cancelled” eight registrations that AA had already
voluntarily cancelled. In so doing, it exceeded its jurisdiction.
As noted in the Opening Brief, every court that has considered the issue has
held that counterclaims for cancellation under 15 U.S.C. § 1119 do not provide an
independent basis for jurisdiction. The plain language of the enabling statute, 15
U.S.C. 1119, is clear: only “[i]n an action involving a registered mark the court
may . . . order the cancellation of the registrations[.]” Id. (emphasis added).
Indeed, it has long been the law that federal courts do not have jurisdiction in the
absence of a registered mark. See, e.g., A. Leschen & Sons Rope Co. v. Broderick
& Bascom Rope Co., 201 U.S. 166, 172 (1906), abrogated on different grounds by
Hurn v. Oursler, 289 U.S. 238, 244 (1933) (“Our jurisdiction depends solely upon
the question whether plaintiff has a registered trademark, valid under the act of
Congress.”); L.E. Waterman Co. v. Gordon, 72 F.2d 272, 273 (2d Cir. 1934)
(registry does not create the cause of suit, but it does give jurisdiction to the district
court); Windsurfing Intern. Inc. v. AMF Inc., 828 F.2d 755, 758 (Fed. Cir. 1987)
(“Under the Lanham Act, district courts have the power to cancel registrations, but
only in an “action involving a registered mark.”) Accordingly, where a registration
has already been cancelled, voluntarily or not, there is no longer any trademark to
22
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be cancelled, and no federal jurisdiction.
Defendants’ argument and accompanying case law is inapposite.
Defendants first argue that a claim to stop unlawful conduct does not become moot
merely because of a voluntary cessation of conduct. This is true in some cases, but
Defendants have failed to cite to a single case in which a court found it had
jurisdiction to prevent future hypothetical misconduct by cancelling a trademark
that was already cancelled. Rather, Defendants’ cases involve, variously, a case in
which the registrant retained its registered trademark but dismissed its
infringement claims against a competitor with prejudice, thus ensuring that it could
not reasonably be expected to resume its enforcement efforts against that party
(Already, LLC v. Nike, Inc., 568 U.S. 85, 91 (2013)); a case in which the court
granted an injunction against an infringing party as to a currently valid trademark
after the infringing party stopped its infringing conduct but failed to demonstrate
that it was unlikely to resume infringing (Polo Fashions, Inc. v. Dick Bruhn, Inc.,
793 F.2d 1132, 1135 (9th Cir. 1986)); and a case that has nothing to do with
trademarks (Friends of the Earth, Inc. v. Laidlaw Envtl. Servs. (TOC), Inc., 528
U.S. 167, 190 (2000). All these cases are irrelevant to the point of whether, in the
absence of a “registered mark,” a court may order the cancellation of that mark.
Case law establishes that in the absence of a registration, there can be no
jurisdiction to permit a cancellation claim to proceed.

23
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Entrepreneur Media, Inc., No. 2:12-CV-2184 MCE AC, 2013 WL 2296077, at *1
(E.D. Cal. May 24, 2013), report and recommendation adopted, No. 2:12-CV2184 MCE AC, 2013 WL 6404994 (E.D. Cal. Sept. 24, 2013), aff'd, 667 F. App'x
975 (9th Cir. 2016); Windsurfing Intern. Inc., 828 F.2d at 758. For example, in
Smith, the plaintiff sought review of the TTAB’s decisions dismissing his claims
for trademark cancellation for lack of standing where the opposing party had
already voluntarily abandoned the trademark. Smith, 2013 WL 2296077 at *9.
The court held that because of the abandonment, the plaintiff could not reasonably
believe that he would be damaged by a potential future lawsuit based on the
registration by the opposing party. Id. The court acknowledged that pursuant to 15
U.S.C. 1056(b), a registrant is not precluded from later attempting to establish
validity of a disclaimed mark, but ruled that Section 1056 was inapplicable because
the mark in question “is no longer registered.” Id. (emphasis added).
Similarly, in Windsurfing, the court held that “district courts have the power
to cancel registrations, but only in an ‘action involving a registered mark.’”
Windsurfing, 828 F.2d at 758, citing 15 U.S.C. 1119. In that case, a party sued for
patent infringement counter-claimed for declaratory relief that one of the plaintiff’s
trademark registrations was unenforceable. Id. at 756. The court held that because
the party seeking declaratory relief was not actually asserting the registration, there
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was no live controversy to be adjudicated. Id.

3

The concept that someday, AA might try to again register for the categories
they have already voluntarily forfeited is insufficient to confer jurisdiction. See,
e.g., CIBER, Inc. v. CIBER Consulting, Inc., 326 F.supp.2d 886, 889 (N.D. Ill.
2004) (Defendants’ assertion that ‘plaintiff will most assuredly reassert a claim for
trademark infringement if and when defendants’ business expands or changes in
any way’ insufficient to create power to cancel trademark registrations due to lack
of justiciable controversy); Aetna Life Ins. Co. of Hartford, Conn. v. Haworth, 300
U.S. 227, 240 (1937) (“a difference or dispute of a hypothetical or abstract
character” does not create jurisdiction in the district court); Amerimax Real Estate
Partners, Inc. v. RE/MAX Int'l, Inc., 600 F. Supp. 2d 1003, 1010 (N.D. Ill. 2009)
(voluntary dismissal of infringement claims based on registered marks deprived
district court of jurisdiction over counterclaim for cancellation). Defendants’ and
the District Court’s contrary speculation is insufficient to grant jurisdiction for
cancellation.

3

While Windsurfing’s fact pattern differs from the present case, Defendants’
attempt to distinguish it as “totally irrelevant” is totally wrong. AB 52.
Windsurfing is instructive as to both jurisdiction and standing, as it expressly
statesthat a court has no power to rule where there is no live controversy. There
can be no live controversy, and thus no jurisdiction, where, as here, there is no
registration.
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F.

The District Court Erred in Granting Summary Judgment as to
Infringement of AA’s Trademarked and Copyrighted Splashed Heart
Design
Finally, the District Court erred in granting Defendants summary judgment

on AA’s claims for trademark and copyright infringement of its heart design.
Both Defendants and the court make much of the fact that at deposition,
Debora Guetta stated that the heart design was “not a trademark image.” AB 59.
The court found that Ms. Guetta’s statement constituted a “judicial admission.”
But whether or not a mark functions as a trademark is a legal question. Diece-Lisa
Industries, Inc. v. Disney Store USA, LLC, No. 212CV00400RWSRSP, 2015 WL
5766902, at *2 (E.D. Tex. Sept. 29, 2015). “[L]egal conclusions are rarely to be
considered to be binding judicial admissions.” In re Teleglobe Commc’ns Corp.,
493 F.3d 345, 377 (3d Cir. 2007).
Ms. Guetta is not an attorney; nor is English even her first language.
ER185-187. Moreover, Ms. Guetta submitted evidence that her intent in making
the statement that the heart was “not a trademark” was an admission only that the
4

heart had not been registered as a trademark. ER187. Under these circumstances,

4

This is a reasonable inference from Ms. Guetta’s testimony and the ambiguity in
the questioning. Ms. Guetta’s response “it’s a copyrighted image” is referring to
the fact that the heart design was registered with the Copyright Office, even
though copyright protection subsists under in an original work of authorship as
soon as it is fixed in a tangible medium of expression. See 17 U.S.C. § 102.
Thus, it is a reasonable inference from the testimony that Ms. Guetta was also
26
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Ms. Guetta is entitled to the benefit of the doubt granted to non-moving parties on
summary judgment. See Harrington v. City of Nashua, 610 F.3d 24, 31 (1st Cir.
2010) (city’s admission of allegation in complaint that detective “instituted legal
process against arrestee in form of criminal complaint” was not a clear admission
that the complaint was the instrument through which the arrest was affected).
Further, the District Court’s analysis as to AA’s heart trademark is faulty.
First, the court’s holding that unregistered trademarks are protected only if they
have acquired secondary meaning is incorrect. The heart design is not descriptive
nor is it a generic symbol for art shows or the other goods and services to which it
was applied.

Accordingly, the heart design is inherently distinctive, and

protectable as a trademark without proof of acquired secondary meaning. Int'l
5

Jensen, Inc. v. Metrosound U.S.A., Inc., 4 F.3d 819, 823 (9th Cir. 1993). Second,

referring to trademark registrations in response to the trademark question. This is
particularly true here where Ms. Guetta had experience registering trademarks in
foreign countries where trademark rights are only conferred by registration and
not use, and thus common law rights do not even exist. See, e.g., Crocker
National Bank v. Canadian Imperial Bank of Commerce, 223 U.S.P.Q. 909, 1984
WL 1076188 *5 fn. 3, *10 (TTAB 1984).
5

That AA’s heart shape logo is inherently distinctive is also evidenced by the
certificate registrations Defendants included in the Record. See SER351-356.
None of these heart shaped Certificates of Reregistration include a Lanham Act §
2(f) notice. This means that the PTO found the logos to be inherently distinctive.
See, e.g., TMEP §§ 1209, 1209.01, and 1209.01(a); see also TMEP § 1212.10
(“Currently, when a mark is registered under §2(f), the USPTO prints a ‘2(f)’
notation in the Official Gazette and on the certificate of registration. The
examining attorney must ensure that the §2(f) claim has been entered into the
27
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even if secondary meaning were required (it is not), AA has presented evidence
both of copying (ER336-337) and of confusion (ER111-131; 504-521; 928; 965),
both of which may establish secondary meaning.
Likewise, the court dismissed AA’s copyright claim on the grounds that the
two designs were not “virtually identical.” The “virtually identical” test is not
appropriately applied here—rather, the court should have applied the “substantially
similar” test because a heart shape “is simply a frame, like a rectangle, that an artist
can fill with his or her own unique, original contributions.” Brighton Collectibles,
Inc. v. RK Texas Leather Mfg., No. 10-CV-419-GPC WVG, 2012 WL 6553403, at
*8 (S.D. Cal. Dec. 13, 2012) (heart design subject to substantially similar test
despite expert testimony that “the heart is a universal image having been part of
civilization since the last Ice Age” because a particularly unique expression of the
shape is “sufficiently creative to preclude entry of summary judgment). In any
event, the striking similarity between the two images is sufficient to deny summary
judgment on the basis that the factual analysis must be left to the jury. Id.

Trademark database, so that it will be printed in the Official Gazette and on the
certificate of registration.”). LIB’s Registration No. 4,641,725 for its infringing
heart shape also belies its current position. That registration was granted for “art
exhibitions” without a § 2(f) notation. This means that Defendant did not tell the
Trademark Office that its logo was merely descriptive and that the Trademark
Office concluded the mark was inherently distinctive. See id. at § 1212, 1212.10;
1212.02(b).
28
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III.

CONCLUSION
For all of the foregoing reasons, AA’s appeal should be granted, and the

District Court’s judgment reversed.
Dated: April 5, 2018

EISNER JAFFE, APC

By:

/s/ Beau F. Boudreaux
Beau F. Boudreaux
Attorneys for Plaintiff-Appellant
AMUSEMENT ART, LLC
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