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BAI. 144M TTAB
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Consejo Regulador de la Denominacion de Origen
Rioja,

Proceeding No.: 91231903
Serial No.: 86/973,400
Mark: BAI RIOJA ROOT BEER

)
)
)
OppOSGYS, ) I hereby certify that this correspondence and all marked
V. ) attachments are being electronically filed with the
Trademark Trial and Appeal Board through their web site
) located at http://estta.uspto.gov on:
)
)
)

Jangary 30,2017
ate)
A

BAI Brands, LLC,

Applicant.

V Johathart A. Hyman

MOTION TO DISMISS;: MOTION TO AMEND GOODS IN APPLICATION; AND
MOTION TO SUSPEND PROCEEDING PENDING OUTCOME OF MOTION

UNITED STATES PATENT AND TRADEMARK OFFICE
P.O. Box 1451
Alexandria, VA 22313-1451

Pursuant to Rule 12(b)(6) of the Federal Rules of Civil Procedure, Applicant, BAI
Brands, LLC, by and through its undersigned counsel, submits this Motion to Dismiss the
opposition filed by Consejo Regulador de la Denominacion de Origen Rioja (“Opposer”) for
failure to state a claim upon which relief can be granted.

Pursuant to Trademark Rule 37 CFR § 2.133, Applicant requests that the Board enter
Applicant’s post-publication amendment to narrow the goods.

In addition, pursuant to Trademark Rule 2.127(d), Applicant requests that the Board
suspend all deadlines in the proceeding pending a decision on this Motion.

I. INTRODUCTION MOTION TO DISMISS

Opposer filed a Notice of Opposition alleging four opposition grounds: (1) Priority and

likelihood of confusion under Section 2(d) of the Trademark Act; (2) Primarily geographically
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deceptively misdescriptiveness under Section 2(e)(3) of the Trademark Act; (3) False suggestion
of a connection under Section 2(a) of the Trademark Act; and (4) Geographic indication which, if
used on or in connection with wine or spirits, identifies a place other than the origin of the goods
under Section 2(a) ‘of the Trademark Act. However, Opposer has failed to state a claim for relief.
As such, the Notice of Opposition should be dismissed for the reasons set forth below.

II. MOTION TO DISMISS STANDARD

Specifically, in the context of an opposition “to withstand a motion to dismiss, petitioner
need only allege such facts which, if proved, would establish that petitioner is entitled to the
relief sought; that is, (1) petitioner has standing to bring the proceeding, and (2) a valid statutory

ground exists for [denying] the registration.” Corporacion Habanos, S.A. v. Rodriguez, 99

U.S.P.Q.2d 1873, 1874 (T.T.A.B. 2011); T.B.M.P. § 503.02.
The pleading must be examined in its entirety, construing the allegations therein liberally,
as required by Fed. R. Civ. P. 8(f), to determine whether it contains any allegations which, if

proved, would entitle plaintiff to the relief sought. See Lipton Industries, Inc. v. Ralston Purina

Co., 670 F.2d 1024, 213 USPQ 185 (CCPA 1982); Kelly Services Inc. v. Greene's Temporaries

Inc., 25 USPQ2d 1460 (TTAB 1992); and TBMP § 503.02. For purposes of determining a
motion to dismiss for failure to state a claim upon which relief can be granted, all of plaintiff’s
well-pleaded allegations must be accepted as true, and the complaint must be construed in the

light most favorable to plaintiff. See Advanced Cardiovascular Systems Inc. v. SciMed Life

Systems Inc., 988 F.2d 1157, 26 USPQ2d 1038 (Fed. Cir. 1993). See also SA Wright & Miller,

Federal Practice And Procedure: Civil 2d §1357 (1990) and Fair Indigo LLC v. Style Conscience,

85 USPQ2d 1536, 1538 (TTAB 2007). While all well-pled facts are accepted as true, legal

conclusions are not entitled to the same presumption. Asheroft v. Igpal, 556 U.S. 662, 129 S. Ct.

1937 (2009).



1. Geographic Indication

In order to properly plead a claim of a geographic indication in violation of Trademark
Act Section 2(a), a plaintiff must plead (and later prove) that: (1) the primary significance of the
relevant term or design is geographic; (2) purchasers would be likely to think that the goods
originate in the geographic place identified in the mark; (3) the goods do not originate in the
place identified in the mark; (4) a purchaser's erroneous b;elief as to the geographic origin of the
goods would materially affect the purchaser's decision to buy the goods; and (5) the mark was
first used in commerce by the applicant on or after January 1, 1996. However, a critical
threshold issue is that the mark being challenged must be for “wines and spirits.”

2. False Suggestion Of A Connection

In order to assert properly a ground of false suggestion of a connection under Section 2(a)
of the Trademark Act, a plaintiff must plead (and later prove) that: (1) defendant’s mark is the
same or a close approximation of plaintiff’s previously used name or identity; (2) that the mark
would be recognized as such, in that it points uniquely and unmistakably to plaintiff; (3) that
plaintiff is not connected with the goods and/or service sold or rendered by defendant under the
mark; and (4) that plaintiff’s name or identity is of sufficient fame or reputation that when
defendant’s mark is used on its goods and/or services, a connection with plaintiff would be

presumed, See Petréleos MexicanosV. Intermix SA, 97 USPQ2d 1403, 1405 (TTAB 2010);

Boston Red Sox Baseball Club LP v. Sherman, 88 USPQ2d 1581, 1593 (TTAB 2008).

3. Primarily Geographically Deceptively Misdescriptiveness

In order to propetly plead a claim of primarily geographically deceptively
misdescriptiveness under Section 2(e)(3) of the Trademark Act, a plaintiff must plead (and later
prove) that: (1) The primary significance of the mark is a generally known geographic place; (2)

The goods or services do not originate in the place identified in the mark; (3) Purchasers would
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be likely to believe that the goods or services originate in the geographic place identified in the
mark; and (4) The misrepresentation would be a material factor in a substantial portion of the
relevant consumet's decision to buy the goods or use the services. In re Spirits Int’l N.V., 563
F.3d 1347, 90 U.S.P.Q.2d 1489, 1490-95 (Fed. Cir, 2009); In re California Innovations, 329
F.3d 1334, 66 U.S.P.Q.2d 1853, 1858 (Fed. Cir. 2003).

4, Likelihood Of Confusion

In order to properly plead a likelihood of confusion under Section 2(d) of the Trademark
Act, a plaintiff must plead (and later prove) that: (1) it has priority and (2) there is a likelihood of
confusion.

III. MOTION TO DISMISS

1. Geographic Indication

Opposet’s Notice of Opposition fails to state a claim under which relief can be granted on
the ground of a geographic indication used on wines and spirits in violation of Section 2(a) of the
Trademark Act. The critical threshold issue is that the mark being challenged must be for “wines
and spirits.” This cause of action is only available if the application covers “wines and spirits.”
In fact, the cause of action is not available to beer as beer is not wine, nor is it a "spirit" which
refers to "a strong distilled alcoholic liquor” (e.g., gin, rum, vodka, whiskey, or brandy). More
importantly, in this instance, it is unavailable if the applied-for mark does not cover wines or
spirts, which is the case with Applicant’s mark. Applicant’s mark only covers non-alcoholic
beverages. In fact, on December 15, 2016, prior to the institution of the opposition, Applicant
filed an amendment specifically amending the goods to clarify the goods are non-alcoholic and
that the goods do not cover wine.

As the goods at issue do not cover wine or sprits, Opposer has failed to meet this critical

element, along with the other elements of a Section 2(a) claim. Moreover, given the nature of
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this specific cause of action, under the “plausibility standard” set forth in Igbal, Opposer can set
for no set of facts that is plausible on its face to support a claim of false association. Ashcroft v.
Igbal, 556 U.S. 662, 129 S. Ct. 1937 (2009). As such, this cause of action should be dismissed
with prejudice.

2. False Suggestion Of A Connection

Opposer’s Notice of Opposition fails to state a claim under which relief can be granted
under Section 2(a) of the Trademark Act on the ground of false suggestion of a connection.
Again, a claim under Section 2(a) for false suggestion must do more than parrot Section 2(d).

The Notice of Opposition is devoid of any allegations that the mark at issue is the same or
a close approximation of Opposer’s “previously used name or identity.” Similarly, the Notice of
Opposition is devoid of any allegations that the mark at issue would be recognized as such, in
that “it points uniquely and unmistakably to [Opposer]’s persona and/or identity.” Moreover, the
Notice of Opposition is devoid of any allegations that Opposer’s “name or identity is of sufficient
fame or reputation that when [Applicant]’s mark is used on its goods and/or services, a

connection with plaintiff would be presumed.” See Petréleos MexicanosV. Intermix SA, 97

USPQ2d 1403, 1405 (TTAB 2010); Boston Red Sox Baseball Club LP v. Sherman, 88 USPQ2d

1581, 1593 (TTAB 2008).

The critiéal requirement in a Section 2(a) false suggestion of a connection case is that the
name or identity embodied in a mark, and uniquely associated with a particular person or
institution, be appropriated by another and used in a manner so as to indicate that the mark

represents the name or identity of the plaintiff. ~ Rickson Gracie LLC v. Gracie

73 U.S.P.Q.2d 1379 (TTAB 2004). See also In re Cotter & Company, 228 USPQ 202 (TTAB

1985) and The University of Notre Dame du Lac v. J.C. Gourmet Food Imports, Co., Inc., 703

F.2d 1372, 217 USPQ 505 (Fed.Cir. 1983). Opposer has failed to meet this critical element,
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along with the other elements of a Section 2(a) claim. Moreover, given the nature of this specific
~ cause of action, under the “plausibility standard” set forth in Igbal, Opposer can set for no set of
facts that is plausible oﬁ its face to support a claim of false association. Ashcroft v. Iqbal, 556
U.S. 662, 129 S. Ct. 1937 (2009). As such, this cause of action should be dismissed with
prejudice.

3. Primarily Geographically Deceptively Misdescriptiveness

Opposer's Notice of Opposition fails to state a claim under which relief can be granted
under Section 2(e)(3) of the Trademark Act on the ground of primarily geographically
deceptively misdescriptiveness. The primary significance of “Rioja” is not a generally known
| geographic place. Despite Opposer’s contentions, there are numerous “Riojas” in the world. For
example:

“Rioja” region in Peru which is known for coffee, not wine. See Exhibit A
https://en.wikipedia.org/wiki/Rioja, Peru visited January 30, 2017.

“Rioja” region in Andalusia, Spain — which is not the same region as Opposer’s alleged
mark and is not known for its wine, See Exhibit B
https://en.wikipedia.org/wiki/Rioja, Almer%C3%ADa visited January 30, 2017.

“Rioja” wine region in Argentina, not associated with Opposer.  See Exhibit C
https://en.wikipedia.org/wiki/La Rioja_Province, Argentina visited January 30, 2017,

Applicant respectfully requests that the Board take judicial notice of these other
geographic areas. As there are numerous geographic areas with the name “Rioja”, purchasers
would be likely to believe that the goods originate in the geographic place identified in the mark.
In addition, Applicant’s use of RIOJA on its beverages is arbitrary and Applicant’s mark is not
used in such a way as to misrepresent the source. Moreover, the alleged “misrepresentation”
would not be a material factor in a substantial portion of the relevant consumer's decision to buy

the goods. Accordingly, Opposer has failed to meet, and cannot meet, the critical elements of a
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Section 2(e)(3) claim. Moreover, given the nature of this specific cause of action, under the
“plausibility standard” set forth in Igbal, Opposer can set for no set of facts that is plausible on
its face to support a claim of false association. Ashcrqﬁ' v. Igbal, 556 U.S. 662, 129 S. Ct. 1937
(2009). As such, this cause of action should be dismissed with prejudice.

4. Likelihood Of Confusion

Opposer's Notice of Opposition fails to state a claim under which relief can be granted
under Seption 2(d) of the Trademark Act on the ground of primarily geogréphioally deceptively
misdescriptiveness.

In order to properly plead a likelihood of confusion under Section 2(d) of the Trademark
Act, a plaintiff must plead (and later prove) that: (1) it has priority and (2) there is a likelihood of
confusion. In this instance, Opposer’s alleged mark is a certification mark for wine and its rights
are limited to wine. Applicant’s application does not cover wine or any alcoholic products.
Accordingly, as a matter of law, there can be no likelihood of confusion. As such, Opposer has
failed to state a claim of a likelihood of confusion. Thus, the likelihood of confusion cause of
ac’;ion should be dismissed.

IV. MOTION TO AMEND APPLICATION

On December 15, 2016, prior to the institution of the opposition, Applicant filed an
amendment specifically amending the goods to clarify the goods are non-alcoholic and that the
goods do not cover wine. A copy of the amendment is attached as Exhibit D. This amendment
is limiting in nature and should have been granted by Trademark Operation. However, prior to
Trademark Operation entering the amendment, the instant opposition was filed. Accordingly,
Applicant respectfully requests that the Board enter the amendment to amend the goods to read

as follows:
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