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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Michael Kors, L.L.C.

Granted to Date
of previous ex-
tension

12/14/2016

Address

11 West 42nd Street
New York, NY 10036
UNITED STATES

Attorney informa-
tion

Monica B. Richman

Dentons US LLP

P.O. Box #061080 Wacker Drive Station, Willis Tower

Chicago, IL 60606-1080

UNITED STATES

trade-
marks.us@dentons.com,monica.richman@dentons.com,derek.morales@denton
s.com,tiffany.schwartz@dentons.com,ian.farias@dentons.com
Phone:212-768-5367

Applicant Information

Application No 87000178 Publication date 08/16/2016
Opposition Filing 12/14/2016 Opposition Peri- 12/14/2016
Date od Ends

Applicant DELUXITY INC.

10920 THIENES AVE
SOUTH EL MONTE, CA 91733
UNITED STATES

Goods/Services Affected by Opposition

Class 018. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Handbags, purses and wallets

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act Section 2(d)

Dilution by blurring

Trademark Act Sections 2 and 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Application/ Registra- NONE Application Date NONE
tion No.
Registration Date NONE
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Design Mark

Goods/Services

Goods: women's accessories, including without limitation: handbags,

purses, and wallets.

U.S. Application/ Registra- NONE Application Date NONE
tion No.
Registration Date NONE




Design Mark

Goods/Services Goods: women's accessories, including without limitation: handbags,
purses, and wallets.

U.S. Application/ Registra- NONE Application Date NONE

tion No.

Registration Date NONE

Word Mark MK

Goods/Services Goods: women's accessories, including without limitation: handbags,

purses, and wallets.

Attachments MK Logo.jpg
MK MICHAEL KORS Logo.jpg
Michael Kors Opposition to MKMK.pdf(3252073 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /monica b. richman/
Name Monica B. Richman
Date 12/14/2016




THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Michael Kors, L.L.C. )
) Opposition No.
Opposer, ) Application Serial No. 87/000,178
)
v. )
) Publication Date: August 16, 2016
Deluxity Inc., ) Mark: MKMK
)
‘Applicant. )
NOTICE OF OPPOSITION

Michael Kors, L.L.C. ("Opposer"), a Delaware limited liability company doing business
at 11 West 42nd Street, New York, NY 10036, believes that it will be damaged by registration of
Application Serial No. 87/000,178 (the "Opposed Application"), and pursuant to 15 U.S.C. §

1063(a) and TBMP § 303.01, hereby opposes same.

As grounds for opposition, Opposer alleges:

1. Upon information and belief, Deluxity Inc. ("Applicant"), a California
corporation, located at 10920 Thienes Ave, South E1 Monte, California United States 91733,
filed the Opposed Application on April 14, 2016 for the mark MKMK ("Applicant's
Trademark"). According to the Opposed Application, Applicant's Trademark "consists of
standard characters without claim to any particular font style, size, or color."

2. By way of the Opposed Application, Applicant seeks registration of Applicant's
Trademark on the Principal Register based on a purported intent to use Applicant's Trademark in

commerce in connection with the following goods: "Handbags, purses and wallets."



3 Opposer believes that it will be damaged by the registration of Applicant's
Trademark.

4. Opposer designs, manufactures, produces, promotes, advertises, markets, offers
for sale and sells two primary collections, which include apparel, accessories, handbags, purses,
wallets, and luggage ("Opposer’s Products"): (a) the Michael Kors Collection; and (b) the
MICHAEL Michael Kors Collection. There are currently more than 345 Michael Kors stores
located throughout the United States carrying Opposer's Products.

3 The Michael Kors Collection was first introduced in 1981, initially consisting of
apparel, but expanding to footwear, handbags and accessories in years to come. In addition to
being carried in Michael Kors Collection and lifestyle stores, the Michael Kors Collection is also
carried by leading prestigious department stores throughout the United States and the world,
including, for example, Neiman Marcus, Saks Fifth Avenue and Bloomingdale's.

6. The MICHAEL Michael Kors Collection was first introduced in 2004, consisting
of apparel, footwear, handbags, purses, wallets, luggage and accessories. The MICHAEL
Michael Kors Collection is carried by Michael Kors lifestyle stores and in leading department
stores throughout the United States and the world, including for example, Macy's, Nordstrom
and Neiman Marcus. Photos of MICHAEL Michael Kors Collection women's handbags,
accessories and other goods are attached hereto as Composite Exhibit A.

i Through Opposer's extensive use, advertising, and marketing, its "MK" trademark
(standing for "Michael Kors" and as shown below in stylized form consisting of the block letter

"M" connected to the block letter "K") has become world famous:
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| (the "MK Common Law Trademark").

8. Opposer's MICHAEL Michael Kors Collection including, inter alia, women'’s
handbags and accessories, features the MK Common Law Trademark.

9. The MK Common Law Trademark was first used by Opposer in interstate
commerce at least as early as 2003 and is inherently distinctive, non-functional and exclusively
owned and used by Opposer. As the result of significant sales and the expenditure of millions of
dollars in multimedia advertising and promotion by Opposer, in the United States and throughout
the world as part of a long term and carefully planned marketing program, the MK Common
Law Trademark serves to identify Opposer to the consuming public as the source of merchandise
including, without limitation, women's handbags and accessories, on which the MK Common
Law Trademark is displayed. Consumers directly associate the MK Common Law Trademark
with Opposer, the MICHAEL Michael Kors Collection, and with merchandise of the highest
quality. As such, the MK Common Law Trademark, in addition to being inherently distinctive
and non-functional, has developed strong secondary meaning and is of inestimable value to
Opposer.

10.  As shown below, the MK Common Law Trademark is used by Opposer as, inter
alia, a design pattern, featuring the MK Common Law Trademark in repeating horizontal rows to
create a consistent overall look, by incorporating an inherently distinctive and non-functional
design (the "MK Design Pattern"), on MICHAEL Michael Kors Collection luggage and

women's handbags, purses, wallets and accessories:

3.
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11.  Opposer exclusively uses the MK Design Pattern as an inherently distinctive and
non-functional trade dress (the "MK Trade Dress"), which is often used with the emblem shown

below (the "MK Emblem"):

The MK Trade Dress serves to identify Opposer as the source of its merchandise including,
without limitation, luggage and women's accessories such as, inter alia, belts, hats, handbags,
wallets, swing packs, clutches, purses, totes and satchels. Examples of the MK Trade Dress on
authentic MICHAEL Michael Kors Collection women's accessories are shown on Composite
Exhibit A attached hereto.

12.  As the result of significant sales to the consuming public for over ten years and
the expenditure of millions of dollars in multi-media advertising and promotion by Opposer, in
the United States and throughout the world, as part of a long term and carefully planned
marketing program, the MK Trade Dress and the MK Common Law Trademark each became
famous long before the filing date of the Opposed Application.

13.  Similarly, as a result of the significant sales to the consuming public for over ten

years and the expenditure of millions of dollars in multi-media advertising and promotion by

-4-
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Opposer, the MK Trade Dress and MK Common Law Trademark have acquired a high degree of
consumer recognition and secondary meaning and serve to identify Opposer to the consuming
public as the source of its merchandise including, without limitation, luggage and women's
accessories (including, infer alia, handbags, purses and wallets) in the MICHAEL Michael Kors
Collection, on which they are displayed.

14.  The famous MK Trade Dress is an original design by Mr. Michael Kors and was
first used by Opposer in interstate commerce on or about 2007.

15, Consumers directly associate the famous MK Trade Dress with Opposer, the
MICHAEL Michael Kors Collection and merchandise of the highest quality. As such, the
famous MK Trade Dress, in addition to being inherently distinctive and non-functional, has
developed strong secondary meaning and is of inestimable value to Opposer.

16.  Opposer has continuously used the MK Common Law Trademark and the famous
MK Trade Dress in interstate commerce in connection with the advertising, promotion,
marketing, offering for sale and/or sale of its MICHAEL Michael Kors Collection luggage,
handbags, and women's accessories, since at least as early as 2003. Opposer's use in interstate
commerce of Opposer's MK Common Law Trademark and the famous MK Trade Dress
commenced before the filing date of the Opposed Application. Moreover, upon information and
belief, Applicant has made no use of Applicant's Trademark in interstate commerce. Opposer is
therefore the senior user.

17.  Itis the policy of Opposer to preserve and protect all of its intellectual property
including, without limitation, the MK Common Law Trademark and the famous MK Trade
Dress and to maintain their association with only the highest quality merchandise and sales

outlets. Any goods associated in any manner, shape, or form with, or to, the MK Common Law

« §ia
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Trademark and/or the famous MK Trade Dress will be identified by the consuming public as
goods emanating from, licensed by, or sponsored or authorized by Opposer. Such goods include,
without limitation, luggage and women's accessories such as belts, hats, handbags, wallets, swing
packs, clutches, purses, totes and satchels, which Opposer designs, manufactures, produces,
promotes, advertises, markets, offers for sale and/or sells, examples of which are shown on
Exhibit A hereto.

18.  Upon information and belief, Applicant designs, imports, manufactures, produces,
promotes, advertises, markets, offers for sale and/or sells bags and women's accessories
(including, like Opposer's women's accessories, inter alia, handbags, purses and wallets) on the
internet and to distributors throughout the United States, and Applicant filed the Opposed
Application with an intent-to-use Applicant's Trademark in connection with these activities.

19.  Upon information and belief, Applicant adopted and intends to use Applicant's
Trademark in bad faith in order to benefit from and trade off the goodwill established by
Opposer in its MK Common Law Trademark and/or the famous MK Trade Dresé. Applicant's
bad faith can be inferred from its current sales activities and related trademark filings. For
example, in December 2016, Opposer discovered an online sales listing by Applicant on the
website www.bagstopshop.com, which purported to offer a handbag sold under the trademark
"MKII" and which is nearly identical in design to a legitimate bag offered by Opposer under the

MK Common Law Trademark, as shown below:
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Applicant's Handbag

Opposer's Handbag

DELLRITY MKI MIKKI SATCHEL BAG AND HANDBAG
AND WALLET SET BROWN NWT

B SR ITEM 1307
Auilagitty! Lnits i Snch

$50.00

Cuanmy:

ADDTOCART |

MICHALL MICHARL RORS
Hamilton Large
Saffiano Leather
Tote

11 o AT 8

dkkRk 50

As a second example, Applicant has applied to register design trademarks with the United States

Patent and Trademark Office which mirror the design elements of and are confusingly similar to

the MK Emblem that is often used with the famous MK Trade Dress, as shown below:

Applicant's Design Trademarks

MK Emblem

Application No. 86374469 for "Handbags, purses and wallets"

Application No. 86501339 for "Handbags; Purses and wallets"

20.  Registration of Applicant’s Trademark would damage Opposer, and is barred by

the provisions of Section 2(d) of the Trademark Act, 15 U.S.C. § 1052(d), in that Applicant's

Trademark: (i) so resembles the MK Common Law Trademark as to create a likelihood of

consumer confusion, mistake, and/or as to cause the consuming public to believe that Opposer

a
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has produced, sponsored, authorized, licensed, or is otherwise connected or affiliated with
Applicant, when, in fact, that is not now, and has never been, the case; and (i1) creates an
association with the famous MK Trade Dress, such that Applicant's Trademark is likely to cause,

and has caused, dilution by blurring of the famous MK Trade Dress.

PRAYER FOR RELIEF

WHEREFORE, Opposer respectfully requests that the instant opposition be granted

and that Application Serial No. 87/000,178 be denied registration.

Respectfully submitted,
Dentons US LLP
Dated: December 14, 2016 By: /s/ Monica B. Richman

Attorneys for Michael Kors, L.L.C.
Monica B. Richman

Tiffany L. Schwartz

Derek Morales

Dentons US LLP

P.O. Box #061080

Wacker Drive Station, Willis Tower
Chicago, IL 60606-1080
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CERTIFICATE OF SERVICE

I hereby certify that I caused a true and correct copy of the foregoing NOTICE OF
OPPOSITION to be served upon:
Deluxity Inc.
10920 Thienes Ave
South El Monte, California United States 91733

by placing same in an envelope, properly sealed and addressed, with postage prepaid and

depositing same with the United States Postal Service on this 14th day of December, 2016.

/s/ /. ian farias/
J. Ian Farias

Filed with the TTAB via
ESTTA on December 14, 2016
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- EXHIBIT A



Examples of MK Trade Dress Advertising




MICHAEL KORS Macy's

MARKETING

Shoes Brand Shop (Frame 3, Holiday '13):
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MARKETING
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MICHAEL KORS bpillard's

MARKETING

Fall Imagery (Fall '13):
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MICHAEL KORS Lord & Taylor

MARKETING

Kids Shoes Banner (Spring '14):
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MICHAEL MICHAEL KORS Handbags (2016)

WOMEN N HANDBAGS BHOTE WATCHES ACCELLORIES arTs SALE BEARCH G WOREN L] HANDBASS SHORS WATCHRA ACCRISORIES AIFTS SALE SEARCH Q.
HOME > jet Sel Lsige Crosabody MOME » OWOMEM > HANDBACE 3 AwaEsh £ rmgv MEIT 3
HICHATL MICHAEL KORE MICHAEL MICHAEL KORS
Jet Set Large Ava Extra-Small
Crossbody COLON: VAMNLA Saftiano Leatner £o00R: CiNDER
Crossbody |
STORE STYLE ¥ 3254602078
STORE $TVLE @ JIFSSAVCIL QAUPANTITY:
#hkAA 48 001 ARMOITY:
] - kAR 49 (33 i -
WIRITE A REVIEW A
e sk WHITE A REVIEW !
wrmoe
DETARE  STYLE NOTES e a0
' = DHETALS  STYLENOTES
LBV et @ Ship to an addrass
<Shouider Strap @ Ship toan addrais —
-1 Caral 5 B4l fianG Lewner ik up In ttara
.;:::‘;‘;:5-” o & Pik i store DEWXEHE D einck Nave Yark smd atw
~Zip Fasterirg (Sabect New Yark and Mew ~Aoquitable Btrsn: 21247 Jarsey wtarar ondy). Daimils,
“Fulty Lired Jorvey thotos ondy). Datalls, dAntence: § (oen Pocket, | Zioper
Imported Fea
& HMagnetic Snap Fastening
: 7 ] 2
AR S ale® %
) " @ f v @
® §f v B
GH ik ARG Gibs WY GIRTARE i i spap  WomEN NN HANDDAGS SHOES WATCHES ACCESSORIES GIFTS SALE SEARC
HoME sor 56t Traved Sathians Leathe: Small Tore € PEEV  HE s WAMER: e HERRBARE e dey ur Leath ez B9
MICHAEL MICHAEL KORS F MICHAEL MICHAEL KORS
ot :
Jet Set Travel Jet Ser Large
Saffiano Leatner COLOR: CHERRY Leatner Snoulder COLOR: NAVY
Small Tote - | Bag [ [ . ]
HIERERIVER 8. B ImIVIN QUANTITY: STORE STYLE #: JOMEGTCRIL aniiatiz

drickod 47 4D

WRITE A REVIEW

DETAILS  STYLENOTES

-100% Cow Leather
METWXFHEENR "D

-Top Hanalke: 7°

Arkerice One 7 Pockat. One Sit
Pocket

Clatp

~IG0% Polyetter Lining

"~

w e

@ Ship to e address

s Pick up in stare
(Salack New York and New
Jursay storas only). Datalls,

I # ADD TO WiSH LIST

ki 50 (2
WRITE A REVIEW

DETAILS  STYLENOTES

-Pebblec Leather

188 Haroware

AFW K SEH X 43D

-Hangle 25

-intencr | Zinper Packet, 4 Open
Pockets | Cantdr Zio Pocket, 1Deg

® f v B

by
[

HOW §158:45

@ Ship to an address.

) Pick up In store
(Select New York and New
Jersey stores only). Duiails,




