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Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

BRITISH KNIGHTS N.A LLC

Granted to Date
of previous ex-

11/16/2016

tension
Address 155 AVENUE OF THE AMERICAS
New York, NY 10013
UNITED STATES
Correspondence David B. Sunshine
information Cozen O'Connor

277 Park Avenue

New York, NY 10172

UNITED STATES

tmdocketing@cozen.com, dsunshine@cozen.com Phone:2128834900

Applicant Information

Application No 86922999 Publication date 07/19/2016
Opposition Filing 11/16/2016 Opposition Peri- 11/16/2016
Date od Ends

Applicant RFL, LLC

368 Beach Avenue
Staten Island, NY 10306
UNITED STATES

Goods/Services Affected by Opposition

Class 025. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Jackets, hats, sweatshirts, t-shirts, sweat-
ers, button downs, pants, shorts, rugby tank tops, jerseys, sneakers

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1849944 Application Date 10/18/1990

No.

Registration Date | 08/16/1994 Foreign Priority NONE
Date

Word Mark BK

Design Mark

Description of NONE



http://estta.uspto.gov

Mark

Goods/Services

Class 025. First use: First Use: 1983/07/26 First Use In Commerce: 1983/07/26

clothing; namely, T-shirts, shorts, pants, warm-up suits, fleece tops, jack-
ets,hats, wind resistant jackets, wind resistant pants, and footwear

U.S. Registration | 1656334 Application Date 10/18/1990

No.

Registration Date | 09/10/1991 Foreign Priority NONE
Date

Word Mark BK

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1986/07/01 First Use In Commerce: 1987/01/15
footwear

U.S. Registration | 1405050 Application Date 11/25/1985

No.

Registration Date | 08/12/1986 Foreign Priority NONE
Date

Word Mark BK

Design Mark

Description of NONE

Mark

Goods/Services

Class 025. First use: First Use: 1983/07/26 First Use In Commerce: 1983/07/26

FOOTWEAR, NAMELY, SHOES, SNEAKERS, BOOTS, ATHLETIC SHOES,
FOR CLOTHING, NAMELY SHIRTS, [ JACKETS, ] T-SHIRTS, [ PANTS,
SWEATERS ]




Attachments 74107418#TMSN.png( bytes )
73570061#TMSN.png( bytes )
Roots BK Notice of Opposition.pdf(103606 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /David B. Sunshine/
Name David B. Sunshine
Date 11/16/2016




IN THE UNITED STATES PATENT AND TRADEMARK OFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In The Matter of Application Serial No. 86/922,999
Filed: February 28, 2016
For Mark: BK and Design
Published in the Official Gazette of: July 19, 2016

BRITISH KNIGHTS N.A. LLC, X
Opposer, Opposition No.:
v. :
RFL, LLC,
Applicant. :
X
NOTICE OF OPPOSITION

In the matter of trademark application Serial No. 86/922,999 (the "999 Application”), filed
February 29, 2016 and published for opposition in the Official Gazette of July 19, 2016.

Opposer, British Knights N.A. LLC, a Delaware limited liability company, having a
business address of 155 Avenue of the Americas, New York, New York 10013 (hereinafter,
“Opposer”) believes that it will be damaged by the registration of said trademark and hereby
opposes the same.

As grounds for opposition, it is alleged that:

1. Applicant, RFL, LLC (hereinafter “Applicant’ or “RFL"), seeks to register the mark

R ROOTS BK and design as shown here: ikl (hereinafter, “Applicant's Mark’) as a
trademark for use in connection with “jackets, hats, sweatshirts, t-shirts, sweaters, button

downs, pants, shorts, rugby tank tops, jerseys, sneakers® (*Applicant’s Goods”) in International

Class 25 in the United States.

LEGAL\2867746171



2. The ‘998 Application is based on Applicant’s bona fide intention to use
Applicant’'s Mark in commerce under Trademark Act Section 1(b).

3. Opposer, either directly or through its predecessor and/or licensee, has
advertised and sold apparel, footwear and related products under its well-known trademark “BK
since at least as early as 1983,

4, Opposer is the owner of a number of incontestable registrations for BK, including

at least the following:

MARK REG. NO. | REG. DATE GOODS

1,405,050 08/12/1986 | Footwear, namely shoes,
sneakers, boots, athletic shoes, for
clothing, namely shirts, t-shirts

. 1,656,334 | 09/10/1991 | Footwear

1,849,944 | 08/16/1994 | Clothing, namely t-shirts, shorts,
pants, warm-up suits, fleece tops,
BK jackets, hats, wind resistant
jackets, wind resistant pants and
footwear

Copies of the aforesaid registrations are attached as Exhibit 1. (These registrations and
Opposer’s common law marks shall hereinafter collectively be referred to as “Opposer's
Marks").

5. By virtue of Opposer’s extensive use in commerce of Opposer's Marks in the
United States, the relevant trade and public have come to associate goods bearing Opposer's
Marks with Opposer.

6. Opposer’s first use in commerce and in interstate commerce of Opposer's Marks
in connection with its goods predates the constructive priority date of February 29, 2016 of the

'999 Application, as well as, upon information and belief, any first use date upon which Applicant

can rely.
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7. Applicant's Goods are identical to and/or closely related to Opposer’'s goods sold
under Opposer’s Marks.

8. Applicant’s Mark, as applied to Applicant’'s Goods, is in all material aspects
identical to and so resembles Opposer's Marks that it is likely to cause confusion, mistake
and/or deception.

9. if Applicant is permitted to register Applicant's Mark for Applicant’s Goods,
confusion of the trade and public is likely to result, such confusion resulting in damage and
injury to Opposer.

10, Purchasers and potential purchasers, upon seeing Applicant's Mark used in
connection with Applicant's Goods are likely to believe, in error, that such goods are offered in
association or affiliation with or under license from Opposer.

11. If Applicant is permitted to register Applicant's Mark for Applicant's Goods,
confusion of the relevant trade and public resulting in damage and injury to Opposer would be
likely to result. Any persons familiar with the goods of Opposer would be likely to assume that
Applicant’s Goods are sponsored by or otherwise affiliated with Opposer. Furthermore, any
objection to or fault found with Applicant's Goods provided under Applicant’s Mark would
necessarily reflect on and seriously injure the reputation that Opposer has established for its
goods sold under Opposer's Marks.

12. If Applicant were granted a registration for Applicant’s Mark for Applicant's
Goods, it would obtain thereby at least a prima facie exclusive right to use the mark. Such

registration would be a source of damage and injury to Opposer.
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WHEREFORE, Opposer prays that registration of the mark of application Serial No.

86/922,999 be refused and that this opposition be sustained.

Dated: New York, New York
November 16, 2016

Respectfully submitted,

COZEN O’'CONNOR

By:  /David B. Sunshine/

David B. Sunshine

277 Park Avenue, 20" Floor
New York, New York 10172
(212) 883-4911
dsunshine@cozen.com
Attorneys for Opposer

LEGAL\2867746 1\



CERTIFICATE OF SERVICE

I HEREBY CERTIFY that, on November 16, 2018, | served a true copy of the foregoing
NOTICE OF OPPOSITION on Applicant by sending a copy to Applicant by United States first-
class mail, postage prepaid addressed to:

RFL, LLC

368 Beach Avenue
Staten Island, New York 10308

[David B. Sunshine/
DAVID B. SUNSHINE

LEGAL\28677461\1



EXHIBIT 1



Int. Cl.: 25
Prior U.S.Cl.: 39

Reg. No. 1,849,944

United States Patent and Trademark Office Registered Aug. 16, 1994

TRADEMARK
PRINCIPAL REGISTER

BK

JACK SCHWARTZ SHOES, INC. (NEW YORE
CORPORATION)

155 AVENUE OF THE AMERICAS

NEW YORR, NY 10013

FOR: CLOTHING; NAMRELY, T-SHIRTS,
SHORTS, PANTS, WARM-UP SUITS, FLEECE
TOPS, JACKETS, HATS, WIND RESISTANT
JACKETS, WIND RESISTANT PANTS, AND
FOOTWEAR, IN CLASS 25 (U.S. CL. 39).

FIRST WUSE 7-26-1983;
7-26-1983.

OWNER OF 1.8, REG. NOS. 1,403,215, 1,405,050
AND OTHERS.

N COMMERCE

SER. NO. 74-107,419, FILED 10-13-1990.

JILE C. ALT, EXAMINING ATTORNEY



Int, Cl.: 25

Prior U8, Cl.: 39

Reg, No. 1,656,334
United States Patent and Trademark Office registered sop. 10, 1991

TRADEMARK'
PRINCIPAL REGISTER

JACK SCHWARTZ SHOES, INC. (NEW YORK OWNER OF U.8. REG. NOS, 1,403,215, 1,405,050
CORPORATION) AND OTHERS.

155 AVENUE OF THE AMERICAS
NEW YGRK, NY 10013

FOR: FOOTWEAR, IN CLASS 25 (IS, CL. 39).
FIRST USE 7-1-198¢; IN COMMERCE
1=15-1987.

SER. NO. T4-107.418, FILED 10~18-1990.

JLL C. ALT, EXAMINING ATTORNEY



Int, Cl.: 25
Prior U.S, Ci: 39

United States Patent and Trademark Office

Reg. No, 1,405,050
Registered Aug, 12, 1986

TRADEMARK
PRINCIPAL REGISTER

JACK SCHWARTZ SHOES, INC. (NEW YORK
CORPORATION)

138 DUANE STREET

NEW YORK, NY 10013

FOR: FOOTWEAR, NAMELY, SHOES,
SNEAKERS, BOOTS, ATHLETIC SHOES, FOR
CLOTHING, NAMELY SHIRTS, JACKETS, T-

SHIRTS, PANTS, SWEATERS, IN CLASS 23
(U.8. CL. 39).
FIRST USE 7-26-1933;

IN COMMERCE
7-26-1983.
OWNER OF U.8. REG, NO. 1,324,699,
SER. NO. 570,061, FILED 11-25-1985,

MARY C. MACK, EXAMINING ATTORNEY



