Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number:
Filing date:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ESTTA780107
11/01/2016

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Iron Horse Saloon, Inc.
Entity Corporation Citizenship Florida
Address 1068 North US 1

Ormond Beach, FL 32174
UNITED STATES

Attorney informa-
tion

Heather Vargas

Cobb Cole

149 S. Ridgewood Avenue Suite 700

Daytona Beach, FL 32114

UNITED STATES

heather.vargas@cobbcole.com, kelly.parsons@cobbcole.com, veron-
ica.cruz@cobbcole.com, michele.staples@cobbcole.com Phone:386-255-8171

Applicant Information

Application No

87060966 Publication date 11/01/2016

Opposition Filing
Date

11/01/2016 Opposition Peri- 12/01/2016

od Ends

Applicant

Iron Horse Social Club
1010 N Main Street
Savanna, IL 61074
UNITED STATES

Goods/Services Affected by Opposition

Class 025. First Use: 2001/03/25 First Use In Commerce: 2001/04/18
All goods and services in the class are opposed, namely: Do rags for use as caps; Hats; Jack-
ets;Shirts; Sweatshirts

Class 032. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Beer

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 2365882 Application Date 11/24/1998

No.

Registration Date | 07/11/2000 Foreign Priority NONE
Date

Word Mark

IRON HORSE SALOON



http://estta.uspto.gov

Design Mark

IRON HORSE SALOON

Description of NONE
Mark

Goods/Services Class 025. First use: First Use: 1979/01/01 First Use In Commerce: 1979/01/01

clothing, namely t-shirts, jackets, bandanas, sweatshirts, sweatpants, sports
shirts, and caps

U.S. Registration | 2087588 Application Date 07/29/1996

No.

Registration Date | 08/12/1997 Foreign Priority NONE
Date

Word Mark IRON HORSE SALOON

Design Mark

Description of NONE

Mark

Goods/Services Class 042. First use: First Use: 1979/01/01 First Use In Commerce: 1979/01/01
restaurant and bar services

Attachments 75596653#TMSN.png( bytes )
Notice of Opposition- Iron Horse Social Club.pdf(24329 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Heather Bond Vargas/
Name Heather Vargas
Date 11/01/2016




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark application Serial No. 87/060,966
For the mark Ironhorse Social Club
Published in the Official Gazette on November 1, 2016
Iron Horse Saloon, Inc.,
Opposer,
V.

Iron Horse Social Club,

Applicant.
/

NOTICE OF OPPOSITION

Opposer, Iron Horse Saloon, Inc., a Florida corporation located at 1068 North US 1, Ormond
Beach, Florida (hereinafter referred to as “Opposer”), believes that it will be damaged by the
registration of the phrase Iron Horse Social Club (Serial No. 87/060,966) and hereby opposes the
same.

As standing for opposition, Opposer alleges:

1. Opposer is the owner of the mark Iron Horse Saloon (Registration No. 2,365,882) in
International Class 25 for clothing, namely t-shirts, jackets, bandanas, sweatshirts, sweatpants, sports
shirts, and caps, as well as the same mark Iron Horse Saloon (Registration No. 2,087,588) in
International Class 42 for restaurant and bar services.

2. Opposer’s filing date for its registrations of the mark lron Horse Saloon are
November 24, 1998, and July 29, 1996, respectively, with its first use in commerce in 1979. The
registrations are incontestable.

3. The Iron Horse Saloon, owned by Opposer, is a primary attraction for the Daytona
Beach Bike Week and Biketoberfest events, which are motorcycle events and rallies held annually in
Daytona Beach, Florida with an attendance of over 500,000 people each year.

4. Opposer will be damaged by registration of the phrase Iron Horse Social Club

because Applicant, Ironhorse Social Club, an Illinois sole proprietorship, will obtain the benefits of
registration of a mark that will cause a likelihood of confusion.
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As grounds for opposition, Opposer alleges:

OPPOSER HAS SUPERIOR RIGHTS IN THE MARK

5. Opposer is the owner of the mark Iron Horse Saloon (Registration No. 2,365,882) in
International Class 25 for clothing, namely t-shirts, jackets, bandanas, sweatshirts, sweatpants, sports
shirts, and caps, as well as the same mark Iron Horse Saloon (Registration No. 2,087,588) in
International Class 42 for restaurant and bar services.

6. Opposer’s filing date for its registration of the mark Iron Horse Saloon is November
24, 1998, and July 29, 1996, respectively, with its first use in commerce in 1979.

7. Applicant filed its application for the phrase Iron Horse Social Club (Serial No.
87/060,966) in International Class 25 for clothing and clothing items, namely do rags for use as caps,
hats, jackets, shirts, and sweatshirts. Applicant filed an intent to use application in International
Class 32 for beers and beverages, namely beer.

8. Applicant’s filing date for its application to register the phrase Iron Horse Social Club
was June 6, 2016, and the application claims first use in commerce on April 18, 2001 for

International Class 25.

9. Due to its registration and prior use of the mark Iron Horse Saloon, Opposer has
superior rights in the mark.

THERE IS A LIKELIHOOD OF CONSUMER CONFUSION

10. The phrase Iron Horse Social Club is very similar in sight, sound, connotation, and
commercial impression to the mark Iron Horse Saloon, and “Iron Horse” is the dominant, identical
portion of the phrase and the mark.

11.  The application for the phrase Iron Horse Social Club is for clothing. Opposer’s Iron
Horse Saloon registration is also for clothing.

12. The application for the phrase Iron Horse Social Club is also for beer and beverages,
namely beer, presumably at Applicant’s bar called the Iron Horse Social Club. This is very similar,
if not identical, to the business the Iron Horse Saloon is engaged in, namely the sale of beer and
other beverages under its Iron Horse Saloon registration for restaurant and bar services.

13.  Upon information and belief, Applicant is offering goods bearing the phrase Iron
Horse Social Club in the same trade channels and to the same consumers as Opposer, including
online sales throughout the country.

14. Since first use in 1979, Opposer has continuously used its mark, Iron Horse Saloon,
in advertising, promoting, and marketing its products throughout the United States. Opposer has
invested substantial amounts of time, effort, and expense in the advertisement and promotion of the
Iron Horse Saloon mark.
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15.  The subject application should be denied registration because the phrase Iron Horse
Social Club is confusingly similar to Opposer’s registered mark Iron Horse Saloon and is likely to
cause confusion as to the source of the goods.

16. If Applicant is granted the registration herein opposed, it would obtain at least a
prima facie exclusive right to use the phrase Iron Horse Social Club, thereby causing damage and
injury to Opposer. Any defect, quality deficiency, or fault found with Applicant’s goods promoted
under any obtained registration is likely to reflect on Opposer, and expose Opposer to liability,
seriously injuring the goodwill and superior reputation that Opposer has established for its goods.

WHEREFORE, Opposer prays that Application Serial No. 87/060,966 be rejected and
stricken, that no registration be issued thereon to Applicant, and that this opposition be sustained in
favor of Opposer.

Respectfully Submitted,

Dated: November 1, 2016 By: /s/Heather Bond Vargas
Heather Bond Vargas, Esq.
Kelly Parsons Kwiatek, Esq.
Cobb Cole, P.A.
149 S. Ridgewood Ave.
Daytona Beach, FL. 32114
Telephone: (386) 323-9220
Facsimile: (386) 944-7964
Email: Heather.Vargas@CobbCole.com
Kelly.Parsons@CobbCole.com
ATTORNEYS FOR OPPOSER
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CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing Notice of Opposition has been served this 1st
day of November, 2016, via Certified U.S. Mail (7014 3490 0002 2248 3096), on:

Jerry Gendreau

Iron Horse Social Club

1010 N. Main Street

Savanna, Illinois 61074
ironhorsesocialclub@gmail.com

By:  /s/Heather Bond Vargas
Heather Bond Vargas, Esq.
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