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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

09/06/2016

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Lifetouch Inc.

Granted to Date
of previous ex-
tension

09/04/2016

Address

11000 Viking Drive, Suite 400
Eden Prairie, MN 55344
UNITED STATES

Attorney informa-
tion

Scott W. Johnston

Merchant & Gould P.C.

P.O. Box 2910

Minneapolis, MN 55402-0910

UNITED STATES

sjohnston@merchantgould.com, slindemeier@merchantgould.com,
aavery@merchantgould.com, dmattessich@merchantgould.com
Phone:6123325300

Applicant Information

Application No

86790036 Publication date 03/08/2016

Opposition Filing
Date

09/06/2016 Opposition Peri- 09/04/2016

od Ends

Applicant

Columbia Insurance Company
1314 Douglas Street, Suite 1400
Omaha, NE 681021944
UNITED STATES

Goods/Services Affected by Opposition

Class 027. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: carpet padding

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act Section 2(d)

Dilution by blurring

Trademark Act Sections 2 and 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 1647707 Application Date 03/23/1990

No.

Registration Date | 06/11/1991 Foreign Priority NONE
Date

Word Mark LIFETOUCH



http://estta.uspto.gov

Design Mark

Description of
Mark

NONE

Goods/Services

Class 041. First use: First Use: 1984/09/00 First Use In Commerce: 1984/09/00
videotape production services; school memory book publication services

U.S. Registration | 1672864 Application Date 03/23/1990

No.

Registration Date | 01/21/1992 Foreign Priority NONE
Date

Word Mark LIFETOUCH

Design Mark

Description of NONE

Mark

Goods/Services

Class 042. First use: First Use: 1984/06/11 First Use In Commerce: 1984/06/11

photography services; mail order services in the field of stationery products,
[stemware, jewelry,] clothing,[and graduation memorabilia]

H.S. Registration | 1638363 Application Date 03/23/1990

0.

Registration Date | 03/19/1991 Foreign Priority NONE
Date

Word Mark LIFETOUCH

Design Mark

Description of NONE

Mark

Goods/Services

Class 016. First use: First Use: 1984/06/11 First Use In Commerce: 1984/06/11

photographs, bookmarks, calendars, achievement certificates, seating charts,
stickers, photo display folders and folios, school year books, stationery-type
portfolios and booklets relating to prom planning

U.S. Registration | 3272486 Application Date 04/04/2006

No.

Registration Date | 07/31/2007 Foreign Priority NONE
Date

Word Mark LIFETOUCH

Design Mark

Description of NONE

Mark

Goods/Services

Class 009. First use: First Use: 1994/00/00 First Use In Commerce: 1994/00/00

Computer software for storing, downloading, manipulating, organizing and view-
ing digital images and photographs; computer software for downloading, organ-
izing and viewing digital images and photographs that may be downloaded from
a global computer network

U.S. Registration
No.

2627847 Application Date 05/23/2001




Registration Date | 10/01/2002 Foreign Priority NONE
Date

Word Mark LIFETOUCH

Design Mark

Description of The mark consists of the word "LIFETOUCH" shown in stylized letters in the col-
Mark or blue.

Goods/Services Class 016. First use: First Use: 1998/09/00 First Use In Commerce: 1998/09/00

MAGAZINES FEATURING ARTICLES ON PHOTOGRAPHY, AND PRINTED
AWARD CERTIFICATES

Class 035. First use: First Use: 1985/05/00 First Use In Commerce: 1985/05/00

MAIL ORDER SERVICES IN THE FIELD OF STATIONERY PRODUCTS, [
STEMWARE JEWELRY, ] CLOTHING AND GRADUATION MEMORABILIA

Class 040. First use: First Use: 1984/06/00 First Use In Commerce: 1984/06/00
PHOTO FINISHING SERVICES
Class 041. First use: First Use: 1995/05/00 First Use In Commerce: 1995/05/00

VIDEOTAPE PRODUCTION SERVICES; PUBLICATION OF SCHOOL
MEMORY BOOKS AND YEARBOOKS; PROVIDING CONSULTATION, DE-
VELOPMENT, AND ORGANIZATIONAL SERVICES FOR RELIGIOUSORGAN-
IZATIONS, NAMELY, ASSISTANCE AND CONSULTATION IN THE CRE-
ATION, DEVELOPMENTAND ORGANIZATION OF PHOTOGRAPHIC AND
HISTORICAL DIRECTORIES, PORTRAITS, FAITH AND FELLOWSHIP MA-
TERIALS, OUTREACH MATERIALS, MINISTRY PROMOTIONAL MATERIALS
AND MINISTRY SUPPORT MATERIALS; AND PUBLICATION OF PHOTO-
GRAPHIC DIRECTORIES FOR BUSINESS AND RELIGIOUS ORGANIZA-
TIONS

Class 042. First use: First Use: 1984/06/00 First Use In Commerce: 1984/06/00
PORTRAIT PHOTOGRAPHY SERVICES

Attachments 78978131#TMSN.png( bytes )

76262170#TMSN.png( bytes )

Notice of Opposition.pdf(124633 bytes )

EXHIBIT A - LIFETOUCH Registrations - WorkSite Acrobat Integra-
tion.pdf(150907 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /daniellemattessich/
Name Danielle |. Mattessich
Date 09/06/2016




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Lifetouch Inc., Opposition No.

Opposer, Mark: LIFETOUCH

v. App. Serial No.: 86/790036

Columbia Insurance Company, Filed: October 16, 2015

Applicant. Published: March 8, 2016

N N N N N N N N N N N

NOTICE OF OPPOSITION

Lifetouch Inc., a Minnesota corporation located at 11000 Viking Drive, Suite 400, Eden
Prairie, Minnesota 55344 (hereinafter referred to as “Opposer”), believes that it will be damaged
by the registration of Trademark Application Serial No. No. 86/790036 for the mark
LIFETOUCH owned by Columbia Insurance Company (hereafter referred to as “Applicant™),
and hereby opposes said registration. Opposer previously extended the time to oppose
Applicant’s application. With the extensions granted, this Notice of Opposition is timely filed.
The grounds for opposition are as follows:

1. By the application herein opposed, Applicant seeks to obtain under the provisions of
the Lanham Act, registration on the Principal Register of the designation LIFETOUCH for
carpet padding, in International Class 27 (“Applicant’s LIFETOUCH mark™).

2. Since at least as early as 1984, Opposer has been using the LIFETOUCH mark in
connection with a broad offering of products and services relating to photography, including
personalized photo products, such decorative as personalized tiles, wall décor, household items
(e.g., mugs, water bottles, magnets, desk organizers), accessories for electronics and clothing.

Opposer’s primary consumers include students, parents, churches, and businesses, among others.



3. Opposer is also actively involved in philanthropic work and is commonly thought of

as a community partner. For example, Opposer contributes to child safety programs and

scholarship awards, and provides gifts to many non-profit organizations, including the Target

House at St. Jude Children's Hospital.

4. Consumers are accustomed to associating Opposer with charitable programs affiliated

with St. Jude Children’s Hospital, especially when encountering the LIFETOUCH brand in

philanthropy.

5. Opposer owns numerous registrations and applications for its well-known family of

LIFETOUCH marks, including the following, among others (collectively referred to herein as

“Opposer’s LIFETOUCH marks” or “LIFETOUCH Marks”):

Mark/Name Status/Key Full Goods/Services App. No./Reg. No.
Dates
LIFETOUCH Renewed (Int'l Class: 41) RN: 1647707
June 11, 2011 videotape production services; school SN: 74042305
memory book publication services
Filed:
March 23, 1990
Registered:
June 11, 1991
LIFETOUCH Renewed (Int'l Class: 42) RN: 1672864
January 21, 2012 | photography services; mail order services | SN: 74041817
in the field of stationery products,
Filed: [stemware, jewelry,] clothing,[and
March 23, 1990 | graduation memorabilia]
Registered:
January 21, 1992
LIFETOUCH Renewed (Int'l Class: 16) RN: 1638363

March 19, 2011

Filed:

March 23, 1990
Registered:
March 19, 1991

photographs, bookmarks, calendars,
achievement certificates, seating charts,
stickers, photo display folders and folios,
school year books, stationery-type
portfolios and booklets relating to prom
planning

SN: 74041810




Mark/Name Status/Key Full Goods/Services App. No./Reg. No.
Dates
LIFETOUCH Registered 8 & (Int'l Class: 09) RN: 3272486

15
September 24,
2012

Filed:

April 4, 2006
Registered:
July 31, 2007

computer software for storing,
downloading, manipulating, organizing
and viewing digital images and
photographs; computer software for
downloading, organizing and viewing
digital images and photographs that may
be downloaded from a global computer
network

SN: 78978131

Renewed
October 1, 2012

Filed:

May 23, 2001
Application
Registered:
October 1, 2002

(Int'l Class: 16)

magazines featuring articles on
photography, and printed award
certificates

(Int'l Class: 35)

mail order services in the field of
stationery products, clothing and
graduation memorabilia

(Int'l Class: 40)

photo finishing services

(Int'l Class: 41)

videotape production services; publication
of school memory books and yearbooks;
providing consultation, development, and
organizational services for religious
organizations, namely, assistance and
consultation in the creation, development
and organization of photographic and
historical directories, portraits, faith and
fellowship materials, outreach materials,
ministry promotional materials and
ministry support materials; and
publication of photographic directories for
business and religious organizations

(Int'l Class: 42)

portrait photography services

RN: 2627847
SN: 76262170

Current printouts of information from the electronic database records of the USPTO showing the

current status and title of the registrations are attached hereto as Exhibit A.




6. The registrations listed in the above table have not been canceled, are valid, are in full
force and effect, and are incontestable under Section 15 of the Lanham Act, 15 U.S.C. § 1065.
Consequently, these registrations are conclusive evidence of the validity of the registered marks
and of the registration of the marks, of Opposer’s ownership of the marks, and of Opposer’s
exclusive right to use the registered marks in commerce under Section 33 of the Lanham Act,
15U.S.C. § 1115.

7. Opposer has advertised and promoted its LIFETOUCH marks extensively. Opposer
has also made substantial sales of products and services under said marks. As a result of such
use and promotion, Opposer’s LIFETOUCH marks have developed and represent valuable
goodwill inuring to the benefit of Opposer.

8. Opposer’s LIFETOUCH Marks are famous within the meaning of Section 43(c) of the
Lanham Act, 15 U.S.C. § 1125(c), and became famous before Applicant filed Applicant’s
LIFETOUCH mark and/or commenced use of Applicant’s LIFETOUCH mark.

9. Opposer has priority with respect to the marks at issue in this proceeding. Opposer or
its predecessors in interest adopted and commenced use of the term LIFETOUCH as a trademark
long before Applicant adopted the LIFETOUCH mark. Opposer or its predecessors in interest’s
usage of Opposer’s LIFETOUCH marks commenced over thirty (30) years prior to Applicant’s
filing date of its application.

10. Applicant’s LIFETOUCH mark is confusingly and deceptively similar to Opposer’s
previously used and duly registered LIFETOUCH Marks.

11. Applicant’s LIFETOUCH mark is identical in appearance, sound and meaning to

Opposer’s LIFETOUCH standard character marks.



12. Applicant’s goods are also related to Opposer’s goods and services. Opposer offers
a variety of personalized home décor products, and has offered personalized floor coverings in
the past. Consequently, carpet padding is related to Opposer’s product offerings. In addition,
carpet padding is within Opposer’s natural zone of expansion.

13. Upon information and belief, Applicant, through a licensee, participates in a
charitable program wherein a percentage of sales of LIFETOUCH carpet padding are donated to
St. Jude Children’s Research Hospital.

14. Applicant’s sale of LIFETOUCH carpet padding in affiliation with a charity for St.
Jude Children’s Hospital is further likely to lead to source confusion in the marketplace.

15. Upon information and belief, Opposer’s and Applicant’s products and services are
sold and marketed, at least in part, in the same channels of trade to the same consumers or class
of consumers.

16. Due to the similarity between Applicant’s LIFETOUCH mark, and the previously
used and duly registered LIFETOUCH Marks, the related nature of the goods and services at
issue, customers and potential customers are likely to believe that Applicant’s goods are
affiliated with, or sponsored by Opposer, resulting in a likelihood of confusion in the
marketplace, and damage to Opposer.

17. The use and registration by Applicant of the LIFETOUCH mark for Applicant’s
goods is likely to cause confusion or to cause mistake or deception in trade and among
purchasers and potential purchasers, with Opposer’s previously used and duly registered
LIFETOUCH Marks, again resulting in damage to Opposer.

18. Because of the related nature of the goods and services at issue, and the identical

nature of the marks, use and registration of the term LIFETOUCH by Applicant is likely to cause



confusion, mistake, or deception that Applicant’s goods are those of Opposer, or are otherwise
endorsed, sponsored, or approved by Opposer causing further damage to Opposer.

19. Applicant’s use and registration of the LIFETOUCH mark is likely to dilute the
distinctive quality of Opposer’s famous LIFETOUCH Marks, again resulting in damage to
Opposer.

20. Registration of the mark shown in Application Serial No. 86/790036 will cause
damage to Opposer under the provisions of Section 2 of the U.S. Trademark Act, 15 U.S.C.
Section 1052, pursuant to the allegations stated above.

WHEREFORE, Opposer asks that its Notice of Opposition be sustained and that
registration of the term LIFETOUCH for the goods set forth therein be refused.

Please direct all correspondence to:

Scott W. Johnston
MERCHANT & GOULD P.C.
P.O. Box 2910
Minneapolis, MN 55402-0910

Opposer herein appoints John A. Clifford, Gregory C. Golla, Andrew S. Ehard, Scott W.
Johnston, Heather J. Kliebenstein, Danielle 1. Mattessich, Christopher J. Schulte, Dana
Jozefczyk, Linhda Nguyen, and William D. Schultz, and all other attorneys of the firm of
Merchant & Gould P.C., to transact all business in the U.S. Patent and Trademark Office relating

to this matter with full power of substitution.



Sept. 6, 2016

Date

LIFETOUCH INC.

By its Attorneys,

SQ

Scott W. Johnston

Danielle 1. Mattessich

MERCHANT & GOULD P.C.

80 South Eighth Street, Suite 3200
Minneapolis, Minnesota 55402-2215
Telephone: (612) 332-5300
sjohnston@merchantgould.com



CERTIFICATE OF SERVICE

I hereby certify that a true and correct copy of the foregoing NOTICE OF OPPOSITION
was served upon Applicant and the following attorney of record for Applicant by First Class
Mail, postage prepaid, this 6th day of September, 2016:

LISA A. IVERSON
NEAL & MCDEVITT, LLC

1776 ASH STREET
NORTHFIELD, ILLINOIS UNITED STATES 60093

SQ

Scott W. Johnston



EXHIBIT A



Generated on: This page was generated by TSDR on 2016-09-06 17:39:20 EDT
Mark: LIFETOUCH

US Serial Number: 74041810 Application Filing Mar. 23, 1990
Date:
US Registration 1638363 Registration Date: Mar. 19, 1991
Number:

Register: Principal

Mark Type: Trademark
TM5 Common Status LIVE/REGISTRATION/Issued and Active

Descriptor:
The trademark application has been registered with the Office.

Status: The registration has been renewed.
Status Date: May 04, 2010
Publication Date: Dec. 25, 1990

Mark Information

Mark Literal LIFETOUCH
Elements:

Standard Character No
Claim:
Mark Drawing 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)
Type:

Related Properties Information

Claimed Ownership 1323226, 1323758
of US
Registrations:

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and

e Asterisks *..* identify additional (new) wording in the goods/services.
For: photographs, bookmarks, calendars, achievement certificates, seating charts, stickers, photo display folders and folios, school year
books, stationery-type portfolios and booklets relating to prom planning

International 016 - Primary Class U.S Class(es): 037,038
Class(es):

Class Status: ACTIVE
Basis: 1(a)
First Use: Jun. 11, 1984 Use in Commerce: Jun. 11, 1984

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No



Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Filed ITU: No Currently ITU: No Amended ITU: No

Current Owner(s) Information

Owner Name: Lifetouch Inc.
Owner Address: 1100 VIKING DRIVE

SUITE 400
EDEN PRAIRIE, MINNESOTA UNITED STATES 553447242
Legal Entity Type: CORPORATION State or Country MINNESOTA
Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Danielle I. Mattessich Docket Number: 15235

Correspondent

Correspondent Danielle |. Mattessich
Name/Address: Merchant & Gould P.C.

P.O. Box 2910
Minneapolis, MINNESOTA UNITED STATES 55402-0910

Phone: 612.332.5300 Fax: 612.332.9081

Domestic Representative - Not Found

Prosecution History

Date

Mar. 02, 2012
Mar. 02, 2012
May 04, 2010
May 04, 2010
Apr. 30, 2010
Oct. 28, 2007
Jun. 18, 2003
Sep. 05, 2002
May 04, 2001
May 04, 2001
Jan. 16, 2001
Jul. 20, 1996

Apr. 05, 1996
Mar. 19, 1991
Dec. 25, 1990
Nov. 24, 1990
Aug. 24, 1990
Aug. 13, 1990
Jul. 20, 1990

Jul. 20, 1990

Description

ATTORNEY REVOKED AND/OR APPOINTED

TEAS REVOKE/APPOINT ATTORNEY RECEIVED
REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS)
REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
TEAS SECTION 8 & 9 RECEIVED

CASE FILE IN TICRS

TEAS CHANGE OF CORRESPONDENCE RECEIVED

TEAS CHANGE OF CORRESPONDENCE RECEIVED
REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)
REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED
REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.
REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED
REGISTERED-PRINCIPAL REGISTER

PUBLISHED FOR OPPOSITION

NOTICE OF PUBLICATION

APPROVED FOR PUB - PRINCIPAL REGISTER

EXAMINER'S AMENDMENT MAILED

ASSIGNED TO EXAMINER

ASSIGNED TO EXAMINER

Proceeding
Number

68502

68295
59548

Maintenance Filings or Post Registration Information

Affidavit of Section 8 - Accepted
Continued Use:

Affidavit of Section 15 - Accepted
Incontestability:

Renewal Date: Mar. 19, 2011



TM Staff and Location Information

TM Staff Information - None

File Location
Current Location: GENERIC WEB UPDATE Date in Location: May 04, 2010
Proceedings
Summary
Number of 2
Proceedings:
Type of Proceeding: Opposition
Proceeding 91226475 Filing Date: Feb 23,2016
Number:
Status: Terminated Status Date: Jul 18,2016
Interlocutory MIKE WEBSTER
Attorney:
Defendant
Name: Xelios Biometrics, Inc.
Correspondent DANIEL C MAROTTA
Address: GABOR & MAROTTA LLC

Correspondent e-
mail:

Associated marks

1878 VICTORY BOULEVARD
STATEN ISLAND NY UNITED STATES, 10314

dan@gabormarottalaw.com , ilyssa@gabormarottalaw.com

Mark Application Status ﬁ?:?tl)er nzﬁ:i:f teg
MY LIFE TOUCH Abandoned - After Inter-Partes Decision 86428976
LIFE TOUCH Abandoned - After Inter-Partes Decision 86428985

Plaintiff(s)
Name: Lifetouch Inc.
Correspondent SCOTT W JOHNSTON
Address: MERCHANT & GOULD PC
80 SOUTH EIGHTH STREET, SUITE 3200
MINNEAPOLIS MN UNITED STATES , 55402
Correspondent ﬁ- sjohnston@merchantgould.com , slindemeier@merchantgould.com , dockmpls@merchantgould.com
mail:

Associated marks

Mark Application Status flﬁ:i?t:er nﬁﬁ:ﬁ:r Loy
LIFETOUCH Registered 85090721 3937417
LIFETOUCH Renewed 73484961 1323758
LIFETOUCH Renewed 73484964 1323226
LIFETOUCH Renewed 74042305 1647707
LIFETOUCH Renewed 74041817 1672864
LIFETOUCH Renewed 74041808 1631112
LIFETOUCH Renewed 74041810 1638363
LIFETOUCH Renewed 75939434 2570744
LIFETOUCH Renewed 76262170 2627847
LIFETOUCH Section 8 and 15 - Accepted and Acknowledged 78978131 3272486
LIFETOUCH MEMORY MISSION Renewed 76255019 2813504
LIFETOUCH PRESCHOOL Renewed 76258569 2617557
LIFETOUCH X1 Registered 77980650 4568480

Prosecution History
Entry Number History Text Date Due Date



1 FILED AND FEE Feb 23, 2016
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 24, 2016 Apr 04, 2016
3 PENDING, INSTITUTED Feb 24, 2016
4 ANSWER Apr 04, 2016
5 TRIAL DATES REMAIN AS SET Apr 04, 2016
6 D PROOF OF SERVICE Apr 04, 2016
7 W/DRAW OF OPPOSITION Jul 18,2016
8 BD DECISION: DISMISSED W/O PREJ Jul 18,2016
9 TERMINATED Jul 18,2016
Type of Proceeding: Opposition
Proceeding 91200156 Filing Date: Jun 07, 2011
Number:
Status: Terminated Status Date: Sep 16, 2011
Interlocutory ELIZABETH A DUNN
Attorney:
Defendant
Name: Livertouch.net, Inc.
Correspondent OTTO O LEE
Address: INTELLECTUAL PROPERTY LAW GROUP LLP
12 SOUTH 1ST STREET, 12TH FLOOR
SAN JOSE CA UNITED STATES , 95113-2403
Correspondent e- tm_docket@iplg.com
mail:
Associated marks
Mark Application Status fl‘::?lier nzﬁ:igf Ll
LIVETOUCH Abandoned - After Inter-Partes Decision 77134335
Plaintiff(s)
Name: Lifetouch Inc.
Correspondent SCOTT W JOHNSTON
Address: MERCHANT & GOULD PC
80 SOUTH EIGHTH STREET, SUITE 3200
MINNEAPOLIS MN UNITED STATES , 55402-2215
Correspondent ﬁ- sjohnston@merchantgould.com , slindemeier@merchantgould.com
mail:
Associated marks
Mark Application Status ﬁi"nftl) o nﬁg":f):f tien
LIFETOUCH Renewed 73484961 1323758
LIFETOUCH Renewed 74041808 1631112
LIFETOUCH Renewed 74041810 1638363
LIFETOUCH Renewed 74042305 1647707
LIFETOUCH Renewed 74041817 1672864
LIFETOUCH YEARBOOKS Renewed 76019813 2514462
LIFETOUCH Renewed 75939434 2570744
LIFETOUCH Renewed 76262170 2627847
LIFETOUCH Section 8 and 15 - Accepted and Acknowledged 78978131 3272486
LIFETOUCH Registered 85090721 3937417
LIFETOUCH X1 Abandoned - No Statement Of Use Filed 77813720
LIFETOUCH EXPRESSION FIRST! Abandoned - No Statement Of Use Filed 77813722
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Jun 07, 2011
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 07, 2011 Jul 17, 2011
3 PENDING, INSTITUTED Jun 07, 2011
4 NOTICE OF DEFAULT Aug 01, 2011
5 BOARD'S DECISION: SUSTAINED Sep 16, 2011



TERMINATED Sep 16, 2011



Generated on: This page was generated by TSDR on 2016-09-06 17:38:18 EDT

Mark:

US Serial Number:

US Registration
Number:

Register:
Mark Type:
Status:
Status Date:

Publication Date:

LIFETOUCH

Application Filing Mar. 23, 1990
Date:

74042305

1647707 Registration Date: Jun. 11, 1991

Principal

Service Mark

The registration has been renewed.
Aug. 11,2010

Mar. 19, 1991

Mark Information

Mark Literal
Elements:

Standard Character
Claim:

Mark Drawing
Type:

LIFETOUCH
No

1- TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership
of US
Registrations:

1323226, 1323758

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: videotape production services; school memory book publication services
International 041 - Primary Class U.S Class(es): 100, 107
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: Sep. 1984 Use in Commerce: Sep. 1984
Basis Information (Case Level)
Filed Use: Yes Currently Use: Yes Amended Use: No
Filed ITU: No Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No



Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Lifetouch Inc.
Owner Address: 11000 VIKING DRIVE STE 400

EDEN PRAIRIE, MINNESOTA 55344-724
UNITED STATES

Legal Entity Type: CORPORATION State or Country MINNESOTA

Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Danielle I. Mattessich Docket Number: 15235

Correspondent

Correspondent Danielle |. Mattessich
Name/Address: Merchant & Gould P.C.

P.O. Box 2910
Minneapolis, MINNESOTA 55402-0910
UNITED STATES

Phone: 612.332.5300 Fax: 612.332.9081

Domestic Representative - Not Found

Prosecution History

Date

Mar. 02, 2012
Mar. 02, 2012
May 02, 2011
Aug. 11,2010
Aug. 11,2010
Aug. 09, 2010
Nov. 08, 2007
Jun. 18, 2003
Sep. 05, 2002
Aug. 01, 2001
Aug. 01, 2001
May 14, 2001
Mar. 01, 1997
Jan. 27,1997
Jun. 11, 1991
Mar. 19, 1991
Feb. 15, 1991
Dec. 06, 1990
Oct. 22, 1990
Aug. 07, 1990

Description

ATTORNEY REVOKED AND/OR APPOINTED

TEAS REVOKE/APPOINT ATTORNEY RECEIVED

NOTICE OF SUIT

REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS)
REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
TEAS SECTION 8 & 9 RECEIVED

CASE FILE IN TICRS

TEAS CHANGE OF CORRESPONDENCE RECEIVED

TEAS CHANGE OF CORRESPONDENCE RECEIVED
REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)
REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED
REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.
REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED
REGISTERED-PRINCIPAL REGISTER

PUBLISHED FOR OPPOSITION

NOTICE OF PUBLICATION

APPROVED FOR PUB - PRINCIPAL REGISTER
CORRESPONDENCE RECEIVED IN LAW OFFICE

NON-FINAL ACTION MAILED

Proceeding
Number

66607

Maintenance Filings or Post Registration Information

Affidavit of Section 8 - Accepted
Continued Use:

Affidavit of Section 15 - Accepted
Incontestability:

Renewal Date: Jun. 11, 2011

TM Staff and Location Information

TM Staff Information - None



File Location

Current Location: GENERIC WEB UPDATE Date in Location: Aug. 11,2010
Proceedings
Summary
Number of 3

Proceedings:

Type of Proceeding: Opposition

Proceeding
Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

91226475 Filing Date: Feb 23, 2016

Terminated Status Date: Jul 18,2016
MIKE WEBSTER

Defendant
Xelios Biometrics, Inc.

DANIEL C MAROTTA
GABOR & MAROTTA LLC
1878 VICTORY BOULEVARD
STATEN ISLAND NY , 10314
UNITED STATES

dan@gabormarottalaw.com , ilyssa@gabormarottalaw.com

Mark Application Status ﬁﬁr:tl’ - nﬁ?\:ﬂf D
MY LIFE TOUCH Abandoned - After Inter-Partes Decision 86428976
LIFE TOUCH Abandoned - After Inter-Partes Decision 86428985
Plaintiff(s)
Name: Lifetouch Inc.
Correspondent SCOTT W JOHNSTON
Address: MERCHANT & GOULD PC
80 SOUTH EIGHTH STREET, SUITE 3200
MINNEAPOLIS MN , 55402
UNITED STATES
Correspondent e- sjohnston@merchantgould.com , slindemeier@merchantgould.com , dockmpls@merchantgould.com
mail:
Associated marks
Mark Application Status ﬁﬁ:ftl, o nﬁg:i:f UL
LIFETOUCH Registered 85090721 3937417
LIFETOUCH Renewed 73484961 1323758
LIFETOUCH Renewed 73484964 1323226
LIFETOUCH Renewed 74042305 1647707
LIFETOUCH Renewed 74041817 1672864
LIFETOUCH Renewed 74041808 1631112
LIFETOUCH Renewed 74041810 1638363
LIFETOUCH Renewed 75939434 2570744
LIFETOUCH Renewed 76262170 2627847
LIFETOUCH Section 8 and 15 - Accepted and Acknowledged 78978131 3272486
LIFETOUCH MEMORY MISSION Renewed 76255019 2813504
LIFETOUCH PRESCHOOL Renewed 76258569 2617557
LIFETOUCH X1 Registered 77980650 4568480
Prosecution History
Entry Number History Text Date Due Date
FILED AND FEE Feb 23, 2016
NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 24, 2016 Apr 04, 2016

PENDING, INSTITUTED Feb 24, 2016



4 ANSWER Apr 04, 2016
5 TRIAL DATES REMAIN AS SET Apr 04, 2016
6 D PROOF OF SERVICE Apr 04, 2016
7 W/DRAW OF OPPOSITION Jul 18, 2016
8 BD DECISION: DISMISSED W/O PREJ Jul 18, 2016
9 TERMINATED Jul 18, 2016
Type of Proceeding: Opposition
Proceeding 91200156 Filing Date: Jun 07, 2011
Number:
Status: Terminated Status Date: Sep 16, 2011
Interlocutory ELIZABETH A DUNN
Attorney:
Defendant
Name: Livertouch.net, Inc.
Correspondent OTTO O LEE
Address: INTELLECTUAL PROPERTY LAW GROUP LLP
12 SOUTH 1ST STREET, 12TH FLOOR
SAN JOSE CA , 95113-2403
UNITED STATES
Correspondent e- tm_docket@iplg.com
mail:
Associated marks
Mark Application Status ﬁﬁ"nfl:ly o nﬁgﬁ:ﬁ T
LIVETOUCH Abandoned - After Inter-Partes Decision 77134335
Plaintiff(s)
Name: Lifetouch Inc.
Correspondent SCOTT W JOHNSTON
Address: MERCHANT & GOULD PC
80 SOUTH EIGHTH STREET, SUITE 3200
MINNEAPOLIS MN , 55402-2215
UNITED STATES
Correspondent fi- sjohnston@merchantgould.com , slindemeier@merchantgould.com
mail:
Associated marks
Mark Application Status ﬁﬁr:tl’ - nﬁg:ls):: D
LIFETOUCH Renewed 73484961 1323758
LIFETOUCH Renewed 74041808 1631112
LIFETOUCH Renewed 74041810 1638363
LIFETOUCH Renewed 74042305 1647707
LIFETOUCH Renewed 74041817 1672864
LIFETOUCH YEARBOOKS Renewed 76019813 2514462
LIFETOUCH Renewed 75939434 2570744
LIFETOUCH Renewed 76262170 2627847
LIFETOUCH Section 8 and 15 - Accepted and Acknowledged 78978131 3272486
LIFETOUCH Registered 85090721 3937417
LIFETOUCH X1 Abandoned - No Statement Of Use Filed 77813720
LIFETOUCH EXPRESSION FIRST! Abandoned - No Statement Of Use Filed 77813722
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Jun 07, 2011
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 07, 2011 Jul 17, 2011
3 PENDING, INSTITUTED Jun 07, 2011
4 NOTICE OF DEFAULT Aug 01, 2011
5 BOARD'S DECISION: SUSTAINED Sep 16, 2011
6

TERMINATED

Sep 16, 2011




Type of Proceeding: Opposition

Proceeding
Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks
Mark

LIFE TOUCH

Name:

Correspondent
Address:

91191801 Filing Date: Sep 03, 2009

Terminated Status Date: Dec 16, 2009
ANN LINNEHAN VOGLER

Defendant
World Fair International Limited

MARY BETH CIOCCO

MARY BETH CIOCCO, LLC

22255 CENTER RIDGE ROAD, SUITE 106
ROCKY RIVER OH , 44116-3950

UNITED STATES

marybethciocco@aol.com

Application Status

Abandoned - After Inter-Partes Decision
Plaintiff(s)
Lifetouch Inc.

Sandra Epp Ryan

Faegre & Benson LLP

2200 Wells Fargo Center, 90 South Seventh Street
Minneapolis MN , 55402

UNITED STATES

Correspondent e- trademarkmpls@faegre.com, seppryan@faegre.com

mail:

Associated marks

Mark Application Status
LIFETOUCH Section 8 and 15 - Accepted and Acknowledged
LIFETOUCH IMAGESTREAM Section 8 and 15 - Accepted and Acknowledged
LIFETOUCH Renewed
LIFETOUCH Renewed
LIFETOUCH Renewed
LIFETOUCH Renewed

Prosecution History
Entry Number History Text

o O A~ W N =

FILED AND FEE

NOTICE AND TRIAL DATES SENT; ANSWER DUE:
PENDING, INSTITUTED

NOTICE OF DEFAULT

BOARD'S DECISION: SUSTAINED

TERMINATED

Date
Sep 03, 2009
Sep 03, 2009
Sep 03, 2009
Oct 28, 2009
Dec 16, 2009
Dec 16, 2009

Serial Registration
Number Number
77646032
Serial Registration
Number Number
78978131 3272486
78977931 3228912
73484961 1323758
74042305 1647707
74041808 1631112
74041817 1672864
Due Date
Oct 13, 2009



Generated on: This page was generated by TSDR on 2016-09-06 17:38:53 EDT

Mark:

US Serial Number:

US Registration
Number:

Register:
Mark Type:
Status:
Status Date:

Publication Date:

LIFETOUCH

Application Filing Mar. 23, 1990
Date:

74041817

1672864 Registration Date: Jan. 21, 1992

Principal

Service Mark

The registration has been renewed.
Feb. 10, 2011

Oct. 29, 1991

Mark Information

Mark Literal
Elements:

Standard Character
Claim:

Mark Drawing
Type:

LIFETOUCH

No

1- TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership
of US
Registrations:

1323226, 1323758

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For: photography services; mail order services in the field of stationery products, [stemware, jewelry,] clothing,[and graduation memorabilia]

International 042 - Primary Class U.S Class(es): 100, 101

Class(es):
Class Status: ACTIVE

Basis: 1(a)

First Use: Jun. 11, 1984 Use in Commerce: Jun. 11, 1984

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No
Filed ITU: No Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No



Filed No Basis: No

Currently No Basis: No

Current Owner(s) Information

Owner Name:

Owner Address:

Legal Entity Type:

LIFETOUCH Inc.

Suite 400

1100 Viking Drive

Eden Prairie, MINNESOTA 553447242
UNITED STATES

CORPORATION State or Country MINNESOTA

Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Danielle |. Mattessich Docket Number: 15235
Correspondent
Correspondent Danielle I. Mattessich
Name/Address: Merchant & Gould P.C.
P.O. Box 2910
Minneapolis, MINNESOTA 55402-0910
UNITED STATES
Phone: 612.332.5300 Fax: 612.332.9081
Domestic Representative - Not Found
Prosecution History
Date Description ;Lon‘igzt’i"g
Mar. 02, 2012 ATTORNEY REVOKED AND/OR APPOINTED
Mar. 02, 2012 TEAS REVOKE/APPOINT ATTORNEY RECEIVED
Feb. 10, 2011 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 66607
Feb. 10, 2011 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
Feb. 04, 2011 TEAS SECTION 8 & 9 RECEIVED
Dec. 14, 2007 CASE FILE IN TICRS
Jun. 18, 2003 TEAS CHANGE OF CORRESPONDENCE RECEIVED
Mar. 13, 2002 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)
Mar. 13, 2002 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED
Jan. 18, 2002 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED
Jan. 10, 1998 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.
Dec. 11, 1997 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED
Jan. 21, 1992 REGISTERED-PRINCIPAL REGISTER
Oct. 29, 1991 PUBLISHED FOR OPPOSITION
Sep. 27, 1991 NOTICE OF PUBLICATION
Jun. 21, 1991 APPROVED FOR PUB - PRINCIPAL REGISTER
Apr. 08, 1991 CORRESPONDENCE RECEIVED IN LAW OFFICE
Dec. 01, 1990 NON-FINAL ACTION MAILED
Oct. 22, 1990 CORRESPONDENCE RECEIVED IN LAW OFFICE
Aug. 27, 1990 NON-FINAL ACTION MAILED
Aug. 14, 1990 ASSIGNED TO EXAMINER 68295
Aug. 13, 1990 ASSIGNED TO EXAMINER 60792

Maintenance Filings or Post Registration Information

Affidavit of Section 8 - Accepted

Continued Use:

Affidavit of Section 15 - Accepted

Incontestability:

Renewal Date: Jan. 21,2012




TM Staff and Location Information

TM Staff Information - None

File Location
Current Location: GENERIC WEB UPDATE Date in Location: Feb. 10, 2011
Proceedings
Summary
Number of 3
Proceedings:
Type of Proceeding: Opposition
Proceeding 91226475 Filing Date: Feb 23, 2016
Number:
Status: Terminated Status Date: Jul 18,2016
Interlocutory MIKE WEBSTER
Attorney:
Defendant
Name: Xelios Biometrics, Inc.
Correspondent DANIEL C MAROTTA
Address: GABOR & MAROTTA LLC

Correspondent e-
mail:

Associated marks

1878 VICTORY BOULEVARD
STATEN ISLAND NY, 10314
UNITED STATES

dan@gabormarottalaw.com , ilyssa@gabormarottalaw.com

Mark Application Status ﬁﬁr:& & nﬁgﬁ:ﬁ L1
MY LIFE TOUCH Abandoned - After Inter-Partes Decision 86428976
LIFE TOUCH Abandoned - After Inter-Partes Decision 86428985
Plaintiff(s)
Name: Lifetouch Inc.
Correspondent SCOTT W JOHNSTON
Address: MERCHANT & GOULD PC
80 SOUTH EIGHTH STREET, SUITE 3200
MINNEAPOLIS MN , 55402
UNITED STATES
Correspondent ﬁ- sjohnston@merchantgould.com , slindemeier@merchantgould.com , dockmpls@merchantgould.com
mail:
Associated marks
Mark Application Status ﬁi':tl’ o nﬁﬁ:ﬁ:r Ll
LIFETOUCH Registered 85090721 3937417
LIFETOUCH Renewed 73484961 1323758
LIFETOUCH Renewed 73484964 1323226
LIFETOUCH Renewed 74042305 1647707
LIFETOUCH Renewed 74041817 1672864
LIFETOUCH Renewed 74041808 1631112
LIFETOUCH Renewed 74041810 1638363
LIFETOUCH Renewed 75939434 2570744
LIFETOUCH Renewed 76262170 2627847
LIFETOUCH Section 8 and 15 - Accepted and Acknowledged 78978131 3272486
LIFETOUCH MEMORY MISSION Renewed 76255019 2813504
LIFETOUCH PRESCHOOL Renewed 76258569 2617557
LIFETOUCH X1 Registered 77980650 4568480

Prosecution History



Entry Number History Text Date Due Date
1 FILED AND FEE Feb 23, 2016
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 24, 2016 Apr 04, 2016
3 PENDING, INSTITUTED Feb 24, 2016
4 ANSWER Apr 04, 2016
5 TRIAL DATES REMAIN AS SET Apr 04, 2016
6 D PROOF OF SERVICE Apr 04, 2016
7 W/DRAW OF OPPOSITION Jul 18,2016
8 BD DECISION: DISMISSED W/O PREJ Jul 18, 2016
9 TERMINATED Jul 18, 2016
Type of Proceeding: Opposition
Proceeding 91200156 Filing Date: Jun 07, 2011
Number:
Status: Terminated Status Date: Sep 16, 2011
Interlocutory ELIZABETH A DUNN
Attorney:
Defendant
Name: Livertouch.net, Inc.
Correspondent OTTO O LEE
Address: INTELLECTUAL PROPERTY LAW GROUP LLP
12 SOUTH 1ST STREET, 12TH FLOOR
SAN JOSE CA , 95113-2403
UNITED STATES
Correspondent e- tm_docket@iplg.com
mail:
Associated marks
Mark Application Status ﬁﬁ:ftl’ o nﬁg:i:f tiey
LIVETOUCH Abandoned - After Inter-Partes Decision 77134335
Plaintiff(s)
Name: Lifetouch Inc.
Correspondent SCOTT W JOHNSTON
Address: MERCHANT & GOULD PC
80 SOUTH EIGHTH STREET, SUITE 3200
MINNEAPOLIS MN , 55402-2215
UNITED STATES
Correspondent e- sjohnston@merchantgould.com , slindemeier@merchantgould.com
mail:
Associated marks
Mark Application Status ﬁi:::l; o nﬁg:f):f LT
LIFETOUCH Renewed 73484961 1323758
LIFETOUCH Renewed 74041808 1631112
LIFETOUCH Renewed 74041810 1638363
LIFETOUCH Renewed 74042305 1647707
LIFETOUCH Renewed 74041817 1672864
LIFETOUCH YEARBOOKS Renewed 76019813 2514462
LIFETOUCH Renewed 75939434 2570744
LIFETOUCH Renewed 76262170 2627847
LIFETOUCH Section 8 and 15 - Accepted and Acknowledged 78978131 3272486
LIFETOUCH Registered 85090721 3937417
LIFETOUCH X1 Abandoned - No Statement Of Use Filed 77813720
LIFETOUCH EXPRESSION FIRST! Abandoned - No Statement Of Use Filed 77813722
Prosecution History
Entry Number History Text Date Due Date
FILED AND FEE Jun 07, 2011
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 07, 2011 Jul 17, 2011



3 PENDING, INSTITUTED Jun 07, 2011
4 NOTICE OF DEFAULT Aug 01, 2011
5 BOARD'S DECISION: SUSTAINED Sep 16, 2011
6 TERMINATED Sep 16, 2011
Type of Proceeding: Opposition
Proceeding 91191801 Filing Date: Sep 03, 2009
Number:
Status: Terminated Status Date: Dec 16, 2009
Interlocutory ANN LINNEHAN VOGLER
Attorney:
Defendant
Name: World Fair International Limited
Correspondent MARY BETH CIOCCO
Address: MARY BETH CIOCCO, LLC
22255 CENTER RIDGE ROAD, SUITE 106
ROCKY RIVER OH , 44116-3950
UNITED STATES
Correspondent e- marybethciocco@aol.com
mail:
Associated marks
Mark Application Status ﬁi:i\allaer nﬁﬁ:i:f tion
LIFE TOUCH Abandoned - After Inter-Partes Decision 77646032
Plaintiff(s)
Name: Lifetouch Inc.
Correspondent Sandra Epp Ryan
Address: Faegre & Benson LLP
2200 Wells Fargo Center, 90 South Seventh Street
Minneapolis MN , 55402
UNITED STATES
Correspondent ﬁ. trademarkmpls@faegre.com , seppryan@faegre.com
mail:
Associated marks
Mark Application Status ﬁi':?éer nﬁﬁ:i:f tion
LIFETOUCH Section 8 and 15 - Accepted and Acknowledged 78978131 3272486
LIFETOUCH IMAGESTREAM Section 8 and 15 - Accepted and Acknowledged 78977931 3228912
LIFETOUCH Renewed 73484961 1323758
LIFETOUCH Renewed 74042305 1647707
LIFETOUCH Renewed 74041808 1631112
LIFETOUCH Renewed 74041817 1672864
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Sep 03, 2009
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Sep 03, 2009 Oct 13, 2009
3 PENDING, INSTITUTED Sep 03, 2009
4 NOTICE OF DEFAULT Oct 28, 2009
5 BOARD'S DECISION: SUSTAINED Dec 16, 2009
6 TERMINATED Dec 16, 2009



Generated on:
Mark:

US Serial Number:

US Registration
Number:

Register:
Mark Type:
Status:
Status Date:

Publication Date:

This page was generated by TSDR on 2016-09-06 17:41:03 EDT

LIFETOUCH

76262170

2627847

Principal

Trademark, Service Mark

The registration has been renewed.
Sep. 12, 2012

Jul. 09, 2002

Application Filing May 23, 2001
Date:

Registration Date: Oct. 01, 2002

e nad

Mark Information

Mark Literal
Elements:

Standard Character
Claim:

Mark Drawing
Type:

Description of
Mark:

LIFETOUCH

No

5- AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

The mark consists of the word "LIFETOUCH" shown in stylized letters in the color blue.

Related Properties Information

Claimed Ownership
of US
Registrations:

1323226, 1323758, 1631112, 1636888, 1638363, 1647057, 1647707, 1655803, 1672864, 1808195, 1983576, 1983577, 2003460, 22
71437, 2364099, 2364100, 2433340 and others

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and

e Asterisks *..* identify additional (new) wording in the goods/services.

For:

International
Class(es):

Class Status:
Basis:

First Use:

For:

International
Class(es):

Class Status:
Basis:

First Use:

For:

International
Class(es):

Class Status:

MAGAZINES FEATURING ARTICLES ON PHOTOGRAPHY, AND PRINTED AWARD CERTIFICATES

016 - Primary Class

ACTIVE
1(a)
Sep. 1998

U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Use in Commerce: Sep. 1998

MAIL ORDER SERVICES IN THE FIELD OF STATIONERY PRODUCTS, [ STEMWARE JEWELRY, | CLOTHING AND

GRADUATION MEMORABILIA
035 - Primary Class

ACTIVE

1(a)

May 1985

PHOTO FINISHING SERVICES
040 - Primary Class

ACTIVE

U.S Class(es): 100, 101, 102

Use in Commerce: May 1985

U.S Class(es): 100, 103, 106



Basis:

First Use:

For:

International

1(a)

Jun. 1984 Use in Commerce: Jun. 1984

VIDEOTAPE PRODUCTION SERVICES; PUBLICATION OF SCHOOL MEMORY BOOKS AND YEARBOOKS; PROVIDING
CONSULTATION, DEVELOPMENT, AND ORGANIZATIONAL SERVICES FOR RELIGIOUS ORGANIZATIONS, NAMELY,
ASSISTANCE AND CONSULTATION IN THE CREATION, DEVELOPMENT AND ORGANIZATION OF PHOTOGRAPHIC AND
HISTORICAL DIRECTORIES, PORTRAITS, FAITH AND FELLOWSHIP MATERIALS, OUTREACH MATERIALS, MINISTRY
PROMOTIONAL MATERIALS AND MINISTRY SUPPORT MATERIALS; AND PUBLICATION OF PHOTOGRAPHIC DIRECTORIES
FOR BUSINESS AND RELIGIOUS ORGANIZATIONS

041 - Primary Class U.S Class(es): 100, 101, 107

Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: May 1995 Use in Commerce: May 1995
For: PORTRAIT PHOTOGRAPHY SERVICES
International 042 - Primary Class U.S Class(es): 100, 101
Class(es):
Class Status: ACTIVE
Basis: 1(a)
First Use: Jun. 1984 Use in Commerce: Jun. 1984
Basis Information (Case Level)
Filed Use: Yes Currently Use: Yes Amended Use: No
Filed ITU: No Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No
Filed No Basis: No Currently No Basis: No
Current Owner(s) Information
Owner Name: Lifetouch Inc.

Owner Address:

Legal Entity Type:

11000 Viking Drive

Suite 400

Eden Prairie, MINNESOTA 553447242
UNITED STATES

CORPORATION State or Country MINNESOTA

Where Organized:

Attorney/Correspondence Information

Attorney Name:

Attorney Primary
Email Address:

Correspondent
Name/Address:

Phone:

Correspondent e-
mail:

Attorney of Record

Danielle I. Mattessich Docket Number: 15235.83US01

Attorney Email Yes
Authorized:

dockmpls@merchantgould.com

Correspondent

Danielle I. Mattessich

MERCHANT & GOULD P.C.

P.0. BOX 2910

MINNEAPOLIS, MINNESOTA 55402-0910

UNITED STATES
612.332.5300 Fax: 612.332.9081

Correspondent e- Yes
mail Authorized:

dockmpls@merchantgould.com

Domestic Representative - Not Found

Prosecution History

Proceeding



Incontestability:

Renewal Date:

Date Description Number
Sep. 12,2012 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED
Sep. 12, 2012 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 67603
Sep. 12,2012 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 67603
Aug. 24, 2012 TEAS SECTION 8 & 9 RECEIVED
Mar. 02, 2012 ATTORNEY REVOKED AND/OR APPOINTED
Mar. 02, 2012 TEAS REVOKE/APPOINT ATTORNEY RECEIVED
May 02, 2011 NOTICE OF SUIT
Apr. 07, 2009 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 67603
Apr. 03, 2009 ASSIGNED TO PARALEGAL 67603
Apr. 01, 2009 TEAS SECTION 8 & 15 RECEIVED
Apr. 08, 2008 CASE FILE IN TICRS
Dec. 19, 2002 TEAS CHANGE OF CORRESPONDENCE RECEIVED
Oct. 01, 2002 REGISTERED-PRINCIPAL REGISTER
Sep. 05, 2002 TEAS CHANGE OF CORRESPONDENCE RECEIVED
Jul. 09, 2002 PUBLISHED FOR OPPOSITION
Jun. 19, 2002 NOTICE OF PUBLICATION
May 17, 2002 APPROVED FOR PUB - PRINCIPAL REGISTER
Apr. 22, 2002 CORRESPONDENCE RECEIVED IN LAW OFFICE
Apr. 22, 2002 PAPER RECEIVED
Dec. 17, 2001 NON-FINAL ACTION MAILED
Dec. 11, 2001 ASSIGNED TO EXAMINER 76147
Nov. 30, 2001 ASSIGNED TO EXAMINER 78442
Maintenance Filings or Post Registration Information
Affidavit of Section 8 - Accepted
Continued Use:
Affidavit of Section 15 - Accepted

Oct. 01, 2012

TM Staff and Location Information

Current Location:

TM Staff Information - None
File Location

GENERIC WEB UPDATE Date in Location: Sep. 12,2012

Proceedings
Summary
Number of 2
Proceedings:
Type of Proceeding: Opposition
Proceeding 91226475 Filing Date: Feb 23, 2016
Number:
Status: Terminated Status Date: Jul 18,2016
Interlocutory MIKE WEBSTER
Attorney:
Defendant
Name: Xelios Biometrics, Inc.
Correspondent DANIEL C MAROTTA
Address: GABOR & MAROTTA LLC

Correspondent e-
mail:

1878 VICTORY BOULEVARD
STATEN ISLAND NY , 10314
UNITED STATES

dan@gabormarottalaw.com , ilyssa@gabormarottalaw.com




Associated marks

Mark Application Status fl‘::?lier nzﬁ:ls):f Ll
MY LIFE TOUCH Abandoned - After Inter-Partes Decision 86428976
LIFE TOUCH Abandoned - After Inter-Partes Decision 86428985
Plaintiff(s)
Name: Lifetouch Inc.
Correspondent SCOTT W JOHNSTON
Address: MERCHANT & GOULD PC
80 SOUTH EIGHTH STREET, SUITE 3200
MINNEAPOLIS MN , 55402
UNITED STATES
Correspondent e- sjohnston@merchantgould.com , slindemeier@merchantgould.com , dockmpls@merchantgould.com
mail:
Associated marks
Mark Application Status ﬁﬁr:tl) & nﬁg":f):f LT
LIFETOUCH Registered 85090721 3937417
LIFETOUCH Renewed 73484961 1323758
LIFETOUCH Renewed 73484964 1323226
LIFETOUCH Renewed 74042305 1647707
LIFETOUCH Renewed 74041817 1672864
LIFETOUCH Renewed 74041808 1631112
LIFETOUCH Renewed 74041810 1638363
LIFETOUCH Renewed 75939434 2570744
LIFETOUCH Renewed 76262170 2627847
LIFETOUCH Section 8 and 15 - Accepted and Acknowledged 78978131 3272486
LIFETOUCH MEMORY MISSION Renewed 76255019 2813504
LIFETOUCH PRESCHOOL Renewed 76258569 2617557
LIFETOUCH X1 Registered 77980650 4568480
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Feb 23, 2016
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Feb 24, 2016 Apr 04, 2016
3 PENDING, INSTITUTED Feb 24, 2016
4 ANSWER Apr 04, 2016
5 TRIAL DATES REMAIN AS SET Apr 04, 2016
6 D PROOF OF SERVICE Apr 04, 2016
7 W/DRAW OF OPPOSITION Jul 18, 2016
8 BD DECISION: DISMISSED W/O PREJ Jul 18, 2016
9 TERMINATED Jul 18,2016
Type of Proceeding: Opposition
Proceeding 91200156 Filing Date: Jun 07, 2011
Number:
Status: Terminated Status Date: Sep 16, 2011
Interlocutory ELIZABETH A DUNN
Attorney:
Defendant

Name: Livertouch.net, Inc.

Correspondent OTTO O LEE
Address: INTELLECTUAL PROPERTY LAW GROUP LLP
12 SOUTH 1ST STREET, 12TH FLOOR
SAN JOSE CA , 95113-2403
UNITED STATES

Correspondent e- tm_docket@iplg.com
mail:

Associated marks



Mark

LIVETOUCH

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Application Status

Abandoned - After Inter-Partes Decision
Plaintiff(s)
Lifetouch Inc.

SCOTT W JOHNSTON

MERCHANT & GOULD PC

80 SOUTH EIGHTH STREET, SUITE 3200
MINNEAPOLIS MN , 55402-2215

UNITED STATES

sjohnston@merchantgould.com , slindemeier@merchantgould.com

Mark Application Status

LIFETOUCH Renewed

LIFETOUCH Renewed

LIFETOUCH Renewed

LIFETOUCH Renewed

LIFETOUCH Renewed

LIFETOUCH YEARBOOKS Renewed

LIFETOUCH Renewed

LIFETOUCH Renewed

LIFETOUCH Section 8 and 15 - Accepted and Acknowledged
LIFETOUCH Registered

LIFETOUCH X1

LIFETOUCH EXPRESSION FIRST!

Entry Number

o 0~ W NN =

Abandoned - No Statement Of Use Filed
Abandoned - No Statement Of Use Filed
Prosecution History
History Text
FILED AND FEE
NOTICE AND TRIAL DATES SENT; ANSWER DUE:
PENDING, INSTITUTED
NOTICE OF DEFAULT
BOARD'S DECISION: SUSTAINED
TERMINATED

Date
Jun 07, 2011
Jun 07, 2011
Jun 07, 2011
Aug 01, 2011
Sep 16, 2011
Sep 16, 2011

Serial

Registration

Number Number
77134335

Serial Registration

Number Number
73484961 1323758
74041808 1631112
74041810 1638363
74042305 1647707
74041817 1672864
76019813 2514462
75939434 2570744
76262170 2627847
78978131 3272486
85090721 3937417
77813720
77813722

Due Date
Jul 17, 2011



Generated on:

This page was generated by TSDR on 2016-09-06 17:40:37 EDT

Mark: LIFETOUCH
US Serial Number: 78978131 Application Filing Apr. 04, 2006
Date:
US Registration 3272486 Registration Date: Jul. 31, 2007
Number:
Register: Principal
Mark Type: Trademark
Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.
Status Date: Sep. 24,2012
Publication Date: May 15, 2007
Mark Information
Mark Literal LIFETOUCH
Elements:

Standard Character
Claim:

Mark Drawing
Type:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership
of US
Registrations:

Child Of:

1631112, 1638363, 1672864 and others

78853101

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

e Brackets [..] indicate deleted goods/services;
e Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
e Asterisks *..* identify additional (new) wording in the goods/services.

For:

International

Computer software for storing, downloading, manipulating, organizing and viewing digital images and photographs; computer software
for downloading, organizing and viewing digital images and photographs that may be downloaded from a global computer network

009 - Primary Class

U.S Class(es): 021, 023, 026, 036, 038

Class(es):
Class Status: ACTIVE

Basis: 1(a)

First Use: 1994 Use in Commerce: 1994

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No
Filed ITU: No Currently ITU: No Amended ITU: No
Filed 44D: No Currently 44D: No Amended 44D: No
Filed 44E: No Currently 44E: No Amended 44E: No
Filed 66A: No Currently 66A: No

Filed No Basis: No

Currently No Basis: No

Current Owner(s) Information

Owner Name:

Lifetouch Inc.



Owner Address: Suite 400

11000 Viking Drive
Eden Prairie, MINNESOTA 553447242
UNITED STATES

Legal Entity Type: CORPORATION State or Country MINNESOTA

Where Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Danielle |. Mattessich Docket Number: 15235.81US09

Correspondent

Correspondent Danielle I. Mattessich
Name/Address: MERCHANT & GOULD P.C.

P.O. BOX 2910
MINNEAPOLIS, MINNESOTA 55402-0910
UNITED STATES

Phone: 612.332.5300 Fax: 612.332.9081

Domestic Representative - Not Found

Prosecution History

Date

Sep. 24,2012
Sep. 24, 2012
Sep. 24,2012
Sep. 07, 2012
Mar. 02, 2012
Mar. 02, 2012
Jul. 31, 2007

May 15, 2007
Apr. 25, 2007
Mar. 16, 2007
Mar. 15, 2007
Feb. 20, 2007
Feb. 17,2007
Feb. 16, 2007
Jan. 16, 2007
Feb. 16, 2007
Jan. 16, 2007
Feb. 09, 2007
Jan. 16, 2007
Jul. 18, 2006

Jul. 18, 2006

Jul. 17, 2006

Apr. 11, 2006
Apr. 07, 2006

Description

NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - MAILED
REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.
CASE ASSIGNED TO POST REGISTRATION PARALEGAL
TEAS SECTION 8 & 15 RECEIVED

ATTORNEY REVOKED AND/OR APPOINTED

TEAS REVOKE/APPOINT ATTORNEY RECEIVED
REGISTERED-PRINCIPAL REGISTER

PUBLISHED FOR OPPOSITION

NOTICE OF PUBLICATION

LAW OFFICE PUBLICATION REVIEW COMPLETED
ASSIGNED TO LIE

APPROVED FOR PUB - PRINCIPAL REGISTER
NOTICE OF PSEUDO MARK MAILED

DIVISIONAL PROCESSING COMPLETE

DIVISIONAL REQUEST RECEIVED

AMENDMENT FROM APPLICANT ENTERED
CORRESPONDENCE RECEIVED IN LAW OFFICE
ASSIGNED TO LIE

PAPER RECEIVED

PRIORITY ACTION E-MAILED

PRIORITY ACTION WRITTEN

ASSIGNED TO EXAMINER

NOTICE OF PSEUDO MARK MAILED

NEW APPLICATION ENTERED IN TRAM

Proceeding
Number

70132
70132

77976
77976

78413
78413
78413

6326
74673
74673

Maintenance Filings or Post Registration Information

Affidavit of Section 8 - Accepted
Continued Use:

Affidavit of Section 15 - Accepted
Incontestability:

TM Staff and Location Information

TM Staff Information - None
File Location



Current Location: TMEG LAW OFFICE 106 Date in Location: Sep. 24, 2012
Proceedings
Summary
Number of 3

Proceedings:

Type of Proceeding: Opposition

Proceeding
Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks
Mark

MY LIFE TOUCH
LIFE TOUCH

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Mark Application Status
LIFETOUCH Registered
LIFETOUCH Renewed
LIFETOUCH Renewed
LIFETOUCH Renewed
LIFETOUCH Renewed
LIFETOUCH Renewed
LIFETOUCH Renewed
LIFETOUCH Renewed
LIFETOUCH Renewed
LIFETOUCH Section 8 and 15 - Accepted and Acknowledged
LIFETOUCH MEMORY MISSION Renewed
LIFETOUCH PRESCHOOL Renewed

LIFETOUCH X1

Entry Number

A WO N =

91226475 Filing Date: Feb 23,2016

Terminated Status Date: Jul 18, 2016

MIKE WEBSTER

Defendant
Xelios Biometrics, Inc.

DANIEL C MAROTTA
GABOR & MAROTTA LLC
1878 VICTORY BOULEVARD
STATEN ISLAND NY, 10314
UNITED STATES

dan@gabormarottalaw.com , ilyssa@gabormarottalaw.com

Application Status

Abandoned - After Inter-Partes Decision
Abandoned - After Inter-Partes Decision
Plaintiff(s)
Lifetouch Inc.

SCOTT W JOHNSTON

MERCHANT & GOULD PC

80 SOUTH EIGHTH STREET, SUITE 3200
MINNEAPOLIS MN , 55402

UNITED STATES

sjohnston@merchantgould.com , slindemeier@merchantgould.com , dockmpls@merchantgould.com

Registered
Prosecution History
History Text
FILED AND FEE
NOTICE AND TRIAL DATES SENT; ANSWER DUE:
PENDING, INSTITUTED
ANSWER

Date
Feb 23, 2016
Feb 24,2016
Feb 24,2016
Apr 04, 2016

Serial Registration

Number Number
86428976
86428985

Serial Registration

Number Number
85090721 3937417
73484961 1323758
73484964 1323226
74042305 1647707
74041817 1672864
74041808 1631112
74041810 1638363
75939434 2570744
76262170 2627847
78978131 3272486
76255019 2813504
76258569 2617557
77980650 4568480

Due Date
Apr 04, 2016



5 TRIAL DATES REMAIN AS SET Apr 04, 2016
6 D PROOF OF SERVICE Apr 04, 2016
7 W/DRAW OF OPPOSITION Jul 18,2016
8 BD DECISION: DISMISSED W/O PREJ Jul 18, 2016
9 TERMINATED Jul 18, 2016
Type of Proceeding: Opposition
Proceeding 91200156 Filing Date: Jun 07, 2011
Number:
Status: Terminated Status Date: Sep 16, 2011
Interlocutory ELIZABETH A DUNN
Attorney:
Defendant
Name: Livertouch.net, Inc.
Correspondent OTTO O LEE
Address: INTELLECTUAL PROPERTY LAW GROUP LLP
12 SOUTH 1ST STREET, 12TH FLOOR
SAN JOSE CA , 95113-2403
UNITED STATES
Correspondent e- tm_docket@iplg.com
mail:
Associated marks
Mark Application Status ﬁi:?tl)er nzﬁ:i:f LEI)
LIVETOUCH Abandoned - After Inter-Partes Decision 77134335
Plaintiff(s)
Name: Lifetouch Inc.
Correspondent SCOTT W JOHNSTON
Address: MERCHANT & GOULD PC
80 SOUTH EIGHTH STREET, SUITE 3200
MINNEAPOLIS MN , 55402-2215
UNITED STATES
Correspondent e- sjohnston@merchantgould.com , slindemeier@merchantgould.com
mail:
Associated marks
Mark Application Status ﬁzl;:'nall)er :ﬁg:zgf Jem
LIFETOUCH Renewed 73484961 1323758
LIFETOUCH Renewed 74041808 1631112
LIFETOUCH Renewed 74041810 1638363
LIFETOUCH Renewed 74042305 1647707
LIFETOUCH Renewed 74041817 1672864
LIFETOUCH YEARBOOKS Renewed 76019813 2514462
LIFETOUCH Renewed 75939434 2570744
LIFETOUCH Renewed 76262170 2627847
LIFETOUCH Section 8 and 15 - Accepted and Acknowledged 78978131 3272486
LIFETOUCH Registered 85090721 3937417
LIFETOUCH X1 Abandoned - No Statement Of Use Filed 77813720
LIFETOUCH EXPRESSION FIRST! Abandoned - No Statement Of Use Filed 77813722
Prosecution History
Entry Number History Text Date Due Date
1 FILED AND FEE Jun 07, 2011
2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 07, 2011 Jul 17, 2011
3 PENDING, INSTITUTED Jun 07, 2011
4 NOTICE OF DEFAULT Aug 01, 2011
5 BOARD'S DECISION: SUSTAINED Sep 16, 2011
6 TERMINATED Sep 16, 2011

Type of Proceeding: Opposition




Proceeding
Number:

Status:

Interlocutory
Attorney:

Name:

Correspondent
Address:

Correspondent e-
mail:

Associated marks

Mark

LIFE TOUCH

Name:

Correspondent
Address:

91191801 Filing Date: Sep 03, 2009

Terminated Status Date: Dec 16, 2009
ANN LINNEHAN VOGLER

Defendant
World Fair International Limited

MARY BETH CIOCCO

MARY BETH CIOCCO, LLC

22255 CENTER RIDGE ROAD, SUITE 106
ROCKY RIVER OH , 44116-3950

UNITED STATES

marybethciocco@aol.com

Application Status

Abandoned - After Inter-Partes Decision
Plaintiff(s)
Lifetouch Inc.

Sandra Epp Ryan

Faegre & Benson LLP

2200 Wells Fargo Center, 90 South Seventh Street
Minneapolis MN , 55402

UNITED STATES

Correspondent e- trademarkmpls@faegre.com, seppryan@faegre.com

mail:

Associated marks

Mark

LIFETOUCH

LIFETOUCH IMAGESTREAM

LIFETOUCH
LIFETOUCH
LIFETOUCH
LIFETOUCH

o O~ W N =

Entry Number

Application Status

Section 8 and 15 - Accepted and Acknowledged
Section 8 and 15 - Accepted and Acknowledged
Renewed
Renewed
Renewed
Renewed
Prosecution History

History Text
FILED AND FEE
NOTICE AND TRIAL DATES SENT; ANSWER DUE:
PENDING, INSTITUTED
NOTICE OF DEFAULT
BOARD'S DECISION: SUSTAINED
TERMINATED

Date
Sep 03, 2009
Sep 03, 2009
Sep 03, 2009
Oct 28, 2009
Dec 16, 2009
Dec 16, 2009

Serial Registration
Number Number
77646032
Serial Registration
Number Number
78978131 3272486
78977931 3228912
73484961 1323758
74042305 1647707
74041808 1631112
74041817 1672864
Due Date
Oct 13, 2009
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